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PREFACE. 


The  progressive  development  in  recent  years  of  the  law 

wiUi  regard  to  trade-marks  and  trade  descriptions,  and 

the  grovmig  importance  of  the  rights  which  this  branch 

of  the  law  is  designed  to  protect,  originally  suggested 

to  the  Author  that  a  more  detailed  and  systematised 

statement  of  the  decisions  and  statutes  in  which  it  is 

contained  than  had  previously  been  made  might  possibly 

be  found  useful.     The  presentation  of  such  a  statement 

has  rendered  it  essential  to  trace  the  origin  and  growth 

of  the  rights  and  remedies  which   are  involved,  and 

to  make  some  attempts  at  the   definition  of  general 

piinciples  and  the  formulation  of  rules;  and  this  has 

been  the  more  necessary  because  the  leading  authorities 

on  trade-mark  law  are,  in  an  unusual  degree,  involved 

with  the  facts  of  the  particular  cases  in  which  they  are 

embodied. 

The  Author  has  sought  to  present,  in  his   Intro- 
ductory Chapter,  a  general  view  of  the  law,  to  trace 

in  outline    its   origin   and   history,   and  to  mark  the 

a2 


IV  PREFACE. 

improvement  in  the  remedies  for  infringement  of  trade- 
mark rights  which  has  attended  the  growing  importance 
of  the  rights  themselves.  A  consideration  of  the  common 
law  action  on  the  case  for  damages  for  passing  off  goods 
as  those  of  another,  and  the  corresponding  suit  in 
Equity  for  an  injunction,  which  seem  to  have  been  first 
admitted  and  recognised  at  the  beginning  of  the  present 
century,  and  which,  in  a  developed  form,  still  afford 
remedies  of  great  value  and  importance,  and  a  com- 
parison of  them  with  the  highly  specialized  action  for 
the  infringement  of  a  registered  trade-mark  at  present 
in  use,  show  an  interesting  and  remarkable  transition. 
And  that  the  progress  of  the  law  has  been  beneficial  is 
evidenced  by  the  fact  that,  besides  the  many  thousands 
of  unregistered  trade-marks  which  are  in  use,  upwards 
of  70,000  trade-marks  have  been  entered  upon  the 
Register. 

In  addition  to  the  general  matter  already  mentioned, 
Book  I.  sots  forth  the  substantive  law  in  relation  to 
trade-mark,  trade-name,  and  analogous  rights,  and  deals 
with  the  provisions  and  effect  of  the  Trade-Mark  Acts, 
and  the  law  and  procedure  generally  with  regard  to  the 
registration  of  trade-marks.  It  is  hoped  that  sufficient 
regard  has  been  had  to  the  recent  decisions  which 
vindicate  the  principle  that  the  right  of  property  in 
trade-marks  does  not  depend  on  registration.  The 
common  law  right  in  trade-marks,  which  is  now  definitely 
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established,  must  obviously  be  of  very  great  importance 
so  long  as  the  unregistered  trade-marks  continue  to  be 
nmnerous ;  and  the  Author  has,  accordingly,  considered 
in  separate  chapters  the  definition  and  mode  of  acquisi- 
tion of  a  trade-mark  apart  from  registration,  the  effect  of 
registration  and  of  the  want  of  it,  and  the  infringement 
of  an  unregistered  trade-mark. 

Book  II.  is  almost  wholly  occupied  with  a  com- 
mentary on  the  Merchandise  Marks  Act  of  1887.  That 
statute  is  at  present  somewhat  bare  of  judicial  inter- 
pretation, although  it  is  not  without  difficulties  of 
construction.  It  has  already  operated  with  some  success 
as  a  deterrent  of  frauds,  especially  by  checking  the 
importation  of  foreign  goods  bearing  English  names  or 
marks,  or  other  deceptive  indications  of  an  English 
origin.  The  Act  would  probably  be  found  of  still 
greater  utility  if  it  were  so  amended  as  to  provide  for 
the  summary  punislmient  of  frauds  effected  under  cover 
of  false  trade  descriptions  by  word  of  mouth. 

The  Author  has  availed  himself  of  the  very  valuable 
Report  of  the  Departmental  Committee  over  which  the 
present  Lord  Chancellor  presided  in  1 887 ;  and  also,  in 
dealing  with  the  Merchandise  Marks  Act,  of  the  evidence 
given  before  the  Select  Committees  of  the  House  of 
Commons  appointed  in  1887  and  1890  to  consider  the 
law  with  regard  to  merchandise  marks  and  false  marking. 
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Regarding  the  procedure  of  the  Customs  Authorities  as 
of  much  practical  importance,  he  has  also  embodied  so 
much  of  the  Regulations  and  Greneral  Orders  of  the 
Commissioners  of  Customs  as  appeared  to  him  likely 
to  be  of  general  use. 

The  Author  is  indebted  to  Mr.  F.  G.  Underhay,  of 
the  Inner  Temple,  for  his  kindness  in  reading  the  proof 
sheets  of  the  work,  and  for  a  number  of  corrections  and 
suggestions. 

1,  Papeb  BxmiDiNos, 

Whitmn  Vacation,  1894. 
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Deeeptive  marki.  Boot.  78..  209.  The  section  extends  beyond  in- 
fringing marks,  210.  Doubtful  new  marks  to  be  rejected,  £no  v. 
Dunn^  211.  Mark  containing  name  of  the  opponents'  goods,  212. 
Device  suggesting  the  name,  213.  Trade-mark  attached  to  part  of 
the  mark,  214.  Threats  of  prosecution  in  trade-mark,  215.  JRegis- 
tered,  &c.,  216.  False  representation  as  to  origin  of  goods,  216. 
Mark  originally  used  fraudulently,  216. 
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BaetiiLoation  under  sect.  90.  .220. 

"Pbbsons  AaoBixvsD,*'  221 ;  all  persons  substantially  incon- 
venienced if  the  registration  is  wrong,  221  ;  the  question  is  one  of 
loeua  standi  only,  221  ;  TKe  Apollinaria  Case,  221 ;  any  person 
harassed  or  intimidated  by  the  registration,  222 ;  FowelPs  CasCy 
222 ;  defendant  in  a  passing  off  action,  223  ;  where  the  respondent 
offers  to  disclaim,  223  ;  exporter  aggrieved  by  the  registration  of  a 
mark  for  the  home  trade,  223 ;  foreigner,  223 ;  wider  view  now 
taken  than  in  the  earlier  cases,  224. 

Tbb  ezebgisb  of  the  jT7BiSDicno3r,  225 ;  where  the  mark  was 
incapable  of  registration  it  must  be  removed,  225  ;  and  the  conduct 
of  the  applicant  is  immaterial,  225 ;  where  it  was  capable  of  regis- 
tration, but  might  have  been  opposed,  the  Court  has  a  discretion, 
226  ;  FaiM  v.  Baniella,  226  ;  independent  title  by  registration  and 
user,  228  ;  mark  allowed  to  remam  in  pursuance  of  a  compromise, 
228  ;  the  comptroller's  decision  is  no  bar  to  rectification,  229 ;  nor 
is  &^re  years*  registration,  229  ;  nor,  generally,  delay  on  tbo  part  of 
the  applicant,  229  ;  but  delay  may  bavo  a  bearing  on  the  evidence, 
229 ;  entry  to  be  vacated  or  rectified  if  originally  wrongly  made, 
230 ;  but  not  on  account  of  subsequent  events,  231. 

The  oedbbs  kade,  231 ;  (1)  new  entries,  231 ;  new  marks  cannot 
be  registered  under  sect.  90 .  .231 ;  (2)  total  removal,  232  ;  reasons 
for  removal,  232  ;  alteration  of  circumstances,  abandonment,  mis- 
uaer,  233 ;  (3)  partial  removal,  233 ;  deceptive  marks  wholly  re- 
moved, 234  ;  (4)  registration  of  a  disclaimer,  234  ;  (5)  limitation  of 
the  registration,  235 ;  to  particular  goods  or  particular  markets, 
235  ;  (6)  variation  of  the  mark,  235 ;  (7)  variation  of  the  date  of 
entry,  235 ;  (8)  variation  of  the  name  of  the  proprietor,  236 ; 
registration  in  the  wrong  name,  236. 
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Pbooeditbii,  237;  the  Court,  237;  munmonfl  or  motion,  not 
connterclaim,  238  ;  notice  to  the  Comptroller,  239  ;  service  on  the 
registered  proprietor,  239  ;  where  the  proprietor  is  resident  abroad 
240  ;  notice  of  motion  not  served  out  of  the  jurisdiction,  240 ;  notice 
by  letter,  240  ;  foreigner  appearing,  liable  for  costs,  240 ;  but  not 
•ordered  to  give  security,  241. 

EviDKNOE,  241  ;  declarations  of  proprietor,  242 ;  discovery  and 
particulars,  242.  Order  to  be  served  on  the  Comptroller.  243 
Damages,  243.     Costs,  244.    Appeal,  246. 

Correction  and  oanoellation  at  the  proprietor's  request   sect  91 
246.     Alteration  of  address,  246.  ' 

Alterations  in  non-essential  particulars,  sect.  92.. 247;  essential 
particulars,  248  ;  old  marks  not  to  be  altered,  248  ;  alterations  of 
new  marks,  249 ;  procedure,  250  ;  costs,  251. 
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Object  of  the  Acts,  262. 

Title  to  new  trade-marks  conferred  by  registration,  sect.  75.. 263. 
Eegistration  equivalent  to  user,  254  ;  new  and  unused  marks  may 
be  registered,  254.  ^ 

Begistration  as  evidence  of  title,  sect.  76.. 265.  Registered  pro- 
prietor entitled  to  exclusive  use  of  mark,  255 ;  comparison  with 
earlier  Acts,  255 ;  * '  subject  to  the  provisions  of  this  Act, "  266 ;  right 
limited  to  goods  for  which  the  mark  is  registered,  256  ;  and'  actu- 
ally used,  256 ;  certificate  of  registration  evidence  of  title  primA 
fade  or  conclusive,  257  ;  the  register  may  be  rectified  at  any  time 
268  ;  examples  of  rectification  after  five  years,  259  ;  sect.  76  is  sub- 
ordinate to  sect.  90.  .260  ;  registration  is  conclusive  if  there  is  no 
application  imder  sect.  90.  .260. 

Segistration  is  a  condition  precedent  to  an  action  for  infringe- 
ment, sect.  77.. 260;  corresponding  sections  of  the  earlier  Acta 
261 ;  Act  of  1888.. 262  ;  (a)  new  marks  incapable  of  registration 
are  within  the  prohibition,  262  ;  (b)  old  marks  refused  registration 
are  not,  263 ;  certificate  of  refusal,  264 ;  the  section  applies  to 
foreigners,  264  ;  section  is  a  condition  precedent  to  an  action,  but 
not  to  the  acquisition  of  a  trade-mark,  264 ;  only  the  registered 
proprietor  or  his  assignee  can  sue,  265  ;  the  assignee  can  sue  before 
registration,  265. 

The  pbohibition  does  not  appect  passing  off  aotionb,  266  ;  dis- 
tinction between  infringement  and  passing  off  actions,  265 ';  un- 
registered trade-marks  are  practically  protected,  266;  the  operation 
of  sect.  7 7.. 26 8;  proof  of  fraud  is  not  necessary  to  escape  the 
prohibition,  269  ;  failure  to  register  only  deprives  the  proprietor  of 
the  assistance  of  the  Acts,  269  ;  and  of  the  protection  of  the  Mer- 
chandise Marks  Act,  270. 
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assiflmment,  280.  Licence  to  use  a  trade-mark,  281.  Lease  of 
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Lots  of  distinetiTenetB,  284 ;  by  the  action  of  the  proprietor,  285 ;  by 
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ThB  pUintiff*8  title,  301 ;  joint  trade-marks,  301  ;  contract  for  ex- 
dnsive  sale,  302  ;  one  of  several  proprietors  may  sue,  302 ;  action 
by  execntors,  303. 
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imregistered  form,  331.  (b)  Acquiescence,  332  ;  licence,  333. 
(c)  Delay,  333  ;  delay  may  modify  the  relief,  or  amount  to  aban- 
donment, 334  ;  it  has  a  bearing  on  the  evidence,  335.  (d)  Deceptive 
trade- mark  or  fraudulent  trade,  336  ;  collateral  misrepresentation, 
336 ;  it  is  immaterial  that  the  misrepresentation  is  too  gross  to 
deceive,  339;  false  claim  of  patent  rights,  339:  "trade-mark" 
affixed  to  part  of  mark  only,  343  ;  false  assertion  of  registration, 
345 ;  other  misleading  statements,  346  ;  fraudulent  trade,  346 ; 
Havana  cigars,  347 ;  misrepresentation  after  action  commenced, 
347. 

The  relief  granted,  348. 

I.  Injunction,  348 ;  form,  350 ;  restricted  to  future  consign- 
ments or  a  particular  market,  351  ;  refused  because  of  delay,  353  ; 
interim  injunction,  354 ;  enforcement  of  the  injunction,  355 ;  choice 
of  a  new  mark  by  the  defendant,  356 ;  delay  in  application  to 
commit,  356. 

n.  Deliveby  ttf  of  the  mabsed  abtioles,  357 ;  erasure  of  the 
spurious  marks,  357 ;  bailee  is  not  bound  to  deliver  spuriously 
marked  goods,  358. 

ni.  Damages,  359  ;  where  the  plaintiff  is  not  solely  entitled,  360. 

IV.  Account  of  pbofits,  360 ;  refused  or  limited  because  of  delay, 
&o.,  362 ;  form  of  order,  362  ;  costs  of  inquiry  or  account,  363. 

Costs,  364  ;  infringer  must  offer  complete  redress,  364  ;  stay  of 
action,  366  ;  not  given  in  trivial  cases,  366 ;  where  the  plaintiff 
claims  too  much,  366  ;  successful  defendant  may  be  refused  costs, 
367  ;  costs  on  appeal,  368 ;  higher  scale,  369 ;  certificate  under 
sect.  77a,  solicitor  and  client  costs,  370 ;  costs  of  motion  to  rectify, 
370. 

Appeal,  371. 

Fractioe,  372 ;  pleadings,  372  ;  particulars,  373 ;  discovery,  374  ; 
inspection,  375 ;  evidence,  376. 
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TEEE  ACmON  FOE  "  PASSING-OFF" 379—430 

Foundation  of  the  actaon,  380.  Comparison  with  the  action  for 
infzxngement,  S80.  It  often  succeeds  where  that  action  fails,  382. 
Gammon  law  trade-marks,  383.  New  case  of  passing  off  or  of 
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cases  of  company  trade- names  collected,  398 ;  Tutsaud  v.  Tusaaud, 
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righty  417 ;  partners  after  dissolution,  417  ;  purchaser  of  goodwill, 
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plaintiffs,  425 ;  may  be  the  defendant's  name  of  repute,  425 ;  must 
be  used  smplieiUr,  not  garnished,  426 ;  proximity  as  a  badge  of 
fx«ad,427. 

Ibo  relief  granted,  427 ;  injunction,  428 ;  form  of  injunction  in 
Massam  v.  Thorky^  428 ;  oxuy  deceptive  use  of  common  word,  &c. 
restrained,  429. 

appoalSy  praotioo,  Ac.  (reference  to  Chap.  XV.),  430. 
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1.  Trade-KarkB  before  the  Registration  Acts. 

The  f oaadatioii  upon  which  the  law  relating  to  trade- 
marks and  trade-names  rests  is  that  the  deception  of  the 
pablio  by  the  offer  for  sale  of  goods  as  possessing  some 
connection  with  a  particular  trader,  which  they  do  not  in 
fact  possess,  is  a  wrong  in  respect  of  which  the  trader  has 
a  canse  of  action  against  any  person  who  is  the  author  of, 
or  is  responsible  for  the  deception. 

*'No  man,"  said  James,  L.  J.  ((7),  ''is  entitled  to  repre-  The  leading 
sent  his  goods  as  being  the  goods  of  another  man ;  and  no  JStlSjby" 
man  is  permitted  to  use  any  mark,  sign  or  symbol,  device  or  James,  L.J. 
means,  whereby,  without  making  a  direct  false  representa- 
tion himself  to  a  purchaser  who  purchases  from  him,  he 
enables  saoh  purchaser  to  tell  a  lie  or  to  make  a  false 
lepresentation  to  somebody  else  who    is    the    ultimate 


M  Singer  Jiamtfacturing  Co,  r.  Loog,  18  0.  D.  p.  412  (1880). 
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"  oufltomer.     That  being,  as  it  appears  to  me,  a  compre- 
hensive statement  of  what  the  law  is  upon  the  question  of 
trade-mark  or  trade-designation,  I  am  of  opinion  that  there 
is  no  such  thing  as  a  monopoly  or  a  property  in  the  nature 
of  a  copyright,  or  in  the  nature  of  a  patent,  in  the  use  of 
any  name.     Whatever  name  is  used  to  designate  goods, 
anybody  may  use  that  name  to  designate  goods ;  always 
subject  to  this,  that  he  must  not,  as  I  said,  make  directly, 
or  through  the  medium  of  another  person,  a  false  repre- 
sentation that  his  goods  are  the  goods  of  another  person." 
Early  trade-        The  law  on  this  subject  cannot  be  traced  back  further 
Sw  aiSTS  *    ^^^^  ^^^  present  century.     It  is,  indeed,  sometimes  alleged, 
equiiy.  upon  the  authority  of  Southern  v.  Sow  (b) ,  that  an  action  lay 

for  the  infringement  of  a  trade-mark  as  early  as  the  reign 
of  James  I.  In  that  case  the  defendant,  a  clothier,  had 
applied  the  mark  of  another  clothier  to  his  own  inferior 
cloth,  and  it  was  held  that  for  this  an  action  for  deceit 
could  be  brought.  According  to  one  report  (c),  the  action 
was  brought  by  the  owner  of  the  mark,  and  if  this  is 
correct  the  case  does  undoubtedly  establish  the  proposition 
suggested.  According  to  another  report  (^),  however,  the 
plaintiff  was  the  defrauded  purchaser,  and  the  action, 
therefore,  an  ordintuy  action  of  deceit.  In  the.  case  of 
Blanchard  v.  Rill  (^),  Lord  Hardwicke  refused  to  grant  an 
injunction  to  restrain  a  trader  from  imitating  the  mark  of 
another ;  but  the  language  of  his  judgment  suggests  that 
if  the  defendant  had  used  the  mark  with  a  fraudulent 
design  to  pass  o£E  inferior  goods  by  that  means,  or  to  draw 
away  customers  from  the  owner  of  the  mark,  he  might 
have  granted  the  injunction. 

Lord  Eldon,  who  so  greatly  extended  the  jurisdiction  of 
the  Court  of  Chancery  in  regard  to  injunction  (/),  in 
several  instances  granted  injunctions  to  restrain  a  defen- 
dant from  pretending  that  his  goods  were  those  of,  or  were 

(A)  Popham,  144;Cto.  Jao.  471;  {e)  2   Atk.    484    (1742),    Great 

2  BoUe,  28.  Mogul  Stamp  on  playing  cards. 

(e)  Popham,  p.  144.  (/)  See  2  Law  Review,  p.  282  ; 

(rf)  Cro.  Jac.  471.  Kerly's  History  of  Equity,  p.  268. 
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ooamected  with  the  plaintiff  {g) ;  and  in  Cruttwell  v.  In/By 
lie  stated  the  principle  on  whioh  he  acted  in  similar  language 
to  that  of  James,  L  J.,  cited  above.  "  There  can  be  no 
doabt,"  he  said,  "  that  this  Court  would  interpose  against 
that  sort  of  fraud  which  has  been  attempted  by  setting  up 
the  same  trade  in  the  same  place  under  the  same  sign  or 
name,  the  party  giving  himself  out  as  the  same  person." 
The  earliest  reported  case  in  which  the  infringement  of  a 
trade-marky  in  the  particular  case  a  label  placed  upon 
blacking,  was  restrained  is  Bat/  v.  Bat/  (A),  in  1816. 

The  interference  of  the  common  law  courts  for  the  Early  caseB 
poteotion  of  trade-marks  seems  to  have  been  a  little  later  J^^^^on 
in  date.  The  first  reported  case  is  Sykes  v.  St/kea  (i),  in  Syhea^,  Syket. 
1824.  The  declaration  in  that  case  alleged  that  the  plain- 
tiff carried  on  the  business  of  a  shot-belt  and  powder-flask 
manufacturer ;  that  he  was  accustomed  to  mark  his  goods 
with  the  words  Sykea^  Pateniy  to  distinguish  them  from 
articles  of  the  same  description  made  by  other  persons; 
that  they  enjoyed  a  great  reputation ;  that  the  defendants 
fraudulently  marked  their  own  inferior  goods  with  the 
same  mark  in  imitation  of  the  plaintiff's,  and  sold  them 
^aa  and  for"  goods  of  the  manufacture  of  the  plaintiff, 
and  that  the  plaintiff  thereby  had  suffered  damage  in  loss 
of  oustxmi  and  loss  of  reputation.  Bayley,  J.,  who  tried 
the  case,  asked  the  juiy  '^  whether  the  defendants  adopted 
the  mark  in  question  for  the  purpose  of  inducing  the 
public  to  suppose  that  the  articles  were  not  manufactured 
by  them,  but  by  the  plaintiff,"  and  the  jury  found  a 
verdict  for  the  plaintiff.  A  new  trial  was  moved  for  on 
the  ground  that  the  evidence  did  not  support  the  declara- 
tion, since  the  purchasers  from  the  defendants  knew  whose 
manufacture  the  goods  were.  No  authorities  were  cited, 
60  far  as  can  be  judged  from  the  report,  but  Abbott,  C. J., 
who  delivered  the  judgment  of  the  Court,  treated  the  law 

is)  Btgg  T.  Kirhfft  8  Ves.  215  {JC)  Eden   on   Injunctions,    ed. 

(1803);  Longman  ▼.  WinehuUr,  16  1821,  p.  314 ;  Seb.  Dig.  p.  10. 

Vea.  269  (1809)  ;  CruUweU  y.  Ljfe,  («)  8  B.  &  C.  541 ;  3  L.  J.  E.  B. 

irVea.  335  (1810).  0.8.46. 
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as  fully  settled.  "  I  think,"  he  said,  "  that  the  substance 
of  the  declaration  was  proved.  It  was  established  most 
clearly,  that  the  defendants  marked  the  goods  manufactured 
by  them  with  the  words  Sykes^  Patent  in  order  to  denote 
that  they  were  the  genuine  manufacture  of  the  plaintifif ; 
and  although  they  did  not  themselves  sell  them  as  goods 
of  the  plaintiff's  manufacture,  yet  they  sold  them  to  retail 
dealers,  for  the  express  purpose  of  being  re-sold  as 
goods  of  the  plaintiflE's  manufacture.  I  think  that  is  sub- 
stantially the  same  thing,  and  that  we  ought  not  to  disturb 
the  verdict."  This  judgment  has  frequently  been  cited  in 
subsequent  cases  as  fully  establishing,  so  far  as  it  went, 
not  only  the  jurisdiction  of  the  Courts,  but  also  the  prin- 
ciple upon  which  they  proceed  in  trade-mark  cases  {k). 
Inferiority  of  In  1833,  in  Blofeld  v.  Payne  (1),  the  Court  of  King's 
Aemfringer's  -q^^^]^  decided  that  it  was  not  necessary  for  the  plaintiff, 
in  an  action  for  damages  at  common  law,  to  prove  that 
the  goods  sold  by  the  infringer  were  inferior  to  those  to 
which  the  mark  in  question  might  rightly  be  applied,  or 
to  prove  that  he  had  suffered  special  damage  by  the  de- 
fendant's acts;  and  in  1863,  in  Edehten  v.  Edehten  (w), 
the  same  rule  was  referred  to,  as  being  settled  beyond 
question  in  suits  in  equity  (n). 
Proof  of  An  important  step  was  taken  in  1838,  by  the  decision 

ceasary^^"     ^^  Lord  Cottenham  in  Millington  v.  Fox  (o),  that  an  in- 
equity, junction  could  be  obtained  to  restrain  infringement  of  a 
Fox!**^^^'    trade-mark,  even  though  the  infringement  was  due  to 
Property  in  a  ignorance,  and  was  without  fraudulent  intent.     This  de- 
trade-mark,     oision  led,  by  an  obvious  deduction,  to  the  establishment 
of  a  right  of  property  in  trade-marks ;  and,  although  the 
nature  of  this  right  gave  rise  to  much  discussion,  and  was 
defined  in  different  terms  by  Chancery  judges  in  subse- 

{k)  Ford  T.  Faster^  7  L.  R.  Ch.  at  (m)  1  De  O.  J.  &  S.  186. 

p.  630(1872);  Singer  MmufaetuHng  (»)  See  per  Lord  Blackburn  in 

Co,  V.  Loog^  18  0.  D.  p.  403  (1880),  Singer  Manufacturing  Ch.  v.  Loog, 

both  G.  A.  8  App.  Oa.  p.  30. 

(/)  4  B.  &  Ad.   410;   2  L.  J.  (o)  3  My.  &  Gr.  338. 
£.  B.  V.S.  68. 
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qaent  caaee,  it  soon  became  firmly  establlBhed,  and  the 
protection  of  trade-marks  in  equity  was  expressly  based 
xxfon  it  (/>).  No  similar  step  was  taken  by  the  common 
law  oonrts,  and  in  them  fraud  remained  an  essential 
ingredient  of  a  cause  of  action  for  the  infringement  of  a 
trade-mark  down  to  the  date  of  the  amalgamation  effected 
by  the  Judicature  Acts. 

2.  Begistration  of  Trade-Karks. 

The  principle  stated  at  the  beginning  of  this  chapter,  Development 
and  the  dicta  there  cited,  have,  obviously,  a  wider  appli-  cialized^tion 
cation  than  merely  to  the  case  of  trade-marks  proper,  ofinfringe- 
Conduct  of  every  kind  which  is  calculated  to  pass  off  the 
goods  of  the  defendant  as  those  of  the  plaintiff  falls  within 
them,  whether  it  consist  of  the  imitation  of  the  symbol 
expressly  adopted  by  the  plaintiff  to  distinguish  his  goods 
and  to  identify  them  with  him,  that  is,  his  trade-mark ;  or 
of  the  imitation  of  any  other  symbols  which  have  become 
associated  with  his  goods,  so  as,  in  fact,  to  distinguish 
and  identify  them ;  or  of  the  imitation  of  the  general  ap- 
pearance, the  '^get  up,"  of  his  goods  as  they  appear  in  the 
market ;  or  of  an  imitation  of  the  name  under  which  he 
trades.  The  trade-mark  cases,  however,  were  so  much  the 
more  numerous  and  important,  that,  as  already  stated,  a 
definite  property-right  in  the  use  of  a  trade-mark  was  set 
up,  and  the  action  for  infringement  became  a  specialized 
and  distinct  form  of  the  more  general  action  to  restrain, 
or  to  obtain  damages  for  "  passing  off." 

The  litigation  of  trade-mark  cases  was,  however,  found  Diffionliy  and 
to  be  extremely  costly,  and  otherwise  unsatisfactory.     The  ^  trade-^ 
essence  of  a  trade-mark  right  being  the  reputed  association  "^'k  suite, 
in  the  market  of  the  symbol  in  question  with  the  goods  of 

(jf)  EdeUtm  t.  EdeUten,  1  De  G.  Co.,  1  H.  &  M.  271 ;  4  De  G.  J.  & 

J.  k  8.   1»5 ;  JSaU  v.  Burrows,  4  S.  137  ;  11  H.  L.  0-  623 ;  32  L.  J. 

Be  6.  &  S.   150 ;    32  L.  J.  Gh.  Gh.  721 ;    33  L.  J.  Gh.  199 ;   35 

548;  33  Ii.  J.  Oh.  204;    Leather  L.  J«  Ch.  63  (aU  in  1863). 
Chtk  €h.  T.  American  leather  Cloth 
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the  plaintiff,  it  was  often  neoessary  to  oall  a  large  nomber 
of  witnesses  to  give  evidence  of  the  reputation,  especially 
if  the  defendant  alleged  that  the  pretended  trade-mark 
was  either  mere  descriptive  matter,  or  was,  on  any  other 
grounds,  a  mark  common  to  the  trade ;  and,  as  infringers 
were  usually  persons  of  no  substance,  it  was  often  impos- 
sible to  recover  the  costs  after  the  plaintifE  had  conducted 
his  action  to  a  successful  issue.  Moreover,  success  against 
one  infringer  did  not  relieve  the  owner  of  a  trade-mark 
from  the  necessity  of  proving  his  title  afresh,  if,  in  any 
action  against  another  infringer,  the  defendant  chose  to 
dispute  it.  Thus,  the  case  of  Badgers  v.  Noicill  {q)  lasted 
five  years  and  cost  the  plaintiff  2,211/.,  without  in  the  end 
giving  him  any  security  that  he  might  not  have  to  incur 
equal  delay  and  expense  in  proceeding  against  any  subse- 
quent infringer  of  his  mark  who  should  venture  to  run  the 
risk  of  disputing  his  title  to  the  exclusive  use  of  it.  And 
these  dilatory  and  expensive  proceedings  were,  practically, 
the  only  means  of  preventing  the  infringement  of  a  trade- 
mark available;  for  such  infringement,  except  in  cases 
where  the  spuriously-marked  goods  were  sold  to  persons 
who  were  cheated  by  the  seller  into  buying  them  under 
the  belief  that  they  were  goods  upon  which  the  imitated 
trade-mark  might  properly  be  put,  was  not  within  the 
reach  of  the  criminal  law  (r). 
The  Com-  These  evils,  and  the  unsatisfactory  state  of  the  law  in 

^62.  ^  regard  to  the  false  marking  of  goods  in  general,  led  to  an 

urgent  demand  from  the  traders  of  the  country  for  more 
efficient  protection,  and  in  1862  a  Select  Committee  of  the 
House  of  Commons  were  appointed  to  consider  several 
trade-marks  and  merchandise-marks  Bills  then  before 
Parliament.  The  Committee  were  strongly  urged  to 
report  in  favour  of  the  establishment  of  a  register  of 

{q)  Eyidenoe  of  a.  J.  Bodgers  17  L.  J.  G.  P.  52 ;  3  Do  G.  M.  & 

before   the    Committee    of    1862.  G.  614  ;  22  L.  J.  Gh.  404  (1846). 
H.  H.  A.  Report,  1862,   Q.  468.  (r)  See   below,  p.  17,   and  per 

The  case  is  reported  in  its  yariooB  Melliah,  L.  J.,  in  Fiiher  v.  ApoUi' 

stages,  6  Hare,  825 ;  5  G.  B.  109 ;  mru  Co,,  L.  B.  10  Oh.  p.  303. 
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ttade-maiks  and  the  creation  of  trade-mark  rights  hj 
regifltrationy  in  the  manner  abeadj  adopted  by  several 
foreign  States^  and  long  familiar,  as  regards  cutlers'  marks, 
in  and  within  six  miles  of  the  lordship  of  Hallamshire,  in 
England  («).  And  Mr.  Leonard  Edmunds,  then  Clerk  of 
the  Patents,  explained  to  the  Committee  a  scheme  which  he 
Iiad  drawn  up  for  registering  and  indexing  trade-marks  in 
the  manner  at  that  time  adopted  for  patents,  many  of  the 
features  of  which  were  embodied  in  the  Registration  Acts 
subsequently  passed.  The  proposals  were,  however, 
strenuously  opposed  by  Mr.  Hindmarch,  Q.C.,  the  leading 
patent  and  trade-mark  lawyer  of  the  day,  and  by  the 
Attorney-General,  and  they  were  not  indorsed  by  the 
Committee.  Begistration  of  trade-marks  was,  in  conse- 
quence, pc^tponed  for  some  years;  but  the  Bill  upon  which 
the  Merchandise  Marks  Act  of  1862  (t)  was  founded,  was 
amended  and  favourably  reported  upon  by  the  Committee, 
and  was  forthwith  passed  into  law. 

The  Act  just  mentioned  dealt  principally  with  the  TheMerchan- 
criminal  law,  but  it  contained  some  provisions  affecting  AotofT862. 
the  civil  law  of  trade-marks.  It  provided  that  there 
^Guld  be  implied  on  the  sale  of  any  article  with  a  trade- 
mark attached  to  it,  a  warranty  that  the  trade-mark  was 
genuine  (k).  It  gave  a  statutory  right  of  action  for 
damages,  and  for  an  injunction  to  any  person  aggrieved, 
against  anyone  who  should  apply  a  forged  or  counter- 
feited trade-mark  to  any  article,  or  to  the  covering  of  any 
article,  for  the  purpose  of  sale,  manufacture,  or  trade  (^), 
and  empowered  the  Court  to  order  the  destruction  of  goods 
marked  with  spurious  trade-marks  (y).  It  also  authorized 
Courts  of  Law  to  grant  injunctions  in  trade-mark  cases  (y). 
These  provisions  are,  however,  behoved  to  have  been  of 
as  httle  practical  service  as  were  the  amendments  of  the 

(i)  See ''Sheffield  Marks,"  bdow,  (m)  Sect.  19,  see  now  H.  M.  A., 

jt  91.  1887,  8.  17;  Chap.  XVH.,  p.  431, 

(0  25^26  Vict.  c.  38.  (x)  Sect.  22. 

(y)  Beot.  21. 
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oriimiial  law  effected  by  the  Act,  and  which  are  referred 
to  in  a  later  section  of  this  chapter, 
tati^^t  Thirteen  years  later  the  Trade-Marks  Eegistration  Act, 

of  1876.  1875  (2),  which  came  into  operation  on  the  13th  of  August, 

1875,  established  the  present  register  of  trade-marks. 
The  object  of  the  Act  was  two-fold ;  it  was  directed,  on 
the  one  hand,  to  diminish  the  difficulty  and  cost  of,  or  to 
altogether  remove  the  necessity  for  the  proof  of  title  by 
use  and  reputation,  which  had  cast  so  great  a  burden  upon 
the  owners  of  trade-marks  in  proceedings  to  restrain 
infringement,  and,  on  the  other,  to  secure  the  publication 
of  marks  which  had  been  appropriated  as  trade-marks,  and 
to  define  the  rights  of  their  proprietors,  for  the  information 
of  traders,  and,  further,  to  limit  the  classes  of  marks  which 
should  be  capable  of  being  so  appropriated  (a).  The  Aot, 
accordingly,  provided  that  registration  should  be  primd  facie 
evidence  of  the  right  of  the  registered  proprietor  to  the 
exclusive  use  of  the  trade-mark  (i)  in  connection  with 
goods  of  the  class  for  which  it  was  registered  and  used(c)y 
and  should,  after  the  expiration  of  five  years,  be  conclusive 
evidence  of  such  right,  so  long  as  the  trade-mark  remained 
upon  the  register  (d) ;  provided  that  the  proprietor  of  the 
mark  remained  the  owner  of  the  goodwill  of  the  business 
in  which  it  was  used.  And,  with  a  view  to  compelling 
registration,  the  Act  provided  that  from  and  after  the  1st 
of  July,  1876  (a  date  which  was  extended  by  the  amending 
Acts  («) ),  a  person  should  not  be  entitled  to  institute  any- 
proceeding  to  prevent  the  infringement  of  any  trade-mark 
as  defined  by  the  Act  until  and  unless  such  trade-mark 
was  registered  in  pursuance  of  the  Act,  or,  according  to  a 

{z)  38  &  39  Vict.  c.  91.    See  the  (b)  Seot.  3. 

chapter  on  "The  Eegister,"  below,  {e)  Edwards  v.  Dennit,  30  C.  D. 

p.  62.  454  (1886),  C.  A. ;  below,  p.  267. 

(a)  PerPry,L.  J.,  intho-^iwWi-  (rf)  Falmer's  Tm.,  21  C.  D.  47; 

naris  Co: a  IVt.,  (1891)  2  Ch.  p.  236 ;  24  0.  D.  604  (1882),  0.  A. ;  below* 

8  B.  P.  G.  137 ;  and  Cotton,  L.  J.,  p.  268. 

in  Van  Luzer't  Tm.,  34  C.  D.  p.  {e)  39  &40  Viot.  c.  33,  and  40  & 

634  ;  4  R.  P.  0.  31  (1887).  41  Viot.  c.  37. 
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sakeqnent  modification,  in  the  case  of  any  mark  in  use  as 
a  trade-mark  before  the  passing  of  the  Act  of  1875,  until 
and  unless  registration  of  the  mark  as  a  trade-mark  should 
have  beai  refused  (/) . 

The  marks  admitted  to  registration  as  trade-marks  under  What  might 
the  first  Begistration  Act  were  required  {g)  to  consist  of  one  ^  ^^^r"^^*^ 
or  more  of  the  f  oUowinff  essential  particulars :  a  name  of  marks  under 
an  mdiYidual  or  nrm  prmted,  mipressed,  or  woven  m  some  i876. 
paiticalar  or  distinctive  manner ;  or  a  vmtten  signature  or 
copy  of  a  written  signature  of  an  individual  or  firm ;  or  a 
difitinctiYe  device,  mark,  heading,  label,  or  ticket ;  and  to 
these  essential  particulars  there  might  be  added  any  letters, 
▼ords,  or  figures,  or  combination   of  letters,  words,  or 
figures ;  and  it  was  further  provided  that  any  special  and 
distinctiye  word  or  words,  or  combination  of  figures  or 
letters,  used  as  a  trade-mark  before  the  passing  of  the  Act 
might  be  registered  as  such  under  the  Act. 

The  Act  attained  a  considerable  measure  of  success,  and 
27,844  trade-marks  were  registered  under  it,  but  its  pro- 
vLdons  did  not  allow  words  to  be  registered  as  trade- 
maiks  {h)  unless  they  were  old  marks,  or  were  registered 
in  combination  with  one  or  more  of  the  enumerated 
essential  particulars ;  and  as  word-marks  are  exceedingly 
popular  in  this  country,  and  were  admitted  and  protected 
as  trade-marks  abroad,  an  alteration  of  the  definition  clause 
was  determined  upon  («) .  This  was  effected  by  the  Patents, 
Defiigns,  and  Trade-Marks  Act,  1883  (/),  which  came  into 
operation  on  the  1st  of  January,  1884.  The  new  Act  TheRegia- 
lepealed  the  Act  of  1875,  witii  its  amending  Acts  of  1876  oMsTs.'^'^ 
and  1877,  but  re-enacted,  in  substance,  their  principal  pro- 
visions. It  directed  that  the  register  of  trade-marks/  of 
which  the  old  register  is  to  be  deemed  to  be  a  part  (*), 
diould  be  kept  at  the  Patent  Office  established  by  the 

(/)  39  &  40  Vkt.  0.  33,  a.  1.  (1876),  Jessel,  M.  B.  {Aeilyion). 
See  now  sect  77  of  the  Act  of  1883,  (t)  See  the  Comptroller's  second 

leknr,  p.  260.  report  for  1884. 

W  Sect.  10.  U)  46  &  47  Vict.  o.  67. 

{k)  Exp.  Stephem,  8  O.  D.  669  (*)  Sect.  114  (2). 
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allowed  to  be 
registered. 


LordHers- 
ohell's  Com- 
mittee, 1887. 


Act  (/),  and  Bhould  be  under  the  oontrol  of  the  Comp- 
troller-General of  Patents,  Designs,  and  Trade-marks,  who 
acts  under  the  superintendence  and  direction  of  the  Board 
of  Trade  (m).  It  also  introduced  a  number  of  new  rules 
and  provisions  to  regulate  applications  for,  oppositions  to, 
and  rectifications  of  registration,  and  effected  important 
changes  with  regard  to  the  Sheffield  cutlery  marks  (n), 
which  the  older  Act  had,  substantially,  left  untouched. 

The  most  material  alteration  introduced  by  the  Act  of 
1883  was  the  power  it  conferred  to  register  a  mark  of 
which  the  essential  particular  should  be  a  ^*  fancy  word 
or  fancy  words  not  in  common  use."  What  was  in- 
tended by  a  fancy  word  not  in  common  use  the  Act  did 
not  define,  and  the  omission  was  the  cause  of  a  great  deal 
of  litigation ;  but  a  fairly  definite  meaning  was  at  length 
put  upon  the  phrase  by  the  Court  of  Appeal,  in  the  Melrose 
hair  restorer,  and  the  JElectnc  velveteen  cases  (o).  To  fall 
within  the  meaning,  a  word  must,  the  Lords  Justices  held, 
be  "  obviously  not  intended  to  be  descriptive,"  and  must 
"  speak  for  itself  and  be  a  fancy  word  of  its  own  inherent 
strength,"  and  be  "  so  obviously  and  notoriously  inappro- 
priate as  neither  to  be  deceptive  or  descriptive,  nor  calcu- 
lated to  suggest  deception  or  description." 

Soon  after  the  decisions  just  referred  to,  a  very  dis- 
tinguished Committee,  presided  over  by  Lord  Hersohell, 
were  appointed  by  the  Board  of  Trade  to  inquire  into  the 
duties,  organization,  and  arrangements  of  the  Patent  Office 
under  the  Act  of  1883,  as  far  as  related  to  trade-marks  and 
designs,  and  in  August,  1887,  the  Committee  presented  an 
interim,  and  in  March,  1888,  a  fined  report,  dealing  not 
only  with  the  matters  specified,  but  with  the  general 
question  of  the  registration  of  trade-marks.  These  im- 
portant reports  are  frequently  referred  to  in  subsequent 
pages  of  this  book,  and  it  will  be  sufficient  here  to  refer  to 


(0  Sect.  78. 

(m)  Sect.  82. 

(n)  Sect.  81,  flee  below,  p.  91. 


(o)  Van  Duzer  and  Zeaf*s  TW., 
84  0.  D.  623 ;  4  R.  P.  0. 31  (1887). 
See  below,  p.  143. 
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1  few  only  of  the  saggestions  made  by  the  Oommittee. 
Thqr  leoonuaended  that  a  new  definition  clause  should  be 
enacted,  stating  what  symbols  might  be  registered,  and 
sobetitoting  for  the  fanoy-word  phrase  in  the  Act  of  1883 
the  phrases  "  An  invented  word  or  invented  words ;  or  a  Invented 
mad  or  words  having  no  reference  to  the  character  or  ^©rds?' 
quality  of  the  goods,  and  not  being  a  geographical 
name"  (p),  and  that  additions  to  registered  trade-marks 
(that  is,  matter  other  than  their  essential  particulars  regis- 
tered with  them)  should  be  expressly  disclaimed  by  the 
applicants  for  registration  (p).  The  alterations  and  some 
minor  changes  were  passed  into  law  by  the  amending  Act 
of  1888(7),  which  came  into  operation  on  the  1st  of 
January,  1889. 

The  Committee  further  reported,  as  principles  which  Doubtful 
onght  to  govern  the  Comptroller  in  the  acceptance  for  ^^ted? 
registration  or  the  rejection  of  marks:  that  *' inasmuch 
as  the  object  of  registration  is  to  secure  a  distinctive  mark, 
and  the  registration  of  a  mark  which  may  conflict  with  a 
mark  already  registered  would  not  only  be  to  the  detriment 
of  the  owner  of  such  prior  mark,  but  of  the  applicant  him- 
self, we  think  that  in  cases  where  it  is  doubtful  whether 
the  mark  ought  to  be  accepted  or  not,  the  safer  and  more 
beneficial  course  would  be  to  reject  it "  (r) ;  and  that,  in 
thfflr  opinion,  in  comparing  a  new  mark  tendered  for  regis- 
tiation  with  a  prior  mark  which  it  was  alleged  to  too  closely 
resemble,  the  question  should  be  determined  by  considering 
idiat  is  the  leading  characteristic,  or,  as  it  is  otherwise 
expreseed,  what  is  the  idea,  of  each  mark.  The  Acts,  it 
baa  been  held,  vest  in  the  Comptroller  a  discretion,  to  be 
exercised,  of  course,  judicially  and  subject  to  appeal, 
vhether  to  register  or  reject  any  mark  first  used  since  the 
13th  of  August,  1875  («) ;  and  this  discretion,  exercised  in 
the  light  of  the  recommendations  of  the  committee,  has 

{p)  Aetat  1888,  a.  10.  {«)  JEno  v.  Duntif  16  App.  Ca.  253 ; 

in)  51  k  62  Vict.  c.  60.  7  B.  P.  C.  31 1.   {FruU-Salt  Baking 

(f)  Interim  Report,  par.  (2).  Fowder.) 
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made  the  ohoioe  of  a  new  trade-mark,  or  the  registration, 
of  an  existing  one,  often  a  matter  of  considerable  unoer- 
tainty  and  trouble. 

Down  to  the  end  of  the  year  1892,  70,625  trade-marks 
had  been  registered  under  the  Aots,  and  some  five  or  six 
thousand  applications  are  annually  made  for  registration  {fj ; 
Unregistered  but  a  very  large  number  of  trade-marks  in  actual  use  in 
Se  ^tiU "  the  country  still  remain  unregistered,  either  because  they 
are  not  capable  of  registration  for  the  reason  that  they  do 
not  fall  within  the  definition  clause  of  the  Act(u),  or 
because  their  proprietors  do  not  think  it  worth  while  to 
seek  to  register  them.  These  imregistered  trade-marks, 
notwithstanding  the  prohibitory  sections  of  the  Acts  (x) 
already  mentioned,  which  make  registration,  in  general,  a 
condition  precedent  to  litigation  to  restrain  or  to  obtain 
damages  for  infringement,  are  in  many  cases  to  a  great 
extent  protected  by  the  Courts  in  the  passing  off  actions, 
next  to  be  referred  to.  For  it  is  now  well  settled  that  if  the 
use  by  the  defendant  upon  his  goods  of  an  unregistered 
trade-mark  belonging  to  the  plaintiff  is  calculated  to  pass 
off  or  cause  to  be  passed  off  the  defendant's  goods  as  the 
goods  of  the  plaintiff,  an  injunction  may  be  granted  to 
restrain  such  use  (^),  and  this  whether  the  use  be  delibe- 
rately fraudulent  and  intended  by  the  defendant  to  be 
deceptive,  or  not  (s). 


3.  PaBsing  off  and  Trade-name  ActionB. 

By  the  judgments  in  Millington  v.  Fox  {a)  and  later 
cases  in  equity  (6),  and  by  the  Acts  referred  to  above  and 


(/)  Comptroller's  Report  for  1892. 

(«)  Act  of  1888,  s.  10. 

(x)  Act  of  1876,  8.  1 ;  Act  of 
1883,  8.  77. 

(y)  Montgomery  v.  I7iomp»on,  41 
CD.  35;  (1891)  A.  0.  217;  8  B. 
P.  C.  361  {Stone  Ales),  where  the 
plaintiff's  mark  was  lemoyed  from 
the  regfister,  but  he  succeeded  in 


the  action. 

(z)  Reddaway  %  Co,  y.  JBentham 
Hemp  Spinniny  Co,,  (1892)  2  Q.  B. 
639 ;  9  B.  P.  G.  503 ;  C.  A.,  see 
below,  p.  266. 

(fl)  3  My.  &  Or.  338  (1838), 
Gottenham,  L.  C. 

{b)  See  the  next  chapter. 
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AedecMonB  upon  them,  the  oonditions  imder  which  a  right 

of  property  in  a  trade-mark  may  be  acquired,  and  the 

suumer  and  d^ree  in  which  it  will  be  protected,  have  been 

My  established ;  hut  the  symbol  which  a  trader  adopts  as  Trade-names 

Ids  trade-mark  is   only  one  of  the  badges  or  indicia  by  '"^"fi^^'^P- 

▼liich  his  trade  and  the  goods  he  deals  in  are  identified 

with  him,  and  distingxdshed  from  the  trade  of  his  rivals  in 

bosiness  and  similar  goods  which  are  not  his  but  theirs. 

Hese  badges  are  generally  numerous,  and  they  comprise 

in  particular  the  name  under  which  he  trades,  that  is,  his 

tnde-name ;  the  names  or  titles  by  which  his  goods  are 

referred  to,  that  is,  the  trade-name  of  his  goods ;  and  the 

bahion  or  "  get  up "  in  which  the  goods  appear  in  the 

market,  so  far  as  these  are  distinctive  of  his  trade  and 

goods.    The  principles  of  the  decisions  cited  above,  from 

wMch  the  law  of  trade-marks  was  specialized,  apply  to  these 

oaeft— of  "trade-name'^  and  "passing  off"  as  they  are 

oomprehensively  termed — also ;  but  the  law  appUcable  to 

them  is  not  so  clearly  ascertained,  and  chiefly  because,  in 

the  earlier  stages  of  its  development,  the  distinction  between 

trade-mark  and  trade-name  was  not  adverted  to.    Now, 

however,  when  trade-marks,  unless  registered,  cannot  gene- 

ZBlly  be  protected  as  such,  the  distinction  must  not  be 

overlooked.     The  first  reported  judgment  in  which  the  Actions  for 

two  classes  of  cases  were  formally  contrasted  is  that  of  ^j^^®"*®^' 


Jessel,  M.  R.,  in  The  Singer  Manufacturing  Co.  v.  Wihon  (c).  "^^'^  ^^ 

.  passinsf  off 

•*  The  cases  which  have  come  before  the  Court,"  the  late  actions  con- 
ICaster  of  the  Rolls  said,  "  may,  I  think,  be  conveniently  ^«*^- 
divided  into  two  dasses ;  the  first  class,  which  is  the  more 
numerous  one,  consists  of  cases  where  the  goods  manu- 
faohired  are  distinguished  by  some  description  or  device  in 
aome  way  or  other  a£Bxed  to  the  article  sold.  It  may  be, 
as  I  said  before,  description,  that  is,  it  may  consist  of  a 
name  or  names,  or  a  lengthy  description  consisting  of 
names  with  superadded  words,  and  that  description  may 
be  either  affixed  to,  or  impressed  upon,  the  goods  them- 

(r)  2  C.  D.  434  (1874). 
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"selves by  means  of  a  stamp  or  an  adhesive  label,  or  it  may 
be  made  to  accompany  the  goods  by  being  impressed  or 
made  to  adhere  to  an  envelope  or  case  containing  the 
goods.  Now,  as  to  this  class,  it  is  quite  immaterial 
that  the  maker  of  the  goods  to  which — what  I  will  call  for 
the  sake  of  shortness — the  trade-mark  is  aflSxed  did  not 
know  that  it  was  a  trade-mark,  and  had  not  the  slightest 
intention  of  defrauding  anybody. 

"  The  second  class  {d)  of  cases  are  of  a  totally  different 
character :  they  are  always  cases  of  fraud.  They  are  cases 
where  the  defendant,  without  putting  any  trade-mark  at 
all  on  his  goods,  or  putting  a  trade-mark  which  is  ad- 
mittedly different  in  substtoce  from  the  trade-mark,  if 
any,  of  the  plaintiff  on  the  goods,  has  represented  the 

goods  as  being  goods  manufactured  by  the  plaintiff 

What  the  defendant  has  said  or  done  must  amount  to 
a  representation  that  the  goods  to  be  sold  are  the  goods  of 
the  plaintiff,  or  that  they  are  manufactured  by  the  plaintiff. 
What  amount  of  representation  will  be  sufficient  for  that 
purpose  must  again  depend,  of  course,  on  the  facts  of  each 
particular  case." 

It  will  be  seen  that  the  late  Master  of  the  Eolls  here 
limited  the  right  to  redress  in  the  second  class  of  cases  to 
cases  where  the  defendants  had  acted  with  fraudulent 
intentions,  and  for  the  purpose  of  deceiving  the  customers, 
or  intending  customers,  of  the  plaintiffs,  and  in  this  his  judg- 
ment was  endorsed  and  approved  by  the  Court  of  Appeal  {e) . 
In  the  House  of  Lords,  however,  this  distinction  between 
Proof  of  fraud  the  two  classes  of  cases  was  not  accepted.    Lord  Cairns 
STSwdrfen-'    ^^  ^QTQ  was  no  such  difference  in  point  of  principle  (/), 
dant's  con-      and  that,  since  the  decision  in  Millington  v.  Fox  (^),  it  was 
calculated       necessary  neither  to  aver  nor  to  prove  fraud.     "  In  the 
to  deceive.       present  case,"  he  added,  "  the  question  must,  as  it  seems  to 
me,  be :  Are  the  advertisements  of  the  defendant,  having 

{(i)  2  G.  D.  p.  443.  (1876),  decided  before  the  Singer 

(e)  There  are  Btatements  to  the  Case  reached  the  House  of  Lords. 

Bame  effect  in  the  judgments  in  (/)  3  App.  Ca.  p.  389  (1877). 

Cheavin  v.  Walker,  6  C.  D.  860  (0)  Above,  p.  4. 
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''legard  to  the  evidenoe  in  the  case,  caloulated  to  mislead 
an  unwary  purchaser  of  the  machines."  In  this  opinion 
Lard  O'Hagan  concurred,  hut  Lord  Blackhum  expressed 
eoDSLderahle  douht  on  the  suhjeot,  and  the  remaining 
judge,  Lord  Gordon,  refrained  from  discussing  it. 

The  question  whether — ^in  order  to  restrain  the  defendant 
from  continuing  conduct  which  leads,  or  is  calculated  to 
lead,  the  public,  or  some  class  of  the  public,  to  buy  his 
goods  as  and  for  those  of  the  plaintiff — it  is  necessary  for 
the  latter  to  prove  that  the  deception  was  fraudulently 
aooght  and  intended  by  the  defendant,  came  up  again  in 
&'j8^er  Manufacturing  Company  v.  Loog  (A) ;  and,  although 
the  case  was  decided  on  the  ground  that  the  evidence  showed 
ihai  the  conduct  of  the  defendant  in  question  was  not,  in 
fact,  calculated  to  deceive,  severed  of  the  judgments  delivered 
contain  passages  which  are  in  accordance  with  Lord  Cairns' 
opinion.  James,  L.  J.,  summed  up  the  law  in  the  words 
quoted  at  the  beginning  of  this  chapter;  and  Lord 
Selbome  used  language  to  the  same  effect.  ''It  was 
contended" (i),  he  said,  ''that  the  acts  of  the  defendant 
enabled  his  wholesale  customers  to  show  these  documents 
to  their  own  retaQ  customers,  for  the  purpose  of  passing 
off  the  goods  bought  from  the  defendant  as  the  plaintiffs' 
manu&icture.  The  answer  is,  that,  unless  the  documents 
vere  fabricated  with  a  view  to  such  a  fraudulent  use  of 
them,  or  unless  they  tcere  in  thetmelves  of  such  a  nature  as  to 
suggest  J  or  readily  and  easily  lend  themselves  to  such  a  frauds 
.  .  .  the  supposed  consequence  is  too  remote,  speculative, 
and  improbable  to  be  imputed  to  the  defendant,  or  to  be  a 
ground  for  the  interference  of  a  court  of  justice  with  the 
coarse  of  the  defendant's  business." 

And  it  may  now  be  taken  as  settled  that  (A;),  even  where 
thffle  is  no  question  of  a  registered  trade-mark,  a  trader 
irin  not  be  allowed  to  act  in  a  manner  which  leads,  or  is 


(I)  \S  C.  D.  396  (1879) ;  8  App.  (A)  IteddatDay  ^  Co,  v.  Bentham 

Ol  li  {ISS2).  ^^P  Spinning  Co.,  (1892)  2  Q.  B. 

(•)  S  App.  Oi.  p.  21.  639  ;  9  R.  P.  C.  603,  C.  A. 
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oalculated  to  lead,  to  deception,  although  the  deception  is 
entirely  unintended  by  him,  unless  he  has  some  special 
justification  for  his  conduct,  as,  for  instance,  an  indepen- 
dent right  to  use  a  name  similar  to  the  plaintiff's  name  (/). 
He  does,  in  fact,  commit  a  fraud  when  he  continues  his 
conduct  after  discovering  its  dangerous  character  {m). 

"  No  man,"  said  Cotton,  L.  J.,  in  the  recent  case  of 
TurUm  v.  Turton  (l),  "  must  pass  off  his  goods  as  the  goods 
of  another.  Of  course,  that  may  be  done  unintentionally ; 
but  where  there  is  a  manifest  and  natural  meaning  in  the 
words  used  that  the  goods  are  the  goods  of  somebody  else, 
and  the  man  who  uses  those  terms,  uses  not  his  name  only, 
but  somebody  else's,  he  would  be  stopped  from  doing  so  as 
soon  as  he  is  aware  of  the  facts  which  make  the  primA  facie 
intention  and  result  of  what  he  is  doing,  passing  off  his 
goods  as  the  goods  of  somebody  else.  It  was  formerly- 
said  that  no  action  could  be  maintained  unless  a  man  had 
done  so  fraudulently  and  intentionally ;  but  when  he  finds 
out  that  the  natured  construction  of  what  he  is  doiag,  when 
the  facts  are  known,  is  to  represent  his  goods  to  be  some- 
body else's,  then  he  should  be  stopped,  even  though  he 
had  originally  done  that  unintentionally  and  innocently." 
And  in  their  fined  report,  Lord  Hersohell's  Committee  said : 
"  There  can  be  no  doubt  that  if  a  manufacturer  or  vendor 
has  obtained  for  his  goods  a  reputation  amongst  the  public, 
he  could,  by  process  of  law,  quite  apart  from  the  Trade- 
Marks  Acts,  prevent  goods  that  were  not  his  from  being 
offered  to  the  public  on  the  repFCsentation  that  they  were 
so"(n). 
Trade-names.  The  protection  of  the  trade-names  of  individuals,  firms, 
and  companies  from  deceptive  imitations  is  an  important 
application  of  the  principles  just  stated  (p) ;  and  in  connec- 
tion with  them,  the  chief  practical  exception  to  the  rule  that 
the  defendant  will  not  be  allowed  to  continue  conduct 


(0  See  TurUmY.  Turton,  42  C.  D.  (m)  See  below,  p.  317. 

128  (1889),  0.  A.,  and  below,  pp.  (n)  Beport  of  1888,  p.zii. 

420  et  aeq,  \o)  See  below, Chap. XVL, p.  379. 
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which  is  oalcnlated  to  lead  to  his  goods  or  trade  being 

taken  to  be  the  goods  or  trade  of  the  plaintiff,  is  found  in  Rieht  to  trade 

the  role  that  a  man  may  honestly  trade  imder  his  own  ^^^e? 

name,  and  desoribe  his  goods  by  it,  whatever  the  conse- 

qmnoes  may  be  {p). 


4.  The  Criminal  Law  of  False  Marking. 

At  the  oommon  law,  as  already  stated,  it  was  an  ojQ^ence 
to  cheat  by  fraudulently  selling  the  goodB  of  A.  under  the 
isetence  that  they  were  the  goods  of  B.,  or  to  sell  goods 
imder  any  material  false  pretence  that  they  were  difEerent 
goods  to  what  in  fact  they  were,  and  such  false  pretences 
might  have  been  effected  by  using  spurious  trade-marks  or 
other  deceptive  marks  of  origin  or  description  upon  the 
goods  sold ;  but  the  mere  imitation  of  a  trade-mark,  unless 
it  happened  to  be  a  Sheffield  cutler's  mark  (^),  or  the  im- 
pfeaeion  or  use  of  a  false  mark,  was  not  criminally  punish- 
able (r).  The  committee  of  1862,  whose  report  has  been 
already  referred  to  («),  were  assured  by  the  witnesses  called 
before  them  that  false  marking  had  become  extremely 
prevalent,  to  the  serious  detriment  of  honest  trading. 
Not  only  were  the  trade-marks  of  well-known  English 
manufacturers  frequently  infringed  at  home,  and  fla- 
grantly copied  abroad,  so  that  the  manufacturers  both  lost 
the  custom  of  the  buyers  of  the  spuriously  marked  goods, 
and  suffered  in  reputation  through  the  inferiority  of  the 
goods  sold  as  theirs,  but  false  marks  of  description,  of 
length,  quantiiy,  material,  make,  and  the  hke — ^what  are 
sow  known  as  trade  descriptions  (^), — ^were  applied  to 
goods  by  unscrupulous  traders  with  impunity.  And  the 
vitoesBes  complained,  with  good  reason,  that  the  existing 

(^)  See  JBiayets  y.  Burffeu,  8  De  pp.  420  et  seq. 
a  IL  &  G.  896  ;  22  L.  J.  Ch.  675  {q)  See  heloyr,  p.  544. 

(MM),  I*.JJ. ;    Turion  y.   TurUm^  (r)  See  Book  II.,  p.  469. 

42  C.  D.  128  (1889),  O-  A. ;  Sam-  (t)  Above,  p.  7. 

in  r.  Stm   Life   Ajmaranee  Co.^         (t)  Merdhandise  Marks  Aot,  1887, 

i^m)  W.  N.   190.      See  below,  0.  3. 
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law  was  wholly  inadequate  to  cope  with  these  eyils. 
Unfortunately,  however,  the  committee  declined  several 
drastic  proposals  for  amendment,  which  were  afterwards 
adopted  with  conspicuous  success  in  the  Merchandise 
Marks  Act  of  1887,  as  they  refused  to  recommend  the 
establishment  of  a  register  of  trade-marks,  and  the  Act, 
which  was  passed  upon  their  report,  the  Merchandise 
Marks  Act  of  1862,  was,  it  is  believed,  a  dead  letter  from 
its  first  enactment.  At  any  rate,  when  another  committee 
on  merchandise  marks  were  appointed,  in  1887,  complaints, 
precisely  similar  to  those  made  to  the  former  committee, 
were  urgently  repeated  to  them. 
TheMerchan-  As  the  Act  of  1862  was  repealed  by  that  of  1887,  it  is 
Act  of  ^62.  unnecessary  here  to  sununarize  its  clauses.  In  substance 
the  offences  created  by  it  were  very  nearly  the  same  as 
those  existing  under  the  later  statute,  but  it  was  vitiated  by 
defects  which  have  now  been  removed,  for,  while  it  enacted 
that  the  forgery  of  a  trade-mark  with  intent  to  defraud  («), 
or  the  false  application  of  a  trade-mark  to  goods  (t^),  or  to 
the  envelope  of  goods  (or),  with  the  like  intent,  should  be 
misdemeanours,  it  left  the  onus  of  proving  the  intent  to 
defraud  of  the  person  charged  upon  the  prosecutor,  and  it 
made  no  provision  for  the  summary  prosecution  of  these 
offences.  The  Act  was  also  deficient  in  omitting  to 
provide  for  the  seizure  of  falsely  marked  goods  upon 
importation  from  abroad  (y),  and  it  was,  moreover,  a 
monument  of  complicated  and  redundant  drafting. 
The  Inter.  In   1884  Great  Britain  acceded  to  the  International 

Convention.  Convention  for  the  protection  of  industried  property,  to 
which  all  important  civilized  states,  except  Germany, 
Austria  and  Eussia,  now  belong  (s),  and  thereby  formally 
engaged  to  co-operate  in  the  execution  of  the  stipulations 
contained  in  the  convention  and  protocol  (a)  agreed  upon 

(u)  Sect.  2.  bearing    the    names,    marks,    or 

(z)  Sect.  3.  brands  of  manufactaren  resident 

{y)  The  Customs  Act  of  1876,  in  the  United  Kingdom,  &o. 

s.  42,  forbade  the  importation  of  {z)  See  list,  Appendix,  p.  656. 

artides   of    foreign    manufactore  (a)  See  Appendix,  p.  668. 


THE  CRIMINAL  LAW  OF  FALSE  MARKING.  Ift: 

between  the  oiigiual  parties  thereto,  at  Paris,  in  the  previous 
year.  And  by  Article  IX.  of  the  convention,  it  is  provided 
ihat  all  goods  illegallj  bearing  a  trade-mark  or  trade- 
Dime  may  be  seized  on  importation  into  those  States  of 
the  Union  where  the  mark  or  name  has  a  right  to  legal 
l«0tedion,  and  that  the  seizure  shall  be  effected  at  the 
request  of  either  the  proper  public  department,  or  of  the 
interested  party,  pursuant  to  the  internal  legislation  of  each 
oountzy.  It  became  necessary,  accordingly,  to  amend  the 
kw,  and  ont  of  several  bills  introduced  into  Parliament  for 
this  purpose,  the  Committee  of  the  House  of  Commons 
^ected  and  amended  the  Merchandise  Marks  Law  Con- 
sohdation  and  Amendment  Bill,  which  subsequently 
became  the  Merchandise  Marks  Act  of  1887. 

The  last-mentioned  Act  (J)  provides  that  any  person  TheMerchan- 
aiuJl  be  guilty  of  an  offence,  punishable  on  indictment  or  ^^^^7. 
on  summary  conviction  by  fine  or  imprisonment,  who 
either  (1)  forges  a  trade-mark  by  making  or  imitating  it 
vithoat  the  consent  of  the  proprietor,  or  by  falsifying  any 
genuine  mark;  or  (2)  falsely  applies  any  trade-mark  to 
goods,  by  applying  it,  or  an  imitation  of  it,  without  the 
eonsent  of  the  proprietor;  or  (3)  applies  to  goods  any 
biae  trade  description,  that  is,  a  description  or  indication 
as  to  the  number,  quantity,  measure,  &c.,  or  the  place  or 
eountzy  of  origin  of  the  goods,  or  the  mode  of  manu- 
{aetuxing  them,  or  their  material,  or  as  to  their  being  the 
■abject  of  an  existing  patent,  privilege,  or  copyright,  which 
b  false  in  a  material  respect ;  or  (4)  sells  or  exposes,  or 
bss  in  his  possession  for  sale,  or  any  purpose  of  sale  or 
manufacture,  any  goods  to  which  a  forged  trade-mark  or 
false  teade  description  is  applied,  or  to  which  any  trade- 
mark, or  imitation  of  a  trade-mark,  is  falsely  applied  (c). 
A  criminal  intention  on  the  part  of  the  person  charged  is 
a  necessary  element  of  each  of  the  offences  {d)j  but  the 

(<)  8ce Book  U.,  Chap. L,  p.  462.  (d)  Oridlef/  t.  Bmnbome,  62  J.  F. 

{e)  Sahndluy  offenoee,  flfach  as  739,  791 ;  5  T.  L.  B.  71  (1888), 
MkiBg  ^^  '<v  forging  trade-  Coleridge,  L.C.J.,  and  Grantham, 
vaiib,  are  here  passed  over.  J. ;  and  see  below,  p.  608. 
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The  Act  is 
only  directed 
against  false 
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The  Merchan- 
dise Marks 
Act  Com- 
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burden  of  proying  that  he  has  acted  with  the  consent  of 
the  proprietor  of  the  trade-mark,  or  without  intent  to 
defraud,  or  otherwise  innocently,  as  also  the  burden  of 
establishing  any  of  the  special  excuses  allowed  by  the  Act, 
is  cast  upon  the  person  charged  as  soon  as  it  is  established 
that  he  has  done  any  of  the  acts  which,  coupled  with  such 
criminal  intention  and  in  the  absence  of  these  excuses, 
bring  him  within  the  definition  of  an  offence  under  the 
statute.  The  Act,  moreover,  forbids  (g)  the  importation 
of  goods  by  means  of  or  in  relation  to  which  an  offence 
against  it  has  been  committed,  and  also  of  edl  goods  of 
foreign  manufacture  bearing  any  name  or  trade-mark 
being  or  purporting  to  be  that  of  a  manufacturer  or  trader 
within  the  country,  unless  it  be  accompanied  by  a  definite 
indication  of  the  country  where  the  goods  were  made  or 
produced.  It  contains  also  some  special  provisions  with 
regard  to  the  marking  of  watch  cases. 

It  will  be  seen,  therefore,  that  the  Act  is  directed  against 
false  marking  only.  Deceptive  marks  or  deceptive  trade 
descriptions  are  forbidden  by  it  to  be  placed  upon  goods, 
but  it  does  not  operate  to  make  marking  of  any  kind 
compulsory,  and  it  does  not  extend  to  cases  of  verbal 
false  descriptions  (/). 

The  Act  appears  to  have  attained  a  considerable  success, 
but  it  did  not  fully  satisfy  the  trading  community,  and 
three  years  after  its  passing  another  Committee  of  the 
House  of  Commons  were  appointed  to  consider  its  working. 
And  by  their  report  (g)  the  Committee  stated  that,  while 
there  was  a  consensus  of  opinion  that  the  Act  of  1887  had 
generally  been  most  beneficial  to  the  manufacturing  inte- 
rests of  the  country,  and  that  the  importation  of  fraudulently 
marked  goods,  or  of  goods  bearing  a  false  indication  of 
origin,  had  materially  diminished  since  the  Act  came  into 
operation,  yet  complaint  had  been  made  that  its  operation 
in  regard  to  goods  in  transit  to  foreign  states  had  ooca- 


{e)  Sect.  16,  below,  p.  626. 
(/)  Below,  p.  476. 


iff)  M.  M.  A.  Report,  1890. 
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BOQed  BCoriouB   inoonvenience  and  loss  to  the  shipping 

indiutrieB.      This    oomplaint,   however,    the    Committee 

believed  to  be  ill-f onnded,  and  they  refosed  to  recommend 

the  exemption  from  the  Aot  of  the  goods  referred  to. 

They  refused  also  to  accept  either  a  proposal  to  increase 

the  stringency  of  the  Act  hy  providing  that  all  foreign 

goods  should  be  marked  with  an  indication  of  origin,  or  a 

proposal  to  relax  it  by  allowing  the  general  mark  "  made 

abroad/'  where  the  Act  now  requires  the  particular  country 

of  origin  to  be  signified  (A).     On  the  other  hand,  to  stop  TlieMerohan- 

the  importation  of  adulterated  articles,  which,  if  they  bore  j^^l  ^391 

DO  trade  description  at  all,  did  not  come  under  the  Act, 

Uwy  reoommended  that  the  "Customs  Entry"  (/),  in  which 

both  the  description  of  goods  imported,  and  the  port  from 

which  they  come,  must  be  stated,  should  be  made  a  "  trade 

description ''  within  the  Aot,  and  that,  in  cases  affecting 

the  general  interest  of  the  coimtry,  or  of  a  section  of  the 

eommimity,  or  of  a  trade,  prosecutions  under  the  Act 

fikould  be  undertaken  by  the  State.     The  Merchandise 

Marks  Act  of  1891  was  passed  to  carry  these  proposals 

intoefEect 

6.  International  and  Colonial  Arrangements. 

The  owner  of  a  trade-mark,  acquired  as  such  in  England 
hy  use  and  consequent  reputed  connection  with  its  owner, 
bas  always  had  the  same  right  to  protection  in  our  Courts 
as  a  subject  of  the  United  Kingdom  (k)  (unless  he  happened 
to  be  an  alien  enemy),  and  neither  the  Begistration  Act  of 
1875,  nor  the  Merchandise  Marks  Acts  of  1862  or  1887 
eonfeired  any  special  privilege  or  right  of  protection  for 
their  trade-marks  or  trade-names  upon  subjects  of  this,  as 
contrasted  with  subjects  of  other.  States.  Many  treaties 
existed,  moreover,  by  which  this  coimtry  agreed  to  give  to 
the  subjects  of  other  countries  the  same  right  of  protection 

(A)  See  below,  p.  634.  {k)  The    CoUim    Co,    y.    Iteevea, 

(t}  See  below,  pp.  476,  486.  28  L.  J.  Gh.   66  (1858),  Stuart, 

V.-C. 
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in  respect  of  their  trade-marks  as  were  enjoyed  by  its  own 
subjects  (/).  On  the  other  hand,  when  registration  of  the 
trade-mark  concerned  became,  under  the  Acts  of  1875  and 
1883,  in  general,  a  condition  precedent  to  the  bringing  of 
an  action  of  infringement,  as  such  (m),  it  was  required  in 
the  case  of  foreign  as  well  as  of  other  plaintiffs,  and  the 
acquisition  of  a  trade-mark  abroad  gave  no  title  or  right  to 
priority  of  registration  of  a  trade-mark  in  the  English 
register. 

When  the  Act  of  1883  was  passed  the  International 
Convention  (w),  already  referred  to,  had  just  been  drawn 
up,  and  in  contemplation  of  the  accession  of  this  country 
•  thereto,  which  took  place  in  the  following  year  (o),  sect. 
103  (p)  was  inserted,  with  the  view,  apparently,  of  ful- 
filling the  obligations  entered  into  by  the  United  Kingdom 
with  the  other  contracting  states.  The  section,  however, 
meets  those  obligations  but  very  imperfectly  (q) ,  and  the  bulk 
of  its  provisions  are  inapplicable  to  trade-marks.  Its  only 
substantia  operation  in  regard  to  them,  indeed,  is  to  confer 
upon  an  applicant  for  the  protection  of  a  trade-mark,  in  one 
of  the  other  contracting  states,  a  priority  over  other  appli- 
cants for  registration  here  during  the  space  of  four  months, 
without  conferring  any  title  to  registration  based  upon  the 
success  of  the  application  in  the  foreign  state,  or  any 
exemption  from  the  conditions  and  formalities  to  be  ful- 
filled and  complied  with  by  ordinary  applicants  for  regis- 
tration here. 

Her  Majesty  is  empowered,  by  sect.  104  of  the  Act  of 
1883,  by  Order  in  Council  (r),  to  apply  the  provisions  of 
the  above-mentioned  section,  with  such  variations  or  addi- 
tions as  may  seem  fit,  to  any  British  possession  («). 


(Q  See  a  paper  presented  to  Par-  {p)  See  Chap.  XX.,  p.  454. 

liament,  1872,  C.  633.  (q)  See  per  Stirling,  J.,  in  TJU 

(m)  Act  of  1883,   8.  77,   Chap.  CaUjfornian  Fiff  Syrup  Tm.y^O  CD, 

XII.,  p.  260.  620  ;  6  R.  P.  C.  126  (1888). 

(m)  See  Appendix,  p.  658.  (r)  See  the  list,  Appendix,  p.  666. 

(o)  17  March,  1884.  («)  See  the  definition  in  sect.  117. 
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The  pioteoiion  of  fhe  Merohandise  Marks  Act,  1887, 
refened  to  in  the  preceding  seotion  of  this  chapter,  extends 
to  any  trade-mark  which,  either  with  or  without  registra- 
tion, is  protected  by  law  in  any  British  Possession  {t)  or 
foreign  State  to  which  the  provisions  of  the  above-mentioned 
section  (sect.  103)  are,  under  Order  in  Council,  for  the  time 
l)eing,  applicable  (t#). 

{()  Below,  p.  656.  Book  IE.,  Cbap.  I.,  p..  465,  **  tzade- 

(s)  M.  M.   A.,  1887,  0.   3  (1),      mark." 
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A  TRADE-MARK  is  a  symbol  (a)  which  is  applied  or  Definition, 
attached  to  goods  {b)  offered  for  sale  in  the  market  {c)j 
so  as  to  distinguish  them  from  similar  goods,  and  to 
identify  them  with  a  particular  trader  (d)  or  with  his 
saocessors  as  the  owners  of  a  particular  business  {e)y  as 
being  made,  worked  upon,  imported,  selected,  certified 
or  sold  (/)  hy  him  or  them,  or  which  has  been  properly 
r^stered  under  the  Acts  as  the  trade-mark  of  a  par- 
ticular trader  (g). 
It  would,  perhaps,  have  been  clearer  to  have  stated  the 
definition  in  the  following  form:   "A  trade-mark  is  a 
symbol  which  is  publicly  used  as  the  trade-mark  of  a  par- 
ticular trader,  or  is  registered  as  such  under  the  Acts," 
80  as  to  lay  stress  upon  the  element  of  public  user  which 
creates  the  trade-mark,  and  to  which  registration  is  by 
rtatute  to  be  deemed  equivalent  (A),  and  to  have  added  a 
definition  of  public  user  to  the  effect  suggested  in  the 
definition  selected.    I  have  preferred,  however,  to  cast  the 
▼hole  definition  into  one  in  order  to  avoid  the  inconvenience 
qS  importing  into  it  a  reference  to  the  term  defined. 

The  Registration  Acts  contain  no  definition  of  what  is  a  The  Regis- 
trade-mark,  though  they  do  contain  enumerations  of  the  ^ta^  no** 
elaasee  of  symbols  which  are  capable  of  registration  under  definition ; 

(«]  Bek>w,  p.  28.  {ff)  Page  51 ;  and  see  Chap.  XII., 

(I)  Pi^pe29.  Effect   of    Registration,    p.  252. 

(4  P^33.  As  to   Cutlers'  corporate  marks, 

{d)  Page  35.  see  Chap.  YI.,  p.  91. 

{#)  See  Chap.  Xm.,  Assignment  (A)  Act  of   1883,  s.  75;  Act  of 

sad  Derohitionof  Trade-Marks,  p.  1888,  s.  17.     See  below,  p.  51; 

272 ;  and  FkUo  y.  JBadman,  8  B.  P.  and  Chap.  XII.,  Effect  of  Regis- 

a  181  (1891),  per  Erj,  L.J.  tration,  p.  252. 

(/)Pige4g. 
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them  as  trade-marks  (e).  But  trade-marks  oan  still  be 
acquired  bj  user  independently  of  registration  (A:),  so  as 
not  only  to  secure  a  certain  measure  of  protection  by  the 
Counts  in  "  passing  off "  actions,  but  often  to  confer  a  pre- 
fer^itial  claim  to  registration,  or  to  constitute  an  objectioix 
to  the  registration  of  newer  marks  for  the  same  goods 
which  bear  too  close  a  resemblance  to  them.  Moreover, 
among  the  symbols  admitted  to  registration  under  the 
Acts  are  "any  special  and  distinctive  word  or  words, 
letter,  figure,  or  combination  of  letters  or  figures,  or  of 
letters  and  figures,  used  as  a  trade-mark  before  the  13th 
day  of  August,  1875  "  (/),  and  questions  still  frequently 
arise  as  to  whether  old  marks  registered,  or  tendered  for 
registration,  under  this  provision,  or  the  provisions  to  the 
like  effect  in  the  earlier  Acts,  were  used  as  trade-marks  or 
not.  It  is,  therefore,  necessary  to  consider  what  constituted 
a  symbol  to  be  a  trade-mark  apart  from  the  Acts,  and  this 
is  the  more  important  because  in  making  registration,  or, 
more  precisely,  the  application  for  registration,  equivalent 
but  they  to  public  user  of  the  trade-mark,  the  Acts  have  imported 
^^**^®      and  adopted  the  old  law  determining  what  the  public  user 

of  trade-marks  is,  and  what  are  its  effects. 
Definitiona  in       The  definitions  of  "  mark  "  and  "  trade-mark,"  for  the 
^  M^aT"  P^irposefl  of  the  Merchandise  Marks  Act,  1862  (w),  em- 
Act  of  1862.     bodied  in  that  Act,  are  in  the  following  terms:  ^'The 
word  'mark'  shall  include  any  name,  signature,  word, 
letter,  device,  emblem,  figure,  sign,  seal,  stamp,  diagram, 
label,  ticket  or  other  mark  of  any  other  description ;  and 
the  expression  '  trade-mark '  shall  include  any  and  every 
such  name,  signature,  word,  letter,  device,  emblem,  figure, 
sign,  seal,  stamp,  diagram,  label,  ticket  or  other  mark  as 
aforesaid,  lawfully  used  by  any  person  to  denote  any 
chattel,  or  (in  Scotland)  any  article  of  trade,  manufacture 
or  merchandise,  to  be  an  article  or  thing  of  the  manufac- 
ture, workmanship,  production,  or  merchandise  of  suoh 

(i)  See   Chap.    VIII.,    "Wliat  (/)  Act  of  1888,8.  10,  replacing 

marks  may  be  registered,"  p.  106.       sect.  64  of  the  Act  of  1883,  and 
(k)  See  below,  p.  265.  sect.  10  of  the  Act  of  1875. 

(m)  26  &  26  Vict.  o.  88,  8.  1. 
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"person,  or  to  be  an  article  or  thing  of  any  peculiar  or 
partioular  description  made  or  sold  bj  such  person,  and 
shall  also  include  any  name,  signature,  word,  letter, 
number,  figure,  mark,  or  sign  which  in  pursuance  of  any 
statute  or  statutes  for  the  time  being  in  force  relating  to 
registered  designs,  is  to  be  put  or  placed  upon  or  attached 
to  any  chattel  or  article  during  the  existence  or  continuance 
of  any  copyright  or  other  sole  right  acquired  under  the 
provisions  of  such  statutes  or  any  of  them/' 

The  Act  of  1862  was  repealed  by  the  Merchandise  TheMerchaa- 
Marics  Act  of  1887,  which,  without  further  defining  ^^t,  1887. 
"trade-mark,"  enacted  that,  for  the  purposes  of  the  Act, 
the  expression  "  trade-mark "  should  mean  a  trade-mark 
registered  in  the  register  of  trade-marks  kept  under  the 
Patefnts,  Designs,  and  Trade-Marks  Act,  1883,  and  should 
include  any  trade-mark,  which,  either  with  or  without 
r^istration,  is  protected  by  law  in  any  British  Possession 
or  foGceign  State  to  which  the  provisions  of  the  103rd  section 
of  the  Patents,  &c.  Act  are,  imder  Order  in  Council,  for 
the  time  being  applicable  (n). 

Although  the  principles  upon  which  the  law  of  trade-  judicial 
marks  rests  have  been  often  dwelt  upon  and  explained  in  definitiona. 
the  judgments  in  the  leading 'cases  on  the  subject,  many 
of  which  have  been  referred  to  in  the  previous  chapter,  yet 
judges  have  but  seldom  attempted  to  state  precisely  what 
a  tzade-mark  is,  and  I  have  found  no  formal  definition  in 
any  reported  judgment. 

In  The  Leather  Cloth  Co,  v.  The  American  Leather'  Cloth  Ix)rd 
Co.  (o)y  Lord  Westbury  said  "  the  word  *  trade-mark '  is     ^  ™^' 
the  designation  of  these  marks  or  symbols,  as  and  when 
applied  to  a  vendible  commodity,  and  the  exclusive  right 
to  make  such  user  or  application  is  rightly  called  property." 

And  in  Ford  v.  Foster  {p)y  Bacon,  V.-C,  described  a  Baoon,  V.O. 
trade-mark  in  the  following  terms :  "  The  meaning  and 
use  of  a  trade-mark  is  that  the  same  person  dealing  in 

(•)  Sect.  3  (1),  below,  p.  465.  L.  J.  Ch.  199  (1863}. 

W  4  De  G.  J.  &  S.  p.  142 ;  33  {p)  L.  R.  7  Ch.  p.  616  (1872). 
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^^  goods,  no  matter  of  what  kind,  whether  of  his  own  manu- 
f  aoture  or  not,  having  a  certain  defined  shape,  if  he  stamps 
upon  them  some  indication  that  that  particular  article  is 
his  and  his  only,  may  thereby  acquire  so  far  an  exdusive 
right  to  it  that  no  man  may  imitate  his  mark,  and  the 
legal  right  goes  no  further  than  that." 
Kaj,  J.,  and  "  User  as  a  trade-mark,"  Kay,  J.,  said,  in  Richards  v. 
'  '  Butcher  {q)y  "  means,  not  what  the  person  who  uses  has  in 
his  own  mind  about  it,  not  what  he  has  registered  in  a 
foreign  coimtry,  but  what  the  public  would  understand 
when  the  trade-mark,  or  so-called  trade-mark,  is  im« 
pressed  upon  the  goods,  or  upon  some  wrapper  or  case 
containing  the  goods,  to  be  the  trade-mark.  That  is  the 
trade-mark  proper ;  and  user  as  a  trade-mark  means,  and 
must  necessarily  mean,  the  impressing  of  those  words 
either  upon  the  goods,  or  upon  some  wrapper  or  case  con- 
taining the  goods,  in  such  a  way  that  the  public  would 
necessarily  imderstand  those  words  to  be,  and  alone  to  be, 
the  trade-mark  of  the  person  who  uses  them."  And  in 
the  same  case,  on  appeal.  Lord  Esher  said :  ^*  You  use  the 
thing  as  a  trade-mark,  if  you  use  it  in  business,  or,  as  is 
often  said  in  the  market,  as  a  mark  to  denote  your  goods, 
and  to  distinguish  them  from  the  goods  of  anyone  else"  (r). 

A  Symbol 

WhatsymboU  Before  the  Trade-Marks  Eegistration  Act,  1875  («),  no 
mftfks.  ^'  restriction  was  placed  upon  the  kind  or  class  of  symbols 
which,  if  adopted  and  used  as  a  trade-mark,  would  be  pro- 
tected against  infringement  or  piracy,  except  that  the  Courts 
refused  to  interfere  where  the  symbols  contained  misrepre- 
sentation {t)y  or  were,  or  were  so  used  as  to  be,  calculated 
to  deceive,  and  they  would,  no  doubt,  if  any  case  had 
occurred,  haye  refused  to  interfere  also  where  tiie  symbols 

(q)  (1891)  2  Ch.  p.  632  ;  8  B.  P.  («)  Sect.  10,  replaced  by  sect.  64 

G.  249,  {MonopoU),  of  the  Aot  of  1883,  and  now  by 

(r)  (1891)  2  Oh.  p.  643.  sect.  10  of  the  Act  of  1888. 

{t)  See  below,  pp.  S36  et  s$q. 
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themselT68  were  scandalous  or  indeoent.  The  only  general 
limit,  therefore,  put  upon  the  choice  of  a  trade-mark  was 
that  it  should  he  capable  of  distinctive  user  in  accordance 
with  the  terms  of  the  definition  (u). 

Applied  or  attached  to  Ooods  (x). 

It  is  immaterial  whether  the  mark  is  attached  to  the 
goods  or  to  the  covering  in  which  they  are  sold  (y).  It 
may  be  impressed,  stamped,  cut,  drawn,  painted,  or  stained 
on  the  goods  themselves,  as  the  words  8ykes^  Patent  were 
in  Sykes  v.  Syken  (2),  or  on  their  envelope,  as  are  labels  on 
bottles,  and  brands  on  corks,  or  in  any  other  way  attached 
to  the  goods,  for  instance,  by  being  marked  upon  tallies  («) 
tied  on  to  them,  or  upon  reels  upon  which  the  goods  are 
wound.  All  that  is  necessary  is  that  there  shall  be  some  The  mark 
physical  connection  between  the  goods  and  the  mark  so  Jaark^^nih 
that  the  mark  shall  go  with  the  goods  into  market  (6).  A  *^®  goods; 
device  is  not  a  trade-mark  unless  it  is  so  applied  or  attached, 
although  it  may  be  used  by  a  trader  in  his  advertisements, 
price  lists,  or  trade  circulars,  so  as  to  become  commonly 
asBOciated  with  him  and  his  goods,  as,  for  instance,  litho- 
graphs of  Millais'  picture  "  Bubbles  "  are  associated  with 
Pears'  Soap. 

Thus,  in  Thompson  v.  Montgomefy{c)y  the  ale  of  the 
plaintiffs  had  been  known  for  many  years  as  Stone  Aky 
and  there  was  evidence  that  that  name  had  been  used  in 
ordering  goods  from  them,  and  in  selling  goods  to  their 
customers,  as  a  description  of  the  ale,  or  of  a  particular 
dasB  of  ale  made  by  them.     Beyond  this  there  was  no 

(«)  See  bebw,  p.  35.  J.  &  S.  185  (1863),  Westbnry,  L.G. 

{x)  See  the  dieta  quoted  aboTO,  {b)  See  FwvelVa  Ttn.y  (1893)  2  Gh. 

p.  28,  and  below,  p.  158.  388  (1894),  A.  G.  8 ;  10  B.  P.  G. 

(y)  Singir  ▼.  WiUm,  2  G.  D.  p.  63,  196 ;  11  R.  P.  G.  4.    (Yorkshire 

441,  Jeesd,   K.B.,  and  pp.  451,  SelUh.) 

455,   James    and   KelliBh,  L.JJ.  {e)  41  G.  D.  45 ;  6  B.  P.  G.  404 

(1876).  (1889) .    There  was  no  appeal  upon 

(s)  3  B.  and  Or.  541 ;  3  L.  J.  this  point  to  the  House  of  Lords. 

K.  B.  O.  S.  46  (1824).  An  injunction  was  granted  notwith- 

(«)  EMttsH  ▼.  Edelttfftf  1  De  Q.  standing  the  removal  of  the  mark. 
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evidenoe  of  the  use  of  the  name  as  a  trade-mark,  and  the 
Court  of  Appeal  accordingly  held  that  the  words  had  been 
wrongly  claimed  as  a  trade-mark  in  use  before  1875,  and 
ordered  them  to  be  removed  from  the  register.  So,  in 
PowelVs  Case  {d)  it  was  decided  that  the  use  of  the  words 
Yorkshire  Relish  upon  the  rough  packing  cases  in  which 
the  bottles  of  sauce  were  placed  for  safe  carriage  was  not, 
under  the  circumstances  of  the  case,  use  of  the  words  as  a 
trade-mark.  "  The  function  of  a  trade-mark,"  Bowen, 
L.J.,  said(f?),  "is  to  give  an  indication  to  the  purchaser 
or  possible  purchaser  as  to  the  manufacture  or  quality  of 
the  goods —to  give  an  indication  to  his  eye  of  the  trade 
source  from  which  the  goods  come,  or  the  trade  hands 
through  which  they  pass  on  their  way  to  the  market. 
Accordingly,  it  may  either  be  marked  on  the  goods  them- 
selves, or,  if  that  is  not  possible  or  convenient,  it  may  be 
marked  on  the  vehicle  of  the  goods,  and  maybe,  and  some- 
times, I  dare  say,  is,  marked  upon  a  covering  or  exterior, 
such  as  a  packing  case.  But  when  you  are  considering  a 
mark  upon  the  vehicle  as  distinct  from  a  mark  upon  the 
goods,  you  must  ask  yourself  carefully,  is  this  mark  used  as 

and  must  sell  a  trade-mark  P  "  And  the  test  to  be  applied  was  otherwise 
e  goods.  g|;ated  in  the  same  case  to  be  the  question.  Does  the  alleged 
trade-mark  sell  the  goods  P 

trse  on  oorks.  The  question  whether  stamping  a  mark  on  the  corks  of 
wine  bottles  at  the  sides  or  ends  where  it  cannot  be  seen  is 
user  of  it  as  a  trade-mark  has  been  discussed  (/)  but  not 
decided.  It  is  submitted  that  it  may  be  if,  in  fact,  the 
known  presence  of  the  mark,  or  the  expectation  of  finding* 
it,  induces  a  customer  to  buy  the  wine  as  that  of  the  pro- 
prietor of  the  mark. 

{d)  Note  {b) ;    of.    Eichardt   v.  Biehards  ▼.  BuUher,  (1891)  2  Ch. 

Butcher,  (1891)  2  Gh.  622;    8  B.  522;  8  R.  P.  0.  249,  Kay,  J.,  and 

P.   G.  249,  Eay,  J.,  and   G.  A.,  G.  A.    Marks  bo  used  were  pro* 

ifonopo^insed  on  packing  cases  and  teoted  in  Moet  v.   Clybauw,  Seb. 

wine  corks.  Dig.  p.  816  (1877),  Jeesel,  H.R. ; 

(e)  (1893)  2  Gh.  p.  404.  and  Moet  ▼.  JPiekerififf,  8  G.  D.  372 

(/)  Kinahan  ^  Co.'i  Application,  (1878),  G.  A. 
10  B.  P.  G.  393  (1898),  Ghitty,  J. ; 
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The  exohisiye  riglits  existing  in  respect  of  a  trade-mark  Trade-mark 
ire  restricted  to  the  class  of  goods  to  which  it  has  been  ^tncted  to 
attached  or  applied  (jg).    It  is,  therefore,  no  infringement  ^^^"/^ 
to  apply  the  same  or  a  similar  mark  to  other  goods.     This  wbioh  the 
rale  was  clearly  stated  in  a  dictum  of  Lord  Westbnry,  in  °^"  "  ^'*®^' 
(hfi  Leather   Cloth   Case^  which    has    often    been   cited. 
''Property  in  a  trade-mark/'  he  said,  ''is  ...  .  the  right 
to  the  exdusive  use  of  some  mark,  name,  or  symbol  in 
eonnection  with  a   particular    manufacture  or  vendible 
oommodity ;  consequently,  the  use  of  the  same  mark  in 
ooxmection  with  a  difEerent  article  is  not  an  infringement 
of  such  right  of  property  "  (A).    Thus,  a  trade-nuurk  used 
far  carriages  might  be  adopted  as  a  new  trade-mark  for 
woollen  goods  (t). 

So  no  one  can  acquire  an  exclusive  right  to  affix  the 
trade-mark  to  goods  which  do  not  fall  within  the  dass 
indicated  by  the  mark,  or,  in  other  words,  to  goods  which 
do  not  possess  the  attribute  the  mark  is  understood  and 
intended  to  connote.  Thus,  in  Cotton  v.  Oillard  (A-),  the 
defendant  had  invented  a  sauce  which  was  prepared  from 
a  secret  recipe  not  known  to  the  plaintiff,  and  was  called 
the  Lieemed  Victuallers^  Relish,  The  plaintiff  had  pur- 
chased from  the  assignee  in  bankruptcy  of  the  defendant's 
am  all  his  interest  in  the  sauce,  and  this,  he  contended 
indaded  the  right  to  the  trade-mark  used  with  the  busi- 


Jessel,  M.R.,  however,  held  that  this  right  could  Thenaeof 
not  exist  or  be  transferred  without  the  goods  with  which  o^  oth^ 
the  mark  was  connected,  and  that  the  plaintiff  could  have  «^^  ^* 


no  assistance  from  the  Court  to  enable  him  to  pass  off 


proteoted. 


is)  SomerriUe  ▼.  Sehemhriy  1 2  App.  below,  p.  308.    Qi.  The  AuttraUan 

Ci.  453  (1887),    on  appeal  from  Wine  Importers'  Tm.y  41  C.  D.  278; 

lUta.     Aa   to    registered    trade  6  B.  P.  G.  311,  cited,  p.  180. 

aariB,  tee  below,  pp.  256,  308.  (k)  44  L.  J.  Ch.  90  (1874).    So, 

(A)  4  De  G.  J.  &  S.  137 ;  33  L.  J.  a  trade  mark  cannot  be  separated 

Ch.  p.  201  (1863).  from  the  goodwill  of  the  buBiness 

(t)  Per  Jeasel,  H.R.,  m  Singer  t.  to  which  it  has  been  attached :  see 

ITUbM,  2  G.  D.  p.  443  (1876).  And  below,  pp.  272  and  287. 
Ke  Cbap.  XV.y  on  Infringement, 
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under  the  mark,  as  the  original  sauce,  an  imitation  of  his 
own. 

Of  course,  the  extent  of  the  class  of  goods  to  which  a 
trade-mark  is  properly  applicable  will  vary  very  much  in 
different  cases.  If  the  mark  means  that  the  goods  are 
made  by  its  owner,  then  it  will  not  rightly  be  applicable 
to  goods  which  he  has  bought  to  re-sell,  and  on  the  prin- 
ciple of  the  case  just  cited  it  would  seem  that  if,  in  suoh  a 
case,  the  owner  were  to  give  up  manufacturing  he  would 
lose  his  trade-marks,  although  he  commenced  to  deal  as  a 
merchant  in  the  same  goods.  If,  again,  the  mark  means 
that  the  goods  are  selected,  shipped,  or  sold  by  the  owner, 
then,  probably,  it  may  be  rightly  applicable  to  many- 
different  kinds  of  goods,  and  to  kinds  which  may  yary, 
and  perhaps  very  widely,  from  time  to  time  (l). 
Anyone  may  As  the  mark  must  not  be  applied  to  the  wrong  goods, 
*"^r^toth  ®^>  ^^  ^^^  other  hand,  it  may  be  applied  by  anyone  to  the 
right  gooda.  right  goods.  Thus,  in  Farina  v.  Silverlock  (w).  Lord  Cran- 
worth  refused  an  injunction  to  restrain  the  defendant,  a 
printer,  from  printing  labels  in  imitation  of  the  labels  on 
the  plaintiff's  Eau  de  Cologne,  on  the  ground  that  the 
labels  might  be  intended  to  be  placed  upon  scent  which 
had  actually  come  from  the  plaintiff  {n).  And  the  test  of 
infringement  laid  down  in  all  the  cases  is  that  the  defen- 
dant's acts  shall  be  calculated  to  pass  off  goods  which  are 
not  the  plaintiff's  as  his  (o) ;  and  that  is  all  that  an  ordi- 
nary form  of  the  injimction  granted  in  trade-mark  cases 
restrains  (j9). 

(/)  Below,  p.  49 ;  and  see  Chap.  at    law,    and    was    sabseqaentljr 

XII.,  p.  252,  Effect  of  Registration.  granted  an  injunction  in  eqmt7,  4 

(m)  1  K.  &  J.  609 ;  6  De  G.  M.  K.  &  J.  660,  Wood,  V.-C.  ;   30 

&  G.  214 ;  24  L.  J.  Ch.  632 ;  26  L.  T.  242 ;  31  L.  T.  99. 
L.  J.  Ch.  11  (1865).  W  See  below,  p.  314. 

{n)    The    plaintiff    was    given  {p)  See   per   Cotton,    L.J.,    in 

liberty  to  try  this  question  at  law,  Thompson  v.  Mowtgomoryy  41  0.  D. 

and  the  bill  was  retained  for  a  p.  48  ;  6  B.  P.  C.  213  (1889). 
year.    He  succeeded  in  his  action 
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Offered  for  Sale  in  the  Haxket. 

An  aUegation  {hat  the  plaintiff's  goods  were  sold  with  The  mark 
the  trade-mark  attached,  and  that  they  enjoyed  a  great  ^uecTto 
reputation,  was  regularly  inserted  in  the  declaration  in  the  gwds  offered 
old  common  law  action  for  infringement  (q).    And  in 
Lawwn  v.  The  Bank  of  London  (r),  an  action  to  restrain 
the  defendants  from  usurping  the  name  of  the  plaintiff's 
btnk,  a  demurrer  was  allowed  because  the  declaration  did 
not  all^e  that  the  plaintiff  had  carried  on  business  as  a 
btnker,  but  only  that  he  had  expended  money  in  adver- 
tisements.  "  No  action  could,  I  apprehend,"  said  Willes,  J., 
in  that  case,  '^  be  maintained  for  the  sale  of  goods  branded 
or  stamped  with  another  manufacturer's  mark,  which  mark 
had  never  been  put  forward  to  the  world  by  the  party 
eomploLning  of  the  misuser  of  it." 

This  dictum  was  cited  with  approval  by  Lord  Cairns,  in 
Xeancell  v.  Hogg{fi).  In  that  case  the  defendant  regis- 
tered at  Stationers'  Hall  the  word  Belgravia  as  the  name 
of  an  intended  new  mazagine,  in  the  year  1863.  In 
1866  the  plaintiff  began  to  advertise  a  different  intended 
new  magazine  imder  the  same  name.  The  defendant 
thfirenpon  hurriedly  brought  out  a  number  of  his  magazine 
in  September,  1866,  and  the  plaintiff  followed  in  October, 
md  croes  suits  were  then  brought  by  each  to  restrain  the 
oiher  from  using  the  name.  Both  suits  failed.  The 
plaintiff's  was  dismissed  because  his  advertisements  and 
expenditure  gave  him  no  title  to  the  name  before  the 
defendant's  first  number  appeared,  and  the  defendant's 
hecttose  of  his  uncandid  conduct  in  rushing  forward  his 
magazine,  knowing  of  the  plaintiff's  undertaking,  without 
giving  him  warning.  That  the  trader's  goods  should  have 
acquired  any  reputation  for  special  excellence  or  quality  in 
Olds  that  his  mark  should  be  protected,  was,  however, 

(f)  See  Sifke$Y.  8^ket,  3  B.  &  C.  (r)  18  C.  B.  Si  ;  25  L.  J.  C.  P. 

W,'  3  L.  J.  K:  B-  0.8.  46  (1824) ;       188  (1856). 


p.  3.  («)  L.  R.  2  Ch.  307  (1867). 
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Lord  Caims  declared,  miixeoesBary ;  but,  he  said  (^),  all  the 
definitions  of  trade-mark  rights  given  in  Equity, "  seem  to 
me  to  be  opposed  to  the  idea  that  protection  can  be  given 
where  there  has  been  no  sale  or  offering  for  sale  of  the 
articles  to  which  the  name  is  to  be  attached."  According 
to  the  decisions,  he  added,  no  property  in  a  name  (or 
mark)  could  be  acquired  except  through  the  process  of 
sale  or  offering  for  sale  in  the  market. 

And  the  second  of  the  "essential  qualities  for  con- 
stituting property  in  a  trade-mark  "  enumerated  by  Lord 
Westbury,  in  Mc Andrew  v.  Bassett  («),  was  that  the  artiole 
marked  with  the  mark  in  question  was  actually  a  vendible 
article  in  the  market  {x). 
Long  user  of       It  is  not,  however,  necessary  that  the  goods  should  be  in 
of  actual         the  market  with  the  mark  affixed  for  any  definite  or  any 
reputation       considerable  time.     Thus  it  was  no  objection  to  the  defen- 

nnneceflsary.  J 

dant's  counterclaim  in  Maxwell  v.  Hogg  (y),  that  he  had 
brought  out  but  one  number  of  his  magazine,  and  that 
only  a  few  days  before  the  plaintiff's  issue  appeared,  and 
in  the  same  case,  as  akeady  stated.  Lord  Caims  decided 
that  reputation  for  qualiiy  was  immaterial  for  the  acqui- 
sition of  the  legal  right  (a). 

Nor  is  it  essential  that  the  significance  of  the  mark 
should  be  proved  to  have  become  known  to  any  ascertained 
person  or  persons.  It  is  sufficient,  subject  now  to  the 
provisions  of  the  Acts  in  regard  to  registration,  to  entitle 
a  trader  to  protection  for  his  mark  that  he  has  offered 
goods  for  sale  vrith  the  mark  so  attached  that  it  will,  when 
known,  indicate  his  connection  with  the  goods.  It  would 
be  an  insoluble  inquiry,  as  Lord  BomiUy  declared,  in  Hall 


(t)  L.  B.  2  Gh.  p.  314.  (z)  So  it  ia  mmeoesBaiy  for  the 

(m)  4  De  G.  J.  &  S.  380;  33  L.  J.  plaintLS  in  an  infringement  action 

Gh.  661  (1864),  (Anatolia  liquorice).  to  allege   that   the  defendant  is 

(x)  See  also  FowelVs  2^.,  (1893)  selling   inferior   goods  under  his 

2  Oh.  388;  10  B.  P.  G.  63,  195,  mark:  Blojteld  v.  Payne,  4  B.  & 

cited  above,  p.  30.  Ad.  410 ;  2  L.  J.  E.  B.  68  (1833) ; 

(y)  L.  B.  2  Gh.  307  (1867).  JEdeUten  r.  JEdelaten,  1  De  G.  J.  & 

8.  185  (1863). 
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T.  AiiTOt0«  (a)y  to  seek  to  disooverwheii  first  a  mark  acquired 
a  distanctive  character  in  the  market  as  denoting  the  goods 
of  the  trader  who  first  used  it. 


Bo  ai  to  distingmsh  the  Goods  from  similar  Goods,  and  to 
identify  them  with  a  particnlar  Trader. 

That  it  is  of  the  essence  of  a  trade-mark  that  it  should  Mark  must  be 
have  this  disting^iishing  character,  is  fully  established  by 
the  statements  of  the  principles  upon  which  the  law  of 
tzade-marks  rests,  stated  in  the  last  chapter,  and  the  dicta 
quoted  at  the  beginning  of  this  chapter.  The  rule  is 
farther  illustrated  by  the  question,  which  has  always  been 
regarded  as  the  test  of  infringement :  Will  the  use  of  the 
trade-mark  by  the  defendant  lead  purchasers  to  mistake 
his  goods  for  those  of  the  plaintifE  P  {b), 

**  The  right  which  a  manufacturer  has  in  his  trade-mark," 
Lord  Cranworth  said,  in  the  Leather  Cloth  Ca^e  {c)j  **  is  the 
exdusLTe  right  to  use  it  for  the  purpose  of  indicating  where 
or  by  whom  or  at  what  manufactory  the  article  to  which  it 
is  affixed  was  manufactured."  And  the  same  judge,  in 
Foaina  v.  Stlverlock{d)y  after  distinguishing  copyright 
from  the  right  to  a  trade-mark,  added,  "  anyone  who  has 
acquired  a  particular  mode  of  designating  his  particular 
manufacture,  has  a  right  to  say,  not  that  other  persons 
thsSl  not  sell  exactly  the  same  article,  better  or  worse,  or 
looking  exactly  like  it,  but  that  they  may  not  so  sell  it  as 
to  steal  the  plaintifi's  trade-mark,  and  make  purchasers 
believe  it  is  the  manufacture  of  somebody  else." 

(«)  32  L.  J.  Ch.  p.  651  (1863) ;  137 ;  33  L.  J.  Gh.  199  (1863),  and 

ad    aee    ptr   Wood,    Y.-O.,    in  per  Lord  Blaokbum  in  Orr'Efoing 

McJndrtw  ▼.  BMtttt,  33  L.  J.  Gh.  t.  The  Eegiatrar  of  Trade  Marks,  4 

m  (1864).  App.  Cas.  p.  494  (1879). 

(Q  See  jwr   Ld.    Wesibnry  in  {c)  11  H.  L.  G.  623;  86  L.  J. 

SaU  Y.  Bamnee,  4  De  G.  J.  &  S.  Gh.  p.  67  (1866). 

160 ;  33  L.  J.  Ch.  p.  208  (1863) ;  {d)  6T>e  Gt.  M.  &  Q.  214;  26  L. 

tad  mLeatkgr  Cloth  Co,  y.  Ameriem  J.  Ch.  p.  12  (1866). 
iMtinr  OM  Cb.,  4  De  G.  J.  &  S. 
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What  are 
distinotlTe 
marks. 


DeecriptivB 
marks,  and 
marks  ap- 
parently de- 
scriptive, bat 
haviDK  a 


distinctiye 
meaning. 


The  provision  in  the  Regisfxation  Acts,  allowing  any 
"  special  and  distinctive  word  or  words,  letter,  figure,  or 
combination  of  letters  or  figures,  or  of  letters  and  figures, 
used  as  a  trade-mark  before  the  commencement  of  the  Act 
of  1875,"  to  be  registered  as  a  trade-mark,  was  intended  to 
include  all  marks  which  were  trade-marks  before  the 
Acts(«).  And  it  is  held  that  the  qualification  '^special 
and  distinctive  "  does  no  more  than  embody  the  require- 
ments of  the  existing  law  in  regard  to  what  were  or  might 
be  trade-marks  (/). 

A  name  or  device,  therefore,  which  is  merely  descriptiye 
of  the  goods  themselves  or  of  some  quality  or  attribute 
which  they  possess,  or  are  supposed  to  possess,  or  which  is 
common  to  the  trade  (^),  cannot  be  a  trade-mark.  And  it 
follows  that  marks  which  were  once  distinctive  may  have 
f  aUen  into  one  of  these  groups,  and  so  ceased  to  be  available 
as  trade-marks. 

The  element  of  distinctiveness  is  essential  in  any  mark 
which  is  to  be  registered  as  a  trade-mark  imder  the  Acts, 
and  its  characteristics  as  established  and  illustrated  by 
judicial  decisions  will  be  considered  in  a  later  chapter  {gg)  ; 
but  it  will  be  convenient  here  to  state  in  outline  the  leading 
oases  in  which  this  branch  of  trade-mark  law  has  been  dis- 
cussed, apart  from  the  operation  of  the  Acts,  since  these 
cases  are  still  frequently  referred  to,  and  turn  upon 
principles  of  general  application. 

The  question  whether  a  mark  is  merely  descriptive  can 
hardly  arise  except  with  regard  to  word-marks  (h).  It 
may  be  stated  in  either  of  the  following  forms :  do  the 
words  which  are  claimed  as  a  trade-mark  (or  trade-name, 
for  the  same  principles  apply  to  both),  merely  denote  the 


{e)  Barrow't  !>».,  5  C.  D.  353 
(1877),  Malins,  V.-C. ;  Bodega  Co. 
▼.  (hoen$,  6  R.  P.  0.  241  (1888), 
Chatterton,  y.-C,  in  Ireland.  See 
Chap.  VIII.,  p.  164,  below. 

(/)  Sopkinson's  ^.,  (1892)  2 
Ch.  116,  Kekewich,  J« 


(^)  As  to  marks  common  to  the 
trade,  see  below,  pp.  122  and  169. 

i^ff)  Chap.  Vin.,  p.  118. 

(A)  As  to  pictures  of  the  goods, 
see  Jamei  Tm,,  33  C.  D.  392 ;  3 
R.  P.  C.  340  (1886),  C.  A.  {Ihme 
Black  Lead),  and  below,  p.  131. 
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goods,  or  have  thej  a  seoondary  meaning  oonnoting  a 
eonneotion  with  the  persons  who  daim  them  as  a  trade- 
mai^?  or,  are  the  words  the  known  description  of  all 
goods  of  the  class  hj  whomsoever  they  are  made  or  sold, 
<x  only  of  the  species  within  it  which  are  made  or  sold  by 
those  particular  manufacturers  or  traders  ? 

The  question  arose  as  early  as  the  case  of  Millington  v. 
Rg{i),  There  the  plaintiffs  sued  the  defendants  for 
infringing  their  trade-marks,  consisting  of  the  words 
Crowley  Millington^  or  one  of  them,  and  certain  marks 
which  they  and  their  predecessors  had  used  as  brands  on 
fiteel  since  the  seventeenth  century ;  the  defendants  alleged 
that  both  Crowley  and  Millington  were  technical  terms  under- 
stood in  the  market  to  mean  steel  shaped  in  a  particular 
way,  and  this  would  have  been  a  good  defence  had  the 
evidence  been  sufficient  to  support  it. 

In  Ford  v.  FoBter  (k)  the  plaintiff  sought  to  restrain  the  The  name  of  a 
defendants  from  placing  the  word  Eureka  upon  shirts  of  «^^^j^™' 
the  defendants' manufacture.     The  plaintiff  had  introduced 
into  the  market  shirts  of  a  certain  shape,  which  he  sold  as 
Ford*s  Eureka  Shirts,  and  the  defendants  alleged  that  the 
word  in  question  was  the  known  description  of  shirts  of 
that  particular  shape.    They  were  at  liberty  to  make  and 
sell  tiie  shirts,  and  consequentiy,  they  urged,  to  use  the 
name  also.     Bacon,  Y.-C,  was  in  favour  of  the  defendants, 
upon  the  evidence  as  to  this,  but  he  decided  the  case  on 
the   ground  that   the  word  Eureka  was   only  part  of 
the  plaintiff's  trade-mark,  and  that  he  had  no  right  to 
its  exclusive  use.     The  plaintiff  appealed,  and  the  decision 
vas  reversed,  the  Lords  Justices  finding  that  retail  buyers 
vould  be  led  to  believe  by  the  use  of  the  word  that  the 
goods  were  goods  made  by  the  plaintiff.     The  test  whether  Test  whether 
a  name  has  become  publici  juris,  Mellish,  L.J.,  said(/),  haabeoon^ 
must  be  "  whether  the  use  of  it  by  other  persons  may  still  p^i*ci  Juris. 
have  the  effect  of  inducing  the  public  to  buy  goods  not 

(•)  8  Jfj.  k  Or.  83S  (1S88),  Got-  (A)  L.  B.  7  Oh.  611  (1872). 

I,  L.C.  (0  Page  628. 
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''  made  by  the  original  owner  of  the  trade-mark  as  if  they 
were  his  goods."  If  not,  he  added,  "  however  hard,  to  some 
extent,  it  may  appear  on  the  trader,  yet  practically,  as  the 
right  to  a  trade-mark  is  simply  a  right  to  prevent  the 
trader  from  being  cheated  by  other  persons'  goods  being 
sold  as  his  goods  through  the  fraudulent  use  of  the  trade- 
mark, the  right  to  the  trade-mark  must  be  gone."  An 
injunction  was  accordingly  granted  to  restrain  the  defen- 
dants from  applying  the  mark  Eureka  to  any  shirts  not 
manufactured  by  the  plaintiff  (w) ;  but  the  defendants  were 
left  at  liberty  to  advertise  the  name  between  themselves 
and  the  trade,  as  the  Court  thought  that  in  the  trade  the 
name  had  the  meaning  contended  for  by  them,  and  that  the 
use  of  it  in  the  manner  stated  could  not  lead  to  deception. 

The  Singer  The  most  important  cases  on  the  subject  are  two  cases 

in  which  the  Singer  Manufacturing  Co.  sought  to  main- 

Wihm.  tain   a  monopoly  in  the  use   of  the  name  Singer  for 

sewing  machines  manufactured  by  them.  The  cases  were, 
in  fact,  trade-name  not  trade-mark  cases,  but  the  principles 
upon  which  they  proceeded,  and  the  judgments  delivered 
in  them,  are  equally  applicable  to  both  marks  and  names. 
The  plaintiffs  were  an  American  company  carrying  on  a 
business,  originally  foimded  by  one  J.  M.  Singer,  in  sewing 
machines  which  they  and  their  predecessors  had  extensively 
advertised  under  the  name  in  question,  and  they  alleged 
that  their  machines  were  not  of  any  particular  type  which 
was  known  as  the  Singer  Machinej  but  were  of  many 
varieties,  some  of  which  had  specific  names  appropriated  to 
them.  They  were  accustomed  to  place  a  distinctive  trade- 
mark, comprising  their  name  and  a  particular  device,  upon 
each  of  their  machines,  but  it  was  not  alleged  in  either 
case  that  the  defendant  had  infringed  this  trade-mark. 
The  defendant  in  the  earlier  case  (n)  had  issued  advertise- 

(m)  For  form  of  injonction,  see  case  of  Singer  Manufacturing  Co,  v. 

7  Gh.  p.  634 ;  Appendix,  p.  650.  Kimball^  11  Court  of  Sess.  Gas.  3id 

(n)  Singer  Manufacturing  Co.  y.  series,   267,  where  an  injunction 

Wilson,  2  C.  D.  434  (1876) ;  3  App.  was  granted.    It  has  recently  been 

Gas.  376  (1877).  See  also  the  Sootch  held,  that  to  a  large  part  of  the 
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nwniB  and  piioe  lists  in  which  he  professed  to  sell  Singer 
and  New  Singer  maohines,  but  in  which  he  described  them 
as  manufactured  by  himself.  He  had  not  infringed  the 
plaintifEs'  distinctiye  trade-mark.  For  the  defence  it  was 
alleged  that  the  name  Singer  meant  one  of  two  particular 
types  of  machine,  that  it  had  come  to  be  like  Sansom 
and  Brtrngham,  the  ''name  of  the  article,  and  not  a 
mad:  or  sign  indicating  the  manufacturer  "  (o).  The  case 
toc^  a  somewhat  unusual  course.  It  was  dismissed  by 
JesBel,  M.B.9  without  the  defendant  having  been  called 
upon,  and  this  decision  was  upheld  by  the  Court  of  Appeal, 
but  reversed  by  the  House  of  Lords,  the  House  deciding 
that,  upon  the  evidence  of  the  plaintifEs,  an  answer  was 
called  for,  and  that,  therefore,  the  defendant  ought  to  be 
required  to  prove  the  allegation  on  which  he  relied  (p). 

In  non-suiting  the  plaintifis,  Jessel,  M.E.,  proceeded  on 
the  ground  that  as  the  word  Singer  was  not  attached  to 
the  goods  it  was  not  a  trade-mark,  and  that  the  plaintiffs 
ooald,  therefore,  only  succeed  by  making  out  a  case  of 
fraudulent  personation  (q).  The  representations  made  in 
the  defendant's  price  lists  and  advertisements,  were,  he 
held,  incapable  of  misleading  anyone  as  to  the  origin  of 
the  machines.  The  Court  of  Appeal  took  the  same  view 
of  the  representations,  and  relied  chiefly  on  that  in  up- 
holding the  dedsion.  In  the  House  of  Lords,  Lord  Cairns 
»id  the  question  must  be, ''  Are  the  advertisements  of  the 
defendant,  having  regard  to  the  evidence  in  the  case, 
caleolated  to  mislead  an  imwary  purchaser  of  the 
machines  ?  "  And  this  question  might  still  be  answered 
afSimatively,  he  thought,  although  when  the  advertise- 
ments came  to  be  spelt  out  with  care,  there  was  no  actual 
lepresentation  on  them  that  the  goods  they  referred  to 

pablio  i5M^«r  denotflB  the  mann-  (o)  Fer  Lord  Cairns,  3  App.  Gas. 

fKtore  of  the  Singer  Go. :  Singer      p.  385. 

Mmttftetrnnng!    Go.    y.   Spenee    ^  (p)  The  case  does  not  appear  to 

Oi.,   10    B.    P.    O.    297    (1898),      have  been  cairied  any  further. 

',  J.  {q)  See  above,  p.  13,  where  the 

judgment  is  quoted  at  length. 
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were  made  by  the  plaintiffs.  And  he  rejected  the  dis- 
tinction suggested  by  Jessel,  M.E.,  between  oases  where  a 
trade-mark  used  on  the  goods  was  infringed,  and  oases 
where  the  name  by  which  the  goods  were  advertised  and 
known  was  pirated.  Fraud,  or  intent  to  deceive,  need 
not,  he  said,  be  alleged  or  proved  in  either  case  (r).  The 
other  law  lords  agreed  that  the  plaintiflfs  had  made  out  a 
case  to  show  that  the  defendant's  advertisements  might 
lead  to  his  goods  being  bought  as  and  for  theirs,  and 
that,  therefore,  the  defendant  ought  to  have  been  called 
upon  to  displace  this  case,  or  to  establish  by  evidence  his 
own  contention  as  to  the  meaning  of  8inge}\  The  case 
was  sent  down  for  a  new  trial,  but  there  is  no  further 
report  of  it. 
Singer  Y.Zoog.  Many  of  the  same  questions  were  discussed  again  in  the 
case  of  the  Singer  Manufactunng  Co.  v.  Loog  (5).  There 
the  defendant  had  placed  upon  the  machines  he  sold  a 
plate  marked  Singer  machine^  but  bearing  also  words 
referring  to  the  foreign  makers  of  the  goods.  This  plate 
he  offered  to  abandon,  but  he  claimed  the  right  to  use  the 
word  Singer  to  describe  his  machines.  He  did  not,  in 
fact,  call  his  machines  Singers,  but  advertised  them  as  our 
Singer  machines,  and  as  machines  made  on  the  Singer 
system.  Both  the  Court  of  Appeal  and  the  House  of 
Lords,  reversing  the  judgment  of  Bacon,  V.-C,  decided 
that  the  documents  issued  by  the  defendant  were  not 
calculated  to  deceive,  and  the  action,  consequently,  failed. 
The  question  as  to  the  secondary  meaning  of  the  word 
Singer  did  not,  therefore,  call  for  decision  (t) ;  but  it  was 
agreed  by  all  the  judges,  and  was  admitted  by  the  plaintiffs 
themselves,  that  they  could  claim  no  exclusive  use  of  the 
word  if  the  defendant  could  show  that  the  article  in 
question  was  a  specific  article  known  by  a  specific  name, 
and  that,  as  in  the  case  of  the  Wellington  boots  and 

(r)  3  App.  Cas.  p.  391 ;  and  see  («)  18  C.  D.  396  (1879) ;  8  App. 

above,  p.  14.  Cas.  15  (1882). 

(0  18  0.  D.  p.  419. 


\ 
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Hanfiom  cabs,  he  was  unable  to  designate  the  article  in  any 
other  way  than  by  its  known  name  (u).  Lord  Selbome, 
however,  found  as  a  fact  that  the  term  Singer  did  signify 
a  system  of  oonstniotion  for  sewing  machines  known  to  the 
trade  {x). 
The  obvious  intention  of  the  plaintifiEs  in  both  these  No  monopoly 
was  to  monopolise,  if  possible,  the  reputation  gained  talned  in  the 


by  the  machines  which  they  had  been  the  first  to  introduce  reputation  of 

.  goods  wnioh. 

into  the  market  by  preventing  other  traders  from  using  anyone  may 
the  name  by  which  the  maclunes  were  known,  and  this  "^^a^^sell. 
they  vrere  not  allowed  to  do.  "  The  reputation  acquired 
hy  machines  of  a  particular  form  or  construction,"  said 
Lord  Selbome  (y),  ''is  one  thing;  the  reputation  of  the 
plaintiffs  is  another.  If  the  defendant  has  no  right  under 
oolonr  of  the  former  to  invade  the  latter,  neither  have  the 
plaintiffs  any  right  imder  colour  of  the  latter  to  claim 
(m  effect)  a  monopoly  of  the  former.  If  the  defendant 
has  (and  it  is  not  denied  that  he  has)  a  right  to  make  and 
sell,  in  competition  with  the  plaintiffs,  articles  similar  in 
farm  and  construction  to  those  made  and  sold  by  the 
plaintifb,  he  must  also  have  a  right  to  say  that  he  does  so, 
and  to  employ  for  that  purpose  the  terminology  common 
to  the  trade,  provided  always  that  he  does  this  in  a  fair, 
distinct,  and  imequivocal  way." 

I%e  Liebig^B  Extract  Cme  (2)  affords  a  good  example  of 
a  name  which  was  held  to  be  merely  the  name  of  the 
goods,  common  to  all  the  world,  and  subject  to  no 
monopoly  rights.  There  Baron  liebig,  the  inventor  of 
the  process  by  which  the  extract  was  prepared,  had  pur- 


(m)  18  C.  D.  p.  398.  to  a  large  part  of  the  publio. 

(x)  The  qneBtion  of  fact  is  now  {y)  8  App.  Gas.  p.  27 ;  see  also 

wMtSihj Th€ Singer Manufaeturing  Leonard  and  EllU*  Tm.,  26  C.  D. 

a.  T.  i^fenee  #  Co.,  10  R.  P.  C.  p.  297  (1884),  0.  A. 
297  (1S93},  where  it  was  admitted  {z)  Liebig' s  Extract  of  Meat  Co,  y. 

tU  to  an  inner  ring  of  the  trade  Eanbury,  17  L.  T.  N.  S.  298  (1867), 

Suffer  means  a  system  of  mann-  Wood,  V.-G. ;  Id.  y.  AndertoHt  ^^ 

&ctare;  bat  Bomer,  J.,  fonnd  it  L.  T.  206  (1884),  Ghitty,  J. 
the  plaintiffii'  manof actore, 
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Name  of 
goods  made 
under  an  ex- 
pired patent. 


ported  to  oonf er  upon  the  plaintiffs  an  exolofiiye  right  to 
iiJBe  his  name  in  oonneotion  with  the  goods,  and  they  sought 
to  restrain  the  defendant  from  using  the  -words  Liebicf*8 
Extract,  The  process  of  manufacture  had,  however,  been 
long  published  and  largely  employed,  and  the  goods  were 
commonly  known  by  the  name  in  question.  The  injunction 
was  accordingly  refused. 

Where  an  article  has  been  introduced  as  new  and  first 
manufactured  under  a  patent,  the  name  by  which  it  is 
known  becomes  common  property  so  soon  as  the  expiration 
of  the  patent  right  puts  an  end  to  the  monopoly  in  the 
manufacture  and  sale  of  the  article ;  and,  although  the 
name  may  have,  down  to  that  time,  identified  the  goods 
with  the  maker  of  them,  it  is  no  longer  available  for  biTu 
as  a  trade-mark  or  trade-name. 

On  this  subject,  Lord  Herschell's  Committee  said  in 
their  report  (a) :  "  It  has  been  suggested  that  there  is  a 
necessity  for  some  statutory  definition  of  the  trade-mark 
rights  which  are  acquired  in  connection  with  words  used 
as  the  names  of  patented  articles.  Where  a  patent  has 
been  obtained  for  some  article  of  commerce,  and  the 
patentee  gives  it  a  name  which  he  registers  as  his  trade- 
mark, has  he  a  right,  at  the  end  of  the  term  of  his  patent, 
to  prevent  other  people  from  selling  it  under  that  name  P 
It  is  clear  that  he  obtains  the  patent  upon  the  condition 
that,  at  the  expiration  of  the  term  of  his  monopoly,  the 
public  shall  have  the  right  to  manufacture  and  use  it;  and 
if  the  only  name  by  which  it  is  known  is  that  which  the 
proprietor  has  registered  as  a  trade-mark,  it  would  cer- 
tainly seem  inconsistent  with  the  right  thus  intended  to 
be  conferred  on  the  public,  if  everyone,  except  the  original 
patentee,  were  prevented  from  calling  it  or  selling  it  by 
that  name  which  alone  it  bears.  The  authorities  appear, 
however,  to  show  that  such  a  claim  could  not  be  main- 
tained.'' 

The  cases  of  The  Wheeler  and  Wtkon  Manufacturing  Co. 


(a)  Eeport  of  1888,  p.  ziv. 
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T.  Shaiespear  (i),  and  The  Linoleum  Manufacturing  Co.  v. 
Nairn  (c),  are  the  leading  anthorities  on  thifl  head.  In 
fbe  fonner  case,  the  plaintiffs  were  mannfaoturers  of 
BQwing  mafihines  made  aooording  to  an  expired  patent,  cmd 
in  the  mannfacture,  therefore,  thej  had  no  monopoly. 
The  defendant  advertised  himself  as  the  ^^  agent  for  the 
sale  of  the  Wheeler-Wilson  machine "  in  Birmingham, 
although  he  was  not  the  plaintiffs'  agent,  and  was  not 
selliDg  machines  made  by  them.  He  alleged  that  his 
fldTertiflement  meant  only  that  he  sold  the  machines. 
The  Conit,  while  restraining  him  from  advertising  himself 
as  agent,  refused  to  restrain  him  from  describing  the 
machines  he  sold  as  Wheeler  and  Wikon^s.  It  was  not, 
said  James,  Y.-C,  the  name  of  the  makers  but  of  the  thing 
itadf ,  and  the  monopoly  under  the  expired  patent  could 
not  be  prolonged  by  granting  a  monopoly  in  the  name. 

In  The  Linoleum  Case  {d)y  the  plaintiffs  used  a  trade-  The  name 
mark  containing  the  word  Linoleum  for  a  floor-cloth  which  ^^^^c*e 
had  been  first  manufactured  and  sold  by  them  under  a  cannot  ba 
patent,  and  they  unsuccessfully  endeavoured  to  restrain  ^^^^^ 
the  defendants  from  selling  similar  cloth  as  Linoleum  Floor  The  Linoleum 
Chfh  after  the  patent  had  expired.     Fry,  J.  found  as  a  ^^^' 
hdb  that  the  word  Linoleum^  which  was  taken  by  the 
defendants,  was  not  an  essential  part  of  the  plaintiffs' 
trade-maii,  but  was  descriptive  only.     It  was,  he  said,  the 
same  of  the  thing,  and  the  defendants  were  not  bound  to 
iovent  a  new  name  for  it  if  they  made  it.     The  name,  he 
added  {e)j  "  only  secondarily  means  the  manufacture  of  the 
plaintifEB',  and  has  that  meaning  only  so  long  as  the  plain- 
ti&  are  the  sole  manufacturers.     In  my  opinion,  it  would 
le  extremely  difficult  for  a  person  who  has  been,  by  right 
of  some  monopoly,  the  sole  manufacturer  of  a  new  article, 
and  has  given  a  new  name  to  the  new  article,  meaning  that 

(1)  39   L.    J.    Gh.    36    (1870),      Macrae,  9   Jur.    n.b.   332  (1862), 
V.-C.  Wood,  V.-C,  paraffin  not  a  trade- 


{*)  7  C.  D.  834  (1878),  Fry,  J.  mark. 

(<)  The  Linoleum  Co.  v.  Nairn,  7  («)  Pag©  837. 

C  D.  834  (1878) ;    cf .   Young  v. 


ongin. 
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^'new  article  and  nothing  more,  to  olaim  tliat  the  name  is  to 
be  attributed  to  his  manufacture  alone  after  his  competitors 
are  at  liberty  to  make  the  same  article.  It  is  admitted 
that  no  such  case  has  occurred,  and  I  believe  it  oould  not 
occur"  (/). 
OriginaL  The  first  introducer  of  goods  -which  have  come  to  be 

known  by  the  name  which  he  applied  to  them,  so  that 
that  name  has  been  lost  to  him  as  a  distinctive  mark,  has, 
in  some  cases,  been  allowed  to  distinguish  his  goods  by 
the  name  with  the  prefix  original.  Thus,  in  the  Beading 
Sauce  Ca8e{g),  RomiUy,  M.E.,  said,  "where  there  are  a 
great  number  of  persons  who  produce  the  same  article, 
original  means  that  the  article  so  called  is  that  made  by 
the  first  inventor.  That  is  the  meaning  of  original^  which 
the  Court  of  Chancery  has  always  recognized.'* 
Name  of  the  The  name  of  the  place  of  origin  of  the  goods  would,  on 
oii^^^  the  same  principles,  in  general,  be  bad  as  a  trade-mark,  for 

any  importer  from  the  same  place  would  be  at  liberty  to 
use  it;  but  where  the  name  has  acquired  a  secondary 
meaning,  identifying  the  goods  upon  which  it  appears 
with  a  particular  trader,  the  trader  has  frequently  been 
protected  against  fraudulent  imitators.  Even  in  oases 
where  this  secondary  meaning  has  been  acquired,  however, 
according  to  the  rules  adopted  in  analogous  cases  of  a 
trader  using  his  own  name,  although  it  closely  resembles, 
or  is  identical  with,  that  of  an  earlier  established  and  com- 
peting trader  (A),  the  Courts  would  not  interfere  to  restrain 
a  second  trader  honestly  using  the  name  in  question 
merely  for  the  purpose  of  indicating  the  place  of  origin  of 
his  goods,  although  they  might  require  him  to  use  it  in 
the  less  deceptive  of  two  or  more  alternative  forms  (t).    At 

(/)  See  below,  p.  201,  {h)  See Buf-ffessY, Bury ess^eaidTur- 

(if)  Cocks  V.  Chandlers f  L.  R.  11  tonv.  Turion,  below,  pp.  421,  424. 
£q.  p.  447  (1871) ;  see  also  Browne  (i)  There  are  dicta  in  the  SUms 

y.  Freeman  {I),  12  W.  R.  305  (1864);  Ales  Case,  in  the  House  of  Lords, 

S.   C.   (2),    W.    N.    (1878),    178,  which    suggest    that    a   practical 

(Chlorodyne) ;  Lazenby  v.  Whiter  40  monopoly  might  be  acqnired  of  the 

L.  J.  Ch.  676;  41  L.  J.  Ch.  354  use  of  the  name  of  a  place  where 

(1870),  {HarveyU  sauee).  goods  are  mannfactored ;  bat  they 
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mj  rate,  theore  is  no  reported  authority  in  favour  of  such 
isterfeienoe. 

In  McAndrew  v.  Bcmett  (k)  the  word  Anatolia  stamped  Anatolia 
upon  liqnorioe  was  held  to  be  a  good  trade-mark.  The  •^*^''*^* 
plaintiff  made  his  goods  of  a  mixture  of  juices  obtained 
pvtly  from  Spain  and  partly  from  the  district  of  Andoli, 
ind  he  chose  Anatolia^  which  was  one  form  of  the  latter 
same,  as  his  mark.  The  defendant,  having  seen  the 
plaintiff's  mark  in  the  market,  caused  it  to  be  applied  to 
goods  of  his  own  made  solely  from  Spanish  juice.  If  the 
same  had  had  a  known  meaning  indicating  the  origin  of 
the  goods  it  is  clear  that  the  plaintiff  could  not  have 
XDonopolised  it,  but  as  it  had,  when  he  assimied  it,  and  at 
fte  time  of  the  infringement,  no  such  meaning,  the  Court 
decided  that  it  was  a  good  trade-mark.  '^  It  is  not,"  eaid 
Wood,  V.-C,  "  like  the  ease  ....  of  there  being  some 
district  from  which  a  well-known  wine,  such  as  Burgundy, 
ii  imported,  and  the  first  importer  calls  it  Burgundy; 
although  he  may  have  stamped  Burgundy  on  his  corks 
far  twenty  years,  he  could  not  prevent  anybody  else  from 
calling  a  wine  produced  in  Burgundy  by  the  name  of  the 
plaoe  from  which  it  was  imported." 

In  Seixo  v.  Provezende  {I)  part  of  the  plaintiff's  trade-  Seixo  v. 
marks  consisted  of  the  word  Sei^rOy  which  was  his  own  ^^ 
name,  and  also  the  name  of  the  estate  from  which  the 
wine,  in  oonneotion  with  which  the  mark  was  used,  came. 
The  defendants  adopted  the  same  word  in  their  trade- 
Biark,  and  they  alleged  that  their  wine  came  from  an  estate 
adjoining  the  plaintiff's  and  also  known  as  Seixo.  It 
appeared  that  the  produce  of  the  defendants'  estate  was 
£ff  leas  in  quantity  than  that  of  the  plaintiff,  that  the 
plaintiff's  wine  was  well  known  by  his  trade-mark,  and 
tkat  the  district  in  which  both  estates  were  situate  was 

■Ht,  it  18  wdbadtte^  be  read  by      p.  29. 

liiBRBfie  to  the  facts  of  the  case,  {k)  4  De  a.  J.  ft  S.  380  ;  33  L. 

vkidi  vaa  one  of  deUberate  fraud.      J.  Ch.  661  (1864),  Wood,  V.-C, 


I  T.  Montgimeryj  (1891)  A.      and  Westburj,  L.O. 
CL  M7;  8  E.  P.  0.  866 ;  above,  (/)  L.  R.  1  Ch.  192  (1866). 


ttarch. 
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known  as  "  Sitio  do  Seixo,"  meaning  "the  stony  oonntry.*' 
Wood,  V.-C,  granted  an  injunction  to  restrain  the  defen- 
dants from  using  the  word  in  question  without  clearly 
distinguishing  the  wines  they  sold  imder  it  from  the  wines 
of  the  plaiQtifP  (m),  and,  on  appeal,  Cranworth,  L.O.,  up- 
held this  decision.  "  Assuming  the  truth  of  what  is  con- 
tended for  by  the  defendants,"  the  Lord  Chancellor  said  (n), 
"  that  is,  that  parts  of  their  vineyards  are  known  by  the 
name  Seixo,  that  does  not  justify  them  in  adopting  a 
device  or  brand  the  probable  effect  of  which  is  to  lead  the 
public  when  purchasing  their  wine  to  suppose  that  they 
are  purchasing  wine  produced  from  the  vineyards,  not  of 
the  defendants,  but  of  the  plaintiffs." 
Olmfield  In  the   Olenfield  Starch   Case  (o),  the  defendant  was 

restrained  from  using  the  word  Olenfield  on  the  labels 
attached  to  starch  made  by  him,  and  from  calling  such, 
starch  Olenfield  Starchy  although  his  starch  was  actually 
made,  and  that  of  the  plaintiffs  was  not  made,  at  the  place 
of  that  name.  The  plaintiffs  had  formerly  manufactured 
their  goods  at  Glenfield,  and  had  adopted  the  name  Olen^ 
field  Starchy  and  a  label  comprising  the  words  to  describe 
them,  and  the  defendant,  as  the  House  of  Lords  foimd, 
set  up  a  factory  at  Glenfield — an  open  place  with  a  few 
cottages — for  the  express  purpose  of  securing  the  name,  and 
of  profiting  by  the  plaintiffs'  reputation.  He  called  his 
starch  Royal  Palace  Starchy  but  placed  the  name  Olenfield 
in  large  letters  on  his  labels,  and  his  agents  sold  his  goods 
as  OknfiM  Starch. 

"  I  take  it  to  be  clear  from  the  evidence,"  Lord  West- 
bury  said(j9),  "that,  long  antecedently  to  the  operations 
of  the  respondent,  the  word  Olenfield  had  acquired  a 
secondary  signification  or  meaning  in  connection  with  a 
particular  manufacture — in  short,  it  had  become  the  trade 
denomination  of  the  starch  made  by  the  appellants.    It 

(m)  See  form  of  injimction,  L.B.  {o)  Wothertpoon  y.  CurrU,  42  L. 

I  Oh.  p.  194  ;  Appendix,  p.  649.  J.  Ch.  130 ;  Jamea,  L.J.,  L.  R.  5 

(ft)  Page  198.  H.  L.  508  (1872). 

(p)  Page  621. 
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wholly  taken  out  of  its  ordinary  meaning,  and  in  con- 
nection with  starch  had  acquired  that  peculiar  secondary 
agnifioation  to  which  I  have  referred.  The  word  Olenfield, 
therefore,  as  a  denomination  of  starch,  had  become  the 
property  of  the  appellants/' 

This  decision  has  been  veiy  recently  followed  and  ap- 
proved by  the  House  of  Lords  in  the  Stone  Ales  Case  {q), 
ffikiiiji  was  a  yery  similar  case. 

6e<^;Taphical  names  axe  expressly  excepted  from  the 
Iffit  of  essential  particulars  for  registered  trade-marks 
contained  in  the  present  Act  (r). 

So  a  mere  advertisement  or  description  of  the  goods  Advertise- 
eonoemed,  or  of  some  quality  which  they  possess,  is  not  a  ^^^not  a 
tnde-mark.     And  on  this  ground  Lord  Westbury  based  trade-mark. 
his  judgment,  in  the  House  of  Lords,  in  the  Leather  Cloth 
Caneis). 

The  trade-mark  of  the  plaintiffs  in  that  case  consisted  of  Leather  Cloth 
a  circle  formed  by  the  words  Crocketts^  International  Leather 
Cloih  Company,  Newark,  N.  F.,  U.  8.  A,,  West  Sam, 
England,  inside  of  which  in  the  upper  half  was  an  eagle, 
with  the  word  Excelsior  over  it,  and  the  words  Crocketts  8f 
Co,,  fanned  leather  cloth  below  it,  and  in  the  lower  half  the 
mnds  Patented,  January  24,  56,  J.  R.  and  C  P.  Crockett, 
Manufacturers,  12  yards.  The  defendants  had  a  trade- 
mark containing  features  similar  to  some  of  these.  Wood, 
V.-C.,  granted  an  injunction  (t),  but  on  appeal  (u)  this 
was  rescinded  by  Lord  Westbury  on  the  ground  that  the 
plaintifFs'  trade-mark  contained  material  misrepresenta- 
tioDs  which  disentitled  them  to  relief.  When  the  case 
came  before  him  again,  in  the  House  of  Lords,  however. 


fr)   Monigomeiy    r.     Thompson,  («)  The  leather  Cloth  Co,  v.  The 

(1891)  A.  C.  p.  217;  8  B.  F.  C.  American  Leather  Cloth  Co.,  11  H. 

Ml ;  abore,  p.  29  ;  of.  also  Sunt-  L.  G.  523 ;  35  L.  J.  Ch.  53  (1865). 

Itf  #  fkimer  r.  The  Beading  Bieeuit  (t)  1  H.  &  M.  271  ;  32  L.  J.  Ch. 

ft.,  10  R.  P.  C.  277  (1898),  Chitty,  721. 

J.  {padmf  UeemU).  (»)  4  Be  G.  J.  &  S.  137 ;  33  L. 

(r)  Aist  of  1888,  0. 10  (1)  (e),  be*  J.  Ch.  199. 
bv,  p.  UM,  see  also,  p.  147. 


Walker. 
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Lord  Westbiuy  said  (x) :  ^^  I  am  satisfied  that  I  ought  to 
have  regarded  this  affix  to  the  plaintiffs^  goods,  which  is 
here  denominated  a  trade-maxk,  as  something  which, 
according  to  the  anterior  usage  and  application  of  the 
words  trade-mark,  by  no  means  resembles  or  comes  within 
the  description  of  anything  that  has  hitherto  been  properly 
designated  by  that  name."  It  was,  he  added,  "in  reality, 
an  advertisement  of  the  character  and  quality  of  their 
goods." 

So  the  words  Nourishing  Stout  were  refused  protec- 
tion (y),  by  Malins,  V.-C,  who  distinguished  the  case 
before  him  from  two  earlier  cases,  in  one  of  which  (s) 
words  meaning  exactly  12  yards,  printed  in  three  foreign 
languages,  and  placed  upon  long  cloth,  and  in  the  other  (a) 
the  words  Excelsior  White  Soap^  had  been  accepted  as 
trade-marks. 
Cheavin  ▼.  And  in  Chmvin  v.  Walker  (J),  a  tablet  bearing  the  words 

(?.  Cheavin^s  Improved  Patent  Oold  Medal  Self- Cleaning 
Rapid  Water  Filter ^  Boston,  England,  with  the  Royal  Arms 
and  the  words  By  Her  Majesty* s  Royal  Letters  Patent,  was 
held  by  Jessel,  M.  R.,  in  the  Court  of  Appeal,  not  to  be  a 
trade-mark.  "  What  (the  plaintiff)  uses,"  he  said  (c),  "  is 
an  inscription  which  he  chooses  to  place  or  bake  on  his 
filters,  and  which  tells  its  own  story.  The  inscription  is 
not  in  distinctive  characters,  but  in  ordinary  type.  There 
is  nothing  in  it  to  show  that  it  was  made  by  any  particular 
manufacturer.  It  is  not  possible  to  say  that  such  an 
inscription  is  a  trade-mark."  The  action  failed  also  on 
the  ground  that  the  tablet  falsely  represented  that  the 
goods  were  made  under  an  existing  patent,  whereas,  in 
fact,  the  patent  had  expired. 

The  essential  quality  of  distinctiveness  as  a  necessary 
element  in  a  trade-mark  has  been  carefully  preserved  by 

(x)  35  L.  J.  Oh.  p.  66.  (a)  Braham  ▼.  Sattard,  1  H.  & 

(V)  Jiagffett  y.  FindlaUr,  L.  B.  H.  447  (1863). 

17  Eq.  p.  29  (1873).  (b)  6  0.  D.  854  (1876),  C.  A. 

(z)  Broadhurst  y.  Barlow,  (1872)  {e)  Page  863. 

unreported ;  see  L.  R.  17  Eq.  p.  38. 
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flie  Acts,  and  by  the  decisions  upon  them.    These  are 
dealt  ^th  in  a  subsequent  chapter  {d). 


■ade,  worked  upon,  imported,  seLected,  certlfled,  or  sold. 

The  office  of  the  trade-mark  is  to  indicate  some  connection  Coimeotion  of 
brtween  the  goods  to  which  it  is  applied  and  a  particular  the  trSe^  ^ 
trader  {e).    What  this  connection  is,  is  immaterial ;  but  it  S^^^^ 
Bhould  be  a  constant  one.    If  a  maker  chooses  to  seU 
under  a  trade-mark  identified  with  goods  of  his  manu- 
&ctuie   goods    made  by  others,  his  conduct  will  tend 
to  destroy  the  original  significance  of   the  mark,  and 
efventoally  to  confer  upon  it  a  new  meaning ;  but,  until  the 
alteration  is  known,  buyers  may  justly  complain  of  de- 
ception (/).     All  that  a  trade-mark  can  effect,  however,  is  Buyera  rely 
to  associate  the  reputation  of  its  owner  with  the  quality  tetion  of  ^e 
and  character  of  the  goods  upon  which  it  appears,  and  it  J^e^  of  the 
iriU  generally  be  immaterial  to  anyone  who  deals  with  a 
manu&ctorer,  upon  the  strength  of  his  reputation  for  good 
workmanship,  whether  he  passes  ofi  under  the  mark  the 
goods  of  other  people,  or  inferior  goods  of  his  own, — the 
reputation  will  be  no  longer  deserved. 

The  oonnection  most  commonly  intended  by  a  trade- 
mark is  that  of  origin  or  manufacture ;  but,  as  already  said, 
many  others  may  be  connoted.  This  is  succinctly  expressed 
in  the  statement  of  Bowen,  L.J.,  in  a  recent  case  (g),  that 
the  function  of  a  trade-mark  is  to  give  an  indication  of 
''the  trade  source  from  which  the  goods  come,  or  the 
trade-hands  through  which  they  pass  on  their  way  to  the 
market.''    And  in  the  Merchandise  Marks  Act  of  1862  (A), 

M  See  as  &  aaTict.  0.  91,  s.  10 ;  trade  defloription.     See  Siaref/  y. 

46  ib  47  Tict.  o.  57,  8.  64 ;  62  ft  Chihoorih  Gunpowder  Co,,  24  Q.  B. 

fi3  Vwfe.  0.  60,  fl.  10;  and  below,  B.  90 ;  and  the  Herohandise  Marks 

Chip.  VnL,  Wliat  may  be  Begis-  Act,  1887,  Book  IE.,  Chap.  I.,  pp. 


p.  106.  476  et  uq. 

(«)  8eetlie<furtooitedaboye,p.27.  {ff)  FoweWt  Tm,,  (1893)  2  Gh. 

(/)  The  deception  may  oonrti-  p.  404  ;  10  B.  P.  0.  195. 

tito  the  offence  of  applying  a  falae  (A)  Sect.  1,  quoted  above,  p.  26. 

X.  E 
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the  words  used  were  nuuiuf  aoture,  workmanship,  produciioiL, 
or  merchandise. 
Trade-mark  In  some  cases  it  is  difiBeult  to  decide  what  the  precise 
gooL,  '  ^  meaning  of  a  trade-mark  is,  for  instance,  where  A.  has 
selected  and  imported  goods  made  by  B.  for  many  years, 
and  has  sold  them  under  a  particnlax  trade-mark.  If  A.  has 
been  the  sole  importer,  does  the  reputation  of  the  mark 
refer  to  his  selection  and  importation,  or  to  B.'s  manu- 
W^^  ^'  facture  ?  Such  a  case  arose  in  Rirsch  v.  Jona^  (i).  There 
the  plaintiff  bought  cigars  of  a  foreign  maker,  who,  at  his 
request,  placed  a  label,  designed  and  registered  as  his  copy- 
right by  the  plaintiff,  upon  the  boxes.  Subsequently,  the 
maker  began  to  supply  to  the  defendants  for  sale  in  the 
market  similar  cigars,  not  purchased  by  the  plaintiff,  but 
bearing  the  same  label,  and  this  the  plaintiff  unsuccessfully 
sought  to  restrain.  The  name  of  the  plaintiff  did  not 
appear  on  the  boxes,  but  that  of  the  maker  did.  "  The 
trade-mark  of  manufactured  goods,"  said  Jessel,  M.R.  (A;), 
^^  means,  I  suppose,  that  the  goods  are  manufactured  by 
the  person  whose  trade-mark  it  purports  to  be.  I  can 
imderstand  a  man  saying, '  I  am  not  the  actual  manu- 
facturer of  goods,  but  the  selector  of  goods,  and  my 
reputation  for  cleverness  and  selection  is  so  great,  that 
goods  marked  with  a  mark  to  show  that  they  have  been 
selected  and  approved  of  by  me  will  fetch  a  higher  price 
in  the  market.'  If  Hirsch  had  put  on  the  box  *  Gloria  de 
Inglaterra  Hamnnah  Cigars  selected  by  Hirschy*  he  might 
have  had  a  case  to  prevent  other  i)eople  imitating  that.  It 
would  show  that  the  cigars  selected  were  approved  of  by 
him.  If  he  got  a  great  reputation  in  that  way,  I  can 
understand  he  would  have  a  right  of  protection  for  that 
which  indicates  to  the  public  that  the  cigars  were  seleoted 
and  approved  of  by  him.  That  is  not  his  case.  There  is 
nothing  on  the  boxes  to  show  anything  about  Hirsch  at 
all.  All  he  says  is  that  the  trade  knows  this  mark  as 
denoting  cigars  sold  by  him,  which  I  dare  say  it  does.'' 

(t^  3  C.  D.  584  (1870}.  {k)  3  C.  D.  p.  686. 
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In  Bobinsan  v.  M)ilay  (l)  the  marks  in  question  were 
Idd  to  indicate  a  connection  with  three  different  persons — 
the  manofactorer,  the  exporter,  and  the  consignee,  since 
ihqr  had  always  and  only  been  used  upon  goods  which  had 
pa^ed  through  the  hands  of  all  of  these  in  their  several 
capacities.  The  Court  of  Appeal,  accordingly,  decided 
that  neither  of  the  parties  alone  was  entitled  to  the  marks. 

Begistered  under  the  Acts  as  a  Trade-Mark. 

Before  the  Eegistration  Acts  were  passed,  the  only 
geaeral  way  in  which  a  trade-mark  could  have  been 
acquired  was  by  public  user,  in  the  manner  described  in 
the  earlier  part  of  the  definition  (m),  or  in  the  case  of  a 
CntlerB*  Corporate  Mark,  for  use  by  a  cutler  resident  in  or 
within  six  miles  of  HaUamshire,  by  assignment  from  the 
Cutlers*  Company  (n).  But  registration,  or,  rather,  the 
application  for  registration,  is  now  to  be  deemed  equiva- 
lent to  the  public  use  of  the  registered  trade-mark  (o),  and 
the  registration  of  a  person  as  proprietor  of  a  trade-mark 
is  to  be  primd  facie  evidence  of  his  right  to  the  exclusive 
lue  of  the  trade-mark,  and  after  the  expiration  of  five  years 
from  the  date  of  registration,  to  be  conclusive  evidence  of 
his  light  to  such  exclusive  use,  subject  to  the  provisions  of 
theAct(/>). 

These  sections,  it  has  been  decided,  create  a  new  method 
in  which  trade-mark  rights  can  be  acquired  {q).  Their 
oonstruction  and  efiect  are  discussed  in  a  later  chapter  (r). 

W  9  C.  D.  487  (1877),  Bacon,  p.  264. 
V.-C.,  and  C.  A. ;  Jone^i  Tm.,  63  (p)  Act  of  1883,  sect.  76,  re- 

L.  T.  S.8.  1  (1886),  C.  A.  pladng  sect.  3  of  the  Act  of  1876. 

(«)  HwdvmU  Tm.,  32  G.  D.  311 ;  {q)  Hudson's  Tm,,  32  C.  D.  311 ; 

3  B.  P.  C.  166  (1886),  C.  A.  3  B.  P.  0. 166  (1886),  C.  A. ;  bdow, 

(n)  See    Chap.    YI.      SheflOeld  p.  264. 
Jbria;  below,  p.  91.  (r)  Chap.  VIII.,  "What  may  be 

(•)  Aeiof  1888,  sect.  17,  leplao-  Begistered,  p.  106.    Chap.  XIL, 

Bf  tect.  76  of  the  Act  of  1883,  and  Effect  of  Registration,  p.  262. 
nt.2of  tbeAot  of  1876;  below, 

e2 
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The  register.  The  register  of  trade-maxks  was  set  up  by  the  Act  of 
1875  (fl),  and  it  is  now  continued  under  sect.  78  of  the 
Act  of  1883,  which  provides  that  there  shall  be  kept  at  the 
Patent  Ofl5ce(6)  a  book  called  the  Register  of  Trade- 
Marks,  wherein  shall  be  entered  the  names  and  addresses 
of  proprietors  of  registered  trade-marks,  notifications  of 
assignments  and  of  transmissions  of  trade-marks,  and  such 
other  matters  as  may  be  from  time  to  time  prescribed* 
And  tiie  books  of  the  original  register  are  treated  as  part 
of  the  present  register  (c). 

There  are  also  registers  at  Manchester  and  Sheffield* 
The  former,  a  copy  of  the  register  at  the  Patent  Office,  so 


The  Man- 
chester office 
and  the 


(a)  Sects.  1  and  7. 
{b)  25,  Southampton  Bnildings, 
Chancery  Lane,  London,  E.0«  The 


Sales  Department  is  in  Cursitor 
Street,  Chancery  Lane. 
(e)  Act  of  1883,  s.  114. 
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far  as  it  relates  to  goods  in  Classes  23,  24,  and  25  {d)  {ue.y  ShMM 
eotton  goods),  and  the  ktter,  a  branoh  register  for  trade-  "8^^**^' 
nuuks  for  metal  goods  registered  by  residents  in  Hallam- 
flfaiie,  or  within  six  miles  of  it  {e). 

The  register  -was  formerly  under  the  control  of  the  TheComp- 
registrar  appointed  in  pursuance  of  the  Act  of  1876,  but  it 
is  now,  as  well  as  the  whole  of  the  Patent  Office,  of  the 
bosiness  of  which  it  forms  part,  imder  the  immediate  con- 
trol of  the  Comptroller-General  of  Patents,  Designs,  and 
Trade-Marks,  who  is  appointed  by,  and  acts  imder  the 
sapenntendence  and  direction  of,  the  Board  of  Trade  (/), 
and  who  may  in  any  case  of  doubt  or  difficulty  arising  in 
the  administration  of  any  of  the  provisions  of  the  Act, 
apply  to  either  of  the  law  officers  for  directions  in  the 
matter  {g) .  The  Comptroller's  address  is.  The  Comptroller, 
Patent  Office,  Trade-Marks  Branch,  25,  Southampton 
Biddings,  London. 

Any  act  or  thiag  directed  by  the  Acts  to  be  done  by  or 
to  the  Comptroller  may,  in  his  absence,  be  done  by  or  to 
any  officer  for  the  time  being  in  that  behalf  authorized  by 
the  Board  of  Trade  (^^). 

In  addition  to  the  matters  directed  by  sect.  78,  quoted  ^iriea  on 
aboTe,  to  be  entered  upon  the  register,  there  are  entered     ®  '^^^**'^' 
also  the  name,  address,  and  description  of  the  proprietor 
of  each  mark  (A),  the  date  of  the  application  for  registra- 
tion (i),  a  statement  of  the  class  or  classes  of  goods  for 
whidi  the  mark  is  registered  (A;),  disclaimers  under  sect.  74 

(4  Below,  p.  621.  illiiBtratioii  for  the  purpose  of  ob- 

(r)  As  to  the  MancheBter  oiEoe,  tainiiig  a  direction  on  some  point 

iee  bdow,  p.  104,  and  aa  to  the  of  general  principle  or  practice. 

Skeffidd  registry,  p.  97.  Beport  of  1888,  p.  vii. 

if)  Sect.  82  (3).     Lord   Her-  (^)  Sect.  95.    This  power  is  re- 

idkeQ's  committee    recommended  f erred  to  by  Inndley,  L.J.,  in  Ite 

ftst  the  practice  which  had  grown  7>n.  Mrmal,  35  G.  D.  p.  245  (1887), 

«p  of  oanaolting   the   Board  of  G.  A. 

Tade  in  particnlar  instances,  in  {ffff)  Sect.  82  (4). 

ngvd  to  applications  for  registra-  (A)  Bnle  32. 

tioD,  ahoold  cease,  except  so  far  as  (i)  Bole  34. 

ikanght  be  neceasary  to  being  snch  (k)  Sect.  65.    See  form  of  appli- 

before  them  by  way  of  cation,  FoimF.,  Appendix,  p.  608. 
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No  trnststo 
be  entered. 


Title  oon- 
f  erred  by 
•Tegistratloxi. 


Alterations  of 
the  register. 


of  the  Aot  {k)y  a  note  of  the  orders  of  the  Court  made  under 
sects.  62,  69,  72,  90,  or  92,  and  affecting  the  mark  (/), 
and  such  other  particulars  as  the  comptroller  thinks  neces- 
sary {m).  And  these  last  particulars  include  notes  entered 
on  the  register  in  pursuance  of  undertakings  by  the  pro- 
prietor to  confine  the  use  of  his  mark  to  a  certain  district, 
or  to  the  goods  forming  part  only  of  a  class  (n),  and  in 
regard  to  other  restrictions  on  the  full  rights  ordinarily 
conferred  by  a  simple  registration. 

No  notice  of  any  trust  may  be  entered  upon  the  register 
or  be  receivable  by  the  comptroller,  whether  the  trust  be 
express,  implied,  or  constructive  (o),  so  that  the  entry  of  a 
reference  to  an  agreement  limiting  the  rights  of  the  pro- 
prietor of  the  mark  and  not  stating  its  terms,  is  irregular  {p) . 

There  is  no  patent  or  other  document  issued  by  the 
comptroller  in  respect  of  the  title  to  a  trade-mark,  but  the 
application,  followed  by  the  registration  of  the  trade-mark, 
is  equivalent  to  the  public  user  (</),  by  which,  and  by  which 
alone,  title  to  a  trade-mark  was  acquired  before  the 
Acts  (r),  and  registration  confers  a  right  to  the  exclusive 
use  of  the  mark  («),  and,  in  the  case  of  any  trade-mark 
which  is  capable  of  registration,  except  an  old  mark  of 
which  registration  has  been  refused,  is  a  condition  prece- 
dent to  any  proceedings  for  the  infringement  of  the  trade- 
mark (t).  The  person  registered  as  proprietor  has  power 
to  assign  the  trade-mark  (u). 

Provision  is  made  for  the  rectification  of  the  register, 
and  also  for  its  alteration  in  any  non-essential  particular. 


{k)  Aot  of  1888,  8.  16. 

(/)  Rule  46. 

(m)  Rule  34. 

(n)  See  below,  pp.  182  and  235 ; 
and  Be  Rabone  ^  Co.,  Seb.  Dig.  p.  396 
(1879),  Jeflsel,  H.R. ;  De  OtaduyU 
Tm.  (1885),  W.  N.  p.  177,  Pearson, 
J. ;  Miichell  #  Co.'s  Tm,  (2),  28  C.  D. 
666  (1885),  Chitty,  J.;  Keep's  Tm,, 
26  0.  D.  187  (1884),  Pearson,  J. 

(0)  Seot.  86.    Rule  of  1876  (22), 


cf.  Companies  Aot,  1862,  s.  30. 

(p)  DeOtaduy'a  Tm,  sndiMiteMl 
^  Co,U  Tm,f  above. 

(g)  Aot  of  1888,  s.  17. 

(r)  See  the  last  Chapter. 

(«)  Sect.  76.  See  Chap.  XII. ; 
below,  p.  252,  Effect  of  Registra- 
tion. 

(0  Sect.  77.  See  Chap.  XII. ; 
below,  p.  260. 

(ff)  Sect.  87. 
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I7  order  of  the  Court  {x)^  and  for  the  ooireotion  of  olerioal 
enon  (y),  and  the  entry  of  changes  of  address  (2),  by  the 
comptioller. 

llie  faldfioation  of  entries  in,  or  of  Trntings  purporting  Falsificatioii 
to  be  oopies  of  entrieB  in,  the  register,  and  the  tendering  agister, 
or  production  of  any  such  entry  or  writing,  knowing  it  to 
to  be  false,  is  a  nusdemeanour  (a). 

Devohitions  of  title  to  a  trade-mark  by  assignment,  ^Z*^*"*^ 
izaBsnussion,  or  other  operation  of  law,  are  directed  to  be 
entered  on  the  register  by  the  comptroller  at  the  request 
0!  die  person  becoming  entitled,  and  upon  proof  to  the 
ntis&ction  of  the  comptroller  of  the  title  of  the  appli- 
eBDt(&). 

A  trade-mark  may,  probably,  be  removed  from  the  Removal  of 
register  because  the  business,  to  the  goodwill  of  which  the  ^ 
lights  conferred  by  the  registration  are  attached  (c),  has 
oome  to  an  end,  and  it  may  also  be  removed,  after  fourteen 
yeaiB,  for  non-payment  of  fees,  imder  sect.  79  ((/).  In  the 
latter  case  a  record  of  the  removal  and  of  the  cause  thereof 
is  inserted  on  the  register  {e). 

The  register  is  open  to  the  inspection  of  the  public  on  Inspeotion  of 
payment  of  the  prescribed  fee  (which  is  at  present  one  ^^^ 
dulling  for  every  quarter  of  an  hour  spent  in  inspecting) 
on  every  week  day  between  the  hours  of  ten  and  four, 
exoept  on  the  usual  holidays  (/),  days  of  which  due  notice 
is  given  at  the  Patent  OfiSce,  and  times  when  the  register 
isreqiured  for  any  purpose  of  official  use  {g). 

It  is  generally  advisable  before  offering  a  trade-mark  Searcliefl. 

(t)  Sects.  90  and  92.    Boles  46  is  no  role    in   the   present   code 

(0  60.    See  Qiap.  XI. ;  below,  p.  oorreeponding  to  r.  34  of  the  Rules 

218,  Bectificatkm  of  the  Begister.  of  1876.    See  Chap.  XIY. ;  below, 

(y)  Sect.  91.  p.  283. 

(s)  Role  48.  ((0  Page  292. 

(«)  Sect.  93 ;  below,  p.  541.  (e)  Rule  47. 

(4)  Sect  87.     Rules  36  to  40.  (/)  When  the  last  day  for  doing 

8m  Qisp.  Xm. ;  below,  p.  272,  any  act,  under  the  Statute  or  the 

AaHgnmait    and    DeTolution    of  Rules,  falls  on  a  public  holiday, 

1^ide-l£aik.  Sunday  or  Saturday,  such  day  is 

(«)  Sect.  70.    JRalph'a  Tm.,  26  G.  not  counted.    Sect.  98. 

I).  IM  (1883),  Pearson,  J.    There  (^)  Sect.  88.    Rule  d2. 
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for  registration  to  cause  a  searoli  to  be  made  througli  the 
register,  to  disooyer  whether  any  of  its  essential  features 
have  been  anticipated  in  such  manner  as  to  be  a  bar  to  the 
appKoation  (A),  and  it  is  often  necessary  for  other  purposes. 
The  comptroller  does  not  undertake  to  make  searches 
except  in  connection  with  formal  applications  for  regis- 
Indexes.  tration(A),  but  the  searches  are  greatly  facilitated  by  the 
indexes  with  which  the  register  is  provided.  There  are 
three  of  these,  and  they  include  both  actually  registered, 
and  advertised  trade-marks.     They  are : — 

I.  An  index  of  devices  arranged  in  each  class  in  the 
order  of  advertisement ; 
n.  An  index  of  devices  arranged  in  each  dass  under 
the  following  heads : 

(1.)  Animals,  including  insects  and  reptiles. 

(2.)  Birds. 

(3.)  Buildings  and  landscapes. 

(4.)  Crests,  including  crowns,  coats  of  arms, 

and  heraldic  symbols. 
(5.)  Fish. 
(6.)  Geometrical    forms,    including    suns, 

moons,  stars,  &c. 
(7.)  Human  figures. 
(8.)  Miscellaneous. 
(9.)  Monograms. 

(10.)  Shipping,  including  anchors  and  flags. 

(11.)  Trees,  flowers,  fruit,  &c. 

(and  warning  is  given  that,  in  using  this  index, 

it  is  often  necessary  to  look  imder  several  heads 

in  order  to  ensure  a  complete  search.) 

m.  An  index  of  words  forming  the  essential  or  material 

features  of  marks. 
It  is  to  be  regretted  that  the  recommendation  of  Lord 
HerscheU's  committee  (*),  that  a  catalogue  of  words  re- 
jected should  be  kept,  has  not  been  followed,  or  an  index 


{h)  Instructions  (7).     See  sects.      p.  175. 
72  and  78,  and  Chap.  X. ;  below,  (i)  Report  of  1888,  p.  ix. 
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of  sach  wordfly  added  to  this  index,  of  words  aooepted  as 
marb  or  parts  of  marks. 

Certified  copies  of  the  register,  sealed  with  the  seal  of  Certified 
the  Patent  Office,  of  any  entry  in  the  register,  are  directed  ^^^^^^ 
to  le  given  to  any  person  requiring  the  same  on  payment  evidence, 
of  the  presoribed  fee  (A).    And  printed  or  written  copies 
of  or  extracts  from  the  register,  purporting  to  be  certified 
hj  the  comptroller  and  sealed  with  the  Patent  Office  seal, 
are  leoeiyable  in  evidence  without  proof  or  production  of 
the  originals  (/).    And  a  certificate,  purporting  to  be  under  Comptroller's 
the  hand  of  the  comptroller,  of  any  entry,  matter,  or  thing,  ^^  evidmce? 
which  he  is  authorized  by  the  Act  or  Bules  to  make  or  do, 
is  prmd  facie  evidence  of  the  entry  and  of  its  contents,  and 
of  the  matter  or  thing  having  been  done  or  left  undone  (m). 

Bule  60  requires  that  every  certificate  of  registration 
ihaU  have  specified  on  the  face  of  it  a  statement  whether 
it  is  intended  to  be  used  in  legal  proceedings,  or  for  the 
purpose  of  obtaining  registration  in  a  foreign  country,  or 
for  other  purposes;  and  the  fees  payable  for  the  certificates 
TOiy  according  to  the  uses  which  they  are  to  serve  (w). 

The  seal  of  the  Patent  Office  and  impressions  thereof.  Patent  Office 
are  to  be  judicially  noticed  and  admitted  in  evidence  {o). 

Any  application,  notice,  or  other  document,  authorized  Notices  and 
or  required  to  be  left,  made,  or  given  at  the  Patent  Office  n^ybe^t 
or  to  the  comptroller,  or  to  any  person  under  the  Act,  may  ^7  P<»*- 
be  sent  by  a  prepaid  letter  through  the  post ;  and  ii  so 
aent,  i3  to  be  deemed  to  have  been  left,  made,  or  given 
reepectively  at  the  time  when  the  letter  containing  the 
suae  would  be  delivered  in  the  ordinary  course  of  post ; 
and  it  ia  sufficient,  in  proving  such  service  or  sending,  to 
proTe  that  the  letter  was  properly  addressed  and  put  into 
fte  post  {p). 

[k]  Seet  88.    For  fees,  see  Ap-  oertificates,  FormB  E.,  B.,  S.,  T., 

peodiz,  p.  606.  and  foim  of  oertificatey  XT. ;  below, 

(2)  Seet.  89.  pp.  607  et  80q, 

(«)  Sect  96.  (o)  Sect.  84. 

(«)  For  fees,  see  Appendix,  p.  (p)  Sect.  97. 

C06;  and  for  form  of  request  for 
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69,  and  71  to  74  of  the  Act  of  1883.     Of  these,  sect.  64 
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(1)  and  (3)  (iL),  declaring  what  may  be  registered  (a) ; 
nets.  71,  72,  and  73,  imposing  certain  restrictions  on 
registration  (ft),  and  sects.  74,  and  64  (2)  and  (3)  (i.)  pro- 
riding  for  additions  and  disclaimers  (c),  are  dealt  with  in 
other  chapters  of  this  book.  The  present  chapter  deals 
viUi  the  application  for  registration  and  the  procedure 
60Dseqiient  upon  it. 
By  aeet.  6^— 

"(1.)  The  comptroller  may,  on  application  by  or  on  Sect.  62. 
behalf  of  any  person  claiming  to  be  the  proprietor  of  f^^^^, 
a  trade-mark,  register  the  trade-mark.  tion. 

"  (2.)  The  application  must  be  made  in  the  form  set 
forth  in  the  First  Schedule  to  this  Act,  or  in  such 
other  form  as  may  be  from  time  to  time  prescribed, 
and  must  be  left  at,  or  sent  by  post  to,  the  Patent 
Office  in  the  prescribed  manner  [such  place  and  in  such 
nuumer  as  may  be  prescribed]  (d). 

"  (3.)  The  application  must  be  accompanied  by  the 
prescribed  number  of  representations  of  the  trade- 
mark, and  must  state  the  particular  goods  or  classes 
of  goods  (e)  in  connection  with  which  the  applicant 
desires  the  trade-mark  to  be  registered. 

"  (4.)  The  comptroller  may,  if  he  thinks  fit,  refuse 
to  register  a  trade-mark,  but  any  such  refusal  shall  be 
Bobjeot  to  appeal  (/)  to  the  Board  of  Trade,  who 
ahaQ,  if  required,  hear  the  applicant  and  the  comp- 
troller, and  may  make  an  order  determining  whether, 
and  subject  to  what  conditions,  if  any,  registration  is 
to  be  permitted. 

"(5.)  The  Board  of  Trade  may,  however,  if  it 
appears  expedient,  refer  the  appeal  to  the  Court  (g) ; 
and  in  that  eyent  the  Court  shall  have  jurisdiction  to 
hear  and  determine  the  appeal  and  may  make  such 
(ttier  as  aforesaid. 

W  Chsg.  Vm.  p.  106.  W  Chap.  V.  p.  87. 

W  Chap.  X.  p.  176.  (/)  Page  79. 

W  Chi^.  IX.  p.  164.  iff)  Page  81. 
(i)  A0iof  1888,  e.  8. 
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"  [(6.)  Where  an  appKoaut  for  the  registration  of  a 
trade-mark  otherwise  than  under  an  international 
convention  (h)  is  out  of  the  United  Kingdom  at  the 
time  of  making  the  application  he  shall  give  the 
comptroller  an  address  for  service  in  the  United 
Kingdom,  and  if  he  fails  to  do  so  the  application 
shall  not  be  proceeded  with  until  the  address  has  been 
given  "](0. 

1.  Who  may  apply  to  Begister  a  Trade-Mark. 

The  section  says,  "  any  person  claiming  to  be  the  pro- 
prietor," but  if  it  is  shown  that  the  claim  is  a  wrongful  or 
an  erroneous  one  the  mark  should  be  refused  registration, 
and,  if  registered,  it  can  be  removed  imder  sect.  90  (k). 
If,  however,  a  mark  has  been  registered  by  a  trader  who 
honestly  believes  he  has  invented  and  is  entitled  to  it, 
although  in  fact  it  belonged  at  the  time  to  another  trader, 
and  if  it  has  been  largely  used  by  the  registered  proprietor, 
the  Court  may  refuse  to  remove  it  (/). 

Person  includes  firm  or  partnership  (w),  also  a  body 
corporate  (w). 
The  pro-  Froprietot  means  the  person  who  is  entitied  to  a  mark 

pne  r.  ^  which  trade-mark  rights  have  been  acquired  by  user 

under  the  law  apart  from  the  Acts,  either  by  himself  or  by 
Ins  predecessor  in  business,  the  trade-mark  having  been 
assigned  to,  or  having  devolved  upon,  him  with  the  good- 
will of  the  business  in  connection  with  which  it  is  used  (o), 
or  else  the  person  who  has  invented  {p)y  or  caused  to  be 
invented,  a  mark  which  is  new  in  respect  of  the  class  of 
goods  for  which  registration  is  sought. 

[h)  Chap.  XX.  p.  464.  2  Ch.  667 ;  10  K.  P.  C.  219,  0.  A. 

(t)  Act  of  1888,  sect.  8.  (m)  Rule  7. 

(*)  ApollimrU  Co.U  Tm.,  (1891)  (n)  Sect.  117.    Rnle41. 

2  Ch.  186;  8  R.  P.  C.  137.    See  (o)  See  Chap.  II.  p.  24. 

Chap.  XL  p.  218.  (p)  Hudtan't  Tm,^  32  C.  D.  311 ; 

(/)  Mouaon  v.  Boehm,  26  C.  D.  3  R.  P.  0.  165  (1886),  C.  A.  ;  of. 

398  (1884),  Chitly,  J. ;  Faine  #  Co.  Muneh't  Applieation,  60  L.  T.  12 

Y.  Daniell  ^  Son's  Bmoeriet,  (1898)  (1884),  Chit^,  J. 
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An  importer  of  goods  produoed  abroad,  whether  by  The  importer. 
imimfacture,  or,  as  mineral  waters,  hj  a  process  of  naturoj^ 
18  not  ihe  proprietor  of  the  trade-mark  of  the  producer, 
0?en  though  he  has  an  exdusiYe  contract  for  importation 
of  the  goods  into,  or  for  dealing  with  them  in,  this  country, 
sod  notwithstanding  that  the  producer  consents  to  his 
q^plication  to  register  (q).  "  The  registration  by  the  im-r 
porter  was  wrong,"  Pry,  L.  J.,  who  delivered  the  judgment 
of  the  Court  of  Appeal,  said,  in  the  case  in  which  this  was 
dedded.  He  added,  ^*  if  the  mark  registered  had  been  one 
which  indicated  the  importer  it  might  haye  been  main- 
tained (r)  ;  but  an  importer  has  no  right  to  appropriate  to 
himaelf  a  mark  which,  as  in  this  case,  both  by  user  and 
ezpess  statement  on  its  face,  asserts  itself  to  be  a  mark  of 
Ihe  prodooer  or  of  the  owner  of  the  place  of  origin, 
he^nse  at  the  time  of  the  registration  the  mark  was  an 
old  one,  and  of  course  could  not  be  registered  as  a  new 
one ;  it  was  an  old  one  of  Ereuzberg's  (the  producer)  and, 
therefore,  could  not  be  registered  as  an  old  one  of  the 
Apollinaris  Company ''  (the  importers). 

It  was  argued  on  behalf  of  the  company,  in  the  case  just 
lefeired  to,  that,  being  entitled  by  the  terms  of  a  contract 
with  the  producer  to  the  whole  produce  of  the  spring 
bom.  which  the  producer  obtained  the  goods  to  which  the 
mark  was  attached,  the  company  were  entitled  to  register 
the  mark  as  their  own ;  but  the  Court  refused  to  determine 
this  question,  since  the  contract  relied  on  was,  in  fact, 
subsequent  in  date  to  the  registration  of  the  mark  by  the 
oompany. 

In  cases  where  a  mark  is  used  by  a  sole  importer  there  WHere  the 
may  he  a  question  whether  it  is  his  mark,  signifying  that  J^^  im^^^ 
the  goods  which  bear  it  have  been  selected  or  imported  by  porter. 
Idm,  or  the  mark  of  the  producer,  signifying,  as  in  the 
oommon   oourse,  that   the   goods   are  his  manufacture, 
md  this  question    must   be    decided  according  to   the 


(f)  JpOmaris  CoJ»  Tm,<,  (1891)  (r)  Of.  the  judgment  of  Jessel, 

£  <3l  pp.  226—230 ;  8  B.  P.  C.      M.R.,  in  Hiraeh  v.  Jonas,  3  0.  D. 
U7,  C.  A.  ^^*  (1876),  cited,  p.  60. 
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manner  in  whioh  the  mark  and  goods  are  put  before  the 
pubKo(«). 
Application         The  application  for  registration,  and  all  other  commmii- 
agei^f  cations  between  the  applicant  and  the  comptroller,  may  be 

made  by  or  through  an  agent  duly  authorized  to  the 
satisfaction  of  the  comptroller  (i^),  and  the  proprietor  may 
appoint  an  agent  to  act  on  his  behalf  for  all  purposes 
connected  with  the  registration  (u).  If  he  does  so,  he  will 
be  bound  by  the  agent's  acts,  so  that  where,  under  the 
Act  of  1883,  by  the  default  of  the  agent,  the  registration 
was  not  completed  within  twelve  months,  it  was  deemed  to 
have  been  abandoned  {u).  Under  the  Act  of  1888,  in  anj 
such  case  notice  of  the  non-completion  is  sent  from  the 
Patent  Office  to  the  principal,  and  he  is  allowed  fourteen 
days,  or  such  further  time  as  the  comptroller  may  direct, 
to  complete  the  registration  (x), 
Benstration  If  the  mark  is,  as  sometimes  happens,  by  the  agent's 
Suno.  *^^  *  mistake  or  fraud,  registered  in  the  name  of  the  agent 
instead  of  that  of  his  principal,  it  may  be  removed  and  a 
new  application  made  (y).  In  some  cases,  where  there  has 
been  no  wrongful  intention  on  the  part  of  the  agent,  an 
assignment  to  the  principal  (s),  or  to  his  successor  in 
business  (a)  has  been  permitted,  or  a  rectification  of  the 
register  effected  (b) ;  but  the  authorities  are  conflicting 
upon  the  question  whether  either  of  these  courses  ought  to 
be  allowed  (c).    Where  an  agent  acting  for  two  separate 

(«)  See  Eirteh  v.  Jonas,  note  (r),  (y)  MarUrU  Tm.,  44  L.  T.  98  n. 

and  Chap.  II.,  p.  50.  Goodfellowy,  (1878),  Jessel,  H.B. 

Frinee,  36  C.  D.  9  (1887),  C.  A. ;  (s)  FaHna*i  Tm,,  44  L.  T.  99  n. 

BoHruon  y.  r%nlay,  9  G.  D.  487  (1881),  Jeesel,  H.R. 

(1877),  C.  A. ;  and  Jones'  2^.,  63  (a)  Welcomes  2^.,  82  0.  D.  213  ; 

L.  T.  1  (1886),  C.  A.,  were  cases  3  R.  P.  0.  76  (1886),  Chitty,  J. ;  JRs 

of  joint  ownership  of  trade-marks.  Atutralian  Wine  Co.,  61 L.  T.  427  n. 

(t)  Rule  9.    Sect.  68.  (1886),  Chitty,  J. ;  Greenleet'  2Vn., 

(u)  Jaekeon  ^  Co.  y.  Napper,  35  9  R.  P.  G.  93  (1892),  Stirling,  J. 

C.  D.  162 ;  4  R.  P.  C.  46  (1887),  (b)  Jtust't  IV»i.,  44  L.  T.  98  nu 

Stirling,  J. ;  Loftus'  Tm.,  (1894)  1  (1880),  Jessel,  M.R. 

Ch.  193;  11  R.P.C.  29, North,  J.  (c)  See  Sivihe'a  Tm,,  65  L.  J. 

(x)  Act  of  1888,  s.  9,  amending  Gh.  646  (1886),  G.  A.,  and  the  next 

8.  63  of  the  Act  of  1883.  case.     See  also  Ghap.  ZI.,  p.  236, 

below. 
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pmoipals  has,  by  mistake,  registered  the  trade-mark  of 
one  in  the  name  of  the  other,  removal  and  a  fresh  appli- 
cttdon  are  neoeesary  {d). 

2.  The  Comptroller's  Discretion. 
The  oomptroller  has  a  discretion  under  the  Act  to 
regist^  or  to  refuse  any  trade-mark  which  falls  within 
the  class  of  things  which  may  be  registered  under  sect.  64, 
and  which  is  not  debarred  from  registration  by  some  other 
EectionoftheAct.   The  following  table  shows  the  reasons  for  Reasons  for 
refusals  which  arise  imder  the  Acts  and  Eules  themselves : —  SppUcatiom 
(1.)  The  application  is  not  made  by  or  on  behalf  of  any 
person  (properly)  claiming  to  be  the  proprietor  of 
the  mark  (e). 
(2.)  It  is  not  made  in  proper  form  (/). 
(3.)  It  is  deemed  to  be  abandoned  (g). 
(4.)  The  mark  tendered  does  not  consist  of  or  contain 
any  of  the  essential  particulars  of  a  registerable 
trade-mark  {h). 
(5.)  The  application  is  successfully  opposed  {i) .     Besides 
any  other  ground  for  refusal,  an  opponent  may 
show  that  the  registration  of  the  proposed  mark 
would  be  unjust  to  him,  e.  ^.,  by  giving  to  the 
applicant  the  exclusive  right  to  use  a  mark  which 
he  is  already  lawfully  using,  though  not  as  a  trade- 
mark [k) ,  or  he  may  show  that  it  is  a  common  mark  (/) . 
(6.)  "Where  there  are  conflicting  claims  to  registration, 
the  comptroller  may  refuse  to  register  upon  any  of 
them  until  the  decision  of  the  Court  has  been 
obtained  (m). 

^  Emftford^Stm^aAfiplieatwn,  (i)  Sect.  69,  pp.  71  ^  teq. 

6R.P.C.413;  41L.T. 426 (1889),  {k)   See   per    Cotton,  L.J.,  in 

Eft]r,  J.  EudsonU  Tm,,  32  0.  B.  p.  320  ;  3 

(«)  Sect.  62  (1) ;  above,  p.  60.  B.  P.  0.  165  (1886),  and  see  Chap. 

{/)  Sects.  62  (2),  64  (2),  74  (2),  X.,  p.  176. 

Solfli  7—16,  Iiutraotions  8—14,  (0  Chap.   YIII.,    p.    122.     Of 

Appoidiz  pp.  696,  608  and  628.  course  a  common  mark  is  not  dis- 

M  8«ci.  ^f  p.  68.  tinctiTe,  and  therefore  falls  under 

(i)Sect.  64  (1),   Chap.  YIII.,  the  fourth  objection. 

^106.  (m)  Sect.  71.    Eules  43— 46. 
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(7.)  The  mark  tendered  is  identical  with,  or  has  a  resem- 
blanoe  which  is  calculated  to  deceive  to,  another 
mark  already  on  the  register  for  the  same  goods  or 
description  of  goods  (n). 
(8.)  It  comprises  words  the  use  of  which,  by  reason  of 
their  being  oaloolated  to  deceive  or  otherwise,  would 
be  deemed  disentitled  to  protection  in  a  Court  of 
Justice  (o). 
(9.)  It  comprises  a  scandalous  design  (o). 
(10.)  Its  use  would,  in  the  comptroller's  opinion,  be 

contrary  to  law  or  morality  (p). 

(11.)  It  contains  one  or  more  of  the  things  which, 

according  to  the  rules,  cannot  be  registered  as 

marks  or  parts  of  marks  {q)y  e.  ^.,  the  royal  arms. 

The  oomp-  The  discretion  to  refuse  to  register  which  is  vested  in 

oretion  to  '    the  comptroller  is  a  judicial  discretion,  and  is  subject  to 

'^^^         the  appeal  referred  to  below.    It  is  submitted  that,  in  the 

exercise  of  it,  regard  ought  not  to  be  had  to  considerations 

other  than  those  just  enumerated  above,  or  such  further 

objections,  if  there  are  any,  as  would  have  been  bars  to  the 

acquisition  of  trade-mark  rights  at  common  law,  or  axe 

sanctioned  by  the  terms  of  the  Act.    In  some  of  the  cases 

cited  in  the  next  paragraphs,  however,  the  comptroller's 

discretion  has  been  referred  to  in  very  general  terms ;  but 

these  references  ought,  probably,  to  be  understood  as 

directed  to  cases  of  suggested  deceptive  marks,  such  as 

those  in  which  the  several  dicta  were  spoken. 

"The  comptroller,"  Kay,  J.,  said  in  The  Enwllio  Case  (r), 
"  when  he  is  asked  to  register  a  trade-mark,  is  bound  to 
consider  whether,  looking  to  all  the  droumstances  of  the 
case,  he  can  exercise  his  discretion  by  permitting  the  trade- 
mark to  be  registered."  And  in  The  Australian  Wine 
Importers^  Ca«e(6),  the  same  learned  judge  said:  "Does 

(n)  Secfc.  72,  pp.  177, 182.  (r)  OrostmUhU  Tm.,  6  E.  P.  O. 

(o)  Sect.  73,  p.  209.  180 ;  60  L.  T.  612  (1889). 

{p)  Sect.  86.  («)  41  C.  D.  278 ;  6  R.  P.  C.  311 

(q)  Inrtraotioiia  28—80 ;  p.  631,  (1889). 
below. 
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''it  follow  that  l)eoaii8e  (the  opponent)  could  not  get  an 
injuDoiion,  that  (the  applioant)  is  entitled  to  put  the  trade- 
maA  on  the  legifiter  P  In  my  opinion  it  does  not  follow 
it  all,  and  I  have  said  so  many  times.  In  my  opinion, 
the  comptroller  ought  to  exercise  his  discretion  in  a  wise  (t) 
■nd  oomprehensiYe  way."  The  existence  of  a  discretion  to  £no  y.  Dunn. 
refuse  registration  was  asserted  in  the  most  decisive  manner 
by  the  majority  of  the  Law  Lords  in  the  House  of 
Loris  in  The  Fruit  Salt  Case  (u).  There,  Lord  Herschell 
sad:  *^  The  case  was  argued  on  behalf  of  the  respondent 
as  if  he  had  an  absolute  right  to  have  any  trade-mark 
registered  which  was  not  proved  to  fall  within  the  terms 
of  either  the  72nd  or  73rd  section  of  the  Act.  Those 
sedions  prohibit  the  registration  of  a  trade-mark  in  certain 
ipecified  cases,  but  there  is  no  duty  cast  upon  the  comp- 
troller of  registering  every  other  trade-mark  that  may  be 
applied  for.  On  the  contrary,  whilst  he  is  in  certain  cases 
prohibited  from  registering,  a  discretion,  whether  to 
register  or  not,  appears  to  me  to  be  in  all  other  cases 
plainly  conferred.  Of  course,  this  discretion  must  be  rea- 
sonably and  not  capriciously  exercised ;  but  it  is,  in  my 
opimon,  a  reasonable  exercise  of  it  to  refuse  registration 
▼hen  it  is  not  dear  that  deception  might  not  result  from 
it"  And  Lord  Watson  said  that  in  cases  where  it  is 
doobtful  whether  a  trade-mark  tendered  for  registration 
is  calculated  to  deceive  or  not,  the  application  ought  to  be 
disallowed.  Lord  Halsbury,  who  dissented  from  the  con- 
dudtm  anived  at  in  the  case,  treated  the  comptroller's 
discretion  as  more  doeely  limited.  ^'  While  I  agree,"  he 
said,  **  that  no  absolute  right  to  the  registration  of  a  trade- 
mark is  given  to  an  applicant  for  registration,  the  meaning 
and  intent  of  the  statute  itself  is  that,  unless  for  some  of 
ih^  reasons  contemplated  by  the  statute  there  is  an  objection 
to  the  registration,  the  trade-mark  ought  to  be  registered. 

(4  QMWvwide.  Lords  Halsbtuy  and  MorriB  dis- 

(»)  Jb0T.i>WNf,  16App.  Ga.252;  eented  from  the  deoiaion  arrived 

'1LP.C.  311  (1890),  liorda  Wat*  at,  which  was  that  the  mark  in 

na,  TTfTifheH  ^nd  Maonaghten.  question  was  calculated  to  deceive. 
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"  Unless  we  are  of  opinion  that  there  is  something  in  the 
proposed  trade-mark  whioh  the  statute  renders  an  objection 
to  its  registration,  we  ought  to  grant  the  application  "  (to 
TheOrr-  register).  And  this  opinion  accords  with  that  expressed 
Swing  Case.  ^^  j^^^  Blaokbum  in  The  Oi^-Ewing  Case,  soon  after  the 
passing  of  the  Act  of  1875  {x).  "I  cannot  construe  this 
section"  {y),  his  Lordship  said,  *'as  meaning  anything^ 
else  than  that,  when  the  Court  of  Chancery  is  satisfied 
that  the  applicant  is  a  person  who  is,  for  the  time  being, 
entitled  to  the  exclusive  use  of  a  trade-mark  in  accordance 
with  law,  and  that  the  trade-mark  is  one  within  (the  defini- 
tion section  of  the  Act) ;  the  Court  is,  ex  dehito  juatitice^  to 
rectify  the  register  (2),  just  as  it  would,  before  the  Act  of 
1875,  have  been  bound  ex  deUto  justituB  on  similar  proof, 
to  prevent  anyone  infringing  the  trade-mark  shown  to  be 
his  property.  The  burden  of  proof  lies  upon  the  person 
making  the  application  to  amend  the  register ;  but  if  he 
does  produce  such  proof  as  would,  in  the  opinion  of  the 
Court,  entitle  him  to  an  injimction,  I  do  not  think  the 
words, '  if  satisfied  of  the  justice  of  the  case '  can,  or  ought 
to  be,  construed  as  meaning  to  give  the  Court  a  discretion 
to  consider  whether  the  nature  of  the  trade-mark  is  such 
as  to  make  it  inconvenient  that  he  should  exercise  the 
right  of  property  which  it  is  proved  he  actually  has." 

The  opinion  last  cited  was  delivered  in  a  case  where  the 
marks  concerned  were  old  marks,  and  the  apparent  conflict 
between  it  and  the  opinions  of  the  majority  of  the  Law 
Lords  in  The  Fruit  Salt  Case  may  probably  be  reconciled 
'  by  treating  the  doctrine  of  a  right  ex  debito  justitke  to 
register  as  applicable  only  to  marks  used  as  trade-marks 
before  the  13th  of  August,  1875.  Sect.  77  expressly 
excepts  from  the  prohibition  of  actions  for  the  infringe- 
ment of  unregistered  trade-marks  the  cases  of  such  old 

{z)  Orr-Etoingy.  The  Eegiatrar  of  (y)  Sect.  5  of  the  Act  of  1875, 

2Vn«.,4App.Ca.479(1879).    Lord  oorrceponding  to  eect.  90  of   the 

Cairns  held  the  same  opinion,  for  present  Act. 

he  ppeaksof  the  appellant's  right  [z)  Upon  the  refusal  of  the  regis- 

to  bo  registered.     Lord  Gordon,  trar  to  register  a  mark  nnder  the 

the  remaining  judge,  concurred  in  old  Act,  the  procedure  by  way  of 

Lord  Blackburn's  judgment.  appeal  was  to  moTe  to  reotify. 
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narics  as  have  been  refused  legifltration,  and  the  corre- 
goading  section  previously  in  force  contained  a  fflTnilar 
«iaption  (a).  This  last  mentioned  exception  was,  how- 
wer,  cited  by  Lord  Blaokbnm  in  his  opinion.  He  stated 
ftat  it  did  not  affect  the  conclusion  he  had  arrived  at. 

In  bis  dissenting  judgment  in  The  Somatose  Case  (aa)^ 
lindlej,  L  J.,  said :  « The  sections  (i.  <?.,  sects.  70, 72  and  73) 
ttd  the  discretion  given  by  sect.  62  (4)  of  the  Act  of  1883 
—  voiild  clearly  justify  the  rejection  of  any  trade-mark, 
wm  if  it  contains  one  of  the  statutory  requisites,  if  such 
Bai  be  of  an  indecent  or  libellous  character,  or  if  it  in- 
ttigw  the  rights  of  some  other  person,  or  if  it  is  identical 
with,  or  80  similar  to  one  already  registered  as  to  be  cal- 
flolated  to  deceive.  But  I  can  find  no  other  restriction, 
ffldif  a  person  seeks  to  register  a  mark  which  is  open  to 
Mne  of  th^e  objections,  and  which  does  contain  one  of  the 
esBentialfl  mentioned  in  sect.  10  of  the  Act  of  1888, 1  am 
"Wire  of  no  legal  principle  which  would  justify  the  Court 
mrcfaang  to  direct  its  registration." 

The  comptroller  is  directed,  before  exercising  his  dis-  ComptroUer 
wtion  adversely  to  an  applicant  for  registration,  if  so  appUcant 
»Triied  within  one  month  from  the  date  of  his  objection,  }>efore  refna- 

1     .  *  '  mg  the  ap- 

w  give  the  applicant  an  opportunity  of  being  heard  per-  pUoation. 
•onally  or  by  his  agent,  by  sending  the  applicant  ten  days' 
i»&e  of  a  time  when  he  may  be  so  heard,  and  the  appli- 
«at  is  directed,  vnthin  five  days  from  the  date  when  such 
notice  would  be  delivered  in  the  ordinary  course  of  the 
P^  to  notify  to  the  comptroller  whether  he  intends  to 
lego  heard  or  not  (6). 

The  decision  of  the  comptroller  against  an  applicant  (c) 
&r,  or  against  an  opponent  (d)  of,  the  registration  of  a  mark 
B  subject  to  appeal  to  the  Board  of  Trade,  who  may  refer 
fe  qnesdon  to  tihe  Court  {e). 

(<)  Act  of  1876,  e.  1.  (0)  Sect.  62  (4),  (5) ;  Ee  Australian 

^)IarimfabrikmVortMU,Fried.  Wine  ImporUra,  LimUedy  41  0.  D. 

^♦G».'«r»i.,llB.P.C.p.88;  p.  235. 

il^)  1  Cai.  645.    Kay  and  Smith,  {d)  Sect.  69  (3),  (4). 

WJ.,  did  not  diBCOfls  tliifl  point.  \e)  Page  78,  bfllow. 
ffi8eei.94.    Bolos  17  and  18. 
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The  comptroller  may,  in  any  ease  of  doubt  or  difficulty 
arising  in  the  administration  of  any  of  the  provisions  of 
the  Act,  apply  to  either  of  the  law  officers  for  direotions 
in  the  matter  (/).  It  is  also  provided  by  sect.  82  (3), 
that  he  shall  act  under  the  superintendence  and  direction  of 
the  Board  of  Trade.  It  was  formerly  the  practice  for  him 
to  consult  the  Board  in  regard  to  his  decisions  in  individual 
cases,  but  Lord  HerscheU's  Committee  recommended  that 
this  practice  should  be  abandoned :  they  said,  ^'  we  think 
it  was  only  intended  that  the  Board  of  Trade  should  give 
general  directions  or  settle  questions  of  general  practice ; 
not  that  they  should  interfere  with  the  personal  responsi- 
bility of  the  comptroller  in  individual  cases,  except  when 
the  matter  comes  before  them  in  due  course  of  appeal "  (ff). 

3.  Procedure  on  application  to  Register. 

The  procedure  by  which  an  application  to  register  is  to 
be  made  is  described  in  the  paragraphs  8  to  27  of  the 
instructions  printed  in  the  appendix  (A),  and  by  Eules  7  to 
16.  A  printed  form  of  application  corresponding  with  the 
form  F.  (t)  attached  to  the  rules,  which  is  the  form  at 
present  in  use,  may  be  obtedned,  and  it  must  be  filled  up, 
and  the  necesaary  representations  of  the  mark  must  be 
attached  to  and  sent  with  it,  in  accordance  with  the  rules, 
and  the  directions  given  in  the  notes  to  the  form. 

The  applicant  for  registration  must  state  in  his  applica- 
tion the  essential  particulars  of  the  trade-mark,  and  must 
disclaim  any  right  to  the  exclusive  use  of  the  additional 
matter,  i£  there  is  any  in  the  mark,  and  a  copy  of  the  state- 
ment and  disclaimer  axe  to  be  entered  upon  the  register  (Ar) . 

What  may  be  essential  particulars  of  registered  trade- 
marks i9  considered  in  Chapter  YIII.  (/),  and  additions  and 
disclaimers  are  dealt  with  in  Chapter  IX.  (m). 

The  address  of  the  applicant  must  in  every  case  be  stated 

(/)  Sect  96.    Bs  TtH,  Normal^  (k)  This  is  an  addition  to  86ot« 

35  0.  D.  p.  246 ;  4  B.  P.  G.  128,  64  (2)  made  by  seotB.  10  and  16  of 
per  Lindley,  L.J. 

ifj  Beport  of  1888,  p.  vii. 

(k)  Page  628. 

(t)  Page  608.    Sect.  62  (2). 


the  Act  of  1888. 
(0  Page  106. 
(m)  Page  164. 
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in  fan  in  the  fonn,  and  it  is  provided  by  the  Act  of 
1888  (ft)  that,  ^'  where  an  applicant  for  the  registration  of 
itrade-marky  otherwise  than  nnder  an  international  oon- 
Teniion  (o),  is  oat  of  the  United  Kingdom  at  the  time  of 
making  the  applieationy  he  shall  giye  the  comptroller  an 
tddrefis  for  servioe  in  the  United  Kingdom,  and  if  he  fails 
to  do  Bo  the  application  shall  not  be  proceeded  with  nntil 
the  address  has  been  giyen." 

It  is  provided  by  sect.  63  that—  Abandonment 

"  Where  registration  of  a  trade-mark  has  not  been  or  ^tion  *^^  ' 
shall  not  be  completed  within  twelve  months  from  the 
date  of  the  application,  by  reason  of  default  on  the 
part  of  the  appucant,  the  application  shall  he  deemed  to 
he  abandoned  [the  comptroller  shall  give  notice  of  the 
non-completion  to  the  agent  employed  on  behalf  of 
the  applicant,  and  if  at  the  expiration  of  fourteen 
days  from  that  notice  the  registration  is  not  com- 
pleted, shall  give  the  like  notice  to  the  applicant,  and 
if  at  the  expiration  of  the  latter  fourteen  days,  or  such 
further  time  as  the  comptroller  may  in  special  cases 
permit,  the  registration  is  not  completed,  the  applica- 
tion shall  be  deemed  to  be  abandoned].'^ 
The  amendment  was  made  by  sect.  9  of  the  Act  of  1888 
ia  aooordance  with  a  reconmiendation  of  Lord  HerscheU's 
Conunittee,  in  order  to  avoid  such  accidents  as  had  hap- 
psifid  in  Jackson  v.  Napper{p)^  where  the  proprietors 
imagined  that  their  trade-mark  had  been  registered. 

Sect  63,  as  amended,  was  held  to  be  retrospective  (g), 
hot  not  to  operate  so  as  to  prevent  a  fresh  application 
hong  made  in  a  case  where  the  merits  of  the  abandoned 
application  had  never  been  gone  into  or  considered  (p). 

The  comptroller  may  either  accept  the  mark  tendered  or 
lefose  it  Unless  he  refuses  to  entertain  the  application  (r),  Advertise- 
he  is  directed  to  cause  it  to  be  advertised  {a)  in  the  official  ™^  ' 

(•)  Secto.  8,  62  (6).  (?)  SaywartTt    7^.,  54   L.  J. 

ifi)  Sect  103.   Chap.  XX.  p.  464.  Gh.  1003  (1885),  Eay,  J.,  and  the 

(p)  35  C.  D.  162 ;  4  B.  P.  C.  45  last  case. 

(1886),  Stiriing,  J. ;  Zofius*  2^.,  (r)  Act  of  1888,  s.  12. 

Cl»4)  I  Gh.  193;  11  B.  P.  0.  29,  («)  Act  of  1883,  s.  68.    Before 

Kfstfa,  J.  the  Aot  of  1888,  the  mark  had  to 

be  advertified  m  any  case. 
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paper  during  suob  times  and  in  mioh  manner  as  he  thinks 
fit  {t)y  the  advertisement  either  comprising  a  representation 
of  the  mark  or  a  reference  to  the  place  where  a  specimen 
or  representation  is  deposited  for  exhibition  {f) ;  and  it  is 
then  open  for  any  one  who  objects  to  the  registration, 
within  one  month,  or  such  further  time,  not  exceeding 
three  months,  as  the  comptroller  may  allow,  of  the  adver- 
tisement, to  send  in  notice  of  opposition  (w). 

If  there  is  no  opposition,  or  if  the  opposition  is  dis- 
allowed, and  the  comptroller  is  satisfied  that  the  applicant 
is  entitled  to  registration,  the  registration  proceeds.  This 
is  provided  by  rule  32,  which  is  as  follows : — 

"As  soon  as  may  be  after  the  expiration  of  one 
month  from  the  date  of  the  advertisement  of  the 
application  the  comptroller  shall,  subject  to  the  oppo- 
sition to  the  application  (if  any)  and  the  determination 
thereof,  if  he  is  satisfied  that  the  applicant  is  entitled 
to  registration,  and  on  payment  of  the  prescribed 
fee  {x)y  enter  the  name,  address,  and  description  of 
the  applicant  in  the  register  of  trade-marks,  as  the 
registered  proprietor  of  the  trade-mark  in  respect  of 
the  particular  goods  or  classes  of  goods  described  in 
his  application     (y), 
and  if  the  applicant  have  died  before  the  registration,  the 
comptroller  may  register  the  name  of  the  person  owning 
the  goodwill  of  his  business,  after  the  death  and  ownership 
have  been  proved  to  the  satisfaction  of  the  comptroller  (s). 
If  the  comptroller  refuses  the  application,  he  gives  notice 
of  his  objection  to  the  applicant,  so  that  he  may,  if  he 
thinks  it  advisable,  require  the  comptroller  to  hear  hiTry 
upon  the  application  personally,  or  by  his  agent  (a). 

Where  the  comptroller  refuses  an  old  mark,  that  is,  a 
mark  used  as  a  trade-mark  before  13th  August,  1875,  he 
may,  on  request,  and  on  payment  of  the  prescribed  fee  (6), 
grant  a  certificate  that  registration  has  been  refused  (c). 


(0  Bulee  27—30. 

(w)  Sect.  69,  as  amended  by 
sect.  13  of  the  Act  of  1888.  See 
p.  71,  below. 

{x)  See  Table  of  Fees,  p.  606. 


(y)  See  Chap.  HI.  p.  54,  on  the      tions  85. 


Begister,  and  Bule  34. 
{z)  Bule  33. 

(a)  Sect.  94.    Boles  17—19. 
\b)  £1,  see  Table  of  Fees,  p.  606. 
{e)  Sect.  77.    Bule  60.    Instrnc^ 
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AmcndBLents. 
The  oomptroller  may,  on  request  in  writing  aooompanied  AmencUnent 
hy  the  preeoribed  fee  (rf),  correct  any  clerical  error  in,  or  ^onf^  ^" 
in  oonnection  with  an  application  for  registration  of  a 
trade-mark  (e),  and  may  permit  an  applicant  for  registra- 
tion of  a  trade-mark  to  amend  his  application  by  omitting 
any  particular  goods  or  classes  of  goods  in  connection  with 
iriiich  he  has  desired  the  trade-mark  to  be  registered  (/). 
And  a  more  general  power  of  amendment  is  provided  by 
role  54,  by  which,  "  any  document  or  drawing  or  other  re- 
presentation of  a  trade-mark  for  the  amending  of  which  no 
fecial  provision  is  made  by  the  said  Acts  may  be  amended, 
and  any  irregularity  in  procedure,  which  in  the  opinion  of 
the  oomptroller  may  be  obviated  without  detriment  to  the 
interests  of  any  person  may  be  corrected,  if  the  comptroller 
think  fit,  and  on  such  terms  as  he  may  direct  '^  {g). 

It  is  further  provided  that  the  time  prescribed  by  the  Enlargement 
Bnles  for  doing  any  act  or  taking  any  proceeding  there-  i^bed^^es. 
imder,  may  be  enlarged  by  the  oomptroller,  if  he  shall 
think  fit,  and  upon  such  notice  to  other  parties,  and 
proceedings  thereon,  and  upon  such  terms  as  he  may 
direct  (A). 

4.  Opposition  to  Begistration. 
When  the  mark  has  been  accepted  and  advertised,  any 
person,  not  merely  any  person  who  would  be  aggrieved  by 
the  registration  (t),  may  oppose  the  registration  by  showing 
that  the  mark  is,  or  would,  if  registered,  be,  an  infringe- 
ment of  his  rights,  or  that  on  any  other  ground  it  ought 
not  to  be  registered  {k). 

The  procedure  by  which  an  opposition  is  to  be  conducted  Opposition  to 
k  regulated  by  sect.  69  of  the  Act  of  1883,  as  amended  by 
BecL  13  of  the  Act  of  1888,  and  by  Eule  31  (/),  which  pro- 
tide  as  follows : — 

Sect,  69,  "  (1.)  Any  person  may  within  ttco  months 

(4  5«.  {h)  Bule  56. 

M  Sect  91  (a).  (i)  Gf .  sect.  90. 

(/)  Act  of  1888,  8s.  24,  91  (d).  (Ar)  Below,  p.  78. 

(y)  For  the  decisions  tinder  this  (/)  These  are  summarised  in  par. 

vlth  regard  to  notices  of  opposition,  32  of  the  Instructions,  Appendix, 

He  p.  77,  below.  p.  632. 
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**  [one  month  or  mioh  further  time,  not  exceeding  three 
months,  as  the  comptroller  may  allow]  of  the  first 
advertisement  of  the  application,  give  notice  in  dupli- 
cate at  the  Patent  Office  of  opposition  to  registration 
of  the  trade-mark,  and  the  comptroller  shall  send  one 
copy  of  such  notice  to  the  applicant. 

"  (2.)  "Within  two  months  [one  month]  after  receipt 
of  such  notice  or  such  further  time  as  the  comptroller 
may  allow,  the  applicant  may  send  to  the  comptroller 
a  counter  statement  in  duplicate  of  the  grounds  on 
which  he  relies  for  his  application,  and  if  he  does  not 
do  so,  shall  be  deemed  to  haye  abandoned  his  appli- 
cation (m). 

^^  [(3.)  If  the  applicant  sends  such  counter  statement 
the  comptroller  shall  furnish  a  copy  thereof  to  the 
person  who  gave  notice  of  opposition,  and  shall, 
after  hearing  the  applicant  and  the  opponent,  if  so 
required,  decide  whether  the  trade-mark  is  to  be 
regLBtered,  but  his  decision  shall  be  subject  to  appeal 
to  the  Board  of  Trade,  who  shall,  if  required,  hear 
the  applicant  and  the  opponent  and  the  comptroller, 
and  may  make  an  order  determining  whether,  and 
subject  to  what  conditions  (if  any),  registration  is  to 
be  permitted.] 

"[(4.)  The  Board  of  Trade  may,  however,  if  it 
appears  expedient,  refer  the  appeal  to  the  Court,  and 
in  that  event  the  Court  shall  have  jurisdiction  to  hear 
and  determine  the  appeal,  and  may  make  such  order 
as  aforesaid.] 

'^  [(5.)  If  the  applicant  abandons  his  application 
after  notice  of  opposition  in  pursuance  of  this  section 
he  shall  be  liable  to  pay  to  the  opponent  such  costs 
in  respect  of  the  opposition  as  the  comptroller  may 
determine  to  be  reasonable.] 

"  [(6.)  Where  the  opponent  is  out  of  the  United 
Kingdom  (n)  he  shall  give  the  comptroller  an  address 
for  service  in  the  United  Kingdom.]  " 

(m)  Gf.  sect.  63,  aboye,  p.  68.  (n)  Of.  seot.  62  (6),  aboYO,  p.  69. 
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BuLE  31.  "  (1.)  A  notice  of  opposition  to  the  regis-  Notice  of 
tration  of  a  trade-mark  shall  state  the  ground  or  ^^^^  °^' 
grounds  on  which  the  opponent  intends  to  oppose  the 
T^istration,  and  he  signed  by  him  or  by  his  solicitor, 
and  shall  also  contain  an  address  for  service  in  the 
United  Kingdom,  and  shall  be  in  the  Form  J.  (o)  in 
the  second  schedule  to  these  rules,  with  such  variations 
as  circumstances  may  require. 

"  (2.)  Where  the  ground,  or  one  of  the  grounds,  of  Opposition  on 
opposition  is  that  the  applicant  is  applying  for  the  tauden^k 
registration  of  a  trade-mark  identical  with  one  already  ^^^®*^^.^ 
on  the  register  with  respect  to  the  same  goods  or 
description  of  goods,  or  having  such  resemblance  to  a 
trade-mark  already  on  the  register  with  respect  to 
such  goods  or  description  of  goods  as  to  be  calculated 
to  deceive,  the  notice  shall  state  the  date  of  registra- 
tion, and  the  number  on  the  register  of  such  trade- 
maik  already  on  the  register  (p), 

"  (3.)  Within  two  months  after  the  expiration  of  Opnonent's 
one  month  or  such  further  time  not  exceeding  three  ®^*°®'^- 
months  as  the  comptroller  may  allow  from  the  date 
of  the  advertisement  of  the  application,  the  opponent 
shall  leave  at  the  Patent  Office,  Trade-Marks  Branch, 
such  evidence  by  way  of  statutory  declaration  (q)  as 
he  may  desire  to  adduce  in  support  of  his  opposition 
and  deliver  to  the  applicant  copies  thereof. 

"  (4.)  Within  one  month  from  the  delivery  of  the  Apnlicant's 
opponent's  copies  of  his  statutory  declarations  (r)  the  ®^^  ^^' 
applicant  shall  leave  at  the  Patent  Office,  Trade-Marks 
Branch,  his  evidence  («)  by  way  of  statutory  declara- 
tion in  answer,  and  deliver  to  the  opponent  copies 
thereof,  and  within  seven  days  from  such  delivery  the 

(•)  Appondix,  p.  610.  {»)  The  applicant's  counUf'ttaU' 

{p)  Bect^  72,  Chap.  X.,  p.  176.  mm<  must  be  senttotiie  Comptroller 

TIm  date  lad  number  can  be  asoer-  within  one  month  after  the  receipt 

^au»d  bj  inspecting  the  regiater.  of  notice  of  opposition,  or  snoh 

(f)  See  Bole  61,  p.  605.  further   time  as  the  Comptroller 

(r)  Ibid.  may  allow,  sect.  69  (2). 
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Evidenoe  in 
reply. 


doaiiigof 
eYideiioe. 


Applioations 
for  leaye  to 
adduce  fur- 
ther eyidenoe. 

Appointment 
of  time  for 
hearing. 


Diflallowanoe 
of  opposition 
in  certain 


^^  opponent  shall  leaye  at  the  Patent  Office,  Trade-Marks 
Branch,  his  evidenoe  by  way  of  statutory  declaration 
in  reply  and  deliver  to  the  applicant  copies  thereof. 
Such  last-mentioned  evidence  shall  be  confined  to 
matters  strictly  in  reply. 

"  (5.)  No  further  evidence  shall  be  left  on  either  side 
except  by  leave  of  the  comptroller  upon  the  written 
consent  of  the  parties  duly  notified  to  him,  or  by 
special  leave  of  the.  comptroller  given  on  an  appli- 
cation made  to  him. 

*^  (6.)  Either  party  making  such  application  shall 
give  notice  thereof  to  the  opposite  party,  who  shall 
be  entitled  to  oppose  the  application. 

"  (7.)  On  the  completion  of  the  evidence,  the  comp- 
troller shall,  upon  application  by  either  party,  upon 
Form  E.  {t)  in  the  Second  Schedule  to  these  Rules, 
and  upon  payment  of  the  prescribed  fee  (w),  appoint  a 
time  for  the  hearing  of  the  case,  and  shall  give  the 
parties  at  least  seven  days'  notice  of  such  appointment. 

*^  (8.)  On  the  hearing  of  the  case  no  opposition  shall 
be  allowed  in  respect  of  any  ground  not  stated  in  the 
notice  of  opposition,  and  where  the  ground  or  one  of 
the  grounds  of  opposition  is  that  registration  is  being 
applied  for  in  respect  of  a  trade-mark  identical  with 
one  already  on  the  register,  with  respect  to  the  same 
goods  or  description  of  goods,  or  having  such  resem- 
blance to  a  trade-mark  already  on  the  register  with 
respect  to  such  goods  or  description  of  goods  as  to  be 
calculated  to  deceive,  the  opposition  shall  not  be 
allowed  upon  such  ground,  unless  the  date  of  regis- 
tration and  the  number  on  the  register  of  the  trade- 
mark already  on  the  register  have  been  duly  specified 
in  the  notice  of  opposition  (x), 

^^  (9.)  The  decision  of  the  comptroller  in  the  case 
shall  be  notified  to  the  parties.'' 


(0  Appendix,  p.  608. 
(«)  £1,  see  p.  606,  below. 


{z)  Gf.  Bnle  31  (2),  wpra. 
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The  order  of  procedure  upon  an  opposed  application  for  Summary  of 
r^istration  is  Bummarised  in  the  following  table : —  ^ opposed^ 

(1)  AppKcation  (y).  appHcation, 

[(2)  Notice  of  refusal  of  comptroller  to  entertain  the 
application  (s). 

(3)  Notification  by  applicant  to  the  comptroller  that  he 
intends  to  be  heard,  five  days  from  receipt  of  (2)  (a). 

(4)  Ten  days'  notice  of  appointment  for  hearing  from 
comptroller  to  applicant. 

(5)  Notice  of  appeal  to  Board  of  Trade,  one  month 
from  decision  of  comptroller,  with  grounds  of 
appeal  and  case  in  support  (a)]. 

(6)  Advertisement  of  application  (6). 

(f)  Notice  of  opposition,  one  month  from  advertisement. 
Notice  to  be  in  duplicate,  with  grounds  of  opposition, 
and  address  in  United  Eongdom,  and  to  be  signed 
by  opponent  or  his  solicitor  (c). 

(8)  Counter-statement,  one  month  from  receipt  of  (7) 
from  comptroller.  To  be  in  duplicate  with  grounds 
of  appUcation  (d). 

(9)  Opponent's  evidence,  three  months  from  advertise- 
ment (6).  To  be  by  statutory  declaration  delivered 
at  the  Patent  Office.  Copies  of  the  declarations  to 
applicant. 

(10)  Applicant's  evidence  in  answer,  one  month  from 
receipt  of  (9).  To  be  by  statutory  declarations  and 
copies  as  (9). 

(11)  Opponent's  evidence  in  reply,  seven  days  from 
receipt  of  (10).  Statutory  declarations  and  copies 
as  (9). 

(12)  Notice  of  appeal  to  Board  of  Trade,  one  month 
from  decision  of  comptroller,  with  grounds  of 
appeal  and  case  in  support  {e). 

(r)  Page  6S.    Form  F.,  p.  608.  {e)  Form  J.,  Appendix,  pp.  610, 

(s)  Page  67.    Form  £.,  p.  608.  635. 

(a)  Boles  20—26,  below,  p.  79.  {d)  See  form  in  Appendix,  p.  636. 

[k]  Page  69.  (<?)  Appendix,  pp.  610,  637. 
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Forms  of  the  several  notices  and  other  documents 
referred  to  in  the  above  table  are  set  out  in  the  Appendix, 
pp.  635  to  641. 

The  last  four  sub-sections  of  sect.  69  were  introduced 
by  the  Act  of  1888,  and  they  have  the  efiect  of  assimilat- 
ing the  procedure  upon  an  opposition  to  that  upon  the 
application  before  the  advertisement  (sect.  62).  Under 
the  Act  of  1883,  as  it  originally  stood  (/),  the  opponent 
was  required  to  give  security  for  costs,  or  was  deemed  to 
have  withdrawn  his  opposition.  If  he  duly  gave  security 
the  case  was  not,  as  it  now  is,  determined  by  the  comp- 
troller in  the  first  instance,  subject  to  appeal  to  the  Board 
of  Trade  and  reference  to  the  Court,  bu4  ^^  referred  to 
the  Court  at  once  (g).  The  alteration  was  made,  and  the 
power  for  the  comptroller  to  give  the  opponent  costs  of 
an  abandoned  application  was  conferred  upon  the  recom- 
mendation of  Lord  Herschell's  Committee.  It  is  some- 
what curious  that  no  provision  has  been  made  to  give  the 
applicant  costs  of  an  unsuccessful  opposition  before  the 
comptroller  (A). 
Objectiona  It  will  be  seen  that  the  comptroller  in  determining  the 

Si°*th^noti^f  case  is,  under  the  Eule  31  (8),  restricted  to  the  objections 
of  oppoBitioxL  raised  by  the  opponent's  notice.     It  is  said,  however,  that 
the  Court  must,  upon  an  appeal  to  it,  consider  all  objec- 
tions to  the  registration  of  the  mark  {%).    And  it  does  not 
follow  that  the  comptroller  will  necessarily  register  a  mark, 
even  where  he  is  obliged  to  disallow  the  opposition  to  it, 
if ,  as  it  is  submitted  is  the  case,  his  discretion  (k)  to  refuse 
to  register  remains  exerciseable,  imtil  the  registration  has 
been  actually  effected. 
Amendments       The  comptroller's  powers  under  sect.  91  and  Eules  64 
and  enlarge-    gj^^j  55  ^o  amend  derical  errors  in  connection  with  any 

ment  of  tunes  ... 

bj  the  comp-  application  for  registration,  and  to  allow  the  amendment 

troller. 

(/)  Sect.  69  (3)  and  (4).  ed.,  p.  434. 

i})  As  to  the  old  praotioe,  see  £e  (A)  See  p.  86,  below. 

Simpaon,  Daviea  %  Sons^  Tm,,  15  0.  (i)  See  p.  84,  below. 

B.  625  (1880) ;  Anderson's  TVn.,  26  {k)  Under  seot.   62,  see  p.   63» 

C.  D.  409  (1884),  Sebastian,  3xd  aboye. 
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of  anj  dooument,  drawing,  or  representation  of  a  trade- 
mark, for  the  amendment  of  which  no  special  provision  is 
made  bj  the  Acts,  and  to  enlarge  the  times  prescribed  by 
the  rules  for  doing  any  act  or  taking  any  proceeding 
thereunder,  haye  already  been  stated  (/). 

Under  Bule  54,  it  seems  that  a  notice  of  opposition  may 
he  amended,  eyen  though  the  amendment  raises  an  entirely 
new  case  of  fraud  agcdnst  the  applicant.  So,  in  Moefa 
Trade-Mark  (w),  where  the  comptroller's  deputy  had  re- 
fosed  to  amend  an  opposition  on  the  ground  that  he  had 
DO  power,  and  notwithstanding  that  he  had  also  expressed 
an  opinion  that,  as  it  was  directed  to  charge  fraud  against 
the  applicant,  it  could  not  be  made  '^  without  detriment  to 
his  interests,"  and  that  on  the  merits  it  ought  not  to  be 
allowed,  the  Divisional  Court  directed  a  mandamus  to  the 
comptroller  to  hear  and  determine  the  application  to  allow 
the  amendment,  and  Mathew,  J.,  said  he  thought  it  ought 
to  be  made. 

The  Begistrar  (sitting  for  the  comptroller)  has  held  that 
he  has  no  jurisdiction  to  allow  an  amendment  of  a  notice 
of  opposition  after  the  expiration  of  the  three  months  men- 
tioned in  sect.  69,  or  after  the  case  has  been  heard  and 
disposed  of  before  the  comptroller.  In  the  case  in  ques- 
tion (n),  the  opponent  in  the  course  of  an  appeal  to  the 
Courts  asked  for  leave  to  amend  his  notice,  but  this, 
Stirling,  J.,  held,  he  had  no  jurisdiction  to  grant,  and  the 
opponent  then  made  a  similar  application  to  the  registrar, 
iriththe  result  already  stated.  Where  an  appeal  is  con- 
templated, it  is  essential,  therefore,  that  any  amendment 
of  the  application  or  notice  of  opposition  which  is  considered 
material  should  be  made  before  the  case  is  determined  by 
the  oomptroller. 

Orounda  of  Opposition. 

The  reasons  for  refusing  to  register  a  mark  which  is 
propounded  for  registration  are  dealt  with  in  detail  else- 

(0  Page    71,    aboye,    of.    also  llEathew  and  Gfrantham,  JJ. 

^^  63  (power  to  dispenae  irith  (»)  Robertson,  Sanderton  ^  Co.U 

cndMoe),  Appendix,  p.  603.  Tm.,  (1892)  2  Ch.  246 ;  9  B.  P.  C. 

H  7   B.    P.    a    226    (1890),  264. 
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where  (o).    Those  which  are  most  oommonly  relied  on  by 

an  opponent  are  the  following : 

(i.)  That  the  mark  propounded  has  suoh  resemblanoe 
to  a  trade-mark  already  on  the  register  with 
respect  to  the  goods  or  the  description  for  which 
the  mark  propounded  is  sought  to  be  registered 
as  to  be  calculated  to  deceive  (p).  In  this  case 
the  register  number  of  the  mark  already  on  the 
register,  and  the  date  of  its  registration,  must  be 
stated  in  the  notice  of  opposition  (pp). 
(ii.)  That  the  registration  or  use  of  the  mark  would 
interfere  with  the  use  by  the  opponent  of  some 
mark  in  which  he  has  rights,  or  which  he  is 
actually  lawfully  using,  whether  as  an  unregifl- 
tered  trade-mark  (q),  or  as  an  advertisement  (r), 
or  as  a  mark  common  in  the  trade  («),  and  that, 
consequently,  the  applicant's  mark  is  not  dis- 
tinctive, 
(iii.)  That  the  mark  propounded  is  his  mark,  and  not 
that  of  the  applicant  (^),  or  that  it  has  been 
ax)quired  by  the  applicant  in  fraud  of  his 
rights  (w). 

6.  Appeal  from  the  Comptroller. 

By  sect.  62  (4)  and  (5),  and  sect.  69  (3)  and  (4)  (a?), 
which  are  in  similar  terms,  an  appeal  to  the  Board  of 
Trade  from  the  decision  of  the  comptroller  refusing  to 
register  the  trade-mark,  is  given  whether  there  has  or  has 
not  been  any  opposition.  In  the  latter  case  it  would  still 
be  open  to  the  comptroller,  after  a  successful  appeal  from 

(o)  See  above,  p.  63,  and  the  (0  Seots.  71  and  72  (1),  p.  176, 

Chapter  t>n   Rectification  of    the  and  see  **  proprietor,"  p.  60.    The 

Begiflter,  p.  218;  Forms,  Appendix,  mark  maj  be  copyright.     As  to 

pp.  635  et  $eq,  a  copy  of  a  foreign  piotoie,  see 

{p)  Sect.  72  (2),  p.  182.  Schauer  v.  rteld,  (1893)  1  Ch.  36, 

[pp)  Bule  31  (2)  and  (8)  above,  0.  A. 

p.  73.  (tt)  Beaton's  Tm.,  27  C.  D.  670 

{q)  Page  126.  (1884), Kay,  J.  {Hoop  LIron);  M6$V9 

(r)  Page  126.  Tm,,  7  R.  P.  0.  226  (1890). 

(«)  Page  122.  (x)  Above,  p.  69. 
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Usiefosal  to  accept  a  mark,  on  notioe  of  opposition  from 
M  opponent  imder  sect.  69,  to  refuse  registration  (y). 
An  appeal  is  also  given  by  sect.  69  to  an  opponent  who 
has  unsaocessfullj  resisted  the  registration  of  a  mark. 
Thflge  appeals  were  introduced  by  the  Act  of  1883. 

The  practice  on  appeal  to  the  Board  of  Trade  is  goyemed  Appeal  to 
by  mles  20  to  26  inclusive,  which  are  as  foUows :—  T^i^  "^ 

"20.  When  any  person  intends  to  appeal  to  the  Notice  of 
Board  of  Trade  from  a  decision  of  the  comptroller  in  •PP^- 
any  case  in  which  an  appeal  is  given  by  the  said  Acts, 
he  shall,  within  one  month  from  the  date  of  the 
decision  appealed  against,  leave  at  the  Patent  Office, 
Trade-Marks  Branch,  a  notice  of  such  his  intention. 

"  21.  Such  notice  shall  be  accompanied  by  a  state*  GroandB  of 
ment  in  writing  of  the  grounds  of  appeal,  and  of  the  J^^.  ^ 
appellant's  case  in  support  thereof. 

'^22.  A  copy  of  the  notice  of  intention  to  appeal.  Transmission 
aooompanied  by  a  statement  of  the  case,  shall  also  be  ^  °*^*^- 
forthwith  sent  to  the  Secretary  of  the  Board  of  Trade, 
No.  7,  Whitehall  Gardens,  London ;  and,  where  there 
has  been  an  opposition  before  the  comptroller,  to  the 
opponent  or  applicant  as  the  case  may  be. 

"  23.  The  Board  of  Trade  may  thereupon  give  such  Directions  by 
directions  (if  any)  as  they  may  think  fit  with  respect  ^*^* 
to  evidence,  or  otherwise,  for  the  purpose  of  the  hear- 
ing of  the  appeal  by  the  Board  of  Trade,  or  for  the 
purpose  of  their  referring  the  appeal  to  the  Court  to 
hear  and  determine  the  same. 

'*  24.  Where  the  Board  of  Trade  intend  to  hear  the  Hearing  of 
appeal,  seven  days*  notice,  or  such  shorter  notice  as  *PP®*^- 
the  Board  of  Trade  may  in  any  particular  case  direct, 
of  the  time  and  place  appointed  for  the  hearing,  shall 
be  given  to  the  comptroller  and  to  the  appellant ;  and, 
where  there  has  been  an  opposition  before  the  comp- 
troller, to  the  opponent  or  applicant  as  the  case 
maybe. 

M  See  the  judgments  in  Orr-Mwing  v.  The  Seffiatrar  df  Tm.y  4  App. 
^419(1879). 
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Ko  appeal 
Tinless  notioe 
duly  giyen. 


Evidenoe  on 
appeal. 


Kotioe  of 
and  case  on 
appeal. 


No  appeal 
to  the  Oourt 
direct. 


^^  25.  No  appeal  shall  be  entertained  of  which  notioe 
has  not  been  given  within  one  month  from  the  date 
of  the  dedsion  appealed  against,  or  such  further  time 
as  the  comptroller  may  allow,  except  by  special  leave 
of  the  Board  of  Trade. 

'^26.  Subject  to  the  directions  and  leave  of  the  Board 

of  Trade,  the  evidence  to  be  used  on  an  appeal  to  the 

Board  of  Trade  in  the  matter  of  an  opposition  shall 

be  the  same  as  that  used  at  the  hearing  before  the 

comptroller.'* 

The  fee  payable  on  appeal  is  at  present  1/.,  and  the 

notice  of  appeal  in  use  is  Form  H.,  which  must  be  filled  up 

in  accordance  with  the  marginal  notes  (s).     The  case  oa 

appeal  is  a  summary  statement,  generally  drafted  in  a 

somewhat  argumentative  form,  of  the  questions  raised  and 

the  facts  upon  which  the  appellant  relies,  and  it  m&y 

include  the  statement  of  the  grounds  of  appeal,  which. 

must  be  sent  with  the  notice.    Forms  of  notice  and  case 

on  appeal  are  given  in  the  Appendix  (s). 

The  case  frequently  concludes  with  a  request  that  the 
appeal  may  be  referred  to  the  Court,  and  unless  the  Board 
of  Trade  see  some  reason  to  differ  from  the  comptroller^ 
they  usually  so  refer  it  at  once  without  hearing  the  parties 
themselves,  in  accordance  with  the  recommendation  of 
Lord  Herschell's  Committee  (a).  It  is  presumed  that 
where  any  real  question  was  raised  either  of  law  or  fact 
the  Board  would,  if  requested,  refer  the  matter  to  the 
Court  (6). 

There  is  no  other  appeal,  than  that  given  by  this  section, 
open  to  an  unsuccessful  applicant,  for  he  cannot  apply  to 
the  Court  under  sect.  90  as  a  person  aggrieved  by  the 
omission  of  his  name  from  the  register  {c) ;  but  the  autho- 
rity referred  to  does  not  directly  apply  to  the  case  of  an 
unsuccessful  opponent,  although  much  of  the  reasoning  of 


(c)  Page  610. 

(a)  Beport  of  1888,  p.  tu. 

(b)  See  the  Normal  Co,'s  Tm,,  36 
0.  D.  231 ;  3  E.  P.  C.  269  ;  4  B. 


P.  C.  123  (1886). 

(<?)  Normal  Co,U  7k.,  and  of. 
WooUey  v.  Broad,  (1892)  1  Q.  B. 
806. 
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it  does.  It  would,  however,  be  anomalous  that  any  other 
J^'^^  aggrieved  should  be  able  to  apply  to  remove  a 
niaiik  from  the  register,  but  that  one  who  had  opposed 
tb  registration  before  the  comptroller  should  be  barred. 
No  doubt,  if  the  opposition  had  oome  before  the  Court  the 
natter  would  be  res  jtuiicata  between  the  registered  owner 
nd  the  opponent  {d). 

The  Court  is  the  High  Court  of  Justioe  (^),  but  in  The  Court, 
pictioe  aU    the   appeals   are   heard    in    the  Chanoery 
Bindon. 

The  comptroller  may,  however,  under  sect.  71,  submit,  Referenoe  of 
« require  the  claimants  to  submit,  their  rights  to  the  Court  to\he  same 
direct  in  any  case  where  each  of  several  persons  claims  to  be  J?*^^^ 
registered  as  proprietor  of  the  same  trade-mark.     The  sub- 
ODBBLon  is,  unless  the  Court  otherwise  directs,  by  a  special 
«Me,  which  may  be  settled  by  the  comptroller  in  case  of 
difference  (/). 

The  appeal  may  be  brought  before  the  Court  on  sum-  Appeal  by 
Bums  or  by  motion  (^),  asking  that  the  appeal  may  be  ^^*^^/ " 
heud  and  decided,  and  that  the  comptroller  be  directed  to  motion, 
pooeed,  or  not  to  proceed,  as  the  case  may  be,  with  the 
Rgistration  of  the  mark  in  question.    Procedure  by  simi- 
vms  is  the  more  usual  course  (h) ;  but  as  the  summons  is 
thrajB  adjourned  into  Court,  no  expense  is  saved  in  this 
V17.    Some  of  the  judges  (i),  however,  object  to  deter- 
sumng  what  are  really  trials  of  causes,  often  involving 
property  rights  of  considerable  value,  in  the  hurry  of 
notioii-day.    An  adjourned  summons  has,  too,  the  ad- 

'AIr  lU  Arheng's  Application,  W.  R.  412. 

»  C.  D.  p.  267;  4  R.  P.  C.  143  (/)  Rules  44,  45. 

(U67],fbe  Court  d  Appeal  required  (^)  DanielB*  Chancery  Practice, 

^  oppooent,  who  was  appealing,  p.   1489,   Chano.  Forms,  p.   671, 

m  h  oooditioa  for  leave  to  appeal  and  see  Simpson,  Davies  ^  Sons'  Tm., 

«i  off  time,  to  undertake  not  to  15  C.  D.  525  (1880). 

BB«e  to  notify  the  Register.  (A)  It  was  adopted  in  the  Apolli" 

M  SmL  117  (1).  Sothatanoider  naris  Oases,  (1891)  2  Ch.  186  ;  8  R. 

d^  House  of  Lords  allowing  an  P.  C.  137  ;  and  in  Eno  y.  Dunn,  15 

^ipeilfnim  the  Comptzoller  should  App.  Cas.  252;  7  R.  P.  C.  311 

^  luitted  to  the  High  Court  for  (1839). 


Me  OtT'imng  #  Co,,  26  (t)  Eekewich,  J.,  for  instance. 

K.  G 
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vantage  of  coming  on  in  its  tnm,  according  to  its  place  iq 
the  list  at  a  time  which  can,  to  some  extent,  be  guessed  by 
anticipation,  so  that  procedure  by  summons  is  usually  the 
more  convenient  course.  But  a  motion  can  generally,  in 
case  of  necessity,  be  brought  to  a  hearing  very  rapidly,  and 
it  may  accordingly  be  advisable,  in  some  cases,  to  proceed 
by  way  of  motion. 

Notice  of  the  motion  or  summons  should  be  given  to  the 

comptroller,  so  that  he  may  appear  if  he  thinks  fit,  and  the 

opponent,  or  the  applicant,  as  the  case  may  be,  should  be 

made  a  respondent.    And  if  there  has  been  no  opposition, 

but  the  comptroller  has  refused  to  register  because  of  the 

presence  of  marks  similar  to  the  mark  in  question  on  the 

register,  the  Court  generally  requires  notice  of  the  appeal 

to  be  sent  to  the  owners  of  such  marks  (k).    If  the  appeal 

is  allowed,  the  successful  party  must  forthwith  leave  an 

office  copy  of  the  order  at  the  Trade  Marks  Branch  of  the 

Patent  Office,  and  the  register  is  thereupon  to  be  rectified 

^    or  altered,  or  the  purport  of  the  order  to  be  otherwise  duly 

entered  in  the  register,  as  the  case  may  be  (/). 

Address  for         Where  the  applicant  or  opponent  is  out  of  the  United 

the  applicant  Kingdom,  he  is  required  to  give  an  address  for  service  (m) ; 

is^a^id^*     but  this  does  not  provide  for  the  case  of  a  Scotch  or  Irish 

Scotch  or        applicant  or  opponent.    Where,  therefore,  a  person  who 

Irish  appli-     would  otherwise  be  named  as  a  respondent  to  the  appeal  is 

c^^  or  oppo-   .^  Scotland  or  Ireland,  and  so  cannot  be  served  with  the 

notice  of  motion  or  summons,  the  practice  of  sending  hiin 

notice  in  writing  of  the  day  fixed  for  the  hearing,  and  of 

omitting  his  name  as  respondent,  has  been  introduced  (n), 

for  this  is  all  that  "  natural  justice  "  requires  (o).    And  if 

the  person  to  whom  such  notice  has  been  sent  does  not 

choose  to  appear  at  the  hearing,  he  is  bound  by  the  decision 

of  the  Court  (o). 

(k)  QeeKenriek  ^  Jeferaon'a  Tm,,  SB.  P.  0.  445  (1S91) ;  Soberimmy 

7  R.  P.  C.  321  (1890),  Chitty,  J.  Sandermn  #  Co.U  Tm.,  (1892)  2  Ch. 

(/)  Bule  46.  246 ;  9  B.  P.  0. 216,  aU  Stirling,  J. 

(m)  Sects.  62  (6)  and  69  (6).  (o)  King  ^  Co,'s  lin.,  (1892)    2 

(»)  Bancroft  #  Co.'t  Tm.,  6  B.  P.  Ch.  462 ;   9  B.  P.  0.  360,  Eeke- 

C.  209  (1887) ;  Strinptr'iAppUeaium^  inch,  J.,  and  0.  A. 
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The  eyidenoe  before  the  comptroller^  in  the  ease  of  on  Evidence 
oppodtion,  IB  given  by  statutory  deolarationfl  (p),  or,  in  a^^^ 
special  cases,  in  snoh  other  way  as  the  comptroller  directs  (q) . 
The  declazations  are  not,  howeyer,  evidenoe  upon  an  appeal 
to  the  Oonit,  and  the  proper  course  is  for  the  deponents  to 
terify  their  declarations  by  affidavit  (r).  The  Board  of 
Trade,  in  referring  an  appeal  to  the  Court,  generally  give 
the  appellant  liberty  to  adduce  such  further  evidence  as  he 
IS  adYised;  and  this  is  usually  given  on  affidavit  also  («). 
Where  tiie  application  to  the  Court  is  by  summons,  the 
eYidsnoe  should  be  completed  before  the  summons  is 
idjonmed  to  the  judge  (ss). 

As  already  stated,  the  Court  has  no  jurisdiction  to  Modification 
amend  the  application  or  notice  of  opposition  on  appeal  (^).  ^tion  onthe 
And  it  will  not  generally  be  influenced  by  an  offer  in  Court  app«al- 
bfthe  apx>ellant  to  modify  his  application  {tt) ;  but  in  a  case 
vfase,  after  the  comptroller's  decision,  the  applicant  offered 
to  allow  a  disclaimer  sufficient  for  the  protection  of  the 
opponent  to  be  entered  with  his  mark  on  the  register,  the 
Court  allowed  the  appeal  without  costs  (u).  And  where 
the  oomptroUer  refused  to  register  on  the  ground  that  two 
other  mazikB  already  on  the  register  contained  the  prominent 
word  of  the  mark  in  question ;  and,  the  owners  of  these 
maAs  having  been  served  with  notice  of  the  appeal,  one  of 
them  did  not  appear,  and  the  other  was  satisfied  by  the 
eoDsent  of  the  appellant  to  restrict  the  rights  conferred  by 
the  registration  to  particular  goods,  the  appeal  was  allowed 
on  payment  of  costs  (z). 

And  by  the  express  terms  of  sect.  62  (4)  and  (5),  and 

{p]  Bole  61.  (0  £ob$rt8onf  Sanderson   ^  Co.U 

(f)  Rnle  63.  Tm.y  (1892)  2  Ch.  246  ;  9  B.  P.  C. 

(r)  famtw't  Tm,^  7  B.  P.  0. 260 ;  216,  Stirling,  J. 

aL.T.  233  (1S90),  Stiiriing,  J.  (it)  It  \b  tiierefore  too  late  to 

(«)  Ln    aoodcdaiioe    with  Order  offer  to  disolaim  on  the  appeal,  aee 

XXXVm.  r.  1  of  the  Supreme  below,  p.  167. 

GbbK  Soles.  (u)  Swift  Speeijle  Co.'s  2Vt.,  6  B. 

(«)  J^hm  T.  Jfapper,  36  G.  D.  P.  C.  362  (1889),  Stirling,  J. 

^;4B.P.C.45(1886),Stirling,J.  (x)  Kmrick  and  UjferwnU  Ikn., 

7  B.  P.  C.  321  (1890),  Ghitty,  J. 

g2 
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sect.  69  (3)  and  (4),  the  Board  of  Trade  and  the  Court  on 
appeal  may  respectively  make  orders  for  registration,  sub- 
ject to  any  conditions  they  may  think  proper  to  impose. 
The  conditions  usually  imposed  are  the  alteration  of  the 
niark,  e,g.y  by  adding  the  applicant's  name  to  it,  the 
registration  of  a  disclaimer,  or  the  restriction  of  the  use  of 
the  mark  to  a  limited  portion  of  the  goods  within  the  class 
in  respect  of  which  it  is  registered  (y).  The  Court  cannot, 
of  course,  impose  conditions  except  at  the  applicant's 
request,  or  with  his  consent ;  and  it  rarely  does  so  in  any 
case  unless  the  parties  have  come  to  terms  («). 
TheCoTirt  Qn  the  appeal  the  Court  has  jurisdiction  to  enter  into 

must  consider  ,•'■  ,  .  ,  _         t  •     j_? 

aU  objeotionB.  and  determine  all  questions  arising  on  the  objections^ 
including,  of  course,  in  a  case  where  the  comptroller  has 
already  registered  the  mark,  the  question  whether  the 
^tS^re*^    mark  has  been  rightly  admitted  to  the  register.     So, 
tration.  where  the  appeal  against  the  refusal  of  the  comptroller  to 

register  the  word  Gem  had  been  allowed  by  Kay,  J.,  and 
the  registration  had  been  made  accordingly,  and  it  was 
argued,  in  the  Court  of  Appeal,  that  the  only  questions 
which  could  be  considered  by  the  Court  were  the  rights  as 
between  the  applicant  and  the  opponent,  treating  the 
registration,  subject  to  those  rights,  as  properly  made,  and 
it  was  alleged  that  the  opponent  had  obtained  the  rights 
on  which  he  relied  by  fraud  on  the  applicant.  The  Court 
of  Appeal  rejected  this  suggestion.  **  The  Court  is  bound," 
Cotton,  L.J.,  said,  '^to  enter  into  all  the  considerations 
which  must  be  determined  in  order  to  see  whether  the 
particular  mark  or  word  is  rightfully  on  the  register,"  and, 
inter  alia,  the  question  whether  the  word  was,  and  it  was 
held  that  it  was,  a  descriptive  word(o).  And  in  the 
SanitoB  Case^  where  the  comptroller  had  refused  registra- 
tion on  the  ground  of  the  precedent  registration  of  other 

(y)  Gf .  Reotifioation,  under  aeot.  willing  to  i^iatingniali  their  mazk^ 

90,  Ghap.  XL,  p.  234.  Halsbuzy,  L.O.,  said :   '*  We  have 

(c)  In  £no  t.  Dunn,  7  R.  P.  0.  nothing  to  do  with  offers  here." 

p.  314  (1890),  in  reply  to  a  sng-  (a)  In  Be  ArhenzU  ApplioatMn^ 

gestion  that  the  respondents  were  35  C.  D.  248 ;  4  R.  P.  C.  143  (1886). 


COSTS.  ^^ 

zoarb,  aad  he  desired  on  the  appeal  to  argue  also  (1)  that 
tie  word  in  question  was  not  a  fancy  word,  and  (2)  that  it 
188  part  of  the  appellant's  name,  Kay,  J.,  said,  in  answer 
to  an  objection  to  this,  *'  I  shall  have  to  consider  every 
pofiiible  objection  "  (6). 

The  Court  has  no  power  to  direct  the  comptroller  to 
legister  part  of  the  mark  shown  in  the  application  (c). 


6.  Costs. 

The  Court  has  no  jurisdiction  to  make  the  comptroller  Costs  of  the 
j«y  oosts  {(f)  J  and  the  ordinary  rule  is  that  even  a  successful  *PP®*^ 
ippeDant  pays  the  costs  of  the  comptroller  as  well  as  his 
own.  In  the  Alpine  Case  {e),  Mr.  Justice  Chitty  said  that 
file  oomptroller's  costs  were  deemed  to  be  costs  incidental 
to  registration.  "  In  fact,"  he  added,  "  the  only  method 
I7  which  the  successful  appellant  might  escape  paying  the 
oosta  would  be  by  showing  that  the  refusal  to  register 
eoumated  from  personal  impropriety  on  the  part  of  the 
d&oem  refusing."  This  statement  seems  to  be  somewhat 
too  strongly  put,  for  in  several  cases  a  successful  appellant 
has  not  been  ordered  to  pay  costs  (d),  although  no  sugges- 
tion of  improper  conduct  or  motive  on  the  part  of  the 
eomptroUer  was  made. 

If  the  opponent  appeals,  or  appears  as  a  respondent  to 
the  applicant's  appeal,  the  costs  of  the  application  to  the 
Court  generally  follow  the  event ;  but  the  Court  has  juris- 
diction, which  it  frequently  exercises,  to  refuse  to  make 
any  order  for  oosts  where  it  is  dissatisfied  with  the  conduct 
of  the  Buooeesful  party.    Thus,  where  the  applicants  based 


9)  SatitoB  Co.U  Tm,,  4  B.  P.  C.  Bacon,  Y.-C;    Colman't  Tm.,   11 

«»;  ML.  T.  166(1887).  R.  P.  C.   129,  (1894)  Stirling,  J. 

[t]  MmuP  Applieatum,  (1891)  1  See  next  page,  <*  test  case.** 

<*-41;  8  B.  P.  C.  26,  Chitty,  J.  (e)  54  L.  J.  Ch.  p.  730  (1886). 

(%  Brmd,  Gmeva).  The  "  Law  Reports  *'  do  not  con- 

(4  JUaarham'i  2Vi.,  14  C.  D.  tain  this  part  of  the  jodgment ; 

^  (1880),  C.  A. ;  Zeafs  Tm.,  33  see  also  FarhenfabHken  ^  (7o.*«  Tm.^ 

C.  D.  477 ;  8  B.  P.  C.  289  (1886),  11 B.  P.  0.  p.  93 ;  (1894)  1  Ch.  646. 
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their  case  in  part  on  an  alleged  exolusive  right  to  the  nse 
of  certain  words  in  their  label  and  they  had  no  sooh 
right  (/),  and  where  the  judge  thought  that  both  ap- 
pellant and  respondent  had  behaved  improperly,  no  costs 
were  given  {g). 
Test  case.  So,  too,  where  the  ease  was  argued  as  a  test  case,  no 

Kew  objeo-  oosts  Were  given,  although  the  application  failed  {h) ;  and 
hoffing?^^  in  another  case  where  the  comptroller  took  a  new  point  in 
Court,  after  the  objection  upon  which  he  had  refused 
registration  had  been  removed,  and  succeeded  upon  it,  he 
did  not  press  for  costs  (t). 
OoBts  before  No  costs  of  the  proceedings  before  the  comptroller, 
taoliS?^"  except  so  far  as  these  are  allowed  by  the  taxing  master 
as  costs  of  or  occasioned  by  the  proceedings  in  Court,  can 
be  given  (k) ;  and  the  same  rule  applied  under  the  old 
Act  (/).  But  the  comptroller  has  power,  where  an  appli- 
cant abandons  his  application  after  notice  of  opposition 
has  been  given,  in  accordance  with  sect.  69,  to  direct  the 
applicant  to  pay  to  the  opponent  such  costs  in  respect  of 
the  opposition  as  the  comptroller  may  determine  to  be 
reasonable  {m).  This  power  was  conferred  upon  the  re- 
commendation of  Lord  Herschell's  Committee  (n),  in  order 
to  spare  owners  of  existing  marks  from  the  expense  of 
contesting  unwarrantable  applications  to  register  marks 
which  would  prejudice  their  rights. 

(/)  Hudson's  2>».,  82  0.  D.  311 ;  (i)  ThampsonU  Tm.,  6  R.  P.  O. 

3  B.  F.  G.   155  (1886),  (CarboUc  213  (1888) ;  bat  of.  ihe&mtte*  Cb.'« 

Acid  Soap  Fowder)^  0.  A. ;  of.  Chap.  Tm.y  4  B.  P.  0.  533 ;  58  L.  T.  166 

XL,  p.  251.  (1887),  Kay,  J. 

(pr)  FuenteU  Tm.,  (1891)   2  Oh.  (A?)  Australian    Wm4    Importtrt' 

166  ;  8  R.  P.  0.  214,  Romer,  J.  Tm,,  41  0.  D.  278 ;  6  R.  P.  C.  811 

(A)  Van  Duzer't  Tm.y   34  0.  D.  (1889),  0.  A, 
623 ;  4  R.  P.  C.  31  (1887),  0.  A. ;  (/)  BrandretkU  Tm.,  9  0.  D.  618 

Farhmfahrikm  VormaU  Fried  Bayer  (1878),  Jessel,  M.R. 
^  Cb.'f  Tm,,  11  R.  P.  C.  p.  93 ;  (m)  Sect.  69  (6) ;  p.  72,  aboye. 

(1894)  1  Ch.  645,  0.  A.  {Samatote).  (»)  Report  of  1888,  p.  vii. 
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It  has  already  been  shown  that  the  use  of  the  mark 
in  oonneciion  with  goods  of  the  particular  kind  identi- 
fied with  it  is  of  the  essence  of  trade-mark  rights  (a), 
tnd  this  essential  feature  is  retaLued  bj  the  Eegistration 
Acta.    It  is  provided — 

"A  trade-mark  must  be  registered  for  particular 
goods  or  dasses  of  goods  "  (b). 
And  that — 

''  A  irade-mark,  when  registered,  shall  be  assigned 

and  transmitted  only  in  connection  with  the  goodwill 

of  the  business  concerned  in  the  particular  goods  or 

classes  of  goods  for  which  it  has  been  registered,  and 

shall  be  determinable  with  that  goodwill "  (c). 

And  the  express   restrictions  on  the    registration  of 

idoitical  marks  and  marks  having  such  resemblance  to 

legistered  trade-marks   as  to  be  calculated  to  deceive, 

which  are  contained  in  sect.  72,  apply  only  where  the 

auaks  already  registered  are  on  the  register  with  respect 

to  the  same  goods  or  description  of  goods  as  those  for 

vhich  the  propounded  marks  are  sought  to  be  registered. 

(•)  AttU,  p.  29 ;  and  see  Somer-  Act  of  1875,  s.  2. 

nOtj.  Sckemhri^  12  App.  Gas.  453  ;  {e)  Act  of  1883,  s.  70,  following 

4H.  P.  C.  179  (1887).  Act  of  1875,  s.  2.    As  to  Assigii- 

(i)  Art  of  1883,  8.  66,  following  ments,  see  Chap.  XUI.,  p.  272. 
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Classes.  Accordingly,  goods  have  been  divided  by  the  draughts- 

man of  the  Trade-Mark  Bules  into  forty-nine  classes,  and 
a  miscellaneous  and  residuum  class,  and  the  rules  provide 
that  if  any  doubt  arises  as  to  what  class  any  particular 
description  of  goods  belongs  to,  the  doubt  shall  be  deter- 
mined by  the  comptroller,  and  that  any  wares  made  of 
mixed  materials  (for  example,  of  both  cotton  and  silk) 
shall  be  included  in  such  one  of  the  classes  appropriated  to 
those  materials  as  the  comptroller  may  desire  {(f).  For  the 
convenience  of  applicants  for  registration  an  alphabetical 
guide  to  the  classification  of  goods  has  also  been  drawn  up 
and  published  {e),  and  in  case  of  uncertainty,  upon  appli- 
cation by  letter  to  the  comptroller,  giving  a  full  description 
of  the  goods  and  the  purposes  for  which  they  are  used,  the 
comptroller  will  inform  any  intending  applicant  what  class 
he  should  name  in  his  application. 

Many  of  the  classes  comprise  a  number  of  very  different 
kinds  of  goods,  for  example,  Class  6 :  "  Machinery  of  all 
kinds,  and  parts  of  machinery,  except  agricultural  and 
horticultural  machines  included  in  class  7,"  comprises  both 

Regiairaidon    engine-boilers  and  sewing  machines.     Registration  in  a 

and  protection    ij  ii  -  ji  'aj  -x 

for  ^rt  of  a    class  does  not,  however,  confer  on  the  registered  proprietor 
class.  rights  in  regard  to  goods  of  kinds  other  than  those  for 

which  he  uses  his  mark.  Thus,  where  the  owner  of  a 
mark  comprising  the  word  Neptune^  who  had  used  it  only 
for  iron  sheets,  although  class  5,  for  which  it  was  registered, 
includes  also  wire,  brought  an  action  against  a  person  who 
had  registered  and  used  a  mark  comprising  the  same  word 
for  wire,  the  Court  of  Appeal  refused  to  grant  an  injunc- 
tion, and  they  ordered  the  register  to  be  rectified  by 
restricting  the  registration  of  the  plaintiff's  mark  to  iron 
sheets  only(/).  In  this  case  the  plaintiff  claimed  the 
mark  as  assignee  of  the  goodwill  of  a  business  which  dealt 
only  in  the  iron  sheets,  and  it  was  held  that,  as  assignee, 

^     {d)  Rule  6.    Soh.  3.    Appendix,  Cnrsitor  Street,  Ghanoeiy  Lane, 
p.  618.  (/)  Edwards  v.  Lennit,  30  0.  D. 

(e)  It  can  be  procured  at  the  Sales  464,  C.  A.  (1885). 
Department  of  the  Patent  Office, 
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his  trade-mark  rights  under  the  Acts  must,  in  any  event, 
Iw  restricted  to  the  goods  with  which  the  business  assigned 
to  him  was  concerned  {g) ;  but  Cotton,  L.J.,  stated  that, 
in  his  opinion,  it  was  not  the  intention  of  the  Act  (of  1875) 
that  a  man  registering  a  trade-mark  for  an  entire  class, 
and  using  it  only  for  one  article  in  that  dass,  should  be 
aUe  to  daim  for  himself  the  exclusive  right  to  use  the 
mark  for  every  article  in  the  class,  and  with  this  opinion 
the  other  Lords  Justices  seem  to  have  agreed.  This 
(finion  was  endorsed  and  followed  by  Chitty,  J.,  when 
^  qn^tion  arose  in  an  action  brought  by  the  original 
proprietors  of  a  trade-mark  (A),  who  endeavoured,  but  un- 
susoessfully,  to  secure  exclusive  rights  for  cigars  in  a 
trade-mark  which  they  had  registered  in  the  tobacco  class, 
but  which,  as  it  comprised  the  word  '*  mixture,"  was 
appropriate,  and  had  at  jBrst  been  used,  only  for  cut 
tobaoco  {hh), 

A  trade-mark  may  be  originally  registered  for  certain 
only  of  the  goods  comprised  in  a  class,  and  it  will  then,  of 
course,  be  protected  as  to  those  goods  only  (i).  And  if  it 
be  registered  for  the  whole  class,  but  the  proprietor  of  it 
be  entitled  to  protection  for  part  of  the  class  only,  the 
Court  may  rectify  the  register  by  restricting  the  entry,  as 
it  did  in  Edtcards  v.  Dennis  {k)  and  in  Harrison  v.  Wood- 
rofe{l).  In  the  latter  case  Kekewich,  J.,  said:  "It  was 
never  intended  that  a  man,  having  a  trade-mark  for  one 
dan  of  machinery,  should  register  it  for  all."  In  practice, 
leave  to  register  a  mark  is  frequently  given,  and  opposi- 
tions to  registration  are  frequently  withdrawn,  or  over- 
niled,  on  the  terms  that  the  registration  be  restricted  in 
Hob  way  to  part  of  a  register  class  (m).     The  restriction  is 

M  Act  of  1875,  8.  2.    Act  of  Sari  v.  CoUeyy  44  G.  D.  193 ;  7  R. 

1888,  s.  70.  P.  0.  93  (1890),  North,  J. 

(1)  Harriet  t.  Freeman,  (1891)  '    (A)  80  C.  D.  454,  0.  A.  (1885). 
3  Ol  39 ;  8  B.  P.  C.  237.  (/)  42  0.  D.  691 ;  7  R.  P.  0.  26 

(U)  Cf.  Instniotioss,  31,  post,  (1889). 
p.  S32.  (m)  See,    for    iziBtanoe,    Jelley*9 

(4  /^  T.  Sadler,  40  G.  D.  649 ;  Applieation,  51  L.  J.  Oh.   639  n. 

6&.P.C.  136  (1888),  Eekewieh,  J. ;  (1878),  Jeesel,  M.B. ;  Braby^  Co.'e 
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effected  by  the  entry  of  a  note  upon  the  register,  and  in  a 
case  where,  without  any  formal  opposition,  it  had  been 
agreed  between  the  applicant  and  an  objeotor,  that  the 
registration  should  be  restrioted  to  certain  goods  in  the 
class  for  which  it  was  effected,  Pearson,  J.,  on  an  ar  parte 
application,  directed  the  comptroller  to  enter  a  note  of  the 
restriction  on  the  register  (n). 

Series  of  Harks. 

By  sect.  66  it  is  proyided  that — 

' '  When  a  person  rlaiming  to  be  proprietor  of  several 
trade-marks  which,  while  resembling  each  other 
in  the  material  particulars  thereof,  yet  differ  in 
respect  of  (a)  the  statement  of  the  goods  for  which 
they  are  respectiyely  used  or  proposed  to  be  used,  or 
(b)  statements  of  numbers,  or  (c)  statements  of  price, 
or  (d)  statements  of  quality,  or  (e)  statements  of 
names  of  places,  seeks  to  register  such  trade-marks, 
they  may  be  registered  as  a  series  in  one  registration. 
A  series  of  trade-marks  shall  be  assignable  and  trans- 
missible only  as  a  whole,  but  for  all  other  purposes 
each  of  the  trade-marks  composing  a  series  shall  be 
deemed  and  treated  as  registered  separately." 
BegiBtration  The  section  was  probably  introduced  to  dear  up  the 
°**fa"^*^*  difficulties  which  arose  under  the  earlier  Act  upon  the 
question  how  such  series  were  to  be  registered  (o). 

When  an  application  is  made  for  such  a  series,  a  repre- 
sentation of  each  of  the  marks  included  in  the  series  musfc 
be  affixed  to  the  form  of  application  (j?),  and  of  the 
additional  representation  of  the  trade-mark  sent  with  the 
application  {q). 

Applicatiom,  21  C.  D.  222  (1882),  (o)  See  BarrowU  Tm»,^  5  G.  D. 

North,  J. ;  and  Kenriek  and  Jefer-  863  (1877),  G.  A. 

wri%  Tm.,  7  R.  P.  0.  321  (1890),  (p)  CSiap.  IV.,   p.    68,  above; 

Ghitty,  J.  Bole   14.     Separate    eleotrotypee 

(n)  jr^p'f  Tm,y  26  G.  D.   187  most  be  sent  also,  Bule  30. 

(1884) ;  Bee  also  Ghap.  XI. ;  p.  236,  (;)  InstmotioiiB,  17 ;  App.  p.  630. 
and  Chap.  X.,  p.  181. 
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SheflUld  KarkB  and  fhe  Cuflen'  Company. 

The  care  of  the  register,  and  the  registration  of  marks  to 
be  used  on  metal  goods  registered  under  the  present  Act 
bj  a  person  oanying  on  business  in  Hallamshire,  or  within 
Bz  mileB  thereof,  is  oommitted,  hj  sect.  81  (r)  of  the  Act, 
to  the  Cutlers'  Company. 

This  company  was  incorporated  by  the  Act  21  James  I.,  The  Cutlers* 
e.  31,  and  its  members  and  proceedings  are  regulated  by  Co™P*^y- 
several  Cutlers' Company  Acts,  referred  to  below.  But  long 
before  the  seventeenth  century  HaUamshire  had  been  noted 
lor  its  cutlery  manufactures,  and  from  time  to  time  a  jury  of 
QiQerB  was  empannelled  with  the  other  juries  of  the  local 
CSooit  Leet,  to  assign  marks  to  the  different  manufacturers, 
vberewith  to  distinguish  their  respective  wares;  and  in  the 
Court  Bolls  of  the  Manor  of  Sheffield  of  the  7th  of  Elizabeth, 
and,  again,  in  the  Bolls  of  1590,  presentments  of  the  regula- 
tions governing  persons  engaged  in  the  knife-making  and 
entain  other  cutlery  trades  are  recorded  (a) .  The  seventh  of 
iliese  regulations  provided  that  no  person  should  strike  any 

M  Seebdow;  p.  96.  («}  Hunter's  Histoiy  of  Sheffield: 

London,  1819,  p.  118. 
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mark  upon  his  wares  but  that  which  was  assigned  him  in  the 
Lord's  Court,  under  a  penalty  of  ten  shillings.  The  cutlers 
had  also  a  charter  granted  by  the  lords  of  the  manor  {t). 

The  incorporating  Act,  the  Cutlers'  Company  Act, 
1623  (tt),  laid  down  certain  regulations  for  the  control  of 
persons  engaged  in  the  businesses  of  manufacturing  kniyes, 
shears,  scissors,  or  other  cutlery  wares,  within  the  specified 
district,  and  incorporated  the  persons  then  so  engaged,  and 
it  fixed  the  limits  of  the  district  concerned,  as  they  have 
ever  since  remained,  to  be  those  of  the  lordship  of  Hallam- 
shire,  and  within  six  miles  compass  from  it.  The  Act,  in 
particular,  provided  that  persons  engaged  in  the  businesses 
mentioned,  in  the  said  district,  should  strike  such  marks, 
and  sach  marks  only,  as  should  be  assigned  to  them  by 
the  company.  These  regulations  were  repealed  by  the 
Cutlers'  Company  Act  of  1791  (a?),  and  fresh  regulations, 
chiefly  relating  to  the  admission  of  new  freemen  and  to 
the  taking  of  apprentices,  were  enacted.  By  sect.  17  of  the 
Act  last  mentioned,  members  of  the  company,  who  alone 
were  then  permitted  to  manufacture  the  goods  referred 
to  (y),  were  forbidden,  under  a  penalty,  to  strike,  engrave, 
or  use  any  mark  like,  or  counterfeiting  a  mark  assigned  to 
any  other  person.  The  Cutlers'  Company  Act  of  1801  (s) 
empowered  any  freeman  of  the  company  to  bequeath  his 
mark,  as  his  other  personalty,  by  his  will,  his  widow  not  to 
be  thereby  prevented  from  carrying  on  the  trade,  or  selling 
the  right  to  the  mark,  for  her  lifetime,  to  any  other  person 
entitled  to  carry  on  the  trade.  The  Cutlers'  Company  Act 
of  1814  (a)  threw  open  the  specified  trades  to  all  persons, 
and  removed  the  existing  restrictions  as  to  taking  appren- 
tices. It  provided,  further  (sect.  3),  that  all  manufacturers, 
whether  freemen  or  not,  on  application,  should  have  marks 
assigned  to  them  by  the  company,  the  marks  not  to  be 

(0  M.  M.  A.  Beport,  1862.   Evi-  (y)  EniveB,  siokles,  shean,  seis- 

denoe  of  Mr.  Jaokson,  Q.  104.  aoxs,  razors,  files,  and  forks,  or  aay 

(«)  21  James  1,  c.  31,  looal.  of  them,  sect.  3. 

(x)  31  Geo.  3,  c.  58,  local.  {z)  41  Gfeo.  3,  c.  97,  local. 

(a)  54  Geo.  8,  o.  119,  local. 
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muks  ptmomij  assigned,  and  at  the  time  continuing  to 
be  the  property  of  anj  persons  other  than  the  applicants, 
and  not  to  consist  of  surnames ;  (sect.  4)  that  marks  in 
amunoii  use  should  not  be  assigned ;  and  (sect.  6)  that  an 
•BBigned  mark  might  be  bequeathed  by  will,  and  if  it  were 
not  bequeathed,  it  should  go  to  the  widow  and  family  of 
the  proprietor  on  his  death,  but  not  so  as  to  give  power  to 
more  than  one  person  in  the  family  to  use  it  at  the  same 
tune.  The  last  Cutlers'  Company  Act,  that  of  1860  (6), 
extended  the  provisions  of  the  Acts  to  all  persons  within 
the  district  using  or  exerciBing  the  trades  of  manufacturers 
of  steel,  makers  of  saws  and  edged  tools,  and  other  articles 
of  steel,  or  steel  and  iron  combined,  having  a  cutting  edge, 
tod  it  enabled  persons  carrying  on  any  of  the  trades 
vithin  the  Acts,  and  not  being  freemen  of  the  company, 
to  become  freemen  on  payment  of  the  proper  fees,  and  to 
ha^e  marks  assigned  to  them. 

It  will  be  seen  that,  under  these  Acts,  the  old  corporate  Corporate 
marks  were  assignable  personal  property  of  the  grantee ;  ^gn^i^ 
this  was,  at  all  events,  the  case  where  the  marks  were  ingrofls. 
owned  by  non-freemen,  and  where  they  did  not  comprise 
any  personal  elements  calculated  to  make  their  use  by 
others  than  the  original  grantees  misleading  (c).    In  this 
re^>ect  they  differed  from  ordinary  trade-marks,  which  are, 
and  always  have  been,  assignable  or   capable  of   trans- 
nusBLon  only  in  connection  with  the  business  in  which  they 
are  used. 

The  right  to  the  mark  originated  in  the  grant  by  the  Grant  of  a 
company,  and  lasted  for  the  lives  of  the  grantee  -and  his  ^^.^ 
vidow.  The  grant  was  made  upon  the  application  of  the 
grantee  after  a  search,  carried  out  by  the  searchers  of  the 
oompany,  to  ascertain  whether  the  mark  applied  for  was 
the  subject  of  a  then  existing  grant.  Marks,  as  they 
lapeed,  were  re-granted  over  and  over  again  {d). 

(h)  23  Yi^.  c.  zliii.  (d)  See  the  eridenoe  of  Mr.  Jack- 
ie) 3myT.3«(ford,  82  L.  J.  Ch.  son,  Qq.  113,  117,  142,  and  Mr. 

741;  a3L.J«Cli.465;  4DeG.  J.  Hunter,    Q.    1899;    H.    H.    A., 

4  £L  362  (1863),  lUL  and  L JJ.  1862. 
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Becent  legis* 
lation  and 
the  Cutlers' 
Company. 


dosing  of 
the  register. 

The  Act  of 
1876. 


The  rights  and  pnTileges  of  the  Cutlers'  Company  wero 
expressly  saved  by  sect.  25  of  the  Merchandise  Marks  Aot, 
1862.  There  is  no  similar  provision  in  the  Merchandise 
Marks  Act  of  1887,  but,  except  in  so  far  as  that  Act  restricts 
the  use  of  particular  marks  as  being  forged  trade-marks,  or 
false  trade  descriptions,  it  does  not  in  any  way  affect  the 
rights  or  privileges  of  the  company.  The  Act  of  1876  (e) 
empowered  the  owner  of  a  Sheffield  corporate  mark  to  have 
it  registered  under  that  Act  in  the  same  manner  and  on 
the  same  terms  as  if  it  were  not  a  Sheffield  corporate  mark. 
Under  the  Act  of  1883  the  old  register  of  corporate  marks 
was  closed  on  the  31st  of  December,  1888  (/). 

The  Act  of  1876  left  the  register  of  the  Cutlers' 
Company,  and  the  power  of  the  company  to  assign  marks, 
untouched,  except  that  it  restricted  the  latter  power  in 
regard  to  marks  identical  with,  or  so  nearly  resembling  as 
to  be  calculated  to  deceive,  marks  registered  under  the  Act 
in  the  manner  mentioned  below  (^).  And  it  provided 
generally  that: — 

"  (7.)  Nothing  in  this  Act  shall  prejudice  or  affect  the 

rights  and  privileges  of  the  Cutlers^  Company^  nor^  save 

as  is  othertoise  in  this  Act  expressly  provided,  shall  any 

of  the  provisions  of  this  Act  apply  to  or  in  the  case  of 

any  Sheffield  corporate  marky 

The  Act  provided  (A)  further,  (1)  for  copies  of  all  the 

Sheffield  corporate  marks  in  force  to  be  delivered  to  the 

registrar;    (2)    for   notices  of  new  applications  to  the 

company  for  the  assignment  of   corporate  marks,  and 

copies  of  the  marks  applied  for  to  be  delivered  to  the 

registrar,  and  for  notices  of  applications  to  the  registrar 

for  registration  under  the  Act  of  marks  belonging  to  any 

goods  or  dass  of  goods  within  the  Cutlers'  Company 

Acts  (i),  and  copies  of  the  marks  referred  to,  to  be  delivered 

to  the  company  {k) ;  and  (3)  for  notices  of  assignment  and 

registration. 

.    {e)  Sect.  9  (6),  set  out  below.  (h)  Sect.  9.    Appendix,  p.  690. 

.    (/)  Sect.  81  (9).  (i)  See  list  below;  p.  96. 

ili)  Sect.  9  (6).  .  (k)  The  company  flom^timies.op^ 
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8ab-8ectioii8  (4),  (5),  and  (6)  of  section  9  of  the  Act  of 
1875  were  in  the  terms  following : — 

"  (4.)  The  registrar  J  under  this  Act  without  the  fecial  Mark  re- 
kate  of  the  Court y  to  be  given  only  in  cases  where  the  ^^^rate* 
applicant  proves  his  rights  shall  not  in  respect  of  any  J^ark  not  to 
goods  or  classes  of  goods  with  reject  to  which  a  Sheffield 
corporate  mark  shall  have  been  assigned  and  actually 
usedy  and  of  which  mark  a  copy^,  or  description^  or  notice 
of  the  assigning  whet^eof  shall  have  been  delivered  or  given 
to  the  registrar  as   aforesaid^  register  a   trade-mark 
identical  with  such  Sheffield  corporate  marky  or  so  nearly 
resembling  the  same  as  to  be  calculated  to  deceive  (/). 

"  (5.)   The  mastersj  wardens,  searcherSy  and  assistants  Corporate 
of  the  Cutlers*  Company  shall  not  assign  to  any  person  a  ^J^  ^^^' 
mark  or  device  identical  with  any  trade-mark  registered  tered  mark 
under  this  Acty  and  notice  of  the  registration  whereof  aemgnecL 
shall  have  been  given  to  the  Cutlers*  Cotnpany  as  cfore- 
saidy  or  so  nearly  resembling  the  same  as  to  be  calculated 
to  deceive  (/). 

"  (6.)  Any  person  to  whom  a  Sheffield  corporate  mark  Corporate 
legaUy  belongs  shall  be  entitled  to  have  the  same  mark  t^JS^i. 
registered  also  as  a  trade-mark  under  this  Acty  in  respect 
of  any  particular  goods  or  classes  of  goods,  in  the  same 
manner  and  upon  the  same  terms  and  conditions  in  and 
upon  which  he  might  have  registered  the  same  if  it  were 
not  a  Sheffield  corporate  mark.** 
The  Act  of  1883,  on  the  other  hand,  provided  for  the  The  Act  of 
doebg,  within  five  years  from  the  commencement  of  the 
Act  (m)y  of  the  register  of  corporate  marks,  and  for  the 
eonmenoement  of  a  new  register  of  trade-marks  to  be  kept 
•t  Sheffield  by  the  Cutlers'  Company,  to  which  the  corpo- 
nte  marks  might  be  transferred ;  and  it  directed  that  all 
ooirporate  marks  entered  on  the  register  of  corporate  marks 

poted  the  regutratioiL  of    marks  (1878). 

'^^A  they  deemed  to  too  ckMely         (/)  Cf.  sect.  6  of  the  Act  of  1875, 

nnaUe  ooiporate  marks  in  use.  and  sect.  72  of  the  Act  of  1883. 
^Be  Mmng^  64  L.  J.  Ch.  975,  n.  (m)  Ist  January,  1884,  sect.  3. 
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Company 
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tiona. 


and  not  entered  on  the  new  register  before  the  closing  of 
the  former,  should  be  deemed  to  have  been  abandoned  (m). 

Sect.  81,  which  is  the  part  of  the  Act  relating  to  the 
Sheffield  marks,  and  containing  the  provisions  just  referred 
to,  has  been  amended  by  sect.  20  of  the  Act  of  1888,  the 
principal  alteration  being  occasioned  by  the  substitution  of, 
and  the  extension  thereby  of  the  section  to, "metal  goods," 
meaning  "all  metala,  .whether  wrought,  unwrought,  or 
partly  wrought,  and  all  goods  composed  wholly  or  partly 
of  any  metal,"  in  place  of  "  cutlery,  edge  tools,  raw  steel, 
goods  made  of  steel,  or  of  steel  and  iron  combined,  whether 
with  or  without  a  cutting  edge."  The  last-mentioned 
class  of  goods  had  been  inserted  in  the  original  section  in 
the  place  of  the  list  taken  by  the  Act  of  1875  from  the 
Cutlers'  Co.  Act  of  1860,  namely,  knives,  sickles,  shears, 
scissors,  razors,  files,  forks,  saws,  edge  tools,  or  other 
articles  of  steel,  or  of  steel  and  iron  combined,  having  a 
cutting  edge. 

The  section  is  set  out  below,  the  words  printed  in  italics 
being  repealed,  and  those  in  brackets  introduced  by  the 
amending  Act  (n).  The  general  effect  of  the  section  is 
to  make  the  Sheffield  register  a  branch  of  the  principal 
register  for  trade-marks  used  on  metal  goods  and  registered 
by  persons  carrying  on  business  in  HaUamshire  or  within 
six  miles  thereof,  and  to  place  the  local  register  under  the 
charge  of  the  Cutlers'  Company.  The  duties  of  the  com- 
pany are,  however,  ministerial  only  as  regards  the  registra- 
tion of  old  corporate  marks  {o) ;  as  regards  the  registration 
of  other  marks,  the  company  are  substituted  for  the 
comptroller,  subject  to  his  veto  upon  any  particular  regis- 
tration (p),  unless  such  veto  is  overruled  on  appeal  by  the 
Court,  and  subject,  in  ca^es  where  the  comptroller's  veto  is 
not  exercised,  to  appeal  from  the  company  to  him  (jj). 


(m)  Sect.  81  (9). 

(n)  Act  of  1888,  s.  20. 

(o)  Lambert'*  Tm,,  6  R.  P.  0. 


642 ;  6  R.  P.  0.  344  (1889),  0.  A. 
{p)  Sub-seot.  (5). 
Iq)  Sub-seot.  (12). 
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The  seotion  is  as  follows : 

Sheffield  Marks. 
"  8L  With  respect  to  the  master,  wardens,  searchers,  Registratioii 
aaaistants,  and  oommonalt  j  of  the  Company  of  Cutlers  ^mpanTof 


in  Hallamshire,  in  the  county  of  York  (in  this  Act  Shei 
called  the  Cutlers'  Company)  and  the  marks  or  de- 
vices (in  this  Act  called  Sheffield  marks)  assigned  or 
registered  (r)  hy  the  master,  wardens,  searchers,  and 
assistants  of  that  company,  the  following  provisions 
shall  haye  effect : 
(1.)  The  Cutlers'  Company  shall  establish  and  keep  Cutlers'  Com- 
at  Sheffield  a  new  register  of  trade-marks  (in  new^re^ter^ 
this  Act  called  the  Sheffield  register)  : 
(2.)  The  Cutlers'  Company  shall  enter  in  the  Sheffield 
register^  in  respect  of  cutlery ,  edge  toolsy  or  raw 
steel  and  the  goods  mentioned  in  the  next  sub' 
section  all  the  trade-marks  entered  before  the 
commencement  of  this  Act{s)  in  respect  of  cutlery^ 
edge  tools,  or  raw  steel  and  such  goods  in  the 
register    established    wider   the    Trade- Marks 
\  Registration   Act,   1875,   belonging  to  persons 

i  canning  on  business  in  Hallamshire,  or  within 

six  miles  thereof,  and  shall  also  enter  in  such 
register,  in  respect  of  the  same  goods,  all  the 
trade-marks  which  shall  have  been  assigned  by  the 
Cutlers'  Company  and  actually  used  before  the 
commencement  of  this  Act,  but  which  have  not 
been  entered  in  the  register  established  under  the 
Trade-Marks  Registration  Act,  1876, 
[(2.)  The  Cutlers'   Company  shall  enter  in  the  to  enter  on  it 
Sheffield  register,  in  respect  of  metal  goods  {t)  marks  on  the 
as  defined  in  this  section,  all  the  trade-marks  ^^  registers 

'  for  metal 

entered  before  the  1st  day  of  January,  1889  {u),  goods,  and 

old  corporate 
marks. 

M  ».«.,  registered  under  the  Act  {t)  Metal  goods  are  defined  by 

^  1875.  Bub-seot.  (14),  below. 

M  1st  Jsniuiy,  1884.  (u)  Commencement  of  the  Act  of 

K.  H 
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SHEFFIELD  MARKS. 


Application 
for  Sheffield 
mark. 


Notioe  to 
comptroller. 


*^  in  respect  of  metal  goods  either  in  the  register 
established  under  the  Trade-Marks  Begistra- 
tion  Act,  1875,  or  in  the  register  of  trade- 
marks under  this  Act,  belonging  to  personjB 
carrying  on  business  in  Hallamshire,  or  within 
six  miles  thereof.  The  Cutlers'  Company 
shall  also,  on  request  made  in  the  prescribed 
manner  (r),  enter  in  the  Sheffield  register, 
in  respect  of  metal  goods  (^),  all  the  trade- 
marks which  shall  have  been  assigned  by 
the  Cutlers'  Company  and  actually  used  before 
the  1st  day  of  January,  1»84  (y),  but  which 
have  not  been  entered  in  either  of  the  said 
registers]  («). 

(3.)  An  application  for  registration  of  a  trade- 
mark used  on  cutkrpy  edge  tools^  or  on  raw  sieel, 
or  on  goods  made  of  steel,  or  of  steel  and  iron 
combined,  whether  tcith  or  mthout  a  cutting  edge 
[on  metal  goods]  (a),  shall,  if  made  after 
the  commencement  of  this  Act  by  a  person 
carrying  on  business  in  Hallamshire,  or  within 
six  miles  thereof,  be  made  to  the  Cutlers' 
Company  (6) : 

(4.)  Every  application  so  made  to  the  Cutlers' 
Company  shall  be  notified  to  the  comptroller 
in  the  prescribed  manner  (c),  and  imless  the 


1888.  Ab  regards  the  reg^tration 
of  old  corporate  marks,  the  daties 
of  the  company  are  ministerial 
only.     Zambert^s  Tm.,  p.  96,  wpra. 

(r)  i.e,f  made  according  to  the 
last  Form  in  the  Rules,  Appendix, 
p.  617.  The  application  must  be 
in  duplicate.  Rule  66.  The  pro- 
cedure is  generally  the  same  as  on 
an  application  to  the  comptroller. 
Chap.  IV.,  p.  68. 

{x)  Metal  goods  are  defined  by 
Bub-s.  (14),  below. 


(y)  Commencement  of  the  Act  of 
1883. 
(2)  Act  of  1888,  s.  20  (1). 

(a)  Act  of  1888,  s.  20  (2). 

(b)  The  effect  of  this  snb-Beotdotzi 
and  sub-sect.  (7)  is  to  constitute  the 
Sheffield  register  a  branch  register 
for  metal  goods.  The  application 
must  be  on  Form  F.,  Appendix, 
p.  608 ;  see  Instructions  (33),  p.  632. 

{e)  A  copy  of  the  application  is 
to  be  sent  within  seven  days,  with 
two  representations  of  the  mark  for 
each  class,  Rule  67. 
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"  comptroller  within  the  presoribed  time  (d)  gives 
notioe  to  the  Cutlers'  Company  that  he  objects 
to  the  acceptance  of  the  application,  it  shall  be 
proceeded  with  by  the  Cutlers'  Company  in  the 
prescribed  manner  {e). 

(5.)  If  the  comptroller  gives  notice  of  objection  as  Veto  by 
aforesaid,  the  application  shall  not  be  pro-  ^"^P*^^®'- 
ceeded  with  by  the  Cutlers'  Company,  but 
any   person    aggrieved   may  appeal    to    the 
Court  (/): 

(6.)  Upon  the  registration  of  a  trade-mark  in  the  Entry  on 
Sheffield  register  the  Cutlers'  Company  shall  «P«««^«^- 
give  notice  thereof  to  the  comptroller,  who 
shall  thereupon  enter  the  mark  in  the  register 
of  trade-marks;  and  such  registration  shall 
bear  date  as  of  the  day  of  application  to  the 
Cutlers'  Company,  and  have  the  same  effect 
as  if  the  application  had  been  made  to  the 
comptroller  on  that  day : 

(7.)  The  provisions  of  this  Act,  and  of  any  general 
rules  made  under  this  Act,  mth  respect  to  appli' 
cation  for  registration  in  the  register  of  trade- 
marksy  the  effect  of  such  registration,  and  the 
assignment  and  transmission  of  rights  in  a 
registered  trade-mark  shall  ajyply  in  the  case  of 
applications  and  registration  in  the  Sheffield 
register;  and  notice  of  every  entry  made  in  the 
Sheffield  register  must  be  given  to  the  comptroller 
by  the  Cutlers^  Company,  save  and  except  tlioit 

(4  Hie  time  is  one  month  from  and  the  oomptroller  shall,  if  satis- 

xneipt  of  notioe,  Role  58  (1 ).  fied  with  suoh  wood  hlock  or  eleotro- 

(«)  i. «.,  as  an  ordinary  applica-  type,  advertise  the  application  in 

^  is  proceeded  with  by  the  comp-  the  same  manner  as  an  application 


!r,  sob-sect.  (7),  Rnle  69.    If  made  to  him  at  the  Patent  Of&oe. 

&o  mcfa  objection  is  made  by  the  Bule  58  (2). 

wnptroDer,  the  Cutiera'  Co.  shaU  (/)  The    Court  is    defined    by 

"Bqinre  the  applicant  to  send  the  sects.  117  and  HI.    Cf.  sub- sect. 

'('■ptioUer  a  wood  block  or  electro-  (12),  which  g^ves  an  appeal  from 

type,  M  the  comptroller  may  direct,  the  company  to  the  comptroller. 

h2 
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Widow's  cor- 
porate mark. 


Application 
for  Sheffield 
mark  to 
comptroller. 


"  the  provisions  of  this  sub^section  shall  not  pre- 
judice  or  affect  any  lifcj  estate j  and  interest  of  a 
widow  of  the  holder  of  any  Sheffield  mark  which 
may  be  in  force  in  respect  ofsmh  mark  at  the 
time  when  it  shall  be  placed  upon  the  Sheffield 
register : 

[(7.)  The  provisions  of  this  Act  and  of  any  general 
rules  made  under  this  Act  with  respect  to  the 
registration  of  trade-marks,  and  all  matters 
relating  thereto,  shsdl,  subject  to  the  provisions 
of  this  section,  apply  to  the  registration  of 
trade-marks  on  metal  goods  by  the  Cutlers' 
Company  and  to  all  matters  relating  thereto ; 
and  this  Act  and  any  such  general  rules  shall,  so 
far  as  applicable,  be  construed  accordingly  with 
the  substitution  of  the  Cutlers'  Company,  the 
office  of  the  Cutlers'  Company,  and  the  Shef- 
field register,  for  the  comptroller,  the  Patent 
Office,  and  the  Begister  of  Trade-Marks 
respectively ;  and  notice  of  every  entry,  can- 
cellation, or  correction  made  in  the  Sheffield 
register  shall  be  given  to  the  comptroller  by 
the  Cutlers'  Company:  provided  that  this 
section  shall  not  affect  any  life  estate  and 
interest  of  a  widow  (g)  of  the  holder  of  any 
Sheffield  mark  which  may  be  in  force  in 
respect  of  such  mark  at  the  time  when  it  shall 
be  placed  upon  the  Sheffield  register]  (A). 

(8.)  Where  the  comptroller  receives  from  any 
person  not  carrying  on  business  in  HaUam- 
shire  or  within  six  miles  thereof,  an  application 
for  registration  of  a  trade-mark  used  on  cutlery ^ 
edge  toolSy  or  on  raw  steely  or  on  goods  made  of 
steely  or  of  steel  and  iron  combined^  whether  with 


(^)  The  corporate  marks  were 
assigned  for  the  life  of  the  assignee 
and  his  widow;  see  ante,  p.   93, 


and   the  Cutlers'  Company  Act, 
1814,  anU,  p.  92. 
(A)  Act  of  1888,  s.  20  (3). 


SHEFFIELD  MARES  AND  THE  CUTLERS'  COMPANY.  101 

"  or  without  a  cutting  edge  [on  metal  goods]  (t), 
he  shall  in  the  presoribed  manner  (A;)  notify  the 
application  and  proceedings  thereon  to  the 
Cutlers'  Company : 

(9.)  At  the  expiration  of  five  years  from  the  oom-  Closing  of 
mencement  of  this  Act  (/)  the  Cutlers'  Company  ^^^ 
shall  close  the  Cutlers'  register  of  corporate 
trade-marks,  and  thereupon  all  marks  entered 
therein  shall,  unless  entered  in  the  Sheffield 
register,  be  deemed  to  have  been  abandoned  (m) : 

(10.)  A  person   may   (notwithstanding  anything  Begistratioii 
in  any  Act  relating  to  the  Cutlers'  Company)  fi^d  nlrks!  ' 
be  registered    in    the    Sheffield    register    as 
proprietor  of  two  or  more  trade-marks  : 

(11.)  A  body  of  persons,  corporate  or  not  corporate,  Finn  or 
may  (notwithstanding  anything  in  any  Act  ^^^P*'*^* 
relating  to  the  Cutlers'  Company)  be  regis- 
tered in  the  Sheffield  register  as  proprietor  of 
a  trade-mark  or  trade-marks  (n)  : 

(12.)  Any  person  aggrieved  (p)  by  a  decision  of  the  Appeal  to  the 
Cutlers'  Company  in  respect  of  anything  done  ^^"^ 
or  omitted  under  this  Act  may,  in  the  pre- 
scribed manner  (jo),  appeal  to  the  comptroller, 
who  shall  have  power  to  confirm,  reverse,  or 
modify  the  decision,  but  the  decision  of  the 
compiroller  shall  be  subject  to  a  further  appeal 
to  the  Court  {q) : 

(13.)  So  much  of  the  Cutlers'  Company's  Acts  as  Connterfeit- 
applies  to  the  summary  punishment  of  persons  ^^^®^^ 
counterfeiting  Sheffield  corporate  marks,  that 
is  to  say,  the  fifth  section  of  the  Cutlers'  Com- 

(i}  Act  of  1888,  8.  20  (2).  (»)  Person  in  the  Aot  indodes  a 

(i)  t.<.,  by  sending  a  copy  of  body  corporate,  sect.  117;  and  in 

fte  official  paper,  the  Trade-Marks  sect.  62  (application  for  registra- 

Jomul,  containing  the   applica-  tion),  it  includes  a  firm,  Bnle  7. 

lioa;  Bole  58  (3).  (o)  See  sect.  90,  p.  221. 

(0  Ut  of  Jannary,  1884.  \p)  Form  W.,  Appendix,  p.  616. 

(•}  See  Chap.  XIY.,  p.  283.  No  time  for  appeal  has  been  fixed. 

(q)  Cf.  sub-sect.  (6),  above. 
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"  pany's  Act  of  1814,  and  the  provisions  in 
relation  to  the  reoovery  and  application  of  the 
penalty  imposed  by  suoh  last-mentioned  seotion 
contained  in  the  Cutlers'  Company's  Act  of 
1791  (r),  shall  apply  to  any  mark  entered  in 
the  Sheffield  register  (s) : 
Metal  goods.  [(^^O  ^or  the  purposes  of  this  section  the  expres- 

sion '  metal  goods '  means  all  metals,  whether 
wrought,  im wrought,  or  partly  wrought,  and 
all  goods  composed  wholly  or  partly  of  an  j 
metal  (0:] 
Certificate  of  [(15-)  I'or  the  purpose  of  legal  proceedings  in 

oompaay.  relation  to  trade-marks  entered  in  the  Shef- 

field register  a  certificate,  under  the  hsmd  of 
the  master  of  the  Cutlers'  Company,  shall 
have  the  same  effect  as  the  certificate  of  the 
comptroller"  {u).'\ 

(r)  For  the  seotions  referred  to,  the  Cutlers'  Company's  Acts  and 

see  p.  544,  below.  the  Act  of  1875  applied,  see  pp.  92, 

(i)  The  efleot  of  this  is  to  extend  93 ;  and  for  the  list  to  which  the 

the  last-mentioned  sections  to  all  unamended  Aot  of  1883  applied, 

the  locally  registered  metal  goods  see  the  repealed  sub-sect.  (2). 
marks.  (m)  The  certificate  is  eTidenoe, 

{t)  For  the  list  of  goods  to  which  sect.  96  ;  Rule  60,  aboye,  p.  57. 


(    103    ) 


CHAPTER  Vn. 


OOnOX  MAKKS  AND  THE  MANCHESTEB  OFFICE. 

PACIB 
Thenpeftled  Cotton  MarkB  Boles  ..  ..  ..  108 

Xbe  Cotton  Marks  GoiDinittee  ..  ..  ..  ..     ..  104 

Tliellaxichester  branch  office   ..  ..  ..  ..  ..104 

Jvnidietion  of  the  Palatine  Court  of  Chancery  ..  ..     ..106 


Bt  the  mleB  issued  under  the  Act  of  1875  {a),  marks  for  The  repealed 

cotton  goods  in  Classes  23,  24,  and  25  (b)  were  speoiaUy  r^^^*'^ 

treated.    An  office  was  set  up  at  Manchester  for  the 

exhibition  of  all  devices,  marks,  &o.,  used  in  the  cotton 

trade,  and  in  the  rules  called  cotton  tnarks,  and  every 

person  using  any  cotton  mark  was  required  to  send  to  the 

office  three  representations  of  it.    A  committee  of  persons 

▼eised  in  the  usages  of  the  cotton  trade  were  appointed  to 

consider  the  cotton  msurks,  of  which  representations  were 

sent  in  to  the  Manchester  office,  and  to  divide  them  into 

two  classes :  (a)  those  which  were,  in  the  opinion  of  the 

committee,  trade-marks  within  the  meaning  of  the  Act ; 

and  (b)  those  which  were  not ;  and  power  was  given  to  the 

Commissioners  of  Patents  to  add  any  cotton  marks  to 

either  class  (c).    It  was  provided  that  any  proprietor  of  a 

ootton  mark  not  specified  in  class  (b)  might  apply  to  be 

roistered  as  proprietor  of  the  mark  in  the  manner  and 

subject  to  the  conditions  in  and  under  which  he  might 

have  applied  to  be  registered  in  respect  of  any  other  trade- 

(«)  Vow  repealed,  see  Chitty's  reels,  (b)  sewing  ootton  on  spools 

Statates.    Boles  67— 63a.  or  reels) ;  (24)  cotton  piece  goods 

{S)  Class  (23),  ootton  yam  and  of  aU  kinds ;  (25)  cotton  goods  not 

thread  (under  the  present  Boles  iodnded  in  Classes  23,  24,  or  38. 

tins  IS  replaced  by  (a)  ootton  yam.  Class  3H,  articles  of  clothing. 
and  sewing  cotton  not  on  spools  or  (e)  Bole  68  (a)  of  March,  1883. 


104  COTTON  MARKS  AND  THE  MANCHESTER  OFFICE. 

mark,  but  that  it  should  not  be  lawful  to  register  any 
person  as  proprietor  of  any  cotton  mark  in  class  (b)  except 
in  pursuance  of  an  order  of  the  Court. 
The  Cotton  The  committee  so  appointed  was  held  not  to  be   a 

mittee.  '  judicial  tribunal,  but  merely  a  body  appointed  to  consider 
and  give  an  opinion  on  technical  matters  peculiarly  within 
the  knowledge  of  its  members,  and  it  was  decided  that  its 
decisions  could  be  reconsidered  or  disregarded  by  the  Court, 
or  by  the  registrar  by  direction  of  the  Court,  notwith- 
standing that  it  had  acted  fairly  and  properly,  and  had 
not  proceeded  on  any  wrong  principle  in  arriving  at 
them  (d).  And  in  a  number  of  cases  applications  to  the 
Court  in  respect  of  marks  placed  by  the  committee  in 
class  (b)  were  successful,  and  the  marks  were  registered  as 
trade-marks  (e). 
The  Man-  The  special  rules  have  now  been  repealed  (/)  and  the 

Branch  Office,  committee  of  experts  dissolved  (g) ;  but  the  Manchester 
office  is  maintained,  and  has  been  constituted  a  branch 
office  of  the  registry,  and  applications  for  the  registration 
of  marks  in  Classes  23,  24,  and  26  must  be  addressed  and 
sent  to  it  (A).  Searches  also  in  respect  of  marks  in  classes 
of  textiles  from  Classes  23, 24,  and  25  may  be  made  in  the 
Manchester  office  (t). 

{tC)  OrT'Emtiff  y.  The  SegUtrar  of  that  honorary  trade  aasessors  be 

Tnu.,  4  App.  Cas.  479 ;  H.  L.  re-  appointed  to  pass  or  reject  cotton 

versing  the  judgment  of  the  C.  A.  trade-marks,  on  the  grounds  that 

8  C.  D.  794  (1877).  their  appointment  would  diminish 

{«)  Exp,  Ede  ^  Co,f  28  W.  B.  the  sense  of  responsibility  of  the 

436 ;  He  DugdaUy  49  L.  J.  Ch.  303 ;  office,  and  that  they  did  not  feel 

Ee  Wardf  Sturt  ^  Sharp,  50  L.  J.  sure  that  the  creation  of  such  a 

Ch.  347  ;  Ee  Sykety  43  L.  T.  626  ;  tribunal,  reserying  power  to  OTer- 

and  see  Sebastian,  3rd  ed.  p.  648,  ride    its    decisions,    would    give 

where  the  cases  are  collected.  general   satisfaction.     Beport   of 

(/)  But  by  the  existing  r.  13,  1888,  p.  x. 

four  representations  of  marks  must  (h)  Bule  8.    The  address  is :  The 

accompany  an  application  to  re-  Comptroller,    Manchester    Trade- 

gister  in  the  cotton  classes  instead  MarksBranch,  48,  BoyalExchange, 

of  two  only.  Manchester. 

(^)  Lord  Herschell's  Committee  (i)  InstruotionB  (34). 
refused  to  adopt  a  recommendation 
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A  oo-ordmate  jurisdiction  with  that  of  the  High  Court  The  Palatine 
of  Justice  is  ve6t€Ml  in  the  Gourt  of  Chancery  of  the  County  chancCTy. 
Palatine  of  Lancashire  in  respect  of  any  action  or  other 
proceeding  in  relation  to  trade-marks,  the  registration 
whereof  is  applied  for  in  the  Manchester  office,  subject  to 
the  ordinary  right  of  appeal  from  decisions  of  that 
Court (i). 


[{)  Act  of  1888,  sect.  26.  This 
pnnrison  was  inserted  in  oompli- 
•aee  with  a  recommendation  of 
Locd  HerBcheIl*8  Committee  (Re- 
port, p.  z.).  The  other  para- 
gnpfai  of  the  reports  of  the  com- 
Bittee,  in  regard  to  the  Manchester 
offlee,  may  be  of  interest.  The 
oamiittee  said,  in  an  interim  report 
of  the  previous  year:  *'A  very 
lBg«  proportion-  of  the  marks 
Rgistoed  in  the  cotton  classes, 
proltblj  not  less  than  90  per  cent. , 
ire  the  lesolt  of  applications  made 
I7  Usochester  houses,  or  by  houses 
hmg  a  rqwesentative  in  Man- 
e^esUr.  We  think  it  would  add 
BDch  to  the  smooth  working  of 
tlte  Act  if  applications  in  these 
difiseB  were,  as  far  as  possible, 
Wt  with   by  the    head  of   the 


Kanchester  branch  of  the  Trade- 
liiarks  Office.  It  is,  we  think,  es- 
sential that  the  registration  should 
take  place  in  London,  and  that  the 
final  decision  should  rest  with  the 
comptroller  as  head  of  the  office; 
but  we  recommend  that  in  the  case 
of  each  application,  the  head  of 
the  Manchester  office  should  report 
his  opinion  as  to  whether  the  mark 
ought  to  be  accepted  or  refused, 
and  that  his  opinion  should  be 
acted  upon,  unless  the  comptroller 
sees  clear  reason  to  come  to  a  con- 
trary conclusion.  We  think  that 
this  duty  of  rerision  should  in  all 
cases  be  discharged  by  the  comp- 
troller personally."  And  these 
recommendations  are  endorsed  in 
the  final  Eeport  of  1888  (19). 
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WHAT  MARKS  MAY  BE  REOISTEBED  AS  TBADE-MABKS. 


Seotion  64  ..  ••  ••  •• 

AdditioiiB  and  disclaimers 
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The  marks  which  may  he  registered  as  trade-marks  were 
detennined,  from  the  oommenoement  of  the  register  imtil 
the  end  of  1883,  hy  sect.  10  of  the  Act  of  1875 ;  from  the 
la^mentioned  date  imtil  the  end  of  1888,  by  sect.  64  of 
t]i6  Act  of  1883,  and  they  are  at  present,  and  from  the 
ginning  of  1889  they  have  been,  determined  by  the 
leviied  and  amended  sect.  64,  enacted  by  sect.  10  of  the 
Act  of  1888.    Sect.  64  is  printed  below ;  the  ordinary  type 


108  WHAT  MARKS  MAY  BE  REGISTERED  AS  TRADE-MARKS. 

showing  the  terms  as  revised  and  at  present  in  force,  the 
words  in  brackets  being  added  by  the  Act  of  1888,  and  the 
italic  type  showing  the  parts  of  the  Act  of  1883  which 
have  been  repealed. 
Sect.  64.  "  64,  (1.)  For  the  purposes  of  this  Act,  a  trade-mark 

must  consist  of  or  contain  at  least  one  of  the  following 

essential  particulars : 

(a)  A  name  of  an  individual  or  firm  printed,  im- 

pressed,  or  woven    in  some    particular    and 
dUtinotive  manner  (a) ;  or 

(b)  A  written  signature  or  copy  of  a  written  signa- 

ture of  the  individual  or  firm  applying  for 
registration  thereof  as  a  trade-mark  (6) ;  or 

(c)  A  distinctive   device,  mark,  brand,  heading, 

label,  ticket,  w  fanct/  word  or  words  not   in 
common  use  (bb) ; 
[(d)  An  invented  word  or  invented  words  (c) ;  or] 
[(e)  A  word  or  words  having  no  reference  to  the 
character  or  quality  of  the  goods  (rf),  and  not 
being  a  geographical  name  [e).'\ 
Additions  and  (2.)  (/)  There  may  be  added  to  any  one  or  more 

diflolaimerg.  of  these  [the  essential]  particulars  [mentioned  in  this 

section]  any  letters,  words,  or  figures,  or  combination 
of  letters,  words,  or  figures,  or  of  any  of  them  [but 
the  applicant  for  registration  of  any  such  additional 
matter  must  state  in  his  application  the  essential 
particulars  of  the  trade-mark  (^),  and  must  disclaim 
in  his  application  any  right  to  the  exclusive  use  of 
the  added  matter,  and  a  copy  of  the  statement  and 
disclaimer  shall  be  entered  on  the  register]  (/). 
[(3.)  Provided  as  follows :] 

[(i.)  A  person  need  not  imder  this  section  disclaim 
his  own  name  or  the  foreign  equivalent  thereof, 
or  his  place  of  business,  but  no  entry  of  any 

(a)  Page  114.  (rf)  Page  163. 

\h)  Page  117.  (e)  Page  147. 

\hh)  For  references,  see  p.  106.  (/)  See  Chap.  IX.,  p.  164. 

(c)  Page  162.  iff)  See  Chap.  IV.,  p.  68. 
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^  each  name  shall  affeot  the  right  of  any  owner 
of  the  same  name  to  \xae  that  name  or  the 
foreign  equivalent  thereof.] 
(iL)  Provided  that  any  special  and  distinctive  word 
or  words,  letter,  figure,  or    combination  of 
letters  or  figures  or  of  letters  and  figures  used 
as  a  trade-mark  before  the  13th  day  of  August, 
1875,  may  be  registered  as  a  trade-mark  under 
this  part  of  this  Act "  (A). 
Seet  10  of  the  Act  of  1875  (now  repealed)  was  as  Sect,  lo  of  the 
MIowb:-  ■  ^«*'^^"*- 

"  Ibr  the  purposes  of  this  Act  : 

A  trade-mark  consists  of  one  or  more  of  the  folloicing 
etsentiab;  that  is  to  say, 

A  name  of  an  individual  or  firm  printed,  impressed, 
or   tcoven    in  some  particular   and   distinctive 
manner  (/) ;  or 
A  written  signature  or  copy  of  a  written  signature 

of  an  individual  oi*  firm  fjc) ;  or 
A    distinctive    device,    mark,    heading,    label,    or 
ticket  (/). 
And  there  may  be  added  to  any  one  or  more  of  the 
said  particulars  any  letters,  words,  or  figures,  or  com-- 
bination  of  letters,  words,  or  figures ;  also 

Any  special  and  distinctive  tvord  or  words  or  combina- 
tion of  figures  or  lettei^s  used  as  a  trade-mark  before  the 
passing  of  this  Act  (m)  may  be  registered  as  such  under 
this  Act"  (n). 
Before  the  Begistration  Acts  it  was  necessary  for  the  New  marks 
plaintiff  in  a  trade-mark  action  to  plead  that  the  mark  in  J^^  ®  "^" 
qneetion  had  acquired  a  reputation  and  become  known  as 
his  by  user  in  connection  with  his  goods ;  but  the  Court 
did  not  require  him  to  prove  that  the  user  had  extended 

V)  Fa^e  164.  and  (e)  admit  the  word-marks. 

(•}  The  same  as  (a)  in  sect.  64.  (m)  13th  of  August,  1875. 


W  (b]  adds" applyingfor regis-  (fi)   64    (3)    (ii)    adds    <<  letter, 

tntion  thereof  as  a  trade-mark."        fignre/'andoombinationof '^letters 
n(c)  adds  <«  brand,"  and  (d)      and  figures." 
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over  any  long  or  defined  period,  and  it  was  therefore 
practically  open  to  a  trader  to  obtain  protection  against 
infringers  of  a  newly  devised  mark  which  had  hardly  been 
used  at  all(o).  The  Acts  have  provided  an  additional 
mode  of  acquiring  trade-mark  rights,  for  it  is  held  that 
marks  which  have  never  been  used  may  be  registered  as 
trade-marks,  and  a  right  of  property  thereby  acquired  in 
them  (p),  "  In  my  opinion,"  Cotton,  L.J.,  said,  in  Hudson^ s 
Case,  "  the  language  (of  the  Act  of  1875  (q) ),  though  not 
appropriate,  means  this,  that  a  man  who  designs  one  of 
those  special  things  pointed  out  in  sect.  10,  is,  as  designer, 
to  be  considered  as  the  proprietor  of  it,  and  if  there  is  no 
one  else  who  has  used  it,  or  who  can  be  interfered  with  by 
the  registration  and  subsequent  assertion  of  title  to  the 
mark,  then  he  is  to  be  considered  as  entitled  within  the 
meaning  of  the  Act  to  the  exclusive  use  of  that  which  in 
fact  he  has  never  in  any  way  used,  but  which  has  only 
been  designed  by  him,  and  which  he  can  be  treated  as 
the  person  entitled  to  register,  if  no  one  else  had  so  used 
it  as  that  his  user  would  be  interfered  with  by  the 
registration." 
Applicant  But  the  applicant  for  the  registration  of  a  new  and 

to^Me^ir       linked  mark  must  intend  to  use  it,  as  a  trade-mark, 
mark.  forthwith,  for  it  is  not  permitted  to  place  marks  on  the 

register  merely  to  prevent  other  traders  using  and  appro- 
priating them  (r).  Moreover,  there  can  be  no  infringement 
of  an  unused  maxk  («).  It  will  usually  be  presumed  that 
the  applicant  does  intend  so  to  use  the  mark,  but  in  a  case 
where  it  was  shown  that  the  registered  proprietor  of  a 

(o)  See  above,  Chap.  II.,  p.  34.  under  the  former  Act. 

Ip)  Eudson'a  2>fi.,  32  0.  D.  311 ;  (r)  ApoUinaris  Co.'a  Ik.,  (1891) 

3  R.  P.  C.  166  (1886),  C.  A. ;  Great  2  Ch.  186,  see  at  p.  234  ;  8  R.  P. 

Tower  Street  Tea  Co.  v.  Smith,  6  R.  C.  137,  C.  A. 

P.  C.  166  (1889),  North,  J.  («)  Fer  Cotton,  L.J.,  in  Hudson^ 

(q)  The  Court  held  that  it  made  Tin,,  32  C.  D.  p.  319 ;  3  B.  P.  O. 

no  difference  to  this  matter -whether  166;  and  see  Edwards  ^  Dennis* 

the  case  were  treated  under  the  Tm,,  30  C.  D.  464  (1886),  C.  A. ; 

Act  of  1876  or  the  Act  of  1883.  and  Chap.  XY.,  below,  p.  308. 
They,  in  fact,  dealt  with  the  case 
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mark  was  an  importer  of  foreign  goods,  and  had  oaused 
(he  mark  to  be  registered  only  for  the  purpose  of  excluding 
from  the  English  market  goods  similar  to  those  in  respect 
of  ^lich  the  registration  was  effected,  and  which  had  the 
mark  affixed  to  them  by  the  foreign  producer  to  whom  it 
lebnged,  the  goods  being  intended  by  the  producer  for 
foreign  markets  only,  the  registration  was  held  to  be 
iziegular,  and  was  expunged  {t). 

Section  10  of  the  Act  of  1888.     (Sect.  64.) 

This  section  governs  all  applications  for  registration, 
and  all  registrations  made  or  taken  to  be  made  since  the 
commencement  of  the  Act,  the  1st  of  January,  1889;  but, 
as  the  question  whether  an  omission  from,  or  an  entry  in, 
the  r^iister  was  made  without  sufficient  cause,  and  ought, 
consequently,  to  be  rectified  under  sect.  90,  must  be  con- 
sidered with  reference  to  the  law  in  force  at  the  date  when 
the  registration  complained  of  was  made,  or  is  taken  to 
have  been  made  (t/),  it  is  necessary  to  consider  the  terms  of 
the  corresponding  sections  in  the  earlier  Acts  and  to 
compare  them  with  those  of  this  section. 

Both  the  Act  of  1883  {v)  and  the  Act  of  1888  contain  What  Act 
aaving  clauses  (ar),  and  where  an  application  was  made  two  Snding 
days  before  the  Act  of  1883  came  into  operation,  and  the  registrationfl. 
registration  was  opposed,  and  the  matter  came  before  the 
Conrt  for  decision,  the  Court  of  Appeal  thought  it  "  un- 
donbtedly  the  better  course"  to  treat  the  question  as 
gOTemed  by  the  old  Act  of  1875.    In  the  particular  case, 

((]  ApoUinarU  Cb.'«  Tm.y  (1S91)  trade-mark  granted  or  acquired, 

2  Ql  1S6,  see  at  p.  234  ;  8  B.  P.  or   application    pending,   ...  or 

C.  137,  C.  A.  right  .  .  .  acquired,  ...  or  any- 

[u]  See  the  section,  and   Ward,  thing  duly  done  .  .  .  under  .  .  . 

Sturi,  f  Sharps 9  Tnu.,  50  L.  J.  Ch.  any  of  those  enactments  before  or 

347  (18S1),  Hall,  V.-O. ;  and  Chap.  at  the  commencement  of  this  Act." 

H,  below,  p.  230.  {x)  Sect  27:  <' nothing  in  this 

(f)  Sect.  113 :  *<  this  repeal  of  Act  shall  affect  the  validity  of  any 


I  shall  not  affect  the  past  act  done,  right  acquired,  or  liability 
opetrntifKi  of  any  of  those  enact-  incurred  before  the  commencement 
■KBts,  or  any  .  .  .  right  to  use  a      of  this  Act." 
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however,  it  made  no  difference  (y).  So,  in  Burgoyne^s 
Case  {z)  J  where  the  application  was  made  in  Deoember, 

1887,  but  did  not  come  before  the  Court  until  February, 
1889,  Chitty,  J.,  held  that  it  must  be  treated  as  made 
under  the  Act  of  1883,  and  that  the  applicant,  therefore, 
could  daim  registration  of  his  mark  as  a  "  fancy  word-." 

In  the  ApoUinaris  Case  (a),  Kekewich,  J.,  put  a  still 
more  favourable  construction  upon  sect.  27  of  the  Act  of 

1888,  for  he  held  that,  under  circumstances  similar  to  those 
of  the  last  cited  case,  the  applicants  were  entitled  to  regis- 
tration if  they  could  bring  their  mark  within  the  terms  of 
either  the  Act  of  1883  or  that  of  1888. 

Sect.  10  The  section  is  purely  restrictive,  as  were  also  the  oorre- 

reSri^ve        spending  sections  of  the  earlier  Acts,  which  it  has  replaced. 

It  is  intended  to  limit  and  curtail  the  numerous  forms  of 

words  and  other  things  which,  before  the  Acts,  were 

appropriated  as  trade-marks  (i). 

No  mark  can  be  put  upon  the  register  unless  it  complies 
with  the  terms  of  this  section,  but  the  presence  in  it  of  one 
or  more  of  the  specified  particulars  does  not  make  the  mark 
a  good  trade-mark,  or,  of  necessity,  entitle  it  to  registration. 
Some  restrictions  on  registration  are  imposed  by  the  Act 
itself  (c),  and  the  comptroller  has,  as  is  shown  elsewhere  (rf), 
discretion  to  allow  or  refuse  registration  where  all  the 
conditions  of  the  Acts  are  complied  with  (rf). 

Essential  Particulars. 

A  registered  No  trade-mark  can  be  properly  registered  unless  it 
musrconta^  Contains  one  or  more  of  the  essential  particulars  enume- 
one  or  more  of  rated  in  the  Act  under  which  the  registration  is  made  (c), 

the  essential 

(y)  Eud9onU  JV».,  32  C.  D.  p.  317,  R.  P.  0.  81  (1887). 

Cotton,  L.J.;    8  R.  P.    0.    115  (e)  Seots.   72,   73  and  86.     See 

(1886).  Chap.  X.,  below,  p.  175. 

(«)  6  R.  P.  C.  227 ;  61  L.  T.  39.  (d)  Chap.  IV.,  p.  63 ;    Smt  v. 

(a)  (1891)  2  Ch.  p.  201 ;  8  R.  P.  Dunn,  15  App.  Gas.  252 ;  7  R.  P.  G. 

G.  187.  311  (1890);  and  see  per  Lindley, 

(*)  Per   Cotton,    L.J.,    in    Van  L.J.,  above,  p.  67. 

Duzer'e  Tm.,  34  C.  D.  p.  634;  4  (e)  Above,  p.  HI. 
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<ff  unlefiB  it  is  witibin  the  proviso  relating  to  old  marks,  partionlam, 

*rhis  ia  clear  enough  from  the  Acts,  but  it  is  also  supported  maA.*"  ^^ 

byjudicialauthority.    Thus,  in  The  Orr-Emng  Case, Lord 

Caims  said  (/) :  "  I  cannot  think  that  the  Vioe-Chanoellor 

Hall  sufficiently  appreciated  the  object  and  provisions  of 

the  Act  of  Parliament  when  he  said  that  he  considered 

Uiat,  in  each  case,  a  device  or  label,  registration  of  which 

is  applied  for,  must  be  looked  at  as  a  whole,  and  that  if  it 

a{^)eais  to  be  such  as  in  the  ordinary  course  of  business 

would  be  distinguished  from  other  devices  or  labels  it 

ehoold  be  registered.     To  some  extent,  no  doubt,  this  is 

troe ;  but  I  apprehend  the  first  duty  cast  upon  the  Court  is 

to  ascertain  whether  some  one,  or  more  than  one,  of  the 

fflBfflitial  particulars  of  a  trade-mark,  as  defined  by  the 

Act,  is  found  to  exist,  so  that  the  mark  may  be  described 

with  the  one,  or  more  than  one,  essential  particular  or 

particulars  which  distinguish  it."     And  in  a  later  case, 

Chitty,  J.,   said  (g)  :    "  The    argument   is  that,  though 

wither  of  the  particulars  is  within  the  64th  section,  the 

maik  must  be  looked  at  as  a  whole ;  and  being  looked  at 

as  a  whole,  it  is  brought  within  the  sub-section  (c)  (as  a 

device  or  label)  because  as  a  whole  it  is  distinctive.     This 

point  was  raised  before  Mr.  Justice  Pearson,  in  Price's 

Patent  Candle  Co.'s  Case  (A),  and  without  success.     It  is 

quite  true  that  the  mark  must  be  looked  at  as  a  whole, 

but  we  must  find  in  the  whole,  one  at  least  of  the  essential 

particalars ;  and  not  one  of  the  essential  particulars,  in  my 

opinion,  can  be  found  in  this  mark." 

To  one  or  more  of  the  essential  particulars  there  may  be  Additions. 
add^  any  of  the  other  matters  enumerated  in  sect.  64  (2), 
but  the  applicant  for  registration  of  any  such  additional 
matter  must  now,  under  the  amendment  of  that  sub-section 

(/}  Orr-Ewing  ▼.  The  Registrar  between  two  co-axial  OTals. 

^fm.,  4  App.  Gas.  p.  484  (1879).  (A)  27  G.  D.  681  (1884).   A  con- 

(f)  Bradley' »  Tm.,  9  B.  P.  G.  yentional   label    with   the    words 

P>  207  (1892).    The  mark  in  ques-  National  Sperm  printed  on  it.    As 

tiBB  eonsisted  of  the  words  Worth* a  to  labels,  see  farther,  pp.  187  to 

^^mtu  printed  in  ordinarj  tfpe,  139. 

K.  I 
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introduced  by  the  Act  of  1888  (*),  state  in  his  application 
the  essential  particulars  of  the  trade-mark,  and  must  also 
disclaim  {k)y  in  his  application  also,  any  right  to  the  exdu- 
sive  use  of  the  added  matter,  and  a  copy  of  the  statement 
and  disclaimer  is  to  be  entered  on  the  register. 

The  power  conferred  by  sect.  92  of  the  Act  to  alter 
registered  marks,  does  not  extend  to  the  alteration  of  their 
essential  particulars  {I). 
Name-markB.  (a.)  A  name  of  an  individual  or  firm  printed,  im- 

pressed, or  woven  in  some  particular  and  distinctive 
mauner. 

Names  are  highly  valued  as  trade-marks,  or  as  essential 
particulars  of  trade-marks,  and  they  were  often  adopted 
and  protected  as  such  before  the  Acts(m).  Clause  (a) 
is  taken  from  sect.  10  of  the  original  Act. 

There  is  nothing  in  the  clause  to  restrict  the  choice  of 
the  name,  and  comparison  with  the  following  clause  shows 
that  it  need  not  be  the  name  of  the  individual  or  firm  ap- 
plying for  registration,  as  the  signature  referred  to  in  the 
last-mentioned  clause  must.  The  practice  of  adopting 
trade-names,  which  are  different  from  those  of  the  traders 
or  of  the  partners  in  the  firms  using  them,  is  very  common 
and  is  perf ectiy  lawful,  and  as  this  is  allowed  there  is  no 
reason  why  a  trader  should  not  adopt  as  his  trade-mark 
the  name  of  a  stranger  or  of  an  imaginary  person,  for  the 
office  of  the  mark  is  not  necessarily  to  connect  the  goods 
which  bear  it  with  him,  but  to  connect  them  with  the 
business  which  he  conducts  in  them  (n). 

The  question  whether  the  signature  of  the  applicant's 
predecessor  in  business  can  be  registered  under  this  sub- 
section is  considered  under  clause  (b)  (o). 

(i)  Sect.  10  and  sect.  16  ;  Bryant  per  Jessel,  M.R.,  in  £xp.  Stephens^ 

^  May's  rm.,  8  R.  P.  C.  69 ;  69  3  C.  D.  p.  660. 

L.  J.  Ch.  763  (1890),  North,  J.  (»)  See  per  Chitty,  J.,  in  JTom- 

(A)  See  Chap.  IX.  p.  166.  mond  v.  Brunker,  9  R.  P.  0.  p.  308 

(/)  See  Chap.  XI.  p.  248.  (1890) ;  see  also  Chap.  XVI.  p.  394, 

{m)  "The  name  of  a  firm  is  a  (o)  Below,  p.  117. 
Teiry   distinoti?e    word   indeed": 
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It  does  not  follow  that  eveiyname  of  anindividnal  or  firm 
printedy&a  as  required  by  the  sab-section  which  an  applicant 
may  select  is  entitled  to  registration,  for,  apart  from  the 
general  restrictions  expressly  specified  by  the  Act  (/>),  the 
comptroller,  in  the  exercise  of  his  discretion  (q),  would,  no 
doubt,  reject  any  name  which,  contrary  to  the  fact,  tended 
to  suggest  that  the  goods  on  which  it  was  used  were  the 
manufacture  or  merchandise  of,  or  had  some  connection 
vith  a  particolar  person  or  firm,  or  were  goods  of  a  parti- 
cular kind,  especially  if  the  name  were  not  the  proper 
same  of  the  applicant  or  of  his  predecessors  in  trade. 

The  name  must  be  the  mere  name  in  the  nominative  Name  mnat 
caie.    Thus,  where  Pirie^s  Parchment  Bank  was  registered  in  nomSnativo 
M  a  trade-mark,  and  the  two  latter  words  were  disclaimed,  <*»*®* 
Lindley,  L.J.,  held  that  Pirie^s  was  not  the  name  of  a  firm 
within  the  sub-section  (r). 

And  as  regards  the  registration  of  names  in  the 
poeseflfiTe  case,  generally.  Lord  Herschell's  Committee 
npoited(«),  that  *^  complaints  have  also  been  made  that 
vhere  words  have  been  refused  as  not  being  distinctive, 
they  have  afterwards  been  allowed  where  the  applicant  has 
^iplied  for  a  mark  consisting  of  the  same  word  preceded  by 
&  appUcant's  name  with  an  apostrophe.  We  think,"  they 
>dded,  ^  that  this  course  ought  not  to  be  pursued.  Little  or 
no  misdiief  might  result  where  the  name  of  the  applicant 
Vtt  an  uncommon  one ;  but  where  the  name  was  a  common 
one  die  result  would  be  to  deprive  all  persons  bearing  the 
■me  name  of  their  right  to  use  a  common  word  in  connection 
^  their  own  name,  and  even  if  the  name  were  an  uncom- 
mon (me  it  would  be  impossible  to  say  that  there  were  not 
Q^  persons  bearing  it  who  might  wish  to  use  it  in  connection 
^  the  common  word  which  it  is  sought  to  monopolise." 

The  report  continues :  "  Evidence  has  been  given  that 

{f)  8«to.  72,  78  and  86 ;  Chap.  30,  where  Stirling,  J.,  held  that 

^p.  17S.  Cb/man*«  ooonrring  in  a  label  need 

(r)  Seep.  63.  not  be  diadaimed  under  sect.  64 

!^  Pirv  T.  OoodaU,  (1892)  1  Ch.  (3)  (1). 
»;  9  B.  P.  C.  17 ;  cf.  ColmuiCi         (•)  Report  of  1888,  p.  adi. 
Al,11R.P.C.  129;  W.N.  (1894) 

i2 
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marks  consisting  of  a  combination  of  the  applicant's  name 
"  with  the  article  he  manufactures  or  sells  are  highly  valued. 
There  can  be  no  doubt  that  if  a  manufacturer  or  vendor  has 
obtained  for  his  goods  a  reputation  amongst  the  public,  he 
could,  by  process  of  law,  quite  apart  from  the  Trade-Marks 
Act,  prevent  goods  that  were  not  his  from  being  offered  to 
the  public  on  the  representation  that  they  were  so.  But  it 
would  be  quite  a  different  thing  to  give,  by  virtue  of 
registration  under  the  Trade-Marks  Act,  a  right  to  pre- 
vent another  manufacturer  or  merchant  honestly  describing 
his  own  goods  by  his  own  name  "  (s). 

The  effect  of  the  decision  in  Pirie  v.  Ooodall  will,  no 
doubt,  be  to  put  a  stop  for  the  future  to  the  registrations 
which  the  committee  thought  objectionable. 
Printed,  &o.  It  may  be  assumed  that  printed^  impressed^  or  woven  must 
be  construed  to  include  any  method  of  marking  the  name 
upon,  or  attaching  it  to,  the  goods  which  it  is  to  distinguish. 

The  word  "distinctive,"  where  it  appears  in  this  section, 
in  sub-sect,  (c),  and,  in  conjunction  with  "  special,"  in 
sub-sect.  (3)  (ii.),  has  been  repeatedly  construed  by  the 
Court  {t) ;  but  in  the  present  clause  it  does  not  seem  to 
present  any  difficulty.  The  intention  of  the  requirement 
that  the  name  should  be  printed  (&o.)  in  a  particular  and 
dktinctwe  manner  was  obviously  to  prevent  a  name  being* 
so  taken  as  a  trade-mark,  that  any  trader  might  iminten- 
tionally  infringe  it  by  an  honest  use  of  his  own  name  («). 
This  intention  would  be  carried  into  effect  by  construing 
the  words  to  mean  "  not  ordinary,  having  regard  to  the 
practice  in  the  trade  concerned." 

A  name  printed  in  ordinary  type,  or  in  type  in  ordinary 
use,  as,  for  instance,  capitals  (;r),  or  common  ornamental 


Particnlar 
and  distino« 
tive  manner. 


Grdinaiy 
type. 


(«)  See  ffopkinson't  Tm,,  (1892)  2 
Oh.  116 ;  9  R.  P.  0.  102,  Keke- 
-wioh,  J.,  .where  something  like 
thif)  seems  to  hare  been  done  by 
the  registration  of  a  name  as  an 
old  mark. 

(0  See  below,  pp.  118—127. 

(m)  See  the  extract  quoted  above 


from  the  report  of  Lord  Her8chell*8 
Committee.  Afl  to  the  right  of  a 
man  to  trade  under  his  own  name, 
see  clause  3  (1),  and  below,  p.  167  ; 
butcf.  Hopkinson'a  Tm.^  note  («). 

(x)  Gianaelis'  Ttn.,  6  R.  P.  C. 
467;  58  L.  J.  Ch.  782  (1889), 
North,  J.,  (Gianaclia  Cigarettet), 
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lettezB  (y)y  is  not  within  the  sub-seotion ;  and  the  addition 
of  marks  which  are  common  to  the  trade  makes  the  words 
no  better  as  a  trade-mark  (2). 

(b)  A  written    signature    or   copy  of  a  written  Signaturoof 
signature  of  the  individual    or   firm  applying  for     ®  *PP  ^'^^  • 
T^istration  thereof  as  a  trade-mark. 
Under  the  Act  of  1875  the  latter  words  of  the  clause 
ran  **  of  an  individual  or  firm."     The  addition  "  applying 
for  registration  "  was  effected  by  the  Act  of  1883.     One 
iBBolt  of  the  alteration  is,  as  Mr.  Sebastian  points  out  (a), 
tiiat  a  trader  cannot  register  the  signature  of  his  predecessor 
in  bnsmess  under  this  sub-section.     He  may,  however,  if 
it  falls  within  the  terms  of  (3)  (ii.)  be  able  to  register  it 
as  an  old  mark  (6) ;  and  if  the  signature  is  printed  (&c.)  in  a 
distinctive  manner,  he  can  register  it  under  sub-sect,  (a)  (c), 
unless  it  should  be  held  that  it  must  be  implied  from  the 
jffosence  of  this  clause  (b)  that  signatures  were  intended 
lobe  excluded  from  clause  (a)  (d) ;  but  this  is  not  a  neces- 
sary or,  it  is  submitted,  the  true,  construction  of  the  section. 
The  object  of  the  insertion  of  clause  (b)  may  well  have  been 
to  preclude  any  question  whether  a  name,  reproduced  as 
ordinarily  signed  by  its  owner,  did  or  did  not  fall  within  (a), 
although,  had  (a)  stood  alone,  it  would  not  have  been  open 
to  doubt  that  any  characteristic  signature  was  within  it. 
Of  course,  the  signature  of  a  predecessor  in  business, 
properly  registered  by  him  and  assigned  or  transmitted, 
as  a  trade-mark,  together  with  the  goodwill  of  the  business, 
is  usually  as  available  for  use  by  the  successors,  and  can  be 
as  readily  protected,  as  if  it  had  been  originally  registered 
by  them  (^). 

is)  B£  Friers  Faimt  Candle  Co.,  (d)  Gf.  Exp.  Stephens,  2   C.  D. 

27  C.  B.  681  (1884) ;  Pearson,  J.  6d9  (1876),  when,  in  ref using  regis- 

(;)  Ibid.y  and  Bradley^ e  Tm.,  9  tration,  under  the  Act  of  1875,  to 

B.  P.  a  205   (1892),  Chitty,  J. ;  the  word  Aeilyton,  Jessel,   M.R., 

[WniVt  ConeU)  printed  between  asked :' 'Why  should  a  written  sig- 

tvo  co-axial  orals.  nature  be  specified,  if  any  signature 

(«)  2rd  edition,  p.  36.  will  do  ?  " 

(»)  Bdow,  p.  153.  (e)  See  Chap.  XIII.,  p.  272,  As- 

\«)  Abore,  p.  144.  signment  and  Devolution  of  Trade- 
marks. 
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Reqnirementg  Copies  of  written  signatures  were  frequently  protected 
tra^-m^k.  ^  trade-marks,  or  as  material  parts  of  trade-marks  before 
the  Acts  (/).  As  a  man's  signature  has  for  several  cen- 
turies been  the  mark  in  uniTersal  use  to  authenticate 
documents  which  are  his,  it  might  have  been  expected 
that  it  would  have  been  used  also  to  authenticate  his 
goods,  and  that  signatures  would  have  occupied  a  more 
prominent  place  among  trade-marks  than  they  do.  There 
are,  however,  several  objections  to  a  signature  as  a  trade- 
mark. A  good  trade-mark  must  not  only  enable  a  customer 
to  recognize  the  goods  which  bear  it  when  he  sees  them,  as 
those  of  the  manufacturer  or  trader  with  whom  he  wishes 
to  deal,  but  must  also  enable  him  to  describe  and  call  for 
them.  As  regards  the  latter  requirement,  a  signature  is 
usually  nothing  more  than  a  bare  name-mark,  for  the 
manner  of  writing  it  will  rarely  be  such  as  to  enable  even 
a  person,  who  could  read  and  recognize  it  at  sight,  to 
recollect  and  describe  it;  and  it  is  obvious  that  for 
customers — ^foreigners,  for  instance — ^who  are  imable  to  read 
the  signature,  it,  or,  indeed,  any  name-mark,  fulfils  neither 
of  the  requirements  referred  to. 

The  signature  itself,  being  an  essential  particular  of  a 
registered  trade-mark,  cannot  be  altered  imder  sect.  92. 
A  corresponding  decision  was  given  by  Jessel,  M.!E.y 
under  the  Act  of  1875  (g). 

Distmotive  (o)  A  distinctive  device,  mark,  brand,  heading, 

device,  &0.  j^^^i^  ^j,  ^^^^^^^ 

Brand  did  not  appear  in  the  Act  of  1875.  It  was  added 
by  the  Act  of  1883.  The  latter  Act  contained  also  the 
clause  "  fancy  word  or  words  not  in  common  use,"  which 
is  now  replaced  by  sub-sects,  (d)  and  (e)  (h). 

Distinctive  governs,  and  is  to  be  read  with,  each  of  the 
words  which  follow  it{i).    It  merely  incorporates  what 

(/)  As  in  Farina  v.  Silverhek,  1  6  C.  D.  574  ;  14  0.  D.  748  (1877), 

K.  &  J.  609;  6  De  G.  M.  &  G.  Malins,  V.-C,  and  L.J  J. 

214  ;  24  L.  J.  Ch.  632  ;  26  L.  J.  {g)  ReLewhurtt,  Utli  June,  1880, 

Ch.  11 ;  and  4  K.  &  J.  650  (1855),  stated  in  Sebastian,  3rd  ed.  p.  364. 

Wood,  V.  -C,  and  Lord  Cranworth ;  (A)  Below,  p.  162. 

MoiMm  V.  ThorhyU  Cattle  Food  Co.,  {%)  Waterman  v.  -iyrw,  89  C.  B. 
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law  before  the  Begistration  Acts,  in  bo  for  as  it  requires 
that,  in  order  to  be  a  trade-mark,  a  symbol  must  be  capable 
of  distinguishing  the  goods  upon  which  it  is  placed  from 
«fnil<ir  goods,  80  as  to  identify  them  with  the  business  of 
the  proprietor  of  the  mark  (y). 

The  word  standing  alone  in  this  clause,  aad  coupled  "I>Mfino- 
witli  special  J  in  clause  (3)  (ii)  (A;),  has  been  construed  in 
a  numbefT  of  cases.    In  Leonard  and  Ellk^  Case,  Fry,  L.J., 
expressed  an  opinion  that  the  words  special  and  distinctive 
of  sab-6ect.  (3)  (ii),  ^4mport  the  specializing  of  the  make 
and  manufacture  of  a  particular  maker  from  all  other 
mann&cturers,  and  distinguishing  the  manufacture  of  one 
person  from  the  manufacture  of  all  others  "  (/).     In  Wood 
V.  Butler  (m)  lindley,  L. J.,  said  that  distinctive  trade- 
mark ''must  mean  some  mark  which  distinguishes  the 
goods  to  which  it  is  attached  as  those  made  or  sold  by  the 
person  who  uses  the  mark  " ;  and  Fry,  L.  J.,  repeated  his 
definition  from  the  earlier  case.     The  whole  Court  held 
that  it  was  not  sufBcient  for  the  mark  to  be  distinctiye  as 
T^ards  the  trade,  it  must  be  distinctive  in  the  eyes  of  the 
ultimate  customers,  the  consumers.      ''  It  ought,"  said 
IjjpeSj  L.J.,  "to  be  a  special  and  distinctive  mark,  not  only 
r»»gnizable  by  the  trade,  but  also  recognizable  by  the 
oonsumer,  as  connecting  the  article  with  the  manufacturer. 
So  that,  as  the  proprietor  of  the  mark  had  put  upon  the 
boxes  in  which  his  goods  were  enclosed,  words  suggesting 
that  they  were  made,  not  by  him,  but  by  a  foreigner, 
although  the  suggestion  was,  as  the  trade  knew,  false,  he 
had  by  his  own  act  prevented  the  mark   from  being 
distinctive. 


»;  5  B.  P.  G.  368  (1888),  0.  A. ;  aon't  ^.,  (1892)  2  Gh.  p.  121 ;  9 

BwioMi  T.  The  Broxburn  Oil  Co.,  B.  P.  0.  102,  Kekewioh,  J. 

42C.I).  274 ;  6  R.  P.  0. 482  (1889),  (*)  Below,  p.  164. 

C3ii%,  J. ;  JSrtf  t.  GoodaU,  (1892)  (Q  26  0.  D.  p.  304  (1884),  0.  A. 

1  Ch.  35 ;  9  R.  P.  C.  17,  0.  A.  Valvoline  for  valve  oil. 

U)  See  Chap.  H.,  p.  36 ;  Orr-  (m)  32  0.  D.  247 ;  8  R.  P.  C.  81 

.Stcinf  V.  The  Begiatrar  of  Tme,,  4  (1886),  £ton  for  dgarettes,  claimed 

App.  Gu.  479  (1879),  and  Sopkin-  as  an  old  mark. 
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Lord  Halsbury  defined  the  word  in  similar  language  to 
that  of  Fry,  L.J.,  quoted  above,  in  Perry-Davis  Sf  8on  v. 
Harbord{n)y  distinctive,  he  said,  "means  distinguishing  a 
particular  person's  goods  from  somebody  else's, — ^not  a 
quality  attributed  to  the  particular  article,  but  distinctive 
in  that  respect  that  it  means  that  it  is  a  manufacture  of 
his  distinguished  from  somebody  else's  "  (»).  And  he  held 
that  the  word  pain-killer,  as  applied  to  a  patent  medicine, 
was  neither  special  nor  distinctive  (o). 

"  The  essence  of  a  trade-mark,"  said  Kay,  J.,  in  Richards 
V.  Butchery  "is  that  it  is  some  distinctive  thing  which 
points  out  that  the  goods  are  the  goods  of  A.  B."  {p). 

And  in  Hopkimon^s  Trade-Marks  {q)  Kekewich,  J.,  said : 
"  In  order  to  protect  a  trade-mark  before  the  Act,  you  were 
obliged  ...  to  prove  by  evidence,  and  satisfy  the  Court, 
that  the  words  used  as  a  trade-mark  were  known  in  the 
market,  and — I  think  it  is  Lord  Westbury^s  phrase  (r) — 
gave  a  vendible  character  to  the  articles  to  which  they 
were  attached,  made  these  articles  recognized  as  coming 
from  a  particular  manufactoiy,  and  so  gave  them  a 
character  different  from  every  other  article  in  the  trade. 
Therefore,  it  seems  to  me,  that  the  legislature  here  («)  did 
no  more  than  adopt  the  language  of  the  cases." 
Jamei^  Tm.  In  The  Dotm  Black  Lead  Case  {t)  Lopes,  L.  J.,  put  a  some- 

what different  interpretation  on  the  word  distinctive.    It 

(«)  15  App.  Cae.  p.  320 ;  7  R.  jected. 

P.    C.    336     (1890).       Fain-killer  (j)  (1892)  2  Ch.  p.  121 ;  9  R.  P. 

claimed  as  an  old  mark  for  medi-  C.    102  ;   J,  ^  J,  Hophimon    for 

cine.  pianosi  claimed  and  allowed  aa  aa 

(o)  So  also  did  Lord  Morris,  in  old  mark, 

the  House  of  Lords,  and  Fry  and  (r)  The  Leather  Cloth  Co,  v.  Th9 

Lopes,   L.JJ.,   in    the    Court    of  American  Leather  Cloth  Co.,  4  I>e 

Appeal.  a.  J.  &  S.    137;    33  L.  J.  199 

{p)  (1891)  2  Ch.  p.  636  ;  8  R.  P.  (1863),  cited  above,  p.  47. 

C.  249,  Kay,  J.,  and  0.  A.    Mono-  (a)  i.  e.,  by  the  use  of  the  phrase 

jt7o/«  for  wines.    In  each  of  the  last  *' special  and  distinctive"  in  the 

three  cases,  the  marks  were  claimed  old  mark  clauses  of  the  Acts, 

as  special    and  distinctive  words  {t)  Jamee^  Tm,,  33  G.  D.  392 ;   3 

used  as  trade-marks  before  13th  R.  P.  0.  340  (1886),  C.  A. 
Au^pust,  1876.    They  were  all  re- 
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iDMiis,  he  said,  "  that  it  must  be  a  mark  or  devioe  of  such 
akind as,  in  case  of  infringement,  it  shall  be  dear  what  it 
isthst  is  being  infringed,  and  that  the  mark  is  something 
distinct  from  all  other  marks  used  in  the  same  class  of 
goods."  And  the  Court  of  Appeal  there  held,  that,  upon 
the  eridenoe,  a  sketch  of  a  short  cylinder  terminated  bj  a 
kodi^here  was  a  distinctiye  design  for  black-lead,  which 
vas  in  &ct  made  up  for  sale  in  pieces  of  the  shape  shown 
\j  the  sketch.  There  is,  howeyer,  no  disagreement  between 
the  two  interpretations,  and  on  consideration  it  will  be  seen 
ibat  the  first,  assumes  the  second,  for  no  mark  can  dis- 
tbgoish  the  goods  which  bear  it  from  all  similar  goods,  or 
cm  create  a  species  within  the  genus,  unless  it  has  itself 
some  reoognizable  and  characteristic  peculiarity  to  separate 
it  from  other  marks  which  may  be  found  upon  some  or  aU 
of  them.  Moreover,  a  mark  which  satisfies  the  second 
test,  and  possesses  such  a  peculiarity  as  is  referred  to,  if 
tiiis  ifi  leoognized  with  sufficient  readiness  as  a  peculiarity, 
must  of  necessity,  when  it  becomes  known,  distinguish  the 
goods  which  bear  it  in  the  manner  required  by  the  test 
Eoggested  by  the  dicta  first  cited.  In  the  case  of  new 
Buib  which  have,  and  can  have,  acquired  no  connection 
l^repatation  with  their  owner,  aU  that  can  be  demanded 
of  ihe  mark  is  that  it  shall  be  capable  of  distinguishing 
the  goods  to  which  it  is  applied  in  the  required  manner, 
and  this  accords  with  the  old  law  («). 

In  order  to  be  distinctive,  then,  a  mark  must  be  different  Meaning  of 
from  other  marks  used  upon  or  in  connection  with  the  "distinctive, 
ttme  goods,  and  the  difference  must  be  such  as,  in  the 
caae  of  a  mark  already  used  and  known,  to  distinguish 
the  goods  which  bear  it  as  the  goods  of  its  proprietor ;  or, 
in  the  case  of  a  new  mark,  to  be  capable  of  so  distinguish- 
ing, and  to  be  likely  when  used  and  known,  to  so  dis- 
tmgmah,  the  goods.     Three  questions  arise  upon  this : —  QueBtions  to 
(1)  What  are  the  other  marks  from  which  a  mark  under  ^  oonaidered. 
conaideration  is  to  differ?  (2)  What  kind  and  degree  of 

(ii)  See  Chap,  n.,  p.  35. 


122  WHAT  MARES  MAY  BE  REGISTERED  AS  TRADE-MARES. 

difference  will  suffice  ?  and  (3)  What  is  the  fimotion  of 
evidence  in  the  determination  of  the  iaqniiy  P  The  second 
and  third  questions  may  be  more  conveniently  considered 
in  connection  with  the  restriction  put  upon  the  registration 
of  marks  which  too  nearly  resemble  previously  registered 
marks  by  sect.  72  {x). 

1.  What  Marks  are  to  be  distinguished. 
Common  In  many  trades  there  are  a  great  number  of  common 

"^^  ■  marks,  which  have  been  generally  adopted  for  ornament 

or  some  similar  purpose,  or  which — having  befen  in  tho  first 
instance  appropriated  as  trade-marks — ^by  abandonment,  by 
wide-spread  piracy  (y),  or,  in  the  case  of  word-marks,  by 
becoming  the  names  (2),  and  therefore  descriptive,  of  the 
goods,  have  become  publici  juris.  And  a  mark,  to  be 
distinctive,  must  be  distinguishable  from  all  of  these. 

Thus  the  committee  of  experts  appointed  under  the  Act 
of  1875  (a),  to  classify  the  marks  tendered  for  registration 
in  respect  of  cotton  goods,  rejected  some  marks  bearing 
arrangements  of  elephants,  lions,  and  crowns,  on  the 
ground  that  such  devices  or  symbols  in  themselves,  and 
by  reason  of  the  extensive  use  of  lions  and  demi-lions, 
and  crowns  and  elephants  by  the  trade,  were  not  private 
property,  and  did  not  possess  a  distinctive  character ;  and 
The  Orr^  on  the  appeal  from  the  registrar  s  refusal  to  register,  evi- 
'^'^^  ^*  dence  was  given  that  among  the  marks  rejected  by  the 
committee  were  31  crowns  used  by  18  different  firms, 
52  elephants  used  by  30  different  firms,  and  137  lions  and 
demi-lions  used  by  64  different  firms  (6).  In  the  same 
case  it  was  shown  that  triangular  tickets  in  green  and 
gold  were  in  common  use  in  the  cotton  trade. 
In  the  early  years  of  the  existence  of  the  register,  a 

{x)  Chap.  X.,   p.    186.     As  to  {b)  Orr-Eioing  v.    The  Itegistrar 

question  (2),  see  also  below,  p.  127.  of  Tma,,  4  App.  Oas.  p.  485  (1879)  ; 

(y)  See  Ford  y.  Foster,  7  Ch.  611  and  see  Kuhn  ^  Co.*t  Tm.,  53  L.  J. 

(1872) ;  and  above,  p.  37.  Ch.  238,  n.  (1878) ;  smdMyde  f  Cd.*s 

(s)  See  Chap.  II.,  p.  36.  Tm.,  7   C.  D.  724    (1878),  both 

(fl)  See  Chap.  VII.,  p.  103.  Jessel,  M.R. 
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number  of  common  marks  were  accepted  and  placed  upon 
it  in  ignoranoe  of  their  true  character.  The  committee  of 
experts,  to  which  reference  has  been  made,  was  instituted 
to  aasifit  the  registrar,  and,  after  1884,  the  comptroller,  in 
determining  what  marks  were  common  in  the  cotton  class, 
and  it  was  the  practice  of  these  officers  in  other  cases  to 
eonsolt  the  representatives  of  the  trade  concerned  on  the 
sabject  (e). 

It  is  dear  that  such  marks  as  these  which  are  in  common  What  marks 

use  in  the  trade  must  be  standards  of  comparison  by  which  ^^  ^™™<^^* 

the  distinctiyeness  of  a  new  mark  must  be  tested  (d) ;  and 

some  assistance  in  determining  when  a  mark  is  to  be  taken 

to  be  in  common  use,  may  be  obtained  from  the  decisions 

on  other  parts  of  the  Act.     Thus,  sect.  64  (c)  of  the  Act  of 

1883  (now  repealed)  allowed  fancy  words  not  in  common 

use  to  be  registered,  and  on  this  it  was  held,  that  use  by 

sereral  firms  in  the  trade  in  question,  and  by  others  in 

different  trades,  was  common  use  (e).    And  sect.  74  (/) 

proTides  for  the  registration,  as  additions  to  a  trade-mark, 

in  the  case  of  any  mark  used  as  a  trade-mark  before  13th 

August,  1875,  of  any  distinctive  (g)  device,  mark,  brand, 

heading,  label,  letter,  word,  or  figure,  or  combination  of 

letters,  words,  or  figures ;  and  in  the  case  of  any  mark  not 

BO  used  of  any  distinctive  (g)  word  or  combination  of  words, 

tbongh  the  same  be  respectively  common  to  the  trade  in  the 

goods  with  respect  to  which  the  application  is  made.     The 

section  also  provides  (3)  that  a  mark  which  was,  before  the 

13th  of  August,  1876,  publicly  used  by  more  than  three 

{c]  p€r  JesKl,  M.B.,  in  KuhiCt  mon  in  the  trade. 

One,  mpra.  {e)  Great  Tower  Street  Teas  Co,  v. 

«  See  Bryant  ^  May's  Tm.,  8  Smith,  6  R.  P.  C.  p.  172  (1889), 

R.  P.  C.  69;   69  L.  J.  Gh.  763  Tower  Tea;  and  see  below,  p.  149. 

(1^0),  North,  J. ;  the  cases  cited  (/)  See  Chap.  IX.,  p.  164,  Ad- 

ia.  aote  (b) ;    Anderson* s  Tm.y  26  ditions  and  Disclaimeis. 

C    0.  409,  Qiitty,  J. ;   affirmed  (^)  This  means  primd  facie  dis- 

on  appeal,  64  L.  J.  Ch.  1084  (1884) ;  tinotive.     Burland  v.  Broxburn  Oil 


Tksvlis  f  Blakey's  Tm.,  10  R.       Co.,  42  0.  D.  274 ;  6  R.  P.  C.  482 
P.  C.  369  (1893),  North,  J.  Ancross      (1889),  Chitty,  J.,  ( Waskerine), 
Kjecied  because  anchors  were  com- 
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persons  on  the  same  or  a  similar  description  of  goods  shall, 
for  the  purposes  of  the  section,  be  deemed  common  to  the 
trade  in  such  goods  (A). 

In  The  Washerine  Case  {i)  Chitty,  J.,  held,  that  marks 
might  be  common  to  the  trade  within  the  sect.  74,  though, 
not  publicly  used  by  more  than  three  persons,  as  required 
by  sub-sect.  (3),  and  that  the  words  do  not  mean  "in  com- 
mon use  in  the  trade,"  but  "  open  to  the  trade,"  and  this 
interpretation  was  adopted  by  Kekewich,  J.,  in  The  Apol- 
linark  Case  (k).  In  an  earlier  case  the  last-named  judge 
said :  "  Any  word  which  the  trade  might  have  used  at  the 
date  of  the  registration  is,  as  I  construe  the  Act,  common 
to  the  trade.  I  think  it  means  that  a  word,  which  might 
have  been  used  for  these  particular  goods  by  any  other 
persons  at  the  time  is  common  to  the  trade"  {I),  Obviously 
this  construction  must  be  read  with  some  limitation,  or  no 
new  mark  could  ever  be  registered,  for  every  unused  mark 
is  open  to  the  trade  until  it  is  monopolised  by  someone, 
either  by  registration  or  by  user,  as  a  trade-mark.  It  is 
submitted  that  what  is  meant  is  that  a  mark  common  to 
the  trade  is  one  known  in  the  trade  and  not  appropriated, 
and  this  is  consonant  with  the  contexts  of  the  passages 
cited  above,  and  Chitty,  J.,  gives,  as  an  example,  the  case 
of  a  mark  widely  used  and  then  abandoned  by  all  but  two 
or  three  persons  in  the  trade.  In  The  Apollinaris  Case  the 
word  in  question  was  the  name  of  a  mineral  water  which 
might  have  been  sold  by  the  proprietors  to  other  traders 
than  the  claimants  of  the  mark,  although  they  were,  for 
the  time,  the  sole  importers  of  it.  And  in  The  Herhalin 
Case  the  word  had  been  extensively  used  before  registration 
both  by  the  plaintiff  and  the  defendant.  They  were  all 
cases  of  descriptive  words. 

In  The  Stone  Ales  Case  (m)  lindley,  L.  J.,  expressed  an 

(A)  See  below,,  pp.  172  and  177.  C.  137. 

The  three  mark  rule.  (0  ffumphriea   y.    Taylor   Dru^ 

(»)  Burland  v.  Broxburn  Oil  Co,,  Co.,  69  L.  T.  820  (1888),  {Herhalin). 

42  C.  D.  274 ;  6  R.  P.  C.  482  (1889).  (m)  Thompson  v.  Montgomery,  41 

(*)  (1891)  2  Oh.  p.  209  ;  8  R.  P.  0.  D.  p.  49 ;  6  R.  P.  0. 404  (1889). 
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opmion  that  a  mark  used  by  one  person  in  the  trade  only 
eonld  not  be  oonunon  to  the  trade. 

How  &r  marks  whiob  are  or  have  been  used  by  one  or 
more  pecBons  in  the  trade,  but  which  are  not  commonly 
used,  or  common  to  the  trade  in  the  sense  just  suggested, 
asnd  are  not  trade-marks,  are  to  be  regarded — in  judging 
whether  a  mark  tendered  for  registration  is  distinctiye — 
is  unsettled. 

Where  the  marks  are  trade-marks,  whether  registered  or  Other  trade- 
mregistered,  it  is  clear  that  they  are  obstacles  to  the  regis-  ^^  ^^r^' 
tration  of  any  mark  which  so  closely  resembles  them  as  to  registered, 
be  Galcolated  to  deceive,  unless  the  applicant  has  an  inde- 
pendent trade-mark  right  in  the  mark  he  puts  forward  (n)* 
This  is  expressly  enacted  by  sect.  72,  in  regard  to  regis- 
tered trade-marks  (o) ;  and  it  follows,  in  the  case  of  such 
unregistered  trade-marks  as  are  words,  from  the  prohibition 
plaoed  by  sect.  73  upon  the  registration  of  any  words,  the 
use  of  which,  by  reason  of  their  being  calculated  to  deceive 
or  otherwise,  would  be  deemed  disentitled  to  protection  in 
a  Court  of  Justice  (^).  Apart  from  these  sections,  how- 
e?er,  it  is  dear  that  a  mark  which  is  calculated  to  deceive 
the  public  by  leading  them  to  believe  that  it  is  the  trade- 
mark of  some  person  other  than  its  proprietor  cannot  be 
distinctive  in  accordance  with  the  explanations  of  the  term 
giTen  in  the  judgments  cited  above.  In  the  very  extra- 
oidinary  circumstances  of  the  case  of  Mousan  v.  Boehm  (^), 
it  was  held  that  a  trade-mark  which  had  been  registered 
at  a  time  when  a  similar  and  previously  acquired  unregis- 
tered trade-mark  for  the  same  goods  was  in  existence 
might  be  allowed  to  remain  on  the  register,  on  the  ground 
that  the  later  mark  had  been  registered  in  good  faith  and 
in  ignorance  of  the  earlier  unregistered  mark,  and  had 
remained  unchallenged  on  the  register  for  two  years, 
during  which  time  it  had  been  extensively  used  in  its 


(»)  Cf.  Chap.  XV.,  pp.   326  et  (p)  Page  209. 

«f .,  Infringeiiient.  (?)  260.D.398(1884),Chitty,J. 

(•)  Chap.  X.,  p.  175.  The  facts  are  stated  below,  p.  325. 
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proprietor's  busmess ;  but  the  case  was  treated  as  exoep- 
tional,  and  the  earlier  trade-mark  was  admitted  upon  the 
register  also. 
Abandoned  But  an  abandoned  unregistered  trade-mark  is,  as  suoh, 

no  obstacle  to  the  registration  of  a  similar  mark  (r),  that  is, 
unless  it  has  become  a  common  mark  in  the  trade. 
Marks  used  in  Besides  common  marks  and  trade-marks,  there  are, 
m^te.  "  however,  other  marks  used  by  traders  in  their  businesses; 
for  instance,  marks  employed  in  advertisements,  or  in  the 
"  get  up  "  of  his  goods  by  a  single  trader.  Are  these  to 
be  taken  as  standards  in  estimating  the  distinctiveness  of  a 
new  mark  ?  This,  it  is  submitted,  depends  upon  the  extent 
to  which  they  are  known  and  used.  On  the  one  hand,  it 
would  be  absurd  to  compel  a  trader  to  collect  and  dis- 
criminate all  the  marks  used  by  his  fellow-traders,  other- 
wise than  as  recognized  trade-marks,  in  or  in  connection 
with  their  businesses,  on  peril  of  finding  that  the  mark  he 
has  selected  or  invented  for  registration  i&  bad;  and,  on  the 
other  hand,  it  would  be  a  great  hardship,  to  take  a  single 
example,  to  compel  a  rival  trader  to  omit  a  material  part 
of  a  well-known  advertisement  of  his  trade,  because  some- 
one had  registered  it  as  a  trade-mark.  If  a  mark  is  well- 
known  in  connection  with  a  particular  trader,  though  not 
used  as  a  trade-mark  by  him,  its  use  upon  the  goods  of 
another  would  be  likely  to  identify  them  with  him  rather 
than  with  the  latter,  and  it  would  not,  therefore,  be  dis- 
tinctive in  regard  to  such  goods,  in  the  sense  explained 
above.  Thus,  in  a  recent  case  (s),  Kekewich,  J.,  refused  to 
direct  the  registration,  as  a  trade-mark  for  wire-bound 
india-rubber  hose,  of  a  device  consisting  of  a  sketch  of  an 
elaborate  knot  of  the  hose,  on  the  ground  that  it  too 
closely  resembled  a  picture  of  similar  hose  printed  by  the 
opponents  in  their  price  lists,  notwithstanding  that  the 
device  had  been  employed  as  an  advertisement  by  the 


(r)  See  the  last  case  and  Paine  f      0.  A.,  {John  Bull  beer). 
Co,  T.  Danielle  ^  Sons'  Breweries,  (e)  The  Sphineter  CoJs  Tm.,  10  R. 

(1893)  2  CSh.  667 ;  10  R.  P.  0.  217,      P.  0.  84  (1893). 
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^yplicantg  in  their  own  price  lifits,  and  was  registered  as 
tiior  copyright  design. 

2.  What  Degree  of  Distinctiveness  is  required. 

The  question,  what  degree  of  difference  from  other  marks  "What  degree 
vill  entitle  a  mark  to  be  registered,  is  considered  in  the  ^ve^^ 
(bspter  dealing  with  restrictions  on  registration,  and,  in  i«qiured. 
particular,  with  sect.  72  {t).    In  addition  to  what  is  there 
said,  it  may  be  pointed  out  that,  although  a  mark  offered 
for  registration  may  be  fairly  distinguishable  from  each  of 
several  others,  yet  the  existence  of  these,  if  they  are  in 
me,  opposes  a  cumulatiTC  weight  of  objection  to  any  new 
maA  which  has  an  apparent  resemblance  to  a  number  of 
th£m(//). 

It  has  neyer  been  suggested  that  a  secondary  meaning  Seoondaiy 
•equired  by  user  in  connection  with  the  applicant's  goods,  me^^^ 
ihidi  would  have  sufBced  to  create  trade-mark  rights  in 
an  apparently  descriptive  mark  before  the  Acts  (u),  will 
€Dahle  such  a  mark  to  be  registered  under  them,  unless  it 
vas  used  as  a  trade-mark  before  the  13th  of  August,  1875, 
and  in  The  Stone  Ales  Case  {x)  the  mark  Stone  Ale  was 
remored  from  the  register  on  the  ground  that  there  wcu9 
IK)  eridenoe  of  its  separate  user  as  a  trade-mark  before  the 
date  mentioned,  although  its  secondary  meaning  was  not 
only  folly  established,  but  was  the  basis  of  the  injunction 
granted  against  the  defendant  in  the  case. 

Descriptive  Marks. 

According  to  the  construction  placed  upon  the  Acts,  a  Deacriptiye 
daaiptive  mark  cannot  be  distinctive.     So  that  any  mark  ™*'"' 
vUdi  describes,  either  directly  or    by  suggestion,  the 
nature  of  the  goods,  their  quality,  or  the  purpose  to  which 

(0  Page  186.  0.  D.  36 ;  6  B.  P.  C.  404  (1889). 

M  Of.  below,  pp.  197,  198.  There  was  no  appeal  on  this  point 

(•)  Qop.  n.,  p.  36.  to  the  House  of  Lords.    As  to  old 

(zj  Thompton  y.  Montffomerf/,  41  marks,  see  below,  p.  166. 
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they  are  to  be  applied,  is  not  regiBterable,  and  this  rule 
has  been  applied  far  more  strictly  than  that  which  rejected 
mere  descriptive  words  as  trade-marks  before  the  Acts  (y). 
This  subject  is  discussed  under  the  head  of  Word-Marks, 
below  (z). 

Device. 

DeviceB  as^  Devices  have  been  registerable  under  all  the  Acts.  They 
are  the  oldest,  and,  in  many  ways,  they  form  the  most 
valuable  kind  of  trade-marks.  Before  the  description  of 
shops  and  factories  by  street  and  number  became  the 
common  and  convenient  method  of  identification,  every 
trader  had  his  characteristic  "  sign,"  and  it  was  an  obvious 
and  natural  step  to  transfer  the  sign  from  the  shop  to  goods 
which  it  was  desired  to  show  had  come  out  of  it.  And  this 
was  done  in  very  early  days.  Fragments  of  classic  pottery 
bear  the  potter's  mark  of  their  maker,  and,  to  come  to  later 
times,  the  early  editions  of  the  Aldine  Classics  bear  the 
device  of  a  dolphin  wound  round  an  anchor  (a).  A  good 
trade-mark  which  has  a  device  as  its  central  feature  has 
this  pecidiar  advantage,  that  its  use  is  not  restricted  to 
customers  who  speak  any  one  language.  It  is  not,  of 
course,  necessarily  equally  useful  or  distinctive  everywhere. 
For  instance,  pictures  of  a  stag  and  a  buffalo,  though 
perfectly  different  to  people  who  are  acquainted  with  the 
forms  of  both  animals,  might  well  be  indistinguishable  by 
the  inhabitants  of  some  of  the  Pacific  islands  where  no 
quadruped  is  known  which  is  larger  than  a  pig,  and  who 
would  have  no  name  for  either.  The  chief  objection  to  a 
device  trade-mark  is  the  difficulty  of  choosing  one  which 
shall  be  sufilciently  simple  and  striking  to  fix  itself  in  the 
customer's  memory,  and  which  shall  readily  suggest  a 
name  or  description  by  which  it  can  be  referred  to,  and 
yet,  at  the  same  time,  be  distinguishable  from  the  other 
marks  in  use  for  the  same  goods  or  description  of  goods. 

{y)  Chap,  n.,  p.  36.  (a)  Salaman    on    Trade-Marks, 

(e)  Pages  140  ^^  00^.  p.  1* 
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It  was  dedded  under  the  Act  of  1875,  which  did  not  Word  or 
pioyide  for  the  registration  of  words,  that  a  oolleotion  of  a^devioe.^° 
Tlnglirfi  letters  (6),  or  a  single  letter  (c),  could  not,  but 
that   a  word  printed  in  Oriental  characters  might,  be 
registered  as  a  device  (d). 

The  device  must  be  distinctive,  irrespective  of  the  colours  Cobur. 
in  which  it  is  printed,  although  a  trade-mark  maj  be  regis- 
tered in  colours  so  as  to  appropriate  to  the  owner  the 
exdofliYe  right  to  use  it  in  those  or  any  other  colours  (e). 

In  Anderson^B  Case  (/)  a  device  consisting  of  a  portrait  Portrait  of 
of  Baron  Liebig,  with  the  words  Brand  above  and  Baron  ^^ 
Liebig  below  it,  was  rejected  as  a  trade-mark  for  Liebig's 
ertract  of  meat,  on  the  ground  that  the  words  Baron  Liebig 
vere  open  to  the  trade  (g),  and  that  the  portrait  of  the 
iQTentor  of  the  goods  was  not  a  distinctive  device,  it  being, 
as  Cotton,  KJ.,  and  Ohittj,  J.,  found,  a  common  practice 
for  those  engaged  in  trade  to  place  a  photograph  of  the 
iuTentor  on  the  particular  article,  in  order  to  show  that  he 
18  the  inyentor,  or  to  show,  in  the  particular  case,  that  the 
article  is  made  according  to  his  invention  (A). 

Where  a  mark  consists  in  part  of  distinctive  matter  and  Part  of  mark 
in  part  of  matter  which  is  common  to  the  trade,  the  latter  ^^^e. 
part  cannot  be  registered  without  a  disclaimer.     Thus,  in 
Baker  v.  Rawson  (t),  where  a  lighthouse,  surrounded  by 
two  concentric  circles,  with  initials  and  a  date  between 

{I)  Exp.  Stephms,   3  0.  D.  659  (/)  26  CD.  409,  Chitty,  J.,and 

(1876;;,  Jewel,  IIR.  {AeUyton),  on  appeal,  54  L.  J.  Ch.  1084  (1885), 

(«)  MiUJuW9  Tin.f  7  C.  D.   36  see  Liebig,  ^e.  Co,  y.  AnderaoHf  66 

(1877),    Hall,    V.-C,   application  L.  T.  206,  Chitty,  J. 
to  register  A,  aa  an  old  mark  for  (s)  So  held  in  Liebig^  Extract  of 

.  tefmed.  Meat  Co.  v.  Eanbury,  17  L.  T.  (N. 


{dj  tMherham'$   Tm.,  11   CD.  S.)  298  (1867). 

230  ;  14  C  D.  586  (1878),  Baoon,  (A)  26  0.  D.  p.  415. 

T.-C,  and  C.  A.,  7W  in  Arabic.  (t)  45  0.  D.  p.  533  ;  8  R.  P.  C 

Gf.  Oma  T.  AleplogUi,  6  Beay.  69  n.  89  (1890) ;  see  also  KuhnU  Tm.,  53 

(1SS3),  rnaended$  (i.  e,)  warranted  L.  J.  Ch.  238  n.  (1878),    Jesod, 

isTisrUah.  M.B.,  where  registration  with  a 

(r)  Sa/uon't  Tm.f  37  C.  D.  1 12 ;  disclaimer  was  approyed  under  the 

iB.  F-C.  130 (1887),  Kay,  J.,  red,  Act  of  1876.    See  now,  sect.  74, 

^kiU^   mtd  blue  labeL      Sect.  67,  Chap.  IX.,  p.  169. 
,  p.  162. 


device. 
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them,  had  been  registered  in  1877  as  a  new  mark,  although 
the  circles  were  in  fact  common  to  the  trade,  an  application 
was  made  to  remove  the  mark  from  the  register.  North,  J., 
held  that  the  circles  ought  not  to  have  been  registered,  but 
as  the  whole  mark  had  been  used  for  a  number  of  years, 
instead  of  ordering  its  removal,  he  directed  a  note,  stating 
that  the  circles  were  common  to  the  trade,  to  be  put  upon 
the  register.  The  common  matter  can,  however,  be  regis- 
tered, with  a  disclaimer  as  an  addition,  under  sect.  74,  if 
the  whole  mark  was  used  as  a  trade-mark  before  13th 
August,  1875.  In  the  case  of  marks  not  so  used  additions- 
are  restricted  to  words  and  combinations  of  words  (A). 
Combination  A  combination  of  devices  which  are  common  to  the 
trade  may  form  a  new  and  distinctive  device  (/).  The  test 
by  which  any  such  combination  must  be  tried  is,  it  is  sub- 
mitted, correctly  stated  in  the  following  passage  from  the 
report  of  Lord  Herschell's  Committee  (m) .  The  Committee 
say :  "  In  this  connection  we  may  refer  to  a  point  which 
has  been  the  subject  of  considerable  controversy,  namely, 
how  far  registered  or  common  marks  when  combined 
together  are  to  be  regarded  as  a  new  mark.  We  think 
that  the  juxtaposition  of  two  or  more  such  marks  is  not,  if 
there  be  nothing  more  than  this,  a  combination  constituting 
a  new  mark.  An  important  test  appears  to  be  whether 
the  existing  marks  are  so  combined  as  to  suggest  a  new 
idea.  For  instance,  assuming  a  cat  and  a  fiddle  to  be  each 
an  old  mark,  we  do  not  think  that  the  mere  representation 
of  a  cat  and  a  fiddle  together  would  be  a  new  mark,  but 
the  representation  of  a  cat  playing  upon  a  fiddle,  the  idea 
conveyed  by  which  would  be  neither  the  cat  nor  the  fiddle, 
but  a  cat  playing  upon  a  fiddle,  would  be  a  good  combina- 
tion, and  might  properly  be  registered.     We  think  that 

{k)  Chap.  IX.,  p.  164 ;  Additions  -wholes,  distinotiye   combinations, 

and  Disclaimers.  see  Orr^Exving  v.  The  Begistrar  of 

{I)  The  mark  must  be  looked  on  Tms.y  4  App.  Cas.  479  ;  and  Loid 

as  a  whole,  see  Chap.  X.,  p.  192 ;  Cairns'  judgment,  p.  484. 

and  below,  p.  137,    "Label,"  for  (m)  Report  of  1888,  p.  ix.     The 

instance  where  a  number  of  com-  passage    follows    that    upon    the 

mon  and  some  distinctive  elements  *  <  idea  of  a  trade-mark,"  cited  at 

combined  together  did  not  form,  as  p.  189. 
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«iln8  Tiew  diffeis  Bomewhat  from  that  which  has  been  at 
times,  at  all  eyents,  entertained  by  the  Board  of  Trade, 
bat  it  appears  to  us  to  be  the  sound  one." 

It  has  been  held,  in  the  ease  of  word-marks,  that  Devioes 
dwaiptiTeness  is  inconsistent  with  distinctiveness,  and  it  i^^^^i^^ 
Toold  seem  to  follow,  that  marks  which  are  descriptive  of 
the  goods  to  which  they  are  to  be  applied  are  not  within 
the  Acts.  In  the  opinion  of  Lord  Herschell's  Com- 
mittee (fl),  such  marks  are  not  legitimate,  and  since  the 
oommittee's  report  the  comptroller  has  refused  to  accept 
than.  This  opinion  is  in  accordance  with  the  judgment  of  Jam^  Case, 
Pearson,  J.,  in  James^  Case  (o),  holding  that  a  representation 
A  the  goods  on  which  the  mark  was  to  be  used  was  not  a 
good  mark.  In  that  case  the  mark  in  question  was  a 
sketch  of  a  cylinder  with  a  dome  top,  which  had  been 
Rgifltered  in  1861,  as  a  design,  and  as  a  trade-mark  in 
1377.  It  was  used  as  a  trade-mark  for  black-lead,  which 
vas  generally,  but  not  exclusively,  sold  in  blocks  of  the 
dape  shown  by  the  sketch,  and  upon  which  the  words 
"registered  shape  "  were  stamped.  The  Court  of  Appeal 
rerened  the  dedsion  of  Pearson,  J.,  but  Cotton  and 
lindley,  L.JJ.,  apparently  differed  from  the  learned 
jadge  in  their  view  of  the  facts  only.  They  held  that  the 
naik  was  not  a  mere  representation  of  the  goods,  and 
they  laid  stress  on  the  circumstance  that  it  might  be  used, 
and  it  had  occasionally  been  used,  on  blocks  of  shapes 
other  than  that  shovm  by  the  sketch  {p).  Lindley,  L.J., 
sttd:  '^I  cannot  see  why,  according  to  English  law,  a 
fiih  may  not  be  a  distinctive  mark  for  a  fishing-line, 
thoagh  I  can  imderstand  that  a  picture  of  a  fish  may  not 
be  a  distinctive  mark  of  that  particular  kind  of  fish.     Why 


■•)  Bcport  of  1S88,  p.  zii.  can  cases ;  33  G.  D.  392  ;  3  B.  P. 

(•)  31  C.  D.  340  (1886).    It  also      0.  340. 
MBonb  with  a  number  of  Amerioan  (p)  33  G.  D.  392;  3  R.  P.  G. 


see  Sebastian,  Srd  ed.,  340.    The    appeal  was    heard  ex 

P^  41    The  Conrt  of  Appeal,  how-  pt^rU^  the  respondents  not  appear- 

c«v,  dioag^  that  little  assistance  ing. 
«•  to  be  obtained  from  the  Ameri- 

k2 
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^'  a  pig  should  not  be,  according  to  English  law,  a  dis^ 
tinctive  mark  for  lard,  or  something  made  out  of  a  pig,  I 
do  not  know.  Supposing  you  tanned  a  pigskin  into 
leather,  I  do  not  know  why  a  pig  should  not  be  a  good 
trade-mark  for  tanned  pig's  hide."  Lopes,  L.J.,  took  the 
same  view  of  the  facts ;  but  in  the  course  of  his  judgment 
he  asked :  "  Why  is  it  (the  mark)  the  less  a  distinctive 
device  or  mark  because  it  represents  the  thing  upon  which 
it  appears?"  The  suggestion  of  this  question  is  not 
only  at  variance  with  the  opinion  cited  above,  but  also 
with  the  statement  of  Lindley,  L.J.,  that  a  fish  would  not 
be  a  good  trade-mark  for  fish  of  the  same  kind  (q), 
Devioes  But  although  descriptive  devices,  including  mere  repre- 

pictSea^  sentations  of  the  goods  upon  which  the  mark  is  to  be  used 
the  gooda.  are  objectionable,  there  seems  to  be  no  reason  why  pictures 
of  the  goods,  worked  up  into  a  characteristic  and  un- 
common design,  should  be  refused.  Thus  a  drawing  of  a 
mere  ordinary  coil  of  wire  for  wire,  of  a  barrel  for  beer,  a 
cricket-bat  for  cricketing  materials,  would  be  bad  as 
trade-marks ;  but  not  a  drawing  of  the  wire  woven  up  into 
a  knot  of  new  and  striking  design,  or  of  several  barrels  or 
bats  arranged  in  a  particular  and  original  manner  (r). 

It  is  somewhat  difficult  to  define  what  degree  of 
descriptiveness  will  make  a  mark  objectionable,  but  the 
test  is,  it  is  submitted,  to  be  found  in  the  rule  that, 
assuming  the  mark  to  be  distmctive  having  regard  to  the 
marks  akeady  in  use  in  the  trade,  as  already  defined,  it 
must  not  be  such  as  to  restrict  the  liberty  of  any  trader  to 
use  any  drawing,  picture,  or  device,  which  he  may  fairly 
require  to  enable  him  to  describe  his  goods  to  any  class  of 
his  customers  in  the  ordinary  manner. 

Mark. 

This  word  is  sufficiently  wide  in  its  meaning,  if  it  stood 
alone,  to  cover  not  only  all  the  other  symbols  specified  in 

{q)  See  The  Sphincter  Co.'f  2>«.,  (r)  The  queetion  waa  disonBsed, 

10    R.    P.   C.    84    (1893),   Keke-      but  not  decided,  in  The  Sphincter 
wioh,  J.  Cc't  Tm.,  10  R.  P.  0.  84  (1893). 
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the  fiecdoii,  but  any  kind  of  mark  whatever.  The  insertion 
of  the  other  words  must  therefore  be  taken  in  some  way 
to  limit  its  meaning;  but  it  is  not  easy  to  see  what  kind 
rf  symbol,  not  registerable  under  the  other  words  of  the 
eboBe,  could  be  used  as  a  trade-mark. 

Brand. 

This  word  was  introduced  by  the  Act  of  1883,  in  conse- 
({aenoe  of  the  ruling  of  Jessel,  M.E.,  that  cigar  marks 
bnint  into  the  ends  of  the  boxes  could  not  be  registered 
under  the  Act  of  1875,  and  in  order  to  allow  such  marks  to 
ke  registered  («) ;  but  it  has  not  been  restricted  in  practice 
to  marks  burnt  into  the  goods  or  their  envelope.  Thus,  a 
amnher  of  word-marks  were  at  one  time  accepted  and 
legistered  in  the  tin-plate  trade  as  brands,  which  would 
sot  have  been  accepted  under  any  of  the  other  heads  {t), 
leeause  the  words  were  geographical  words. 

Lord  HerscheU's  Committee  said,  in  their  report  (u) :  Brand. 
"Some  controversy  has  arisen  with  reference  to  the  mean- 
ing of  the  word  brand  as  distinguished  from  the  other 
words  employed.  There  can  be  no  doubt  that  the  term 
daiTes  its  origin  from  the  practice  of  producing  some  mark 
hy  means  of  burning,  but  it  appears  now  to  be  in  use  in 
CKtain  trades  for  the  purpose  of  describing  trade-marks  no 
longer  produced  in  this  way,  and  differing  in  no  respect 
tram  the  labels  and  tickets  mentioned  in  the  section; 
nevertheless  a  distinction  has  been  made  in  the  practice  of 
the  Office,  and  trade-marks  have  been  allowed  registration 
m  certain  trades  as  brands  when  they  would  not  have  been 
looepted  in  other  classes  as  labels  or  tickets.  We  see  no 
leuon  for  this  distinction.  It  does  not  appear  to  us  to 
wceive  support  from  the  language  of  the  Act,  and  we 

[*)  See  the  eridenoe  of  the  oomp-  tinction  between  brand  and  design 

Wtt   before    Lord    HerscheU's  or  mark.     Q.  3296. 

ComnHtee,  Q.  2993.    The  oomp-  (t)  Ibid.,  Q.  3294. 

^«Uer  fUted  that  he  did  not  see  \u)  Beport  of  1888,  p.  xi. 
»T  ntson  for  keeping  np  the  dis- 


Goodall, 
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"  think  that,  in  future,  brands  should  be  dealt  with  in  pre- 
cisely the  same  way  as  labels  or  tickets." 
Piri^v.  This  opinion  corresponds  with  that  expressed  in   the 

judgments  delivered  in  Pirie  v.  OoodaU{x),  There  the 
plaintiffs  had,  in  1885,  registered  the  words  Pirieh  Parch- 
ment Bank  for  paper,  disclaiming  the  exclusive  use  of  both 
parchment  and  hanky  which  were  words  in  common  use  in 
the  trade.  The  defendants  in  an  action  for  infringement 
moved  to  remove  the  mark  from  the  register,  and  the 
plaintiffs  tried  to  support  it  {inter  alia)  as  a  brand.  Vaughan 
Williams,  J.,  held,  that  the  word  brand  must  be  limited  in 
some  way ;  it  could  not  include  aU  words,  whether,  for  in- 
stance, they  were  fancy  words  (now  invented  words)  or  not. 
"  I  think,"  he  said,  *'that  before  you  can  register  anything 
as  a  brand,  there  must  be  evidence  that,  in  point  of  fact,  it 
is  as  a  brand,  and  as  a  brand  only,  that  it  is  used."  The 
use  of  the  words  as  a  watermark  on  paper  was  not,  the 
learned  judge  thought,  user  as  a  brand ;  but,  he  added,  "  I 
see  no  reason  why  a  brand  should  not  be  woven  into  the  goods 
just  as  much  as  stamped  on  to  them  or  burnt  into  them." 
He  ordered  the  trade-mark  in  question  to  be  removed  from 
the  register.  This  decision  was  affirmed  on  appeal,  and 
Lindley,  L.J.,  who  delivered  the  judgment  of  the  Court, 
said  he  did  not  see  why  mark  did  not  include  brandy  and 
he  held  that  word-marks  (ij)  could  only  be  registered  when 
they  came  within  those  parts  of  the  section  (64)  which 
expressly  relate  to  words,  and  consequently  could  not  be 
registered  as  brands  (s). 

In  Paine^s  Case  (or),  the  words  John  Bull  Brand,  regis- 
tered in  1885  as  a  trade-mark  for  beer,  were  ordered  to  be 


{x)  (1892)  1  Ch.  36  ;  9  R.  P.  C.  p.  295. 

17.  («)  (1892)  W.  N.  p.  56,  and  9 

(y)  That  is,  marks  oonsisting  of  R.  P.  C.  130,  Kekewich,  J.    Tho 

a  word  or  words,  not  headings,  action  in  which  the  question  arose 

labels,  or  tickets,  which  comprise  is  further  reported,  Paine  ^  Co,  v. 

words."  Daniells  ^  Som*  BraverxM,  (1893) 

{z)  Cf.  Lord Selbome's  judgment  2  Ch.  667  ;  10  R.  P.  C.  71,  217. 
in  Leonard  ^  Ellis' e  Tm.,  26  C.  D. 


r 
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lemoYed.  An  attempt  was  made  to  support  the  mark  as  a 
brand,  but  Kekewieh,  J.,  pointed  out  that  the  mark  claimed 
WB8  the  three  words,  not  the  first  two,  and  that,  conse- 
quently, the  addition  of  the  last  word  did  not  make  the 
whole  a  brand.  Some  question  was  raised  in  the  cases 
cited  above  as  to  whether  a  brand-mark  must  not  be  regis- 
tered as  a  brand,  but  there  is  no  machinerj  for  such  regis- 
tration, as  no  distinction  is  made  between  the  different 
heads  referred  to  in  the  section  upon  the  register. 

The  term  brand  was  sometimes  applied,  before  the  Acts, 
to  trade-marks  branded  on  metal  goods,  or  on  wine  casks, 
or  eorks  (6),  and  its  use  to  denote  a  class  of  some  kinds  of 
goods,  as  cigars,  for  instance,  is  very  common ;  but  these 
uses  seem  to  have  nothing  to  do  with  its  meaning  in  the 
Act 

Heading. 

The  meaning  of  this  term  is  not  at  all  clear.  The  word 
18  ordinarily  used  of  a  sentence  or  words  placed  at  the  top 
of  a  document  as  a  title  or  to  describe  the  matter  contained 
in  it ;  and  it  has  been  held  that  the  words  Family  Salve^ 
printed  thus,  Reinhardfs  Celebrated  Family  Salve,  at  the 
top  of  a  wrapper  used  for  patent  medicine  bottles,  formed 
a  distinctiye  heading  {c).  But  it  hsbs  been  held  also,  under 
the  Act  of  1875,  which  did  not  provide  for  the  registra- 
tion of  words,  that  the  single  word  Valvoline  did  not  {d) 
form  a  heading,  on  the  ground  that  word-marks  were 
q>eoiaIly  provided  for  in  the  Act.  If  the  first  decision 
can  be  reUed  on,  and  if  it  indicates  the  whole  significance 
of  the  word  in  the  section,  the  operation  of  the  section 
imder  this  head  is  very  limited,  for  documents  attached  to 

[h)  Sebastian,    3id   ed.   p.  39 ;  the  later  dedmons,  have  been  re- 

MilUm^ton  t.  Fox,  3  My.  &  Cr.  338 ;  fused    as    descriptive,    and    also 

Seito  T.  Prwezende,  L.  B.  1  Ch.  192.  because  it  was  not  the  whole  mark 

(r)  Reinkardt  y.  Spalding,  49  L.  used  before  the  Act. 

J.  Ch.  '67  (1879),  Hall,  V.-C.    The  (rf)  Leonard  #  EllWa  Tm.,  26  C. 

naik  had  been  registered  in  1876  D.  p.  295  (1884),  C.  A. ;  see  the 

It  an  old  mark.    It  would,  under  judgment  of  Selbome,  L.O. 
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the  goods  or  their  envelope  can  themselves  be  registered  as 
labels. 
Line  leadingB  In  the  cotton  trades  a  line  heading  means  the  pattern  or 
go(^.  ^  marking  woven  at  the  end  of  a  piece  of  cloth  (e) ;  and  in 
The  Great  Tower  Street  Tea  Co.  v.  Smith  (/),  North,  J., 
said  that  this  was  what  he  understood  by  heading  as  need 
in  this  section.  These  line  headings  are  of  great  import- 
ance in  the  Manchester  trade,  but  are  not  registerable 
under  the  present  Acts,  since  they  are  essentially  colour- 
marks  (g).  A  great  deal  of  evidence  as  to  the  practio- 
ability  of  providing  for  their  registration  and  protection 
was  taken  by  Lord  Herschell's  Committee,  and  the  most 
opposite  opinions  were  expressed  by  the  witnesses  upon 
the  subject.  In  the  result,  the  committee  reported  (A) 
that  they  were  disposed  to  think  the  registration  was  not 
practicable,  ^d  that  they  did  not  recommend  that  it 
should  be  allowed. 

Label. 

A  label  consists  of  a  number  of  words,  or  of  a  word  or 
words  combined  with  a  device  or  devices,  or  of  a  device  or 
devices  alone,  printed  on  paper  or  other  substance,  in  order 
to  be  stuck  upon  or  attached  to  the  goods  or  their  envelope. 

A  single  word  or  several  words,  not  registerable  alone, 
and  not  forming  any  sentence,  wiU  not  become  registerable 
by  being  printed  on  a  plain  piece  of  paper.  Thus,  in  a 
recent  case  (/),  North,  J.,  said :  "  The  plaintiffs  would  not 
be  in  any  better  position  at  all  if  they  had  put  the  words 
Tower  Tea  upon  a  piece  of  paper,  otherwise  blank,  and 
fixed  it  on  to  their  packages,  than  if  they  had,  as  they 

(«)  Harter  v.  Sottvazoglu   (1876),  (»)  The  Great   Tower  Street   Tea 

W.  N.  11,  101 ;  Carver  v.  Bowker,  Co.  v.  Smith,  6  R.  P.  C.  p.  170 

Seb.  Dig.  p.  350  (1877) ;  Eobimon  (1889).    Cf.  Lord  Selbome^s  judg^. 

V.  Fmlay,  9  C.  D.  487  (1877).  ment  in  Leonard  f  Ellis's  Tm.,  26 

(/)  6  R.  P.  C.  p.  168  (1889).  CD.  288  (1884).    So  a  black  label, 

ig)  See  above,  p.  129.  bearing  the  descriptive  word  Mono^ 

(A)  Report  of  1888,  p.  ix,  because  brut  in  its  centre,  was  removed  from 

the  headiDgs  are  essentiallj  colour-  the  register  in  Vignier'e  2Vri.,  6  K. 

marks.  P.  C.  490  (1889),  Kay,  J, 
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'^liETe  done,  impressed  the  words  Totver  Tea  upon  the 
packages  themselves."  And  it  would  make  no  difference 
tint  the  paper  was  surrounded  by  a  conventional  border, 
or  was  occupied  by  other  indistinctive  matter,  not  al- 
together forming  a  distinctive  combination  (A).  So  that 
the  name  of  a  firm  printed  in  common  letters  on  an 
odinaiy  label  does  not  make  a  distinctive  label  (l). 

Lord  fierschell's  Committee  reported  (m)  that  "  it  is  Phrases  and 
end  that  there  is  often  a  desire  to  register  short  phrases,  P"'^®^ 
SDch  as  proverbs,  &o.,  and  that  owing  to  the  diflSculty  of 
indiog  new  marks,  it  is  expedient  that  they  should  be 
allowed.  "We  see,"  they  added,  "  no  objection  to  this, 
pnmded  they  be  in  no  way  descriptive  of  the  character  or 
quality  of  the  goods,  or  of  their  place  of  origin,  sale,  or 
fianafactare." 

If  anch  phrajses  are  registerable  under  the  present  Acts, 
^  can  be  only  when  printed  and  used  as  labels.  And 
although  a  single  word  or  two  or  three  words,  not  forming 
a  sentenoe  and  not  themselves  registerable,  do  not  make 
an  (ndinaiy  label  distinctive,  it  may  well  be  held  that  a 
pinse,  such  as  is  suggested  in  the  passage  cited,  if  printed 
pnaninently  on  the  label,  would  do  so. 

An  ordinary  arrangement  of  parts  which  are  in  common  Ordinary 
iw,  each  part  remaining  as  a  distinct  feature  of  the  com-  ^f'^^J^^* 
hination,  does  not  form  a  distinctive  label  (n).     So  a  label  parts. 
ior  match-boxes,  bearing  representations  of  a  prize  medal, 
vith  the  words  Bryant  and  Mai/* 8  Royal  Wax  Vestas  printed 
in  ordinary  type,  medals  being  common  marks  in  the  trade, 
^aa  held  not  to  be  distinctive  {o) ;  and  so  also  was  a  label 

%  See  aboTe,  p.  129.  was  held  not  to  be,  as  a  whole,  a 

(r.  Ttic^t  Fatent  Candle  Co.,  27  distinotlye  label. 
C.  D.  p.  «S6  (1884),  Pearson,  J. ;  («»)  Report  of  1888,  p.  xii. 

lai  BfdUy*9  IW.,  9  B.  P.  C.  205  (it)  Gf.  combination  of  devices, 

.1^92^,  Cbitty,  J.,  WortVn  CarteUy  above,  p.  130  ;    and  the  passage 


oo-axial  orals.      In  Th9  from  the  Report  there  cited. 
l^mm^ham  Vinegar  Co^n  Tm.,  11  {o)  Bryant  ^  May't  Tm.,  8  R.  P. 

B.P.C.  196(1894),Kekewich,J.,  0.  69;   69  L.  J.  Oh.  763  (1890), 

akbd  ooniprising  a  large  H,  some  North,  J. 
AOBn  wads,  and  a  smaU  device, 
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bearing  two  co-axial  ovals,  with  the  words  WortVs  Corsets 
in  ordinary  type,  and  four  dots  arranged  as  a  star  at  each 
end  printed  between  them,  ovals  being  common  marks  in 
the  trade  {p).  In  the  last  case,  Chitty,  J.,  held  that  the 
addition  of  the  trade-name  of  the  owner  of  the  mark  made 
it  neither  better  nor  worse,  and  he  approved  and  followed 
Price^s  Case{q). 
No  disclaimer  Common  words,  that  is,  words  which  any  one  is  at 
parts  of  label,  liberty  to  use,  which  appear  in  a  label,  need  not  be 
disclaimed,  for  they  are  not  essential  parts  of  the  label, 
and  sect.  74,  which  provides  for  disclaimers,  applies  only 
to  additions  to  the  trade-mark,  and  the  whole  label  is 
itself  the  trade-mark  (r).  So,  in  The  Apollinaria  Case^  it 
was  held,  by  the  Court  of  Appeal,  that  the  name  Friedrich-^ 
sJiall  occurring  on  a  label  need  not  be  disclaimed  («),  and 
this  was  followed  by  Chitty,  J.,  in  the  case  of  the  Smoke- 
less Powder  Co.^s  trade-marks,  where  he  refused  to  order 
the  words  Smokeless  Powder  to  be  disclaimed  on  the 
application  of  rival  makers  of  similar  powder  {t),  A. 
dictum  of  Cotton,  L.J.,  in  an  earlier  case(ti),  decided 
under  the  Act  of  1875,  that  such  words  ought  to  bo 
disclaimed,  was  cited  in  the  last-mentioned  case;  but 
Chitty,  J.,  declined  to  follow  it.  The  decision  of 
Stirling,  J.,  in  Edge^s  Case{x)^  that  the  words  FUteral 
Blucy  which  he  held  to  be  bad  as  a  separate  trade-mark, 
must  be  disclaimed  when  registered  on  a  label,  is  also  in 
conflict  with  the  rule  stated  above.  None  of  the  above- 
mentioned  cases  were,  however,  cited  in  Edge^s  Case,  and. 
it  was  not  cited  in  the  Smokeless  Poioder  Case.    A  dis^ 

{p)  Bradley's  Tm,,  9  R.  P.  0.  P.  C.  164  (1886),  C.  A. ;  and  I^ain^ 

205  (1892).  ^  Co.  V.  Daniells  ^  Sons'  Breioeriem^ 

{q)  27  0.  D.  686  ;  dted  p.  137.  (1893)  2  Ch.  667  ;  10  R.  P.  O.  71^ 

(r)  Finto  v.  Badman,  8  R.  P.  0.  217. 

pp.  188,  191  (1891).     As  to  the  (0  (1892)  1  Ch.  590;  9  R.  P.  C. 

registration  of  common  marks  as  109. 

additions,  see  above,  p.  108,  and  (u)  Hudson's  Tm.,  32  C.  D.  311  * 

Chap.  IX..  p.  170.  3  R.  P.  C.  155  (1886),  C.  A. 

(«)  (1891)  2  Ch.  p.  233  ;  8  R.  P.  {x)  8  R.  P.  C.  207  (1891). 
C.  137  ;  see  also  Atkins'  Tm.,  3  R. 
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tinctiTe  label  may  accordingly  be  properly  registered, 
atthoagh  it  contains  words  or  names  to  the  exclusive  use 
of  which  no  claim  could  be  maintained  {y). 

The  presence  of  common  words  in  a  registered  label  Similar  com- 
does  not  prevent  any  trader  registering  a  different  label  i^^anotiier 
with  the  same  or  similar  words.     Thus   Valvoleum  printed  [^g^*?'®^ 
across  a  label  with  a  particular    device    was    allowed,  objection  to 
ahhough  Vakoliiie  was  already  registered  upon  a  label  with  '©fi^^ration. 
a  different  device  (s),  Jessel,  M.B.,  holding  that  each  word 
was  merely  equivalent  to  mlve  oil. 

It  is  a  common  practice  to  register  labels  with  blank  Blaiiks  in 
spaces  which  in  use  are  filled  up  by  matter  which  is  either  J^f^. 
not  capable  of  registration,  or  which  for  some  other  reason 
it  is  not  convenient  to  register,  because,  for  example,  it  is 
ehanged  from  time  to  time  (a).  The  practice  is  unob- 
jectionable, and  the  use  of  the  added  matter,  which  forms, 
(rf  course,  no  part  of  the  trade-mark  protected  by  regis- 
tration, does  not  interfere  with  the  protection  of  the  label 
as  r^^istered  (a).  But  in  consideriug  whether  a  mark  is  a 
proper  mark  to  register  regard  must  be  had  to  the  appear- 
ance it  will  present  in  actual  use  {h). 


Ticket. 

The  only  difference  between  a  label  and  a  ticket  seems 
to  be  that  a  label  is  attached  by  sticking  it  on  to  the  goods 
or  their  envelope,  and  a  ticket  by  tying  (c). 

iy)  EmUon'9  Tm.,  Atkins*  IVt.,  Co,,  4  R.  P.  G.  215  (1887),  both 

mad  Fmnt  ^  Co.  T.  DanieUt  ^  Soru^  Ghittj,    J.;    and  see  Chap.    X., 

Mntterietj  Mtpra.  p.  195. 

(s]  £t  Honburgh  ^  Co.^a  Appli-  (b)  ChristiansmU   Tm.,  3  R.  P. 

eafian,  53  L.  J.  Ch.  287  (1878);  0.  54   (1886),  0.   A.,  the   Tarnid- 

wee  Lammrd  ^  EUia'a  Tm.,  26  C.  I).  atikker  Match  Caae.    And  see  Chap. 

2S8   (1884),  C.  A.  ;    Loftua*  Tm,,  X.,  p.  192. 

(1S9I)  1  Ch.  193 ;  11  R.  P.  C.  29 ;  {e)  The  words  are  used  altema- 

STortiL,  J.  (wteo'  ffuid  whisky) .  tWelj  in  Orr-  Ewing  v.  The  Registrar 

(«)  H^mmmd  r.  Brunker,  9  R.  of  Tms.,   4  App.   Cas.   479;   and 

P.  C.  301  (1892) ;  Melaehrino  #  Co.  Great  Tower  Tea  Co.  v.   Smith,  6 

T.   MUmekriM   Egyptian    Cigarette  R.  P.  C.  165. 
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Word-Haxks. 

Words  as  Words  are  liiglilj  valued  as  trade-marks,  since  when 

^'^^  •  ^qH  chosen  they  combine  the  necessary  quaUty  of  dis- 
tinctiveness with  a  capacity  for  being  remembered  and 
referred  to,  which  is  only  equalled  by  such  simple  devices 
as  from  their  resemblance  to  common  objects,  or  to 
familiar  geometrical  figures,  at  once  suggest  appropriate 
names,  and,  while  in  many  of  the  classes  all,  or  almost  all, 
the  suitable  devices  are  either  already  appropriated  or  have 
ceased  to  be  distinctive,  the  number  of  new  words  which 
may  be  invented  is  practically  imlimited. 

Word-marks  were  common  enough  before  the  Registra- 
tion Acts,  and  provision  has  been  made  in  all  of  these  for 
the  registration  of  any  special  and  distinctive  word  or 
words  used  as  trade-marks  before  the  13th  of  August, 
1875,  when  the  Act  of  1875  came  into  operation,  and  also, 
under  sections  already  considered,  for  the  registration  of 
the  name  of  an  individual  or  firm  printed,  &c.  in  some 
particular  and  distinctive  manner,  and  of  a  written  signa- 
ture or  copy  of  a  written  signature.  Except  such  old 
marks,  names,  and  signatures,  no  other  word-marks  could 
be  registered  under  the  Act  of  1875  (rf).  This  was  altered 
by  the  Act  of  1883,  which  allowed  the  registration  of  "  a 
fancy  word  or  words  not  in  common  use."  The  expression 
"  fancy  word,"  however,  gave  rise  to  considerable  differ- 
ences of  opinion  as  to  its  meaning,  and  after  the  report  of 
Lord  Herschell's  Committee  it  was  struck  out  of  clause  (c), 
and  the  two  new  clauses  (d)  and  (e)  were  substituted  for 
it.  They  allow  the  registration  of :  (d)  "  an  invented  word 
or  invented  words  " ;  and  (e)  a  "  word  or  words  having  no 
reference  to  the  character  or  quality  of  the  goods,  and  not 
being  a  geographical  name." 


(rf)  Exp,  Stephens,  3  C.  D.  659  per  Lindley,  L.J.,  in  Van  DuserU 

(1876),    Jessel,  M.R.,  {AHlyton) ;  Tm.,  34  C.  D.  623  ;  4  R.  P.  C.  31 

Hose  V.  £vane,  48  L.  J.  Ch.  618  (1887). 
(1879),  Hall,  V.-C,  (JAmetta) ;  see 
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The  portion  of  ttie  report  above  referred  to,  which  relates  The  report 
to  this  subject,  was  as  follows  (e) : — "  It  will  be  convenient  Herachen's 
to  consider  first  what  words  ought  to  be  allowed  as  trade-  Committee  on 
marks.     There  can  be  no  objection  to  permitting  the 
registration  of  an  invented  word  not  to  be  found  in  the 
Tocabulary  of  our  own  or  any  other  country.     It  seems, 
farther,  tiiat  existing  words  may  with  advantage  be  per- 
mitted as  trade-marks,  subject  to  limitations  which  at  once 
SQggest  themselves.     It  is  manifest  that  no  one  ought  to 
he  granted  the  exclusive  use  of  a  word  descriptive  of  the 
^uftKty  or  character  of  any  goods.    Such  words  of  descrip- 
tkm  are  the  property  of  all  mankind,  and  it  would  not  be 
right  to  allow  any  individual  to  monopolise  them  and 
exclude  others  from  their  use.    Again,  geographical  words,  Geograpbioal 
which  can  be  regarded  as  descriptive  of  the  place  of  manu-  "*™®*' 
icture  or  sale  of  the  goods,  are  open  to  obvious  objections. 
One  manufacturer  or  merchant  cannot  properly  be  allowed 
to  prevent  all  his  competitors  from  attaching  to  their  goods 
the  name  of  the  place  of  their  manufacture  or  sale.     The 
mischief  would  not  be  the  same  where  the  person  seeking 
to  register  was  the  first  person  who  had  manufactured  or 
»ld  the  goods  in  the  place  the  name  of  which  he  seeks  to 
appropriate  as  a  trade-mark.    But  there  are  objections  to 
giving  a  monopoly  even  in  that  case,  and  to  attempt  to 
draw  any  such  distinction  would  be  likely  to  lead  to 
difficulty  and  litigation  (/).     We  think,  therefore,  that 
geographical  names  ought  only  to  be  permitted  where 
they  clearly  could  not  be  regarded  as  indicative  of  the 
plaa  of  manufacture  or  sale.     We  would  add  upon  this  Tranalated 
pdnt  that  we  think  that  where  any  English  word  would  ^°     ' 
he  rejected  as  not  entitled  to  registration,  no  person  ought 
to  be  permitted  to  register  its  translation  into  any  other 
hmguage.     The  question  has  been  raised  whether  a  word  Fhopetio 
hs?ing  the  same  sound  as  one  entered  on  the  register,  ^^'"^ 
though  spelt  differently  and  with  a  different  meaning, 
dMxdd  be  roistered.     The  question  in  such  a  case  would 

.  to  be  whether  the  resemblance  between  the  old  mark 


[*)  Report  of  1S8S,  p.  xi.  (/}  See  Chap.  II.  p.  44. 
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^'and  that  applied  for  was  such  as  to  be  calcnlated  to 
deceive ;  if  it  were  it  ought,  of  course,  to  be  rejected." 

A  Fancy  Word  or  Words  not  in  common  use  (/). 

As  already  stated,  the  meaning  of  these  expressions  gave 
rise  to  considerable  differences  of  opinion,  and  since  the 
marks  registered  under  the  Act  of  1883  are  still  governed 
by  that  Act,  and  the  principles  employed  in  the  int^pre- 
tation  of  these  expressions  will  be  employed  also  in  con- 
struing the  amending  Act  (^),  it  is  necessary  to  consider 
the  cases.  A  definition  of  fancy  word  was  ultimately  laid 
down  by  the  Court  of  Appeal,  which  seems  to  be  both 
clear  and  precise,  and  it  is  perhaps  to  be  regretted,  after 
this  had  been  done,  and  as  no  great  substantial  change  was 
desired  to  be  made,  that  the  expression,  which  was,  no 
doubt,  an  ill-chosen  one,  should  have  been  abandoned  for 
another  which  will  in  all  probability  itself  require  and 
receive  explanation. 
Fancy  words.  In  the  latest  reported  case  on  the  subject  (A),  Chitty,  J., 
summed  up  the  result  of  the  decisions  in  the  following 
passage :  "  To  be  a  fancy  word,  the  word  must  be  obviously- 
meaningless  as  applied  to  the  article  in  question.  On  that 
principle  the  Court  has  held  that  the  term  Gem  (t),  with 
reference  to  a'  gun,  is  not  a  registerable  fancy  word ;  with 
reference  to  hair  restorer,  that  the  word  Melrose  {k)  is  not 
a  fancy  word ;  with  reference  to  velveteen,  that  the  word 
Electric  {k)  is  not  a  fancy  word ;  and  with  reference  to 
lace,  the  opinion  of  Lord  Justice  Cotton  appears  to  have 
been  that  the  term  Alpine  {I)  was  not  a  fancy  word. 
These  are  some  of  the  numerous  illustrations  that  may  be 
given  of  what  may  be  thought  by  some  to  be  the  severe 

(/)  A  fancy  word  was  a  good  (h)  Ihyd  %  Sotui'  7k.,  10  R.  P. 

trade-mark  before  the  Acts.    '  *  The  G.  28 1  (1893) ,  Carnival  not  a  f  ancy- 

more  ridiculous  it  is,  the  better  it  word. 

is."     Wood,  V.-C,  in   Young  v.  (i)  Re Arhenz^ a Applieat'umy  infra, 

Macrae,  9  Jur.  N.s.  322  (1862).  {k)   Van  Dozer's  Jot.  and  Xea/'» 

(^)  Mef/erstein'a  Tm.,  43   C.   D.  Tm.,  infra. 

604 ;  7  B.  P.  C.  114  (1890),  Kay,  (/)  34  C.  D.  p.  639. 
J.,  {Satinine). 
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"iDdBtrict  eonstruction  which  the  Courts  put  upon  the 
Mth  section.  There  is  another  case,  which  I  may  also 
lafally  mention,  which  is  the  case  of  Jubilee  with  refer- 
ence to  note  paper,"  The  last-mentioned  word  was  also 
Wd*not  to  be  a  fancy  word  (w). 

He  leading  cases  are  the  consolidated  appeals  of  Van  Van  Duzer't 
Jkstr'^  Trade-Mark  and  Leaf  and  Son's  Trade-Mark  in  ^^' 
tie  Court  of  Appeal  («).  The  former  arose  out  of  an 
•pplication  to  register  the  words  Melrose  Favorite  Hair 
Rf^mr,  which  had  been  adopted  by  the  applicant  in 
1880,  and  which  were  identified  by  reputation  with  their 
gwds,  and  with  theirs  alone.  They  had  been  already 
Jeered  by  the  applicants  on  a  label.  It  was  argued 
tkit,  although  Melrose  happened  to  be  the  name  of  a  place, 
it  was  registerable  because  of  its  secondary  meaning, 
indicating  the  applicant's  goods  (o) ;  that  it  was  sufficient 
if  flie  words  were  not  "  in  common  use  "  in  connection 
with  the  goods  in  question ;  and  that  an  earlier  decision 
rfChitty,  J.,  in  The  Alpine  Case  {p)y  holding  that  a  word 
^  I  fancy  word  if  fancifully  used,  was  right.  The  Court 
of  Appeal  did  not  assent  to  any  of  these  argimients. 

To  be  a  fanq/  wordy  Cotton,  L.  J.,  held,  a  word  must  be  The  fancy 
one  "which   obviously   cannot    have    reference    to   any  ^°^™^y 
faeription  or  designation  of  where  the  article  is  made,  or  meaningleas. 
of  what  character  it  is."     So  that  it  is  not  enough  that  it 
slioald  be  shown  by  evidence  that  it,  in  fact,  has  no  such 
^^feenoe,  and  the  incorrect  or  inappropriate  user  of  a 
word  which  is  descriptive  does  not  make  it  a  fancy  word, 
lindley,  L. J.,  said :  "  To  be  a  fancy  word  I  think  the 
word  must  either  have,  to  ordinary  English  people,  to 
''Kini  this  Act  of  Parliament  is  addressed,  no  meaning, 

(«)  Tw$9od  Brot.yr.  Pirie  ^  Sons,  {o)  This  was  sufficient  to  make 

<  B.  P.  C.  67 ;  56  L.  T.  394  (1887),  the  words  a  trade-mark  tmder  the 

^^»J.  law  before  the  Acts.    See  Chap. 

(»)  84  C.  D.  623 ;  4  R.  P.  C.  31  U.,  pp.  36  et  seq. 

3*87],  Cotton,  Lindley  and  Lopes,  (;?)  29  C.  D.  877  (1886).    The 

*^*  right  of  appeal  in  this  case  was 

lost  by  a  slip  as  to  time. 
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"  like  the  word  Eureka  or  the  word  AeHyton^  or  if  it  has  any 
meaning  at  all,  it  must  be  obviously  non-descriptive  {q) 
when  used  as  a  trade-mark";  and  Lopes,  L.J.  (r),  laid 
down  the  following  conditions  as  necessary  in  order  that  a 
word  should  come  within  the  term : — ^It  must  be  obviously 
meaningless  as  applied  to  the  article  in  question ;  it  must 
be  fanciful  in  its  application  to  the  article  to  which  it  is 
applied,  in  the  sense  of  being  so  obviously  and  notoriously 
inappropriate  as  to  be  neither  deceptive  nor  descriptive, 
nor  calculated  to  suggest  deception  or  description ;  and, 
further,  it  must  have  "  an  innate  and  inherent  character 
of  fancif ulness,  which  must  not  depend  on  evidence,  and 
cannot  be  supported  by  evidence,  to  show  that,  in  fact,  it 
is  neither  deceptive  nor  descriptive,  or  calculated  to  be 
deceptive  or  descriptive."    It  must  speak  for  itself. 

In  Leaf  and  Son^s  Case  the  Court,  applying  these 
criteria,  held,  that  Electric  for  velveteens  was  not  a  fancy 
word. 

The  definitions  given  in  these  judgments  have  been  cited 
and  adopted  in  all  the  subsequent  cases  upon  the  meaning 
of  the  expression.  Thus,  in  Waterman  v.  Ay  res  («),  the 
Court  of  Appeal  held,  that  Reversi  was  not  a  fancy  word 
for  a  game.  Ordinary  Englishmen,  Cotton,  L.J.,  said, 
would  consider  it  was  in  some  way  connected  with  revers- 
ing, and  Fry,  L.J.,  said  that,  by  its  likeness  to  revei^se^  it 
was  calculated  and  intended  to  convey  to  the  minds  of 
persons  who  read  it  a  notion  of  the  character  of  the  game, 
and  it  was,  therefore,  not  a  fancy  word  (t). 

A  list  of  words  which  have  been  held  not  to  be  "  fanoy 
words  not  in  conmion  use"  is  given  on  a  later  page  (w). 
The  decisions       The  propositions  laid  down  by  the  Court  of  Appeal  in 
reBtriotire.       ^®  ^^^  ^^*  ^^^^  ^^  ^^*  amount  to  definitions  from  which 

(q)  34  C.  D.,  p.  642 ;  "  non-de-  (1888). 

scriptive"    was    substituted    for  {t)  See&lao  Edffc^a  Tin.,  8  R.  P. 

<*  meaningrless  "  at  the  suggestion  C.  207  (1891),  {Filtered  mue) ;  and 

of  Cotton,  L.J.,  p.  646.  Hodgson  v.  Sinclair,  9  R.  P.  C,  22 

(r)  Page  644.  (1891),  Britannia,  for  soap. 

(»)  39  C.  P.  29;  6  R.  P.  0.  368  (m)  Page  161,  below. 
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testa  to  show  aflSrmatively  that  any  particular  word  is 
nithin  the  meaning  of  the  Act  can  be  drawn.  They  are 
negative  propositions  only.  *'  To  say  that  every  word  is  a 
&ncy  word  because  it  is  unknown  to  an  average  English- 
min,  would  be  plainly  to  lay  down  a  proposition  which 
eoold  not  be  for  a  moment  maintained,  (for)  there  are 
many  good  English  words  descriptive  of  articles  which 
are  unknown  to  an  average  Englishman,  taking  a  rather 
high  rtandard  "  {x). 

It  foUows  that  a  word  descriptive  of,  or  suggesting  a  Descriptive 
description  of  the  origin,  qualities,  or  uses  of  the  goods,  is  ^^     ' 
not  a  fancy  word.     The  word  Gem,  therefore,  having  come 
into  use  to  indicate  excellence  in  the  article  to  which  it  is 
applied,  is  not  a  fancy  word  (y).    And  on  an  application 
to  register  it  as  a  trade-mark  for  air-guns,  it  was  a  further    . 
&tal  objection  that  it  had,  by  user,  become  descriptive  of 
a  particular  class  and  make  of  gun  (y). 

The  Acts  are  directed  to  ordinary  Englishmen  (2),  and  "Wordflin 
the  question  whether  the  words  put  forward  are  obviously  Lnguage. 
meaningless  and  non-descriptive  in  regard  to  the  goods  for 
vUch  the  mark  is  to  be  used,  is  to  be  tried,  therefore,  in 
the  light  of  such  information  as  ordinary  Englishmen  may 
1»  supposed  to  possess.  It  has,  however,  been  held  that 
monobrut,  which  is  a  compound  of  brut,  meaning  "  dry  '*  as 
oppoKd  to  "  sweet "  in  the  French  wine  trade,  and  which 
itadf  means  "  very  dry,"  is  descriptive,  and  therefore  not 
aiancy  word  fa). 

[^  T»  Chltty,  J.,  in  Davis  v.  below,  p.  161. 

ANiiA,  6  R.  P.  C.  p.  211 ;  59  L.  (z)  See  the  judgments  of  Lindley, 

T.  8&4  (188S),  Bokol,  the  name  of  L.J.,   in    Van  Duter'a    Case,    and 

*  5€fw«gian  beer,  rejected  as  a  Cottosiflj.J.yiiiJFatermanY,  At/res, 

^nde-ank  for  the  beer.  tupra;  Lloyd  ^  Sons'  2>».,   10  R. 

(jf)  Aritnz'  Tm.,  85  C.  D.  248  ;  4  P.  0.  281  (1893),  {Carnival) ;    and 

jB-P.  C.  143  (lb87).    So  held  by  BurgoyneU  Tm.,  6  R.  P.  C.  227; 

C.  A.,    reversing   Kay,    J.,  61  L.  T.  39,  Oonrn,  cited  below, 

judgment    was    delivered  Of.  the  Report  of  Lord  HerscheU's 

that  of  the  G.  A.  in  Van  Committee,  cited  ante,  p.  141. 

•   Cam.     Reverti,    Satinine,  (a)   Vignier'a  Tm,,  6  R.   P.   C. 

a  Ctnixal  are  other  instances,  490  (1889),  Kay,  J. ;  cf.  JaelcBim 

^  L 
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Name  of  the  The  name  of  the  goods  is  not  a  good  trade-mark  apart 
foreign^  i^T^  the  Acts  (J),  and  it  cannot,  of  course,  be  registered 
language.  under  them  (c).  So  that  the  introducers  of  a  kind  of  beer, 
which  was  common  in  Sweden  and  Norway,  were  not 
allowed  to  retain  on  the  register  the  names  by  which  it 
was  ordinarily  known  in  those  countries,  and  under  which 
it  had  been  sold  in  England  {d).  "For  the  sake  of  caution 
limiting  my  proposition  to  the  European  languages," 
Chitty,  J.,  said,  "  I  am  of  opinion  that,  in  reference  to  an 
article  produced  in  a  foreign  country  and  imported  into 
England  where  it  was  previously  unknown  and  without  a 
name,  the  word  used  in  that  foreign  country  as  the  common 
term  to  describe  or  denote  the  article  is  not  a  fancy  word 
within  the  meaning  of  the  Act." 

And  it  is  clear  that  a  word  which,  though  not  English, 
carries  a  well  understood  descriptive  meaning  («),  such  as 
Sanitas  (/)  or  Britannia  {g),  is  not  a  "  fancy  word." 

This  rule  does  not,  however,  extend  to  exclude  words 
taken  from  a  barbarous  language.  So  that  the  word 
OomoOy  which  was  said  to  mean  "  choice  "  or  "  select " 
among  some  of  the  Aborigines  of  Australia,  was  held  by 
Chitty,  J.,  to  be  a  fancy  word  notwithstanding.  "  If  it 
does  mean  choice,"  the  judge  said,  "  or  if  it  ever  meant 
choice  in  the  Aboriginal  language  of  Australia,  it  does  not 
mean  choice  to  an  ordinary  Englishman,  or  to  a  sufficient 


Co.'a  2V».,  6  R.  P.  C.  80  (1888),  (1888),  Chitty,  J.,  {Bokor). 

where  Kay,  J.,  rejected  the  Chip-  (e)  Lord  Hersohell's  Committee 

peway  Indian  word  Kokoko  becauBe  reported   that,  in   their   opizuan, 

^t  meant  Owl^  which  was  a  common  '*  where  any  Eng^liah  word  would 

mark ;  and  Davis  ^  Co,  v.  Striholt  be  rejected  as  not  entitled  to  reg^- 

^  Co,,  infra,  tration,  no   person   ought   to    be 

{h)  See  Chap.  IE.,  pp.  35  et  seq,,  permitted  to  register  its  translatiozi 

and  the  judgment  of  Chitty,  J.,  in  into  any  other  language,"  see  the 

Barlow  y.  Johnson,  7  B.  P.  C.  395  whole  passage  cited  aboye,  p.  141. 

(1890).  (/)  Sanitas  Co,  Tm.,  4  R.  P.   C. 

(c)  Per  Fry,  J.,  in  TFaterman  v.  533 ;  58  L.  T.  166  (1887),  Kay,  J. 

AyreSj  supra,  {tf)  Hodgson  v.  Sinclair,  9  R.   P, 

id)  Davis  ^  Co,  y.  Stribolt  ^  Co.,  0.  22  (1891),  Chitty,  J. 
6  E.  P.  C.  207 ;   69  L.  T.  854 
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"number  of  Englishmen  in  this  coimtiy,  to  enable  me  to 
aay  it  has  a  meaning  "  (h). 

The  name  suggested  bj  a  mark  which  is  common  in  the  Names  of 
trade  is  not  a  fancy  word,  and  this  rule  was  held  to  apply  ms^?^ 
where  the  word  was  the  name  in  the  unwritten  language 
of  an  uncivilized  tribe,  the  Chippeway  Indians,  to  whom 
the  trade  in  the  goods  in  question  was  not  shown  to  have 
extended  (i).  It  is,  however,  difficult  to  reconcile  this  with 
the  rule  already  referred  to,  that  the  Acts  are  directed  to 
ordinary  Englishmen,  or  to  reconcile  with  it  the  decision 
last  stated,  which  was  decided  a  few  months  later. 

In  The  Singer  CaseSy  and  other  cases  coming  under  this  Seoondaiy 
head  before  the  Acts,  the  contest  was  whether  the  name  x^^jji^^doee 
was  that  of  the  article  merely,  or  whether  it  had  acquired  »ot  constitute 
a  secondary  meaning  identifying  the  article  with  the 
owners  of    the    marks  (k) ;   but    under    the    Acts  such 
seoondaiy  meaning,  so  far  as  regards  the  right  to  regis- 
tration (/),  is  immaterial  in  the  case  of  marks  not  used  as 
trade-marks  before  the  13th  of  August,  1875.     It  cannot 
make  a  word  a  fancy  word  (m)  (or  an  invented  word). 

In  Van  Duzer^s  Case  both  Cotton  and  lindley,  L.JJ.,  Geo«aphical 
refosed  to  hold  that  no  geographical  word  could  possibly  ^^  * 
he  a  fancy  word-  And  lindley,  L. J.,  said  («) :  "  If  you 
pick  out  some  name  which  no  Englishman  ever  heard  of , 
6Qch  as  Penj  Dehj  to  which  our  attention  was  called  some 
years  ago,  I  do  not  know  that  that  woidd  not  do.  It 
conveys  no  meaning  to  an  Englishman,  and  such  a  geo- 
graphical name,  for  all  I  know,  may  be  a  fair  and  proper 
fancy  word."  But,  as  was  held  in  that  case,  a  name 
which  is  known  to  be  that  of  a  place  from  which  the  goods 

{S\  Bwrg^^s  Tm,y  6  B.  P.  C.  Slazmffsr  t.  FeUham,  6  R.  P.  C. 

W;  61  L.  T.  39  (1889) ;  but  cf.  631 ;  Barlow  v.  Johnson,  7  R.  P. 

the  oaae  next  cited.  C.  395 ;  see  Chap.  XVI.,  p.  404. 

(t)  Jmekmm  (Jo.U  Tm,,  6  B.  P.  C.  (m)   Van  Buzer'a  Tm.,  34  C.  D. 

»  (1888),  Kay,  J.,  Kokoko,  mean-  623  ;  4  B.  P.  0.  31  (1887),  C.  A. ; 

inff  owL  Sanitaa  Co,'i  TVn.,  4  B.  P.  0.  533  ; 

(i)  Chap.  U.,  p.  38.  58  L.  T.  166  (1887) ;  and  see  above, 

(/)  It  may  bare  an  important  p.  127. 
Waring  npon  a  passing  off  case,  (n)  34  C.  D.  p.  643. 

l2 
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might  come  is  not  registerable  (o).  So,  in  Tlie  Apollinaris 
Case,  the  Court  decided  that  the  names  of  the  springs  from 
which  the  mineral  waters  came,  and  which  were  not  the 
property  of,  or  wholly  controlled  by,  the  traders  who 
sought  to  appropriate  the  names  as  trade-marks,  could  not 
be  registered  (p).  The  words  Bntannia{q),  and  John 
Bull{r)  have  also  been  held  to  be  objectionable  on  the 
ground  that  they  are  geographical  words. 

On  the  other  hand,  it  seems  that  the  name  of  the 
factory  from  which  the  goods  bearing  the  mark  come  is 
not  a  geographical  word  within  the  meaning  intended  («). 

"Geographical  words,  which  can  be  regarded  as  de- 
scriptive of  the  place  of  manufacture  or  sale  of  the  goods,** 
Lord  Herschell's  Committee  reported  (^),  "are  open  to 
obvious  objections.  One  manufacturer  or  merchant  can- 
not properly  be  allowed  to  prevent  all  competitors  from 
attaching  to  their  goods  the  name  of  the  place  of  their 
manufacture  or  sale.  The  mischief  would  not  be  the  same 
where  the  person  seeking  to  register  was  the  first  who  had 
manufactured  or  sold  goods  in  the  place  the  name  of  which 
he  seeks  to  appropriate  as  a  trade-mark  (w).  But  there 
are  objections  to  giving  a  monopoly  even  in  that  case,  and 
to  attempt  to  draw  any  such  distinction  would  be  likely  to 
lead  to  difficulty  and  litigation.  We  think,  therefore, 
that  geographical  names  ought  only  to  be  permitted  where 
they  clearly  could  not  be  regarded  as  indicative  of  the 
place  of  manufacture  or  sale." 

And  geographical  names  are  accordingly  not  permitted 
to  be  registOTed  by  the  present  Act  {x).    It  will  be  noticed 

(o)  See  also  BaU'a  Tm,,  6  B.  F.  181  (1891),  C.  A. ;  and  see  HaU  t. 

C.  493  (1889),  Chitfy,  J.,  Brymho,  JBatrow8,  4  Be  Gt.  J.  &  S.  150;  32 

for  Bteel.  L.  J.  Gh.  548 ;  33  L.  J.  Ch.  204 

{p)  (1891)  2  Ch.  pp.  203,  221 ;  (1863),  RomiUy,  M.B.,  and  West- 

8  B.  P.  C.  137,  C.  A.  bnry,  L.C. 

{q)  Sodgwn  v.  Sinclair,  9  B.  P.  {t)  The  whole  passage  is  oited 

C.  22  (1891),  Ohitty,  J.  above,  p.  141. 

(r)  Faine*8  Tm.,  9  B.  P.  C.  130 ;  (m)  See  Chap.  II.,  p.  44 ;  and 

61  L.  J.   Ch.   365  (1892),  Keke-  SeixoY.Provezendc^&ndlFothenpoon 

wich,  J.  .  T.  Currie  there  cited» 

(«)  Pinto  V.  Badman,  8  B.  P.  C.  (x)  Sect.  64  (1)  (e). 
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that  the  reoommendation  of  the  committee  does  not  apply 
to  words  which  ^'clearly  could  not  be  regarded  as  indi- 
catiTe  of  the  place  of  manufacture  or  sale,"  but  the  Act 
eontains  no  such  limitation ;  but  it  may  well  be  imported 
upon  the  construction  of  the  words. 

The  name  of  a  person,  even  though  the  person  be  a  Naifie  of  a 
mythioal  person,  is  not  a  fancy  word  {y),  person. 

A  oombmation  of  words,  each  of  which  is  common  to  the  Gombination 
tnde,  is  not  a  "  fancy  word ''  {z).  ^*  ^«'^- 

Hot  in  oommon  use. 

Li  order  to  come  within  sect.  64  (c)  of  the  Act  of  1883 
the  word  or  words  must  not  only  be  a  fancy  word  or  fancy 
words,  but  must  not  be  in  common  use. 

In  The  Alpine  Case  {a)  Chitty,  J.,  took  the  view  that 
the  use  referred  to  is  to  be  understood  to  be  use  in  the 
tnde,  and  this  view  has  been  adopted  also  in  a  Scotch  case, 
m  which  Lord  Craighill  said  that  the  term  "common  use,'* 
as  employed  in  the  statute,  does  not  necessarily  import 
that  tiie  word  must  have  been  used  commonly  by  all 
members  of  the  community,  or  by  people  in  all  parts  of 
the  country.  "  What  is  enough,  in  my  opinion,"  he  added, 
*^to  establish  common  use,  in  the  sense  of  the  statute,  is 
this:  if  it  shall  be  shown  that  the  word  has  been  com- 
monly used  by  persons  who  had  occasion  to  use  it,  and 
who  are  connected  more  or  less  directly  with  the  use  of  the 
wmmodity  to  which  the  term  has  been  applied  "  (6).  But 
it  is  submitted  that  the  condition  suggested  by  the  last 

{$)  Soi^mn  y.  Sinclair,  9  B.  P.  J.,  and  C.  A. ;    Finest  Farehment 

C.  22  (1S91),  Britannia,  Chitty,  J.  Bank  ;  and  see  Ferry,  Davis  ^  Son 

The  C.  A.,  by  oonsent,  reyened  y.  Earbord,  16  App.  Caa.  316 ;  7 

tbe  order  to  ezpiinge  this  mark.  R.  P.  C.  336  (1890),  {Ferry-Davis* 

Ibe  early  case  in  whiob  The  Law-  Vegetable  Pain  Killer) ;  cf.  p.  152,  n. 
/W  vas  aUowed  to  be  regristered  (a)  29  C.  D.  877  (1885). 


I  to  be  clearly  in  conflict  with  (b)  Stuart  ^  Co.  y.  Scottish  Val 
fke  later  dedsiona;  (1885)  W.  N.  de  Travers  Paving  Ob.,  13  Sens.  Gas. 
124,  Pearson,  J.  4  Ser.  1  (1885),  Oranolithie  stone, 
(x)  Rrie  y.  GoodaU,  (1892)  1  Ch.  The  word  was  held  to  be  in  corn- 
Si;  9  B.  P.  C.  17,  y.  Williams,  mon  use. 
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Common  nse, 
whether  in 
the  trade  or 
popularly. 


"The" 
prefixed  to 
word. 


Examples 


phrase  is  not  in  acoordanoe  with  the  later  decisions  as  to 
what  are  fancy  words  cited  ahove  (5),  and  that  the  construc- 
tion adopted  hy  Kekewich,  J.,  in  the  recent  case  of  Pauie^s 
Trade-Mark  (c)  gives  the  correct  meaning  of  the  Act.  "  I 
cannot  think,"  the  learned  judge  said,  '4t  means  simply  the 
use  applied  to  this  trade  only.  It  cannot  mean,  I  think, 
that  words  are  not  in  common  use  if  they  are  not  used  in 
the  trade.  It  must  mean  something  wider  and  larger  than 
that,  and  seeing  that  John  Bull  are  two  words,  or  a  com- 
bination of  words,  which  are  in  common  use  wherever  the 
English  language  is  known,  I  think  that  I  must  hold  them 
to  be  in  common  use  within  the  meaning  of  the  Act." 

The  extent  of  user  which  amounts  to  "  common  use  " 
hfw  not  been  defined,  but  it  has  been  held  that  the  words 
Tower  Tea,  which  were  used  by  the  plaintiff  and  the  defen- 
dant in  the  case  in  question,  and  by  three  other  persons  in 
the  tea  trade,  and  of  which  the  word  Tower  was  used  by 
several  traders  in  other  trades,  were  words  in  common 
use(cQ.  On  the  other  hand,  the  mere  use  by  a  single 
person,  other  than  the  applicant  for  registration,  at  an 
exhibition  in  this  country  of  a  word  which  is  not  known 
in  the  trade  concerned,  does  not  amount  to  common  use 
within  the  clause  (e).  The  phrase  may  be  compared  with 
"  common  to  the  trade  "  in  sect.  74  (/). 

Words  which  are  not  entitled  to  registration  as  fancy 
words  do  not  become  so  entitled  by  having  the  definite 
article  prefixed  to  them  {ff).  This  is  clear  from  the  defini- 
tions cited  above,  but  a  different  view  was  taken  by  the 
comptroller  (h)  when  first  the  Act  of  1883  came  into 
operation,  and  before  the  decision  of  Van  Duzer^a  Case. 

The  following  words  have  been  held  not  to  be  fanoy 


{b)  Pages  143  et  seq. 

{e)  9  R.  P.  C.  p.  133 ;  61  L.  J. 
Ch.  366,  (1892),  (John  Bull  beer). 

(d)  Great  Tower  Street  Tea  Co.  v. 
Smith,  6  R.  P.  0.  166  (1889), 
North,  J. 

{e)  JSurffoj/ne'a  Tm.y  G  R.  P.  C. 
pp,  230,  232 ;  61  L.  T.  39  (1889), 


Ohitty,  J.,  (Oomoo). 

if)  See  Chap.  IX.,  p.  169. 

iff)  Lever  v.  Goodwin,  36  C.  D. 
1 ;  4  R.  P.  C.  492  (1887),  Chitty, 
J.,  and  0.  A.,  {The  Self -washer), 

(A)  See  the  Alpine  Tin.,  29  C.  D. 
877  (188'^). 
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wards  not  in  oommon  use  (i) :  Alpine  embroidery,  p.  149 ;  from  dedded 
Afollinaris  water,  ApoUinaris  Coh  Tm.^  (1891)  2  Ch. 
pp.  202,  221 ;  8  R.  P.  C.  137 ;  Beatrice  shoes,  Harris' 
Ta.,  9  R.  P.  C.  492 ;  Ben  Ledi  whiskey,  Ainslie  8f  Co.' a 
Tm.,  4  E.  P.  C.  212;  Bokol  beer,  p.  146;  Britannia 
nap,  p.  149;  Brtmbo  iron  (Brymbo  being  a  plaoe  in 
Wales),  p.  148;  Carnival  cigarettes,  p.  142;  Electric 
Td?eteen,  p.  144;  Electroid  anti-fouUng  composition, 
Sannay's  Tm,y  7  R.  P.  C.  46 ;  Emollio  cream,  Grossmith's 
r«.,  6  R.  p.  C.  180 ;  60  L.  T.  612 ;  Bmolliorum  dubbing, 
TaOaeg  Tm.,  11  R.  P.  C.  77;  (1894)  W.  N.,  12;  Friedrich- 
SHALL  water,  ApoUinaris  Co's  Tm.y  supra ;  Gem  air-guns, 
p.  145;  Granolithic  stone,  Stuart  v.  Scottish  Val  de  Travers 
Paving  Co.,  13  Sess.  Cas.,  4  Ser.  1 ;  Hand  Grenade  Fire 
Extinguisher,  Harden  Star,  8fc.  Co.'s  Tm.y  3  R.  P.  C. 
132;  55  L.  J.  Ch.  596;  Herbalin  (a  medicine),  JTi^m- 
pkries  Y.  Taylor's  Drug  Co.,  59  L.  T.  820;  Hlnyadi 
Jaxos  water,  ApoUinaris  Co.'s  Tm.,  supra;  John  Bull 
and  John  Bull  Brand  beer,  p.  150  ;  Jubilee  note  paper, 
p.  143 ;  KoKOKO  cotton  goods,  p.  147 ;  Manor  tin-plates, 
Thompnon's  Tm.,  6  R.  P.  C.  213 ;  Melrose  hair  restorer, 
p.  143 ;  MoNOBRUT  champagne,  p.  145 ;  Red,  White  and 
Blub  coffee,  Hanson's  Tm.,  37  C.  D.  112 ;  3  R.  P.  C.  130 ; 
Beversi  (for  a  card  game),  p.  144;  Sanitas  (for  a  dis- 
infectant), Sanitas  Co.'s  Tm.,  4  R.  P.  C.  533;  58  L.  T. 
166 ;  Sblf-washer  and  The  Self-washer  soap.  Lever  v. 
Goodwifi,  36  C.  D.  1 ;  4  R.  P.  C.  492 ;  Tower  tea,  Great 
Twer  Tea  Co.  v.  Smith,  6  R.  P.  C.  165;  Washerine 
Boap,  Burland  v.  Broxburn  Oil  Co.,  42  C.  D.  274 ;  6  R.  P. 
C.  482 ;  Zephyr  Asiatic  Walnut  Pipe,  Friedlander's 
Tm.,  (1886)  W.  N.,  85. 

The  only  reported  instances  of  words  decided  to  be 
vithin  the  clause  are  the  words  Oomoo,  for  wine  {k), 
Alpine,  for  embroidery,  and  The  Latcford,  for  tennis 
lacquets  (/).    The  decision  in  the  second  case  was  subse- 

(•}  The  pages   referred  to  are  Mr.  Ansten-CartaneU's  Digest, 

fluae  of  this  book.    Host  of  the  (k)  Burgoyne'a  Tm.,  6  B.  P.  C. 

wwds  are  ooUe(sted  in  Sebastian,  227  ;  61  L.  T.  39  (1889),  Chitty,  J. 

Jid  ed.  p.  46,  and  in  the  index  to  (0  (1885)  W.  N.  124,  Pearsgn,  J, 


words. 
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quently  disapproved  by  the  Court  of  Appeal  (m),  and  that 
in  the  third  is  certainly  not  in  accord  with  the  interpreta- 
tion subsequently  put  upon  the  clause  under  which  th^ 
registration  was  allowed  (;i).  Great  numbers  of  words 
have,  however,  been  registered  by  the  comptroller  as  fancy 
words  without  objection. 
Invented  "  (d)  An  invented  word  oi'  invented  tvordsJ* 

This  clause  and  the  following  clause  (e)  were  substituted 
for  "  fancy  word  or  words  not  in  common  use  "  by  the  Act 
of  1888,  upon  the  recommendation  of  Lord  Hersqliell's 
Committee,  which  has  been  already  quoted  (o).  It  seems 
clear  that  the  alteration  was  not  intended  to  affect  the 
principles  laid  down  to  determine  what  words  might  be 
registered  in  the  leading  cases  decided  upon  the  earlier 
Act  {p),  but  only  to  give  authoritative  expression  to  them, 
and  to  avoid  any  further  difficulty  which  might  arise 
upon  the  expression  "  fancy  word."  And  these  principles 
will  be  employed  in  the  application  of  the  new  Act,  so 
that,  for  instance,  a  word  which  is  descriptive  (j),  or  a  geo- 
graphical (r)  word  cannot  be  registered  as  an  invented  word. 

The  leading  case  on  the  present  clause  is  The  Sarnatose 
Case  {rr)y  in  which  the  Court  of  Appeal  decided  in  accord- 
ance with  the  earlier  judgment  of  Kay,  J.  (g),  that  the  two 
dauses  (d)  and  (e)  must  be  read  conjimctively,  and  not,  as 

(m)  Alpine  Tm,,   29  C.   D.  877  J.,  {Satinine) ;  Talbot^s  Tm,,  (1894) 

(1885),  CLitty,  J.;  see  above,  p.  W.    N.,    12;    11    R.    P.  C.    77, 

143.  Stirling,  J.,  {EmoUiorum), 

(n)  See  above,  p.  149.  (r)  ApoUinaris  Co^t  Tm.  (1891), 

(o)  Above,  p.  141.  2  Ch.  pp.   203,  221 ;   8  R.  P.  C. 

Ip)  Van  DuzerU    Tm.,    Leaf  ^  137,    Kekewich,    J.,    and  C.  A., 

Co."* 8  Tm,j  and  Waterman  v.  Ayrea,  {ApollinariSf  Bunyadi  Janoi,   and 

above,  pp.  143  et  seq.    Mr.  Sebas-  FriedrieKshaU). 

tian  18,   however,   of    a   different  {rr)   Farbenfabriken    Co,'' a    31w., 

opinion,  he  says :    **  The  introduc-  (1894)  1  Ch.  646 ;  11  R.  P.  C.  84 ;  - 

tion  of    this  expression  into  the  10  Times  L.  R.  260,  North,  J., 

Act  appears    to   be   intended   to  and  Kay  and  A.  L.  Smith,  L.JJ. ; 

bring  within  its  scope  such  words  Lindley,  L. J.,  dissenting.   londley, 

as    Washerine   and  Monobrut    (see  L.J.,  thought  the  word  allowable 

above,  p.  161),  which  were  rejected  as  a  new  compound  of  well-known 

as  fancy  words,'*  3rd  ed.  p.  48.  elements.      A.    L.    Smith,    L.J., 

(q)  MeyerateinU   Tm.,  43  C.  D.  thought  it  too  near  the  dictionary 

604  ;  7  R.  P.  G.  114  (1890),  Eay,  words  Soma  and  Somatic. 
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ihej  aie  printed  in  the  Act,  as  alternatives,  and  that  the 
word  Somatosey  a  oompound  of  the  Greek  acuf^a  (body)  with 
the  oommon  affix  ase^  could  not  be  registered  as  a  trade- 
mtrk  for  a  chemical  food  described  by  the  applicants  as 
"a  preparation  ....  which  can  easily  be  absorbed  and 
taken  up  into  the  human  body." 

"(e)  A  icord  or  icords  having  no  reference  to  the  Words  having^ 
character  or  quality  of  the  goodSj   and  not   being  a  to  ohara!ctOT 
geographical  name  "  (s) .  2!^od^*^  °* 

The  question  under  this  clause  is  not  whether  the  word 
vfaich  it  is  sought  to  place  or  retain  on  the  register  has  in 
fact  any  reference  to  the  character  or  quality  of  the  goods, 
kt  whether  it  has  it  in  appearance.  For  if  it  have,  it 
msA  be  either  descriptive  or  deceptive,  and  in  either  case 
it  is  not  entitled  to  be  on  the  register  (0*  The  clause 
atem  to  be  equivalent  to  the  phrase  '^  obviously  meaning- 
less'* in  the  decisions  on  the  earlier  Act(<4),  but  apparently 
its  explicit  statement  as  to  what  is  necessary  gets  rid  of  the 
leqnirement  of  an  '*  innate  and  inherent  character  of  fanci- 
falne68"(ir)y  which,  after  those  decisions,  was  the  most 
indefinite  branch  of  the  exposition  of  the  expression 
"fiuicy  word  "  (y). 

Old  Harks. 
By  sect  64  (3)  (ii.)  (s) :  Old  xnarkB. 

"  Any  special  and  distinctive  word  or  words,  letter, 
figure  (a),  or  combination  of  letters  or  figures,  or  of 
Inters  and  figures,  used  as  a  trade-mark  before  the 

{*)  See  danse  (d)  abore ;  and,  as  (y)  Mr.  Sebastian  says :  "  This 

te  gBograpliical  names,  see  above,  seems    designed   to  include  snoli 

FP-  U7  to  149.  terms  as  FharaohU  Serpents  toys, 

'/)  Edge* 9  Tm.y  S  R.  P.  C.  207  United  Service  soap,   and   Charter 

(liil).  Filtered  Blue,  Stirling,  J.  Oak  stOTee,''  Srd  ed.  p.  48.    In  my 

(■}  See    the   Bepoit   of    Lord  opinion,  the  seoond  of  these  ezam- 

Hwiriirirs  Committee  upon  which  pies,  and  probably  the  first  also,  is 

tte  ■■WTMfmpot  was  made,  above,  descriptive. 

?- 141.  {z)  Act  of  1888,  sect.  10. 

y.  See  tbe  judgment  of  Lopes,  (a)  Figure   means  numeral^  per 

I^.,  ia   r«f»  Ihiser'e  Tm.,  34  C.  Jessel,  H.B.,  in  Fxp.  Stephetu^  3 

'  ^-^  p.  644,  cited  aboTe,  p.  143.  0.  D.  659  (1876). 
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"  13th  day  of  August,  1875  (6),  may  be  registered  as  a 

trade-mark  under  this  paxt  of  this  Act." 
This  clause  is  co-ordinate  with  the  clauses  (a)  to  (e)  of 
sub-section  (1).  It  is  taken  verbatim  from  the  Act  of  1883. 
Provision  was  made  in  the  original  Act  for  the  registration 
of  old  marks.  The  clause  corresponding  to  the  present 
clause  in  that  Act  was  as  follows : 
Speoialand  "  Any  special  and  distinctive  word  or  words,  or  com- 

bination of  figures  or  letters  used  as  a  trade-mark 
before  the  passing  of  this  Act  may  be  registered  as 
such  imder  this  Act"  (c). 
The  amendment  (letter,  figure)  was  made  in  consequence 
of  the  decision  that,  under  the  sub-section  as  it  originally 
stood,  a  single  letter,  although  an  old  mark,  could  not  be 
registered  (rf).    It  was  the  intention  of  the  Act  to  allow 
to  be  registered  anything  which  was  protected  as  a  trade- 
mark under  the  old  law,  and  could  not  be  registered  under 
the  other  clauses  of  the  section  (e). 

The  requirement  that  the  mark  shall  be  **  special  and 
distinotive  "  only  embodies  the  old  law  (/).  Special  means 
of  such  a  character  that  the  mark  **  separates  the  article  to 
which  it  is  applied  from  all  others  of  the  same  class  or 
character;  something  which  points  out  the  article  as 
standing  alone,  which  makes  the  man  who  sees  or  reads 
the  word  understand  that  the  article  has  a  special  standing, 
a  special  existence,  and  is  not  one  of  the  general  class,  for 
instance,  of  pianos,  but  belongs  to  a  class  of  a  particular 
character''  (/).  Distinctive  means  that  the  mark  is  a  dis- 
tinctive thing  which  points  out  that  the  goods  are  the  goods 
of  A.  B.  {g).  Thus,  in  The  Eton  Cigarette  Case,  Fry,  L.J., 
said :  '^  It  appears  to  me,  that  to  satisfy  the  requirement  oJ 

{b)  Date  of   oommenoement  of  teiton,  V.-C,  (1888),  in  Irolaiid. 

the  Act  of  1876.  (/)  £e  Eopkinson's  Tm.^   (1892J 

{e)  Act  of  1875,  sect.  10.  2  Ch.  116;  9  R.  P.  0.  102,  Keke- 

{d)  MitehelVa  Tm,,  7  C.  D.  36  wich^J.;  seeastothis^afattf,  p.  119. 

(1877),  HaU,  V.-C,  A,  for  steel  (^)  £ieharda  v.  Butcher,  (1891)  2 

pens.  Ch.  p .  636 ;  8  R.  P.  C.  249,  Kay,  J. : 

(e)  Barrows^  jfVw.,  6  0.  D.  363  and  per  Halsbury,  L.C.,  in  JPerry, 

(1877),  per  Malins,  V.-C;  Bodega  Davie  %  Son  t.  Harbord,   15  App, 

Co,  V.  Oicens,  6  R.  P.  C.  241,  Chat-  Cas.  p.  320 ;  7  R.  P.  C.  336  (1890). 


OU)  MABKS. 


155 


\  definition  the  word  or  words  must  be  distinotive  in 
tldi  sense,  that  they  difitingoish  the  manufaoture  of  the 
penon  who  has  xegiBtered  the  trade-mark  from  the  manu- 
factnre  of  all  other  persons  "  (h). 

The  decisions  on  the  word  distinctive,  where  it  ooours 
in  the  earlier  part  of  the  section,  have  been  already  oon- 
ad6red(i). 

Wheie,  therefore,  a  cigarette  manufacturer  had  regis-  Deceptive 
taed  the  word  Eton  as  an  old  mark,  but  had  sold  the  Sa^^e. 
ogarettes  in  boxes  bearing  the  words  8t.  Petersburg — 
P.  Marrogordato  8f  Co.^  as  well  as  Eton^  thereby  suggesting 
topimJiafieiB  that  the  goods  were  not  of  his  manufacture, 
hst  were  made  in  Kussia,  although  the  mark  was  known 
m  the  trade  as,  in  fact,  indicating  his  manufaoture,  it  was 
held  that  he  was  not  entitled  to  have  it  registered,  and  it 
nsaooordingly  ordered  to  be  removed  (A). 

It  follows  that  words  which  were  merely  descriptive  of  the  Defloriptive 
gooi  to  which  they  are  applied  cannot  be  registered  as  old  ^°^- 
tnde-maiks  under  the  clause,  for,  in  fact,  they  could  not 
^  tnde-marks  at  all  (k).  So,  where  fusees  were  manu- 
factmed  under  a  patent  which  expired  in  1881,  and  were 
oiled  braided  fixed  starSy  fixed  stars  being  a  common  name 
lorfiueeB,  and  braided  descriptive  of  the  process  by  which 
tte  paitioiilar  goods  were  manufactured,  and  the  words 
^^  registered  as  an  old  mark  in  1877,  they  were  ordered 
to  he  removed  from  the  register,  on  this  as  well  as  on  other 
pwmds(/). 

Before  the  Acts  words  which  were  primd  facie  descriptive  Words  with 
*ght  be  acquired  as  trade-marks,  if,  by  use  as  such,  in  di^ctive^ 
*(iUKetian  with  the  goods  of  a  particular  trader,  they,  in  meaning. 
^  aoqnired  a  secondary  distinctive  meaning  distinguish- 
ngthe  goods  as  his  (m) ;  and  such  words  may  still  be  so 
tapozed  as  a  *^ common   law  trade-mark"  apart  from 

9}  r«tf  T.  lAumbert,  32  G.  D.  {T)  FalmerU  Tm,,  24  0.  D.  504 

|.!I2:  3  R.  P.  G.  SI  (1886).  (1882),  G.  A. ;  and  see  the  oaaee 

(s  Alnve,  pp.  1 19  et  teq.  dted  below. 

«  8«ChH».  n.,  pp.  35  et  aeq.^  (m)  See  Chap.  II.,  p.  36. 
•*Kt  127, 131. 
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registration  (n).  And  it  is  submitted  that  wherever  suck 
words  have  been  used  and  acquired  as  trade-marks  before 
the  13th  of  August,  1875,  they  are  "  special  and  distmo- 
tive,"  and  therefore  capable  of  registration  within  the 
clause. 

.  This  was  directly  decided  by  Kekewich,  J.,  in  a  recent 
case(o),  where  he  held  the  words  J.  8f  J,  Sopkinson^ 
printed  in  ordinary  type,  to  be  "  special  and  distinctive," 
and  to  be  properly  registered  as  an  old  mark.  "  In  order 
to  protect  a  trade-mark  before  the  Act,"  he  said,  "  you 
were  obliged  to  prove  by  evidence  and  satisfy  the  Court 
that  the  words  used  as  a  trade-mark  were  known  in  the 
market,  and,  to  use  Lord  Westbury's  expression  in  Leather 
Cloth  Co,  V.  American  Leather  Cloth  Co.  (p),  gave  a 
*  vendible '  character  to  the  articles  to  which  they  were 
attached,  made  those  articles  recognized  as  coming  from 
a  particular  manufactory,  and  so  gave  them  a  character 
different  from  that  of  every  other  article  in  the  trade. 
Therefore,  it  seems  to  me,  that  the  Ijegislature  in  the  Act 
of  1^75  did  no  more  than  adopt  the  language  of  the  oases, 
by  reducing  them  into  a  compressed  form,  and  say  really 
that  what  the  Court  would  have  held  to  be  a  trade-mark 
independently  of  the  Act  should  now  be  capable  of  regis- 
tration as  a  trade-mark  imder  the  Act,  provided  only  that 
the  mark  had  been  used  as  a  trade-mark  before  the  passing 
of  the  Act."  And  this  accords  with  the  opinions  expressed 
by  several  other  judges  ($').  The  Monopole  case  was  dis- 
cussed (r),  on  the  assumption  that  the  word,  though  in 

(m)  Reddaway  v.  Bmtham  Hemp  y.   Owens^  6  R.  P.  C.  241   (1888), 

Spinning  Co.,  (1892)  2  Q.  B.  639 ;  both  Irish  oaaes.     In  Leonard  f 

9  R.  P.  0.  603,  C.  A.,  {Camel  Hair  Ellis' t  Tm.,  26  C.  D.  p.  296  (1884), 

Belting).  Lord  Selbome  said:    *'As  to  the 

(o)  (1892)  2  Ch.  116  ;  9  R.  P.  C.  word  Valvoline,  I,  for  my  part,  am 

102.  not  disposed  to  doubt  that,  if  that 

(p)  Above,  p.  47.  word  had  been  used  in  the  United 

{q)  Malins,  V.-C,  in  Barrow's  Kingdom  as  a  trade-mark  before 

Tm.,  6    C.    D.    363    (1877),  and  the  passing:  of  the  Act  it  migrht 

Porter,  M.R.,  in  Wail  y.  O'Hanlon,  hare   been   registered   under  the 

4  R.  P.   C.    p.    16   (1887) ;    and  Act.'*    See  also  p.  168,  note  (y). 
Chatterton,  V.-C,  in  Bodega  Co.  (r)  Fry,  L.J.,  expressly  reserved 


r 
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ifedf  deecriptive,  could  be  registered  if  it  were  shown  to 
hate  been  used  before  the  Act  of  1875  as  a  trade-mark ; 
iod  in  the  Stone  Ales  («)  case,  the  only  ground  upon  which 
4e  Court  of  Appeal  proceeded  in  removing  the  mark 
S<«e  Ak  was  the  want  of  proof  of  such  user. 

On  the  other  hand,  in  Perry ^  Davis  and  Son  v.  narbord{t)y 
tb  qnestion  was  treated  as  an  open  one  by  two  of  the 
Lards  Justices,  for  Fry,  L.J.,  said  :  "  It  is  not  necessary 
Mw  to  inquire  whether  the  words  must  be  special  and 
iiitinctiTe  from  their  own  proper  nature  and  internal  force 
» fi  Urminorum^  or  whether  they  may  acquire  a  distinctive 
flkmcter  by  user  as  applied  to  the  goods";  and  Lopes,  L.J., 
Bade  me  of  similar  language,  and  added :  ^'  Speaking  for 
ajielf,  I  should  be  inclined  to  think  (the  word  tendered 
far  registration  as  an  old  mark)  must  be  inherently  special 
tnd  distinctive"  (ii).  And  on  the  further  appeal,  Hals- 
Wt,  L.C.,  and  Lord  Morris  held  that  the  words  in 
?»sdon  in  the  ease.  Pain  Killei'  for  a  medicine,  were  not 
^^aal  and  descriptive;  the  Lord  Chancellor,  on  the  ground 
thifc  they  were  descriptive  of  a  quality  attributed  to  the 
pods  to  which  they  were  applied  {x).  This  decision  is  not 
in  eonfliet  mth  the  conclusion  stated  above,  for  there  was 
BO  finding  or  evidence  that  the  medicine  of  the  plaintiffs 
vai  distinguished  from  the  same  medicine  made  by  others 
kjr  the  nse  of  the  words  Pain  Killei^;  on  the  contrary,  it 
H'pcared  that  there  was  no  competition  in  its  manufac- 
to.  It  seems,  therefore,  that  the  present  state  of  the 
J«w  is  that  laid  down  by  Kekewich,  J.,  in  the  case  cited 
•lore,  and  this  is,  it  is  submitted,  the  proper  construction 
of  the  Act. 

So  a  geographical  word  may  be  registered  if  it  was  used 

^qwilioa,  ^tehartU  v.  Butcher,  {u)  The  question  was  also  re* 

W\)  2  Oi.  p.  547  ;  8  R.  P.  G.  ferred  to  by  Kay,  J.,  in  Groumith'a 

M,  Kay,  J.,  &  C.  A.  !>».,  6  R.  P.  0.  180  ;  60  L.  T.  612 

H  ^  169,  note  (d).  (1889),  {BmoUio  Cream). 

!0  5  R.  P.  C.  333,  Kay,  J.,  &  (x)  Gf.  iheNourishinff  Stout  Cate, 

C  A.  (I8S8) ;  and   15  App.  Cas.  Ba^gett  v.  Findlater,  L.  R.  17  £q. 

»«;  I  B,  P.  C.  336,  H.  L.  29  (1873),  Malins,  V.-O. 
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as  a  trade-mark  and  had  acquired  a  seoondary  distinotiYe 
meaning  before  the  13th  of  August,  1875  (y). 
Examples  of  The  following  words  have  been  held  not  to  be  special 
mark&  '  ^^^  distinctive  words :  Emollio  cold  cream,  Grossmiih^s  * 
Tm.,  6  E.  P.  C.  180 ;  60  L.  T.  612 ;  Baffle  safes,  Talbot 
V.  Webley,  3  E.  P.  C.  276 ;  Perky-Davis'  Vegetable 
Pain  Killer,  Perrt/^  Barns  v.  Harhord^  16  App.  Cas.  316; 
7  E.  P.  C.  336. 

And  the  following  have  been  admitted  to  registration 
as  such :  Frigidomo,  for  a  hot-house  plant  wrap,  Edging- 
ton's  Tm.,  6  E.  P.  C.  513 ;  61  L.  T.  323 ;  Family  Salve, 
Reinhardt  v.  Spalding^  49  L.  J.  Ch.  57;  Excelsior 
Spring  Mattress,  Chorlton  atui  Dugdale^s  Tm,^  53  L.  T. 
337 ;  J.  &  J.  HoPKiNsoN  (for  pianos),  Hopkimon's  Jm., 
(1892)  2  Ch.  116;  9  E.  P.  C.  102. 

Vsed  as  a  trade-mark. 

tr«ed  as  a  What  is  use  as  a  trade-mark  has  akeady  been  considered 

trade-mark,  j^  Chapter  11.  The  following  paraphrase  by  Lord  Esher  (s) 
of  the  judgment  of  the  Court  of  Appeal  in  Palmer's  Case  [a) 
sums  up  the  rules  there  stated :  "  Let  us  see  what  was 
used  in  the  trade,  and  let  us  see  whether  any  article  was 
ever  in  the  market  made  by  these  people  with  these  words 
only  on  them.  If  we  find  these  words  on  goods  in  the 
market,  which  are  said  to  be  distinguishing  marks  on  the 
goods,  and  on  the  same  goods  other  marks,  and  never  on 
any  goods  these  words  alone,  then  the  conclusion  of 
fact  is  that  what  was  used  upon  the  goods  to  distinguish 
them  was  all  that  was  on  the  goods ;  and  we  are  not  going 
to  enquire  whether  part  of  what  was  put  on  all  the  goods 
to  distinguish  them  was  at  one  end  of  the  goods  or  at  the 
other  end  of  the  goods,  or  whether  they  were  an  inch  or 
half  an  inch  apart,  or  even  whether  part  was  at  the  top 

(y)  See  the  judgments  of  Ck>tton,  (1887),  (Caviti), 

L,J.,  in  Van  Jhaer's  Tm.,  34  C.  D.  («)  Spencer^ a  2W.,   3  R,  P.  C. 

p.  686  ;  4  R.  P.  0.  31  (1887) ;  and  p.  74  ;  64  L.  T.  659  (1886). 

of  Kay,  J.,  in  Compagnia  General  (a)  24  G.  D.  604  (1883),  (Braided 

d$  Tobacoe  r,  Sehder,  6  B.  P.  C.  61  Fixed  StarB). 
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^and  lapping  over  the  side,  or  whether  port  was  on  one  side 
ind  part  on  the  other.  If  you  find  that  they  are  on  goods 
ior  the  purpose  of  distingmshing  the  goods,  that  makes 
tbe  user  one  user." 

hi  aoooidanoe  with  these  principles,  it  has  heen  held 
ihtt  words  used  only  as  a  description  of  the  goods  (i),  for 
instance,  in  ordering  them  from  the  applicant,  are  not 
used  as  trade-marks,  and  that  a  deyice  employed  as  a 
pattern  or  design  mark  (c)  is  not  so  used  either. 

80  also  it  has  heen  considered  that  the  use  of  words  Use  on  bottles 
upon  rough  packing-cases  containing  bottles  of  wine(rf),  OT^^eaonly. 
6r  Bance  (e),  or  upon  the  side  of  a  wine  cork  where  they 
eaonot  be  seen  (ee) ,  is  not  a  use  of  them  as  a  trade-mark,  since 
it  doee  not  "  sell  the  goods  "  (/),  although  in  some  cases, 
ior  example,  where  the  goods  are  cigars,  soap,  or  the  better 
<ia8nB  of  candles,  the  trade-mark  may  be,  and  almost 
imariably  is,  put  not  upon  the  goods  themselves,  but  on 
the  boxes  which  contain  them  {e).  But  in  such  cases  the 
hoxefl  go  into  market  and  are  bought  with  their  contents 
I7  the  purchasers,  to  whose  attention  the  marks  are 
directed. 

The  use  by  the  applicant  of  a  trade-mark  other  than  Where  the 
and  distinct  from  the  marks  which  he  is  seeking  to  place  aSotiwr"^  ^" 
or  TnainfjiiTi  ou  the  register  as  an  old  mark  is  a  circum-  trade-mark, 
^ce  to  be  considered  in  determining  whether  he  used 
the  mark  in  question  as  a  trade-mcu:k,  but  it  is  not  con- 
dnsLYe  that  he  did  not,  for  traders  often  have  numerous 
bide-marks  and  they  not  infrequently  use  two  or  more  of 
them  on  the  same  goods  at  once  {g). 

(Q  Eayward's  IWi.,  64  L.  J.  Gh.  691 ;  7  B.  P.  G.  25  (1S89),  Keke- 

1«3{1886),  Kay,  J.,  {Coker  Can-  wich,J.,  {Albion), 

m);  7iAo<  t.  Webley,  3B.  P. G. 276  {d)  Siekards  y.  Buieh^,  (1891)  2 

Ua»),  Baoon,  V.-O.,  {Bt^  Safes) ;  Ch.  622 ;  8  B.  P.  C.  249,  Kay,  J., 

Mmlfmery  t.  I^wnptom,  41  G.  D.  and  G.  A. 

K;  eB.  P.  C.  404  (1889),  G.  A.,  {e)  FoweWt  J>n.,  supra. 

(SttmAk) ;  iW»;r«  Tm.,  (1893)  2  {ee)  Zinahan's  Tm.,  10  B.  P.  G. 

<^  »8;    10  B.  P.   G.  63,   196  393,  above,  p.  30. 

{Ttthkire  Sglith),  Ghitty,  J.,  and  (/)  Ghap.  II.,  p.  30.- 

C.A,aff.byH.L.  (1894),A.G.8.  Q)  FowslPs  1^.,  (1893)  2  Gh. 

(4  mBrrimm'B  Tm.,    42  G.   D.  pp.  394,  406,  411 ;  10  B.  P.  0.  63 
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Old  mark  And,  as  stated  in  the  passage  quoted  above  (A),  the 

been  nwdaa    ^^^  sought  to  be  registered  must  have  been  used,   in 
reyrietered,       the  form  in  which  it  is  offered  for  registration  (i),  and 
and  alone.        ^^^^  ^^j^  ^  ^  trade-mark  before  the  13th  of  August,  1875. 
So  that  words  taken  out  of  a  label  which  was  an  old 
trade-mark  (/),  and  words  which  had  been  used  as  a  trade- 
mark when  combined  with  a  device  (w),  or  with  the  name 
of  the  proprietor  (w),  or  with  other  words  (o),  and  which 
were  not  shown  to  have  been  separately  used  as  trade- 
marks, apart  irom.  the  other  matter,  have  been  refused 
registration  or  removed  from  the  register. 
Use  for  the  The  mark  must,  moreover,  have  been  used  as  a  trade- 

8ame  g  mark  for  the  class  of  goods  in  respect  of  which  it  is  to  be 

registered  (p),  for  it*  is  only  an  old  mark  in  respect  of 
them ;  and  if  registration  is  applied  for  in  other  classes  the 
application,  so  far  as  regards  such  other  classes,  must  be 
treated  on  the  footing  that  the  mark  was  not  used  before 
the  13th  of  August,  1875  (q).  But  use  on  goods 
essentially  the  same  as  those  in  the  dass  to  which  the 

&  195;  (1894)  A.  C.  8,  Chitty,  J.,  (m)  Spencer's  Tm.,  supra.,  JHa- 

G.  A.  &  H.  L.,  (Yorkshire  Jielish);  mond  Coat  Steel  combined  with  a 

RicharcU  v.  Butcher,  (1891)  2  Ch.  cuUer'a    mark;    Leonard  #    EllU* 

622  ;  8  R.  P.  C.  249,  Kay,  J.,  &  Tm.,  26  0.  D.  288  (1884),  Pearaon, 

C.  A.,  {Monopole) ;  Leather  Cloth  Co,  J.,  &  C.  A.,  ( Valvoline). 
Y.  American  Leather  Cloth  Co.,  II  (n)  Richards  v.  Butcher,  (1891)  2 

H.  L.  0.  623;   36  L.  J.  Ch.  63  Ch.  622  ;  8  R.  P.O.  37,  249  (1891), 

(1866).  Kay,  J.,  &  C.  A.,  Monopole,  with 

(h)  Page  158.  Heidneck  ^  Co. 

(i)  Meew!'  Application,  (1891)   I  (o)  Ferry,  Davit  ▼.  Harhord,    16 

Ch.  41 ;  8  R.  P.  C.  26,  Chitty,  J.,  App.  Caa.  316 ;  6  R.  P.  C.  333 ;  7 

(Key  Brand  Geneva) ;  FumU'a  Tm.,  R.  P.  C.  336  (1888),  Kay,  J.,  C.  A. 

(1891)  2  Ch.  166 ;  8  R.  P.  C.  214,  &  H.  L.,   (Perry-Davis    VegetubU 

BjomeT,  J. ,  both  oombination  marks.  Fain  Killer) . 
As  to  the  alteration  of  an  old  mark  (p)  Chap.  V.,  p.  87. 

Tender  sect.  92,  see  Chap.  XI.,  p.  248.  (q)  JelUy,  Son  f  Jones*  Applies' 

(k)  Spencer's  TWi.,  3  R.  P-  C.  73 ;  Hon,  61  L.  J.  Ch.  639  n. ;  46  Ij. 

64  L.  T.  669  (1886),  Chitty,  J.,  &  T.   381  n.    (1878),    Jessel,  M.R. ; 

0.  A.,  and  the  cases  next  cited.  and  see  Leonard  ^  Ellis's  TW.,  26 

(I)  Falmer's  Tm.,  24  C.  D.  604  C.  D.  288   (1884),    O.  A.,    cited 

(n%Z),C.  A.,  (Braided  Fixed  Stars);  p.  139;  Harrison  y.   Woodrofe,  42 

undieee  The  Stone  AUKudi  Yorkshire  0.  D.  691 ;  7  R.  P.  C.  26  (18S9), 

Belish  Cases,  supra,  Kekewich,  J. 
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^plicatLon  relates,  although  they  pass  under  a  different 
name,  owing  to  slight  variations  in  size  or  shape,  is 
Enffid^it  to  qualify  a  mark  as  an  old  mark.  Thus  a  mark 
used  on  hatchets  and  augers  has  been  admitted  as  an  old 
BUffk  for  axes  and  gimlets  (r). 

The  use  must  have  been  use  as  a  trade-mark  in  the  UBemihe 
United  Xingdom  («),  and  mere  importation  into  a  British  j^^^j^ 
port  for  Hie  purpose  of  reshipment  and  transportation  is 
not  sufficient  («). 

User  which  was  commenced  and  continued  in  fraud  of  Fraudulent 
the  rights  of  the  owner  of  another  trade-mark  cannot 
qualify  a  mark  for  registration  (^).  The  registration  of 
the  mark  in  such  case  would,  besides,  almost  necessarily 
le  within  the  prohibition  of  sect.  72  or  sect.  73,  as 
ttlcalated  to  deceive. 

The  owner  of  an  old  trade-mark  does  not  lose  his  title  to  Temporary 
roister  by  merely  ceasing  to  use  it  for  a  time  (w),  provided  ^|^^^^ 
that  the  cessation  of  user  does  not  amoimt  to  abandon- 
ment (r)y   or   because  other  traders  have   infringed   his 
right  (x),  unless  the  infringements  have  been  so  extensive 
as  to  make  the  mark  common  (r). 

Slight  evidence  of  user  as  an  old  mark  will  be  accepted,  Slight  evi« 
it  is  said,  even  the  production  of  a  single  label  (y),  at  any  a^fl^^tr^ 
rate  after  the  mark  has  been  registered  and  used  for  a  long 

(r)  Jmckaan  ^  Co,  y.  Napper,  35  sufficient  was  raised  as  early  as 

C  D.  162 ;  4  K.  P.  0.  46  (1886),  Leonard  #  EUu'a  Tm,,  26  C.  D. 

Stoimg,  J.  288  (1884),  0.  A. 

(«}  Meeua'  Application,  (1891)   1  (0  Heaton^t  Tm.,  27  G.  D.  670 

Oi-  41 ;  S  E.  P.  C.  26,  Chitty,  J. ;  (1884),   Kay,  J.,   {Roop  L  Iron) ; 

JKncF*  AppHcation,  60  L.  T.   12  Moncl^s  Application,  note  («). 

(1884),   Cbitty,  J.    In  Jackson  ^  (u)  Mouson  ▼.  ^o^Am,  26  C.  D. 

€b.  T.  Jfmpper,  Z5  G.  B.  p.  177  ;  4  398  (1884),  Ghitty,  J.,  cited  p.  326. 

TL  P.  C-   162,  Stirling,  J.,   said :  (r)  Ghap.  XIV.,  p.  283. 

**Taa  mnflt  make  ont  Tiser  in  Eng*  {x)  See  Eeaton^t  Tm.,  supra, 

lad** ;  bat  the  learned  jndge  pro-  (y)  Chorlton  f  DugdaWs  Tm,,  63 

Wify  used  the  name  of  the  only  L.  T.    337  (1888),   Pearson,    J. ; 

p«t  ci  the  United  Kingdom  in  Pa/m^'«7Vi.,  21  G.  D.  47;  24G.D. 


uer  had  been  snggested,  604  (1882),  Ghitty,  J.,  &  G.  A. 

intending  to  exclude  user  The  usual  eridence  is  the  produo* 

in  Sootlaiid  or  Ireland.    The  ques-  tion  of  old  prints  and  dies  or  blocks 

1km   vbetber    foreic^  user  -was  for  printing. 

K.  M 
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time.  And  where  a  mark  has  stood  upon  the  register 
unchallenged  for  years,  and  important  witnesses  have 
died  who  might  have  given  evidence  of  qualifying  user 
before  1875,  the  Court  accepts  evidence  of  non-user  put 
forward  by  any  one  who  seeks  to  procure  the  removal  of 
the  mark  fi:om  the  register,  with  considerable  hesitation  (s). 


Trade-marks 
may  be 
registered  in 
any  colour. 


Registration 
in  colours. 


Colour. 

By  sect.  67— 

"  A  trade-mark  may  be  registered  in  any  colour 

[or  colours]  (a),  and  such  registration  shall  (subject 

to  the  provisions  of  this  Act)  confer  on  the  registered 

owner  the  exclusive  right  to  use  the  same  in  that 

or  any  other  colour  [or  colours]  '*  (a). 

This  provision  was  introduced  by  the  Act  of  1883,  and 

the  words  "  or  colours  "  were  added  in  1888.    Under  the 

Act  of  1875  colours  could  not  be  registered  (6). 

A  trade-mark  propoimded  for  registration  in  colours 
must,  however,  be  distinctive  within  the  meaning  of 
sect.  64,  independently  of  the  colours  (c).  An  oblong 
label  divided  into  three  sections,  which  were  respectively 
printed  in  red,  white,  and  blue,  was  accordingly  held  not 
to  be  distinctive  [d).  Colour,  said  Kay,  J.,  is  treated  as 
an  accident,  and  if  the  mark  were  registered  the  applicant 
might  use  it  in  any  colours  he  chose.  "  Tou  may  register 
a  mark,  which  is  otherwise  distinctive,  in  colour,  and  that 
gives  you  the  right  to  use  it  in  any  colour  you  like ;  but 


(2)  EdgingtorCa  Tm.y  6  B.  P.  C. 
513 ;  61  L.  T.  323  (1889),  Kay,  J. 

(a)  Act  of  1888,  sect.  11. 

(A)  See  EobimonU  Tm,,  29  W.  R. 
31  (1880),  Jessel,  M.R.  The  de- 
cision that  a  gold  coin  mark  could 
not  too  nearly  resemble  a  silver 
coin  mark  in  this  case,  is  incon- 
sistent -with  the  later  authorities 
cited  below. 

(o)  See  above,  p.  129. 


((f)  Hamon'a  Tm,,  87  G.  D.  112; 
6  R.  P.  C.  130  (1887),  Kay,  J. 
But  the  same  mark,  registered 
without  colours,  t.^.,  as  a  label 
with  three  parallel  stripes  and  the 
words  redf  tehite  and  blue,  had  been 
protected  from  infringement  by  the 
use  of  a  similar  coloured  label 
comprising  the  same  words,  San^ 
ton  ▼.  Bfitith  Tea,  ^.  Asaoeiation 
(1884),  Bacon,  Y.-C,  &  G.  A.; 
Sebastian,  3xd  ed.  p.  368. 
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'^joaeaimotiegister  a  mark  of  whicli  the  only  distinotion 
is  the  use  of  a  oolouTy  beoause,  practicallj,  under  the  terms 
of  the  Aft,  that  would  give  you  a  monopoly  of  all  the 
riowtfof  the  rainbow." 

The  diffioulties  of  registration  in  connection  with  mere 
eoloor  marksy  such  as  the  line  headings  for  cotton  piece 
p)od8  are  referred  to  in  the  earlier  part  of  the  chapter  {e) . 

The  colours  in  which  a  mark  is  actually  used,  or  is  Bearingr  of 
My  to  be  used,  have  often  a  material  bearing  upon  ^^^^ 
qiwtions  of  alleged  resemblance  calculated  to  deceive,  or  blance  of 
rf  infringement  (/) ;  for  instance,  a  design  similar  in  out- 
Ed£  to  that  of  the  device  in  another  mark,  but  filled  up  in 
I  totally  different  manner,  may  have  the  distinctiye  filling 
Bp  olserved  by  the  use  of  a  deep  colour  in  printing  {g). 
And  in  a  recent  case  the  words  red  star  brand  were  directed 
to  he  removed  from  the  register  on  the  ground  that  they 
<^^tQted  a  mark  having  such  resemblance  to  a  star  de- 
lifiemadc,  which  was  coloured  red  in  actual  use,  as  to  be 
ttleolated  to  deceive  (A). 

In  Bome  cases  marks  have  been  allowed  to  be  entered  or 
nbined  on  the  register  upon  the  proprietors  undertaking 
to  use  them  in  particular  colours  only,  a  note  of  the 
u&dertaking  being  placed  on  the  register  (t). 

K  Abore,  p.  136.  (i)  £e  Jeffrey  f  Co.,   18   May, 

[/)  MttekeU  T.  Hmry,  16  G.  D.  1888,     Stirling,    J.,    registration 

I^I  (ISSO),  C.  A. ;  TumeyandSom'  allowed  with  note  binding  appli- 

Tb^UR.?.  C.  37(1893),  North,  J.  cants  not  to  use  mark  in  black,  or 

U  yi^orthmgUm^ 9  Tm.,  14  G.  D.  any  colour  so  dark  as  to  resemble 

'  (1^),  C.  A. ;  BitgeVs  2Vn.,  4  black ;  B»  Johnton,  FhilpoU  #  Co., 

^P.C.525;  67  li.  T.  247  (1887),  21  Feb.  1888,  North,  J.,  register 

(^itef,  J.,  Tkmey  and  Sotu*  Tm,,  rectified  by  consent,  by  adding  note 

■^P*.  that  the  proprietor  was  only  to  nse 

(i)  SoeUtd,  ^.  de  VEUMs  Tm.,  his  mark  in  bine  and  white.    Both 

(UM)  I  Qi.  61 ;   (1894)  W.  N.  42 ;  cases  are  dted  Sebastian,  3rd  ed. 

>«B.  P.  C.  43« ;  11  B,  P.  0.  142 ;  p.  868. 
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CHAPTER  IX. 


ADDITIONS  AND  DISCLAIMEBS. 


Additdons      •»  ••  .» 

Lord  Hersoliell*s  Committee  on  additions  and  disoUimers 

DiBclaimen  to  be  inoladed  in  the  applications  to  reg^ter 

What  are  essential  partioulars  of  a  registered  mark    . » 

The  proprietor  need  not  disdaim  his  own  name    . . 

Trade-name         .•  .• 

Additions  whioh  are  common  to  the  trade 

Section  74 

The  registration  of  common  words  in  a  trade-mark 

monopoly 
Distinctiye  means  primA  facie  distinotiye        . »  • » 

Common  to  the  trade  . .  ,,  ...         . » 

Use  by  one  trader  only      . .  . ;  , » 

The  three  mark  rule    . . 

Common  words  in  a  distinctive  label  need  not  be  disclaimed 
Common  additions  are  not  part  of  the  trade-mark 
Effect  of  registration  of  additions  with  a  disclaimer 
The  advantages  of  it  .. 


confers  no 
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166 
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172 
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It  is  provided  by  sect.  64  of  the  Act  (a)  that  a  trade-mark 
for  registration  under  the  Aot  must  consist  of,  or  contain, 
one  at  least  of  the  essential  particulars  enumerated  in  that 
section.  It  is  not,  however,  necessarily  confined  to  suoh 
essential  particulars,  but  it  may  comprise  other  matter  alfio, 
as,  for  instance,  statements  of  quality  or  price  (J),  or 
descriptive  or  ornamental  matter,  and  most  trade-markfi 
do,  in  fact,  comprise  some  such  additions  to  the  parts  of 
the  marks  which  are  claimed  and  protected  as  their 
essential  particulars.    All  the  Acts  have  provided  for  suoh 


(a)  Chap.  Vni.,  p.  106. 


(h)  Cf.  sect.  66,  series  of  marks^ 
above,  p.  90. 
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idditions;  the  provision  in  the  present  Aot  (c),  whioh, 
liUi  immaterial  verbal  ohangeSy  is  the  same  as  the  oorre- 
spondiDg  sections  of  the  Acts  of  1875  {d)  and  1883  {e), 
being  in  ihe  following  terms : — 

^'  There  maj  be  added  to  any  one  or  more  of  these  Additioncu 
[the  essential]  particulars  [mentioned  in  this  section] 
any  letters,  words,  or  figures  {ee)^  or  combination  of 
letterB,  words,  or  figures,  or  any  of  them  "  (/). 
Bemarking  npon  this  provision,  Lord  Herschell's  Com-  Lord  Her- 
mittee  reported  as  follows  {g) : — "  It  is  said,  and  we  think  ^^*on  "*" 
tnily,  that  it  is*  not  easy  to  understand  what  is  the  exact  *?^^°°*  *^^ 
status  of   the  added  matter  provided  for  by  sect.  64. 
Wbere  ihe  added  words  are  not  common  to  the  trade  in 
Ibe  goods  with  respect  to  which  the  application  is  desired, 
ike  light  of  exclusive  user  need  not  be  disclaimed  (A),  yet 
it  k  presumed  that  the  proprietor  of  the  trade-mark  could 
set  object  to  their  use  by  any  other  person  except  in  con*i 
fieetionwith  the  essential  particular  of  his  trade-marks. 
What  purpose  then  do  they  serve  P    Perhaps  they  may  be 
liaefol  in  the  case  of  a  colourable  imitation  of  the  essential 
[itrticalar.    If,  with  such  an  imitation,  the  added  words 
voe  used,  it  would  assist  the  proprietor  in  establishing 
flat  his  trade-mark  had  been  infringed.    But  the  added 
matter  may,  it  is  assumed,  be  of  so  distinctive  a  character 
as  to  form  an  essential  part  of  the  trade-mark  so  that  its 
ve  might  be  an  infringement.    We  thiuk  it  would  clearly 
k  desirable  that  the  added  matter,  which  the  proprietor 
does  not  claim  the  exclusive  use  of,  should  be  disclaimed, 
BO  that  the  public  may  know  exactly  what  is  the  trade- 
iBark  registered.   We  think,  too,  that  all  disclaimers  should 
appear  in  connection  with  the  mark  in  the  official  journal." 

M  Beet  S4  (2),  Aetof  1888,8. 10.  were  added  bj  the  Act  of  1888, 

M  Soot*  10.  whioh  added  also  to  the  sub-sectioii 

U)  Sect  64  (2).  the  provisioii  for  identificatioii  of 

(«)  "FigiiTes*'hereiDeaii8niime-  eflsential  particulsTS  and  diaclaimer 

nbt  £rp.  SUphmi,  3  C.  D.  669  of  additions  referred  to  below. 

(IS76),  Jenel,  M.R.  (^)  Report  of  1888,  p.  xu. 

if)  The  word  m  italics  was  re-  (A)  That  is,  of  course,  under  the 

inkd,  and  the  words  in  brackets  Act  of  1883,  as  onamended. 
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In  oonBequenoe  of  this  reoommendation,  what  is  now  the 
latter  part  of  sect.  64  (2),  and  also  sect.  64  (3)  (i)  were 
added  by  the  Act  of  1888.    The  fonner  provides  that — 
Disclaimen  to  [^^  The  applicant  for  registration  of  any  suoh  addi- 

theap^^  ^         tional  matter  must  state  in  his  application  the  essential 
cation  to  particulars  of  the  trade-mark,  and  must  disclaim  in 

his  application  any  right  to  the  exclusive  use  of  the 
added  matter,  and  a  copy  of  the  statement  and  dis- 
claimer shall  be  entered  on  the  register."] 
Disclaimers  in  respect  of  additions  which  eLreprimd/ade 
distinctive,  but  are  in  fact  common  to  the  trade  in  question, 
were  already  required  by  the  Act  of  1883,  and  they  are 
dealt  with  by  a  separate  section  of  the  Act,  sect.  74,  which 
is  set  out  below. 

The  reason  for  requiring  the  essential  particulars  of  a 
mark  tendered  for  registration  to-be  identified,  and  the 
remaining  matter  contained  in  it  to  be  disclaimed  is,  then, 
that  the  exact  status  of  the  latter  may  be  defined.  It  is 
an  advantage  to  traders  to  have  the  whole  trade-mark, 
with  all  the  common  marks  and  words,  the  descriptive 
additions  and  the  other  added  matter,  if  any,  all  re- 
produced upon  the  register  as  it  is  printed  when  the 
trade-mark  is  in  actual  use  (k) ;  and,  on  the  other  hand,  it 
is  material  that  the  public  should  know  what  parts  of  the 
mark  as  registered  may  be  lawfully  used  by  others  than 
the  proprietor.  The  statement  and  disclaimer  are  also  of 
service  to  enable  the  comptroller  and  the  Court  to  more 
readily  determine  whether  a  mark  which  it  is  sought  to 
place  upon,  or  to  remove  &om,  the  register  does  or  does 
not  comply  with  the  requirements  of  sect.  64. 
The;*efls©ntial  It  is  necessary  to  guard  against  a  possible  confusion 
ofa registered  which  may  arise  from  the  use  of  the  words  "essential 
trade-mark      particulars"  with  somewhat  different  meanings  in  oon- 

are  not  neoes-  ,  ,     , 

saril;^  all  its     nection  with  trade-marks.    All  the  material  and  distino- 

pada!*^*^^       tive  parts  of  a  trade-mark,  and  all  its  prominent  features 

are  sometimes  spoken  of  as  its  essential  particulars,  and 

these  may  include  items  which  do  not  fall  within  the  list 

(Ar)  See  Kuhn  i  Co: 8  Tm.,  63  L.  J.  Oh.  238  n.  (1878),  Jessel,  M.B. 
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of  STznboLi  in  sect.  64  (1) ;  for  instance,  they  may  oomprifie 
vends  whioh,  although  distinotiye,  are  not  capable  of  re- 
gistration under  sect.  64  (1)  (d),  or  sect.  64  (1)  (e).  It 
foQowB,  howeYer,  from  the  sub-section  set  out  above,  that 
all  the  items  of  a  composite  trade-mark  which  are  not 
referable  to  any  of  the  classes  enumerated  in  the  list  con- 
tmed  in  the  Act,  are  to  be  treated  as  ^'  added  matter,"  and 
that  no  exduaiye  rights  in  regard  to  such  items  are  conferred 
by  the  r^istration.  Of  course,  the  trade-mark  may,  as  a 
vhole,  fall  into  one  of  the  classes — ^for  example,  as  a  dis- 
tisctiYe  label  or  an  old  mark. 

The  provision  that  the  statement  and  disclaimer  shall  BiBclaimeron 
be  contained  in  the  application  is  not  merely  directory.  *^^^ ' 
It  cannot  be  waived  by  the  Court  on  an  appeal  from  the 
comptroller  (/).    The  cases  cited  were  both  decided  on 
eect.  74,  and  in  respect  of  applications  made  before  the 
Act  of  1888  came  into  operation ;  but  the  terms  of  sect.  74 
and  sect.  64  (2),  as  amended  by  the  last-mentioned  Act, 
coirespond,  and  the  same  construction  will,  no  doubt,  be 
put  upon  them  in  the  latter  section  as  in  the  former. 
It  is  further  provided  by  sect.  64  (3)  (i)  that — 

[*'A  person  need  not  under  this  section  disclaim  Thepro- 
hifl  own  name  or  the  foreign  equivalent  thereof,  or  S^^diLiaim 
his  place  of  business ;  but  no  entry  of  any  such  name  ^  own  name. 
ahull  affect  the  right  of  any  owner  of   the  same 
name  to  use  that  name  or  the  foreign  equivalent 
thereof"]  (m). 
This  provision  was  also  added  by  the  Act  of  1888.    A  Trade-name. 
trader  has,  as  is  shown  elsewhere  (n),  a  right  to  the  ex- 
duave  use  of  his  own  name,  limited  by  the  rights  of  other 
traders  to  honestly  use  their  own  names,  or  the  names  which 
they  honestly  adopt.  This  exists  independently  of  the  law  of 
trade-marksi  and  the  report  of  Lord  Herschell's  Committee 


(Q  O^edaWa  Tm.,  42  G.  D.  566      troller's  power  of  amendment,  see 
(1889),  Norih,  J. ;  lie  Meeus'  Ap-      Chap.  IV.,  pp.  70  and  76. 


»,  (1891)  1  Gh.  41 ;  8  R.  P.  (m)  Aot  of  1888,  b.  10. 

a  2$,  Caitty,  J.    Aa  to  the  oowp-  (»)  See  Chap.  XVI.,  p,  392. 
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as  part  of  a 
trade-mark. 


in  reference  to  the  present  olause,  showB  that  it  was  in- 
tended to  leave  such  right  unaflfeoted.  The  Committee  say, 
"  Some  misapprehension  might  perhaps  arise  if  the  person 
registering  the  mark  were  compelled  to  disclaim  his  own 
name,  or  the  foreign  equivalent  of  it.  We  think,  there- 
fore, this  might  be  excluded  from  the  neoessitj  of  dis- 
claimer ;  but  it  should  be  provided  that  the  proprietor  of 
the  mark  should  not  thereby  acquire  the  right  to  prevent 
any  other  person  bond  fide  using  his  own  name  in  con- 
EflPectofthe  nection  with  his  goods."  It  will  be  observed  that  the 
rtaad™name  restriction  arising  out  of  the  saving  clause  is  more  limited 
than  the  restriction  which  a  disclaimer,  if  registered,  would 
create.  At  common  law,  as  already  stated,  a  trader  can 
only  be  prevented  from  using  a  name  similar  to  that  of 
another  trader  if  he  uses  it  so  that  his  business  would  in 
the  ordinary  course  of  human  aiFairs  be  likely  to  be  oon- 
foimded  with  that  of  the  other  {o) ;  and  if  he  is  honestly 
using  his  own  name,  he  cannot  be  interfered  with  at  all. 
Under  the  Act,  however,  if  the  name  or  the  description  of 
the  place  of  business  registered  as  parts  of  the  trade-mark 
are  material  parts,  it  is  presumed  that  section  76  would 
confer  on  the  proprietor  exclusive  rights  to  the  use  of  the 
name  and  description  under  all  circumstances,  save  only  as 
against  an  owner  of  the  same  name,  and,  of  course,  only 
for  use  in  connection  with  the  goods  for  which  the  mark 
is  registered  (/?). 

It  has  been  held  under  this  proviso  that  a  company  need 
not  disclaim  common  words  which  describe  the  article  it 
deals  in,  and  which  appear  upon  its  trade-mark,  if  they 
form  part  of  its  name  and  appear  on  the  mark  as 
such  {q).  And  that  the  applicant's  name  in  the  pos- 
sessive case  occurring  in  a  label  need  not  be  disclaimed 
either  (qq). 


Descriptive 
trade-name, 


Name  in  poS' 
sessiye  case. 


(o)  Smdriks  t.  Montagu^  17  Gh. 
D.  638  (1881)  G.  A. ;  and  see  TW- 
taud  T.  Tuataudy  44  0.  D.  678  (1890), 
Stirling,  J.,  and  the  cases  there 
dted.  Seea]aoChap.Xyi.,p.392. 


[p)  See  Chap.  XII.,  p.  256. 

Iq)  The  SmokeUn  JPowder  Cb.'« 
7>n.,  (1892)  1  Ch.  690 ;  9  R.  P.  O. 
109,  Ohitty,  J. 

{qq)  CkflmanU  7V».,  (1894)  W.  N. 


r 
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Additions  are  further  provided  for  by  sect.  74  of  the  Additiona 
Act  of  1883,  which  deals  with  additions  "  common  to  the  ^^oHo 
inde  "  in  the  goods  with  respect  to  which  the  registration  *^®  ^^'^®« 
iimade. 
The  section  is  in  the  following  terms : 

"74.  (1.)  Nothing  in  this  Act  shall  be  construed  Saving  for 
to  prevent  the  oomptroller  entering  on  the  register,  ^^^^or 
in  the  prescribed  manner,  and  subject  to  the  prescribed  ®^*fy  ^^ 
conditions,  as  an  addition  to  any  trade-mark —  oommon 

"  (a)  In  the  case  of  an  application  for  registration  ^^^J^  ^ 
of  a  trade-mark  used  before  the  13th  day  of  trade-marks. 
August,  1875 — 

"Any   distinctive    device,    mark,    brand.  Common 
heading,  label,  ticket,    letter,  word,   or  old  mark; 
figure  (r),  or  combination  of  letters,  words, 
or  figures,  though  the  same  is  common 
to  the  trade  in  the  goods  with  respect  to 
which  the  application  is  made ; 
"  (b)  In  the  case  of  an  application  for  registration  to  new  mark. 
of  a  trade-mark  not  used  before  the  13th  day 
of  August,  1875 — 

"Any  distinctive  word  or  combination  of 

words,  though  the  same  is  common  to  the 

trade  in  the  goods  with  respect  to  which 

the  application  is  made ; 

"  (2.)   The  applicant  for  entry  of  any  such  common 

pariicular  or  particulars  musty  however^  disclaim  in  his 

apptieation  any  right  to  the  exclusive  use  of  the  same^  and 

a  copy  of  the  disclaimer  shall  be  entered  on  the  register. 

"  [  (2.)  The  applicant  for  registration  of  any  such  Disclaimer, 
addition  must,  however,  state  in  his  application  the 
eaeential  particulars  {rr)  of  the  trade-mark,  and  must 
disdaim  in  his  application  any  right  to  the  exclusive 

SO;  11  B.  P.  C.  129,  Stirling,  J.,  see  p.  172,  bebw. 

■Ctimm^t  mnstard),  cf.  danse  64  (r)  «.«.,  numeral,  p.  165,  n. 

(1)  IV,  abore,  p.  115.    As  to  com-  {rr)  See  p.  166,  above. 
BBB  irads  in  a  distanctive  label, 
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**  use  of  the  added  matter,  and  a  copy  of  the  statement 
and  disclaimer  shall  be  entered  on  the  register.] 

"[Provided  that  a  person  need  not  under  this 
seotion  disclaim  his  own  name  or  the  foreign  equiva- 
lent thereof,  or  his  place  of  business,  but  no  entry  of 
any  such  name  shall  affect  the  right  of  any  owner  of 
the  same  name  to  use  that  name  or  the  foreign 
equivalent  thereof.]  (s) 
The  three  "  (3.)  Any  device,  mark,  brand,  heading,    label, 

°^  '    *  ticket,  letter,  word,  figure,  or  combination  of  letters, 

words,  or  figures,  which  was  or  were,  before  the  13th 
day  of  August,  1875,  publicly  used  by  more  than  three 
persons  on  the  same  or  a  similar  description  of  goods 
shall,  for  the  purposes  of  this  section,  be  deemed 
common  to  the  trade  in  such  goods." 
Sub-sect.  (2)  of  the  original  section  was  replaced  by  the 
present  sub-sect.  (2)  in  order  to  bring  the  requirements  of 
this  section  into  accord  with  the  corresponding  provisions 
of  sect.  64  as  amended,  which  are  in  the  same  words. 
TheregiBtra-       Under  the  Act  of   1875,  the  disclaimer  of  common 
monwc^in  additions  could  not  be  forced  upon  an  applicant  who 
a  trade-maxk  refused  to  consent  to  it  as  a  condition  of  registration  (^), 
monopolj.       although  the  fact  of  registration  gave  him  no  right  to  the 
exclusive  use  of  them  (u),  and  the  present  section  was,  no 
doubt,  introduced  in  order  that  the  register  might  be  made 
to  show  that  the  additions  were  not  appropriated  by  the 
registration. 
Common  It  will  be  seen  that  the  section  distinguishes  between 

old aDLdto*^     old  marks  used  before  the  13th  of  August,  1875,  and  new 
new  marks,     marks  first  Used  since  that  date.    As  to  the  former,  the 
policy  of  the  Act  is  to  put  them  upon  the  register  exactly 
as  they  were  used  {x) ;  and  accordingly,  while  the  addition 


(»)  Actof  1888,s.l6,above,p.  167.  («)  HudtmU  Tm,,  32  C.  D.  311 ; 

(0  The  register  might  have  been  3  R.  P.  G.  155  (1886)  G.  A.,  da- 
rectified  by  placing  a   disclaimer  cided  upon  the  Act  of  1875,  thoiig>h 
upon  it.     See  Re  HaytoareTt  Tm,,  after  that  of  1883  was  passed. 
54  L.  J.  Gh.  1003  (1885),  Eay,  J.  (x)  FhiUip*8  Tm.,  (1891)   3  Ch. 
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•aiborised  for  new  markfi  by  the  Beotion  is  oonfined  to 
"any  distinctive  word  or  combination  of  words,"  that 
tothorized  for  old  marks  is  ^*  any  distinctive  device,  mark, 
buid,  heading,  label,  ticket,  word,  or  figure,  or  combina- 
tion of  letters,  words,  or  figmres.'*  So  that  while,  appa- 
rently, the  section  adds  nothing  to  what  is  allowed  to  be 
leered  by  sect.  64  (2)  as  an  addition,  namely,  "  any 
ktten,  words,  or  figures,  or  combination  of  letters,  words, 
w  figures,  or  of  any  of  them,"  in  the  case  of  new  marks, 
itoonfiiderably  increases  the  list  in  the  case  of  old  marks. 

The  section  is  expressed  to  apply  only  to  additions  which  DUtinctive 
OB  distinctive,  but  as  those  which  are  really  distinctive  (y)  f^l^^^ 
CMmot  be  at  the  same  time  "  common  to  the  trade,"  dis-  tive. 
tinctiYe  must  here  mean  primd  facie  distinctive  (e),  that  is 
to  flay,  the  section  applies  to  additions  which  would  be 
distinctive  if  they  were  not  common  to  the  trade. 

"Conmion  to  the  trade  "  does  not  mean  merely  "  com-  Common  to 
Twnly  used  in  the  trade,"  but  "  open  to  the  trade  to  use,"  ^^^  *'*^- 
80  that  a  word  which  has  been  once  largely  used  in  the 
tnde,  but  has  subsequently  fallen  out  of  use  by  all  but 
one  or  two  persons  (a),  or  a  word  which  is  descriptive  of 
the  goods  to  which  the  mark  is  to  be  applied  (6),  if  primd 
/m  distinctive,  must  be  disclaimed  imder  the  section.     Of  Words  used 
wnne,  any  word  may  lawfully  be  used  by  any  trader  until  ^^^       ^ 
it  has  been  appropriated  by  use  or  registration  as  a  trade- 
maii,  80  that  the  statements  in  the  cases  just  cited  must 
he  taken  to  mean  that  words,  &c.,  which  might  lawfully 
he,  and  have  been,  used  by  traders  other  than  the  appli- 
ont  for  registration,  or  his  predecessors  in  title,  or  which 
tie  incapable  of  appropriation — as  descriptive  words  are — 

13S;  8  B.  P.  G.  469,  Chitty,  J. ;  the  next  case. 

iTAryCZbyfCb.'alW.,  (1892]3Ch.  (z)  Burland  r,  Broxburn  Oil  Co. ^ 

*tt;9R.P.  0.  449,  Kekewich,J.  42  0.  D.   274;    6  B.  P.  0.   482 

UafetiheActof  1875,thede8crip-  (1889),  Ghitty,  J.,  {TTatherine). 

^  vends  FiUre  Rapide  were  al-  (a)  Burland  y.  Broxburn  Oil  Co., 

^o^  to  1)6  registered,  with  a  sig-  tupra. 

Otoe;  Uaifnm'9  Tm.,  28  W.  B.  (b)   Humphries   v.    The     Taylor 

'»(1880),  Jeesel,  M.B.  Drug  Co.,   69  L.  T.   820  (1888), 

{y;  See  Chap. VIII.,  p.  122.  The  Kekewioh,  J.,  {Herbalin), 
^^  refers  back  to  sect.  64,  see 


172  ADDITIONS  AND  DISCLAIMERS.  . 

ore  **  common  to  the  trade."  And  this  aocords  with  the 
view  expressed  in  the  Court  of  Appeal  in  Thompson  v. 
Montgomery^  that  the  words  Stone  Ale  having  never  been 
used  by  any  trader  other  than  the  trader  who  claimed 
them  as  a  trade-mark,  were  not  common  to  the  trade  {c). 
Lindley,  L.J.,  said  in  that  case :  ''  Nothing,  I  apprehend, 
can  be  common  to  the  trade,  which  is  only  iised  by  one 
person  in  the  trade." 
The  three  It  was  held  also  in  The  Washerine  Case  that  the  phrase 

"*"  ®*  in  question  is  not  limited  by  the  three  mark  rule  of  sub- 
sect.  (3).  That  sub-section  contains  a  rule  for  the  particular 
case  to  which  it  refers,  not  a  definition.  '^  It  might  have 
been  a  question  whether  user  by  three  or  four,  or  five  or 
six  persons  would  have  made  a  word  or  combination  of 
words  common  to  the  trade,  and  the  proviso  is  introduced 
merely  for  the  purpose  of  settling  that  question,  which 
might  have  been  a  difficult  one  of  fact,  and  saying  that 
where  you  have  user  in  the  trade  by  more  than  three  per- 
sons, then  the  name  so  used  shall  be  deemed  to  be  common 
to  the  trade"  ((/).  The  three  mark  rule  was  originallj 
introduced  by  the  Commissioners  of  Patents,  but  it  was 
repeatedly  recognized  by  the  Courts  before  the  present 
Act  was  passed  (^).  It  applies  whether  the  marks  used 
by  the  three  persons  are  precisely,  or  only  substantially, 
similar,  and  whether  they  have  been  used  as  trade-marks 
or  otherwise,  provided  that  they  have  been  used  on  the 
same  or  a  similar  description  of  goods  {e).  But  use  abroad 
does  not  fall  within  the  rule  (/). 
Common  Words  comprised  in  a  distinctive  label,  which  are  corn- 

distinctive       ^0^  to  ^^  trade  within  the  meaning  of  the  section,  need 
^^''Smed*  ^^^  ^  disclaimed  (^),  although  Cotton,  L.J.,  seems  to  have 

{e)  41  G.  D.  35 ;  6  B.  P.  0.  404  Pearson,  J. 

(1889).  (/)  See  Muneh't  Applieatum,  50 

(rf)    Fer  Chitty,   J.,   42    0.   D.  L.  T.  12  (1884),  Chitty,  J. 

p.  280,  6  R.  P.  C.  482  (1889).  (g)  SmokeUu  Fowder  Co^U  2W*., 

{e)  See  Jelley't  Application,  61  L.  (1892)  1  Ch.  590 ;  9  R.  P.  O.  109, 

J.  Ch.  639  n.  (1878) ;   The  Walk-  Chitty,  J. ;  Apollinaris  Co.'$  Tmt,, 

den,  ^c.  Co.'s  Application,  64  L.  J.  (1891)  2  Ch.  233  ;  8  R.  P.  C.  137, 

Ch.  394  n.,  hoth  Jessel,  M.R. ;  and  0.  A. 
Wragg'9  Tm.,  29  C.  D.  651  (1885), 
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a  coBtrajy ^opinion  in  Hudson^ 8  Case  (A),  for  the 
hbel  does  not  consist  of  each  partioular  part  of  it,  but 
eoDsists  of  the  combination  of|aIl  the  parts  (t).  This  rule 
may  probaUj  be  regarded  as  settled  by  the  oases  cited,  but 
inlhe  earlier  case  of  Burland  v.  The  Broxburn  Oil  Co.  (A), 
tn  order  was  made  that  the  descriptive  word  Waaherine^ 
appealing  in  a  registered  label,  should  be  disclaimed. 

In  the   last-mentioned  case,  Chitty,  J.,  expressed  an  Commoii 
qnnion  that  additions  registered  under  sect.  74,  are  not  ^q^  p^of^ 
part  of  the  trade-mark  to  which  they  are  attached  (/),  and  *^®  ^ade- 
the  wording  of  the  section  obviously  suggests  the  same 
view.     If  this  is  the  correct  construction  of  the  Act,  it 
it  would  seem  that  no  exclusive  rights  in  the  additions  are 
conferred  by  registration,  since  sect.  76  grants  such  rights 
in  the  trade-mark  only,  and  consequently  the  provision 
for  the  disclaimers  required  by  the  section  was  unnecessary, 
except  for  the  purpose  of  showing  that  the  registered  pro- 
prietor has  no  such  rights  upon  the  face  of  the  register.  The 
additions  allowed  to  the  essential  particulars  enumerated 
in  sect.  64,  are  referred  to  in  the  section  in  different 
kngoBge,  and  they  are  clearly  part  of  the  trade-mark 
itself  where  they  are  distinctive. 

The  effect  of  a  disclaimer  is  that  the  proprietor  of  the  Effect  of 
registered  trade-mark  cannot  claim  any  trade-mark  rights  ^ith  d^^°° 
under  the  Acts,  in  respect  of  the  parts  of  the  mark  to  which  daimer. 
the  disclaimer  relates  (m),  so  that,  for  instance,  no  action 
far  infringement  lies  in  respect  of -the  use  or  imitation  of 
the  disclaimed  particulars  (n),  and  the  mere  presence  of 

(A)  32  C.  D.  311 ;    3  R.  P.  0.  ▼.  Reynolds,  infra. 
ISd  (18S6) ;  see  above,  p.  138.  (m)  Pirie  ▼.  Ooodall,  (1892)  1  Ch. 

(t)  PfT  Lord    Eeher,  M.R.,  in  35  ;  9  R.  P.  C.  17,  V.  Williams,  J., 

IWfe  T.  Badman,  8  R.  P.  C.   181  and  C.  A.,  Firie'i  Farehment  Bank, 

(1S91),  ne  Chap.  X.,  p.  191.  the  plaintifPs  ^aciaxm^  parchment 

{k)  42  C.  D.  274;  6  R.  P.  G.  and  ^anX:,  bnt  sought  to  set  up  some 

493  (1889),  Chitty,  J.    A  similar  right  to  the  combination ;  Baker  ▼. 

«der  ^vas  made  in  Edge's  Tm,,  8  Bawson,  46  C.  D.  629 ;  8  R.  P.  C. 

R-  P.  0.  207  (1891),  Stirling,  J.,  89  (1890),  North,  J. 
{f^ii^rtd  Blue).  («)  Bosenihal  y.  Beynolds,  (1892) 

(0  8o,iwKorth,  J.,  in  Botenthal  2  Ch.  301 ;  9  R.  P.  0. 189,  North,  J. 
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the  disclaimed  words  in  a  second  mark  tendered  for  regis- 
tration does  not  make  it  resemble  an  earlier  registered 
mark  within  the  meaning  of  sect.  72  (2)  (nn). 
Advantages         In  comparing  two  marks  which  are  alleged  to  too  closely 
with  addi-       resemble  each  other,  some  account  mnst  be  taken  of  ele- 
tiona.  ments  common  to  the  trade  which  are  included  in  both  (o) ; 

and  on  this  ground  the  registration  of  a  trade-mark,  with 
the  common  words  or  other  particulars  which  are  actuallj 
used  with  it,  may  secure  it  a  more  efficient  protection  under 
sect.  72  against  the  subsequent  registration  of  similar 
marks  in  the  same  class,  than  would  be  obtained  by  the 
registration  of  its  distinctive  elements  only  (jo).  Beyond 
this,  it  is  difficult  to  see  what  substantial  bearing  upon  the 
proprietor's  rights  the  registration  of  disclaimed  additions 
l^^»*J**|oa  -^th  a  trade-mark  can  have ;  for  if  the  places  occupied  by 
the  matter  which  would  have  to  be  disclaimed  are  left 
blank  upon  the  register,  the  proprietor  forfeits  none  of  his 
exclusive  rights  to  the  use  of  the  registered  and  distinctive 
parts  of  the  mark  by  filling  up  the  blanks,  in  actual  use,  in 
any  manner  he  pleases  {q). 

As  already  stated,  traders  prefer  to  register  their  marks 
as  they  are  actually  U8ed(r),  both  because  it  saves  the 
expense  and  trouble  of  preparing  special  prints  for  registra- 
tion only,  and  for  convenience  of  reference.  On  the  latter 
ground,  there  seems  to  be  good  reason  for  making  the 
registration  of  trade-marks  as  they  are  actually  used 
compulsory  in  all  cases. 

(nn)  Loftut'  Tm,,  (1894)   1   Ch.  {q)  Melaehrino  ^  Co.  y.  The  Mela- 

193  ;  11  B.  P.  G.  29;  North,  J.  chrino  Egyptian,  fe.  Co.,  4  R.  P.  G. 

TIneo  Quid  in  eaoh  of  two  quite  216  (1887) ;  Bammond  y.  Brunker^ 

distinct  labelB ;  and  the  oases  in  9    It.    P.    C.    301    (1892),    both 

note(m).  Ohitty,  J.;    and  see  Chap.  XV., 

(o)  See  Chap.  X.,  p.  193.  p.  831. 

{p)  And  see  the  passage  from  the         (r)  See  above,  p.  166. 
Committee's  report  abore,  p.  166. 
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CHAPTEB  X. 

BSffTSICnONS  ON  RS6ISTBATI0N. 

Re  eompttoBa^B  diacretioii  not  limited  bj  the  express  restrictions 

L  Dsplicate  marks  for  the  sams  goods.    Beets.  71  and  78  (1) 

The  three  mark  role   . . 
rale  does  not  apply  to  new  marks 
application  of  the  rale  . .  . .  . . 

The  same  g^oods  or  description  of  goods 

Section  72  is  not  limited  by  the  register  classes    • . 
use  or  regitstzation  for  part  of  a  daas 

Eegistcation  of  a  second  mark  by  agreement 

IL  Xark  resembling  a  registered  mark.    Sect.  78  (2)     . . 

The  section  extends  beyond  infringing  marks 

Where  the  marks  are  need  in  different  markets 

Deoratiye  resemblance  calculated  to  deoeiye 

A.  What  pebsohb  abb  to  bb  oosbidbebd 
ultimate  porchasers 

foreigners    .  •  •  •  •  •  .  •  •  • 

ocdinary  persons  ..  ••  ••  ., 

1.  BCUS  or  OOHPABISON      . . 

what  amount  of  resemblance  is  calculated  to  deoeiye 

1.  The  "  idea  of  the  mark  "  to  be  regarded 
the  Ttco  Elephant  Com 
the  TaenttUeker  Cau 
marks  to  be  compared  as  wholes 
seneral  reeemblanoe  with  differences  in  details 
mcluded  common  marks  not  to  be  disregarded   . . 

2.  The  marks  are  to  be  compared  as  fairly  used  in  practice 
alterations  of  the  marks  from  their  registered  forms 

3.  The  essential  particulars  are  to  be  specially  attended  to 

4.  AH  the  circumstances  of  the  trade  to  be  considered 
nnmeruus  marks  of  the  same  description 
distinction  may  be  of  a  well-known  kind 
bearing  of  common  marks  on  the  comparison 

6.  Where  the   opponent's   goods   are   known   by  a  nan 
suggested  by  the  mark 
answers  to  this  objection  . . 

(a)  the  name  is  desoriptiYe  of  the  goods 

(b)  it  is  suggested  by  included  matter  common  to  the 

trade    .. 
or  by  disclaimed  matter .  • 
or  it  is  a  common  name        .  • 

(c)  it  gires  a  practical  monopoly 


evideDce  of  actual  deception  •  •  • , 

faramples  and  illustrations  •  • 

eantcasted  deTioes  and  contrasted  worde 

SLBtiivtrffeBarki.    leet.  78(M0fMr<iM^«}. 
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m.  Deoeptiye  marki.    8eot.  78      . . 

The  section  extends  beyond  infringing  marks 
Doubtful  new  marks  to  be  rejected,  Mno  v.  Jhmn 
Mark  containing  name  of  the  opponents*  goods 
Device  suggesting  the  name     . .  .  • 

Trade-mark  attached  to  part  of  the  mark       . . 
Threats  of  prosecution  in  trade-mark     . . 
Begistered^  &c.       . ,  . ,  . .  , , 

Ffdse  representation  as  to  origfin  of  goods 
Mark  onginallj  used  fraudulently  . . 


PAOB 

.  209 
.  210 
.  211 
.  212 
.  213 
.  214 
.  216 
.  216 
.  216 
.  216 


The  comp- 
troller's dis- 
cretion is  not 
limited  by 
the  express 
restrictions. 


Nothing  can  be  entered  upon  the  register  which  is  not 
authorized  by  the  sections  set  out  and  commented  on  in 
Chapter  VIII.  (a),  and,  as  stated  in  the  chapter  referred 
to,  the  comptroller  has  a  discretion,  subject  to  appeal,  to 
refuse  to  register  marks  which  he  thinks  ought  not  to  be 
accepted,  although  they  comply  with  the  provisions  of  the 
enabling  sections.  This  discretion  is,  as  has  been  shown, 
genexal,.and  it  extends  beyond  the  letter  of  the  restrictions 
imposed  byx)ther  sections  of  the  Acts  which  are  the  subject 
of  the  present  chapter. 

The  ftiost  important  sections  to  be  considered  in  this 
chapter,  sects.  71,  72,  and  73,  are  substantially  the  same 
as  the  corresponding  sections  of  the  Act  of  1875,  sects.  5 
and  6.   •  • 


Sect.  71. 
Conflicting 
claims  to 
registration. 


Sect.  72  (1). 
Identical 
marks  not  to 
be  registered 
without  leave. 


I.  Duplicate  Marks  for  the  same  Goods. 

It  is  provided  by  sect.  71  that — 

"  Where  each  of  several  persons  claims  to  be  regis- 
tered as  proprietor  of  the  same  trade-mark,  the  comp- 
troller may  refuse  to  register  any  of  them  until  their 
rights  have  been  determined  according  to  law,  and 
the*  compiioller  may  himself  submit  or  require  the 
claimants  to  submit  their  rights  to  the  Court." 

And  by  sect. "72.(1)' that— 

"  Except  where  the  Court  has  decided  that  two  or 
'more  persons  are -entitled- to  be- registered  as  proprie- 

.tor9.of*ihec3ame  trade-mark,  the  comptroller  shall  not 

.  •  •  • 

(a)  Page  106,  sects.  64r  and  74,  see  *'  reasons  for  refusal,*'  p.  63. 
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^  register  in  respect  of  the  same  goods  or  description  of 

goods  a  trade-mark  identical  with  one  already  on  the 

register  with  respect  to  such  goods  or  description  of 

goods." 

It  will  he  ohserved  that,  while  the  former  section  gives 

file  comptroller  a  discretion,  the  latter  is  imperative. 

Where  several  applicants  claim  to  he  proprietors  of  the  Duplicate 
same  mark  the  comptroller  may  require  them  to  state  their  ^^^nark.^ 
eases  in  writing,  and  to  appear  hef  ore  him  and  give  oral 
explanations  with  respect  to  such  matters  as  he  may 
reqnire  (6).  And  if  the  dispute  is  submitted  to  the 
Cofort  under  sect.  71,  it  is  provided  by  the  rules  that  the 
procedure  to  be  adopted,  unless  the  Court  shall  otherwise 
Older,  shall  be  that  of  a  special  case  (c),  which  may  be 
iettled  if  need  be  by  the  comptroller  (d) ;  but  in  practice 
the  application  is  always  made  by  summons  or  motion,  the 
summons  or  notice  of  motion  asking  for  leave  to  have  the 
qu^ion  determined  in  that  way  (e). 

Before  the  introduction  of  registration,  when  trade-mark 
rights  oould,  except  in  a  few  special  trades  and  in  particular 
places  (/),  be  acquired  only  by  user,  the  dupKcation  of 
masks  for  use  in  connection  with  the  same  description 
of  goods,  by  use  in  different  districts,  was  very  common, 
and  many  duplicate  old  marks  were  admitted  on  to  the 
register.  A  limit  to  the  number  of  such  duplicates  which  The  three 
would  be  accepted  was  put  by  the  adoption  of  the  three  "^'  ®' 
mark  role  which  has  been  ah*eady  referred  to  (g). 

This  rule  was  introduced  by  the  Commissioners  of 
Patents,  under  the  Act  of  1875,  and  it  was  repeatedly 
recognized  by  Jeesel,  M.E.,  and  other  judges  (A),  and  its 

(t)  Rnle  43,  p.  602.  (^)  Chap.  IX.  p.  172  ;  Act  of 
(4  Bole  44.  1883,  sect.  74  (3). 
(^  Bole  45.  (A)  Walkden,  ^e.  Co.'t  Applica- 
nt) SceSeba8tia2i,3ided.  p.374,  turn,  54  L.  J.  Gh.  394  n.  (1877), 
■ad  Swifwsfi,  Davies  ^  Son's  Tm.,  Jesflel,  M.B. ;  JelleyU  Application^ 
la  C.  D.  at  p.  527  (1880),  Jeesel,  51  L.  J.  Gh.  639  n.  (1878),  Jeesel, 
ILR.  H.R. ;  and  Wragg'a  Tm.,  29  C.  D. 
{f)   e.g.,  ilie   cutlery  trade  in  551  (1885),  Pearson,  J. ;  Betibow  y. 
Sbeffield.  i;ou',44L.T.875(l881),Bacon,V.-C. 
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test  is  adopted,  with  respeot  to  additions  oommon  to  the 
trade,  by  sect.  74  (3).  According  to  the  rule,  three,  but 
not  more  than  three,  identical  or  substantially  identical  (i) 
old  marks  may  be  registered  for  use  upon  the  same,  or 
substantially  the  same,  class  or  description  of  goods,  pro- 
vided that  the  marks  have  been  honestly  and  lawfully 
acquired  and  used.  So  that  a  mark  which  was  originally 
unlawfully  copied  from  another  cannot  claim  registration 
along  with  the  other  under  cover  of  the  rule  (A).  If  more 
than  three  such  marks  had  been  so  acquired  and  used 
before  the  13th  of  August,  1875,  they  were  all  treated  as 
common  to  the  trade  (/) ;  but  the  use  of  a  mark  abroad 
did  not  fall  within  the  rule  (m). 
Lord  "  Prior  to  the  passing  of  the  Act  of  1883,"  say  Lord 

Oj^ttL*  HerscheU's  Committee  (n),  "  the  late  Master  of  the  Eolls 
on  the  three  had  laid  down  the  rule  that  the  comptroller  might  register 
three  old  marks,  i.  e,,  marks  in  use  prior  to  August,  1875, 
without  the  necessity  of  the  parties  resorting  to  the  Court. 
It  is  suggested,"  they  add,  "  that  this  worked  well ;  and 
although  there  is  not  complete  unanimity  of  opinion  on 
the  point,  we  think  the  preponderance  of  reasons  is  in 
favour  of  reviving  the  practice  as  regards  old  marks." 
The  committee  seem  to  have  been  in  error  as  to  the  power 
of  the  comptroller  to  register  a  second  mark  without  the 
leave  of  the  Court  under  the  old  Act,  for  sect.  6  of  that 
Act  laid  down  substantially  the  same  rule  as  sect  72  (1) 
set  out  above.  The  rule  was  that,  upon  proof  of  the  title 
of  a  second  or  of  a  third  trader  to  the  mark,  leave  to 
register  it  was  granted  notwithstanding  the  presence  of  a 
first  or  second  prior  registration  of  the  same  mark  for  the 
goods  in  question  (o),  and  no  alteration  has  been  made  in 

(t)   IFhiU  Rom   Tm,,   30  C.   D.  Jackton  ^  Co.  v.  Xapper,  36  0.  D. 

50d  (1885),  Kay,  J.  at  p.  178 ;  4  R.  P.  C.  45  (1886), 

(A*)  Jelley^t  Application,  p.  179.  Stirling,  J. 

(/)  See  Burland  v.  Broxburn  Oil  (»)  Pag^  xiii. 

Co.,  42  C.  D.  at  p.  280;  6  R.  P.  (o)  See  per  Jesael,  M.R.,  Jelley't 

C.  274  (1889),  Chitty,  J.  Application,  51  L.  J.  Ch.  at  p.  640n. 

{ff)  MuncWs  Application  J   50  L.  (1878). 
T.  12  (1884),  Chitty,  J. ;  and  see 
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regard  to  this  by  the  present  Acts.  There  oannot,  one 
may  sappose,  be  now  remainmg  and  unregistered  any 
very  large  number  of  marks  used  before  the  13th  of 
Augost,  1875,  which  are  likely  to  be  put  on  the  register 
imder  cover  of  the  three  mark  rule ;  but  the  rule  is  still 
important,  since  questions  as  to  the  propriety  of  existing 
registrations  are  continually  arising  under  sect.  90. 

The  role  has  never  been  applied  to  marks  first  invented  The  rule  does 
or  naed  since  the  13th  of  August,  1876  (jt)),  for  the  Regis-  net^lL*!" 
tiation  Acts  make  proper  registration  itself  equivalent  to 
public  user,  and  evidence  of  the  registered  proprietor's 
fight  to  the  exclusive  use  of  the  mark  {q).  Title  to  a  mark 
can  still,  however,  be  acquired  by  user,  although  registra- 
tion is  a  condition  precedent  to  any  action  by  the  proprietor 
in  respect  of  its  infringement  (r).  It  is  quite  possible, 
therefore,  that  the  circumstances  which  led  to  the  adoption 
of  the  role  might  arise  in  connection  with  new  marks.  If, 
for  instance,  the  same  mark  is  adopted  by  two  traders  for 
use  upon  the  same  class  of  goods,  but  in  different  districts, 
sod  there  is  no  proof  as  to  which  first  adopted  it,  then, 
according  to  the  present  practice,  if  one  gets  registered  the 
other  cannot  do  so.  It  was  suggested  to  Lord  Herschell's 
Committee  that  this  should  be  altered  («),  but  no  change 
ImA  been  made. 

Leave  to  register  a  second  old  mark  is  granted  as  of  Appli<»tion 
eourse,  if  an  independent  and  honestly  acquired  title  to 
the  mark  as  a  trade-mark  is  shown.  In  Jelley^s  Case  (^), 
Jesael,  M.R.,  said :  *'  I  have  often  had  the  case  of  a  man 
in  one  town  not  knowing  that  another  man  in  another 
town  has  the  same  mark,  and  he  has  got  his  trade*mark 
registered.    The  second  applicant  must  prove  his  title,  that 

(p)  jMckmm  i  Co.  t.  Napper,  35  (r)  Act  of  1883,  sect.  77 ;   and 

C,  D.  p.  169 ;  4  B.  P.  0. 45  (1886),      p.  260,  below. 
Sisiiiig,  J.  («)  See  the  evidence  of  the  comp- 

(f)  Actof  1883,8eot8.75and76;      troUer,    Sir    H.    Beader    Laok, 
Aei  of  1375,  sects.  2  and  3.  Q.  3161. 

(0  51  L.  J.  Gh.  639  n.  (1878). 

n2 


he  rule. 
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"  is  all.    The  leave  of  the  Court  mentioned  in  sect.  6  (u)  is 

not  a  capricious  leqye.     The  rule  of  the  Court  which  I  have 

just  stated  is  always  followed,  and  it  merely  means  that 

the  second  man  must  show  his  title.     You  cannot  deprive 

him  of  his  trade-mark.    Look  at  the  monstrous  injustice 

that  would  be  done  if  a  man  who  had  a  trade-mark  for, 

perhaps,  forty  years,  should  lose  it,  because  another  man 

who  had  it  for  four  years  had  happened  to  register  it  first." 

After  five  Eegistration  of  an  old  mark  may  be  allowed  although  a 

traSon'or*"    similar  mark  has  been  on  the  register  for  more  than  five 

opponent's        years  (x). 

The  ^e  ^^®  operation  of  sect.  72  is  not  limited  by  the  classes 

goodfl  or         into  which  goods  are  divided  for  the  purposes  of  registra- 

ofg^U.^*^      tion.    And  in  this  respect  the  wording  of  the  present  Act 

Sect.  72  is       is  wider  than  that  of  the  corresponding  section  of  the  Act 

^elSt^^^  of  1875,  for  that  section  contained  the  words  "the  same 

classelB.  goods  or  classes  of  goods"  in  place  of  the  words  "the  same 

goods  or  description  of  goods."     Thus,  in  The  Australian 

Wine   Importers^   Case,    the  question    arose  whether  an 

application  to  register  a   label  containing  a  device  and 

the  words  "  Golden  Fleece  "  for  wine,  could  be  opposed  on 

the  ground  of  the  prior  registration  of  what  werfe  held  to  be 

similar  labels  for  spirits,  both  wine  and  spirits  being  in  the 

same  register  class  (42),  and  Kay,  J.,  held  that,  whether 

sect.  72  applied  or  not,  the  use  of  the  mark  tendered,  having* 

regard  to  the  presence  on  the  register  of  the  other  marks, 

would  be  calculated  to  deceive  within  the  meaning  of  the  next 

section,  and  that  it  ought  not  to  be  registered.     The  Court 

of  Appeal  affirmed  the  decision,  and  Lindley,  L.J.,  said  (y), 

"  For  the  purpose  of  deciding  whether  two  sets  of  goods 

are  of  the  same  description,  we  must  not,  it  appears  to  me, 

lay  too  much  stress  on  the  classification  in  the  schedule  to 

the  rules.    You  find  there  goods  of  the  same  description  in 

(u)  i.e.,  of  the  Act  of  1875,  now  (1888),  both  Stirling,  J.    See  fnr- 

sect.  72  (1).  ther,  as  to  the  registration  of  old 

(x)  Jackson  ^  Co.  v.  Kapper^  85  marks,  Chap.  VIII.  pp.  154  et  teq. 

C.  D.  162 ;  4  R.  P.  0.  45 ;  Ban-  (y)  41  0.  D.  p.  291 ;  6  R.  P.  C. 

eroft  #  Co: 8  Tm.,  5  R.  P.  0.  209  811  (1889). 
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^different  daBseSy  and  goods  of  different  desoriptions  in  the 

same  class.     For  example,  if  you  torn  to  classes  26 — 29, 

jou  wiU  find  that  flax  and  hemp  are  in  one  class,  and  jute 

in  another,  though  all  of  them  are  fibrous,  and  more  or 

lees  of  the  same  description  for  trade  purposes.     Then,  if 

you  turn  to  class  22,  you  will  find  bicycles  and  railway 

carriages  in  the  same  class.     Now,  for  trade  purposes,  can 

you  have   any  goods  more  different  than  bicycles  and 

railway  carriages  ?     Of  course,  they  are  utterly  different 

tlungs,  and  yet  they  are  put  by  the  framers  of  these  rules 

into  the  same  class,  so  that  we  cannot  be  guided  by  their 

dassification  in    construing   the  words  'same  goods   or 

deficiiption    of    goods,'  which    are    the  words    used    in 

sect.  72."     And  the  judges  were  all  inclined  to  think  that 

irines  and  spirits  were  of  the  same  description  of  goods, 

although  they  did  not  decide  the  point.     It  has  since  been 

held  that  beer  and  rum  are  the  same  description  of  goods 

within  the  meaning  of  the  section  {yy).     So,  on  the  other 

hand,  in  Brady  8f  Coh  applications.  North,  J.,  allowed  a 

new  mark  to  be  registered  for  galvanized  iron  sheets, 

although  a  similar  mark  was  abeady  registered  and  used 

for  bar  iron  and  wire,  which  goods  were  within  the  same 

register  class  as  the  iron  sheets  (s).     The  true  test  would 

seem  to  he  supplied  by  the  question — are  the  two  sets  of 

goods  so  conmionly  dealt  in  by  the  same  trader,  that  his 

cnstomers,  knowing  his  mark  in  connection  with  one  set, 

and  seeing  it  upon  the  other  would  be  likely  to  suppose 

that  it  was  used  upon  them  also  to  indicate  that  they  were 

his  goods  (fl).     It  has  already  been  stated  that  the  pro-  Use  or  regis- 

prietor  of  a  mark  used  for  only  part  of  a  register  class,  ^pt^^a^"^ 

even  though  it  be  registered  for  the  whole,  and  d  fortiori  register  class. 

if  the  registration  as  well  as  the  user  is  limited  within  the 

dasB,  cannot  prevent  the  use  of  the  mark  by  other  traders 

upon  other  descriptions  of  goods,  although  they  may  be 

(yy)   Tum^  ^  Sons'  Tm,^  H  R.  JelUy't  Application,  61  L.  J.  Ch. 

P.  C.   37  ;   10  Times  L.  R.   175  639  n.  (1878),  Jessel,  M.R. 
(1893),  North,  J,  (a)  See  per  Kay,  J.,  41  C.  D.  at 

(r)  21  C.  D.  223  (1882) ;  and  see  p.  281. 
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Registration 
of  a  second 
mark  by 
agreement. 


Note  on  the 
register. 


included  in  the  same  register  olass  {b).  But  the  fact  that 
an  opponent  of  an  application  for  registration  oould  not 
get  an  injunction  to  restrain  the  use  which  the  registration 
sought  is  intended  to  cover,  is  hj  no  means  oonclusiYe  upon 
the  question  of  the  registration  (c). 

A  second  mark  is  often  admitted  to  registration  by 
agreement  with  the  proprietor  of  a  mark  already  regis- 
tered, who  might  otherwise  oppose  it  under  sects.  72  or 
73,  on  the  terms  that  it  shall  be  limited  to  part  only  of 
the  register  class.  The  limitation  is  efPected  by  placing 
a  note  on  the  register  (d).  And  in  the  same  way  marks 
are  allowed  to  be  registered  on  the  terms  of  being  used  in 
a  particular  manner,  so  as  not  to  be  confused  with  a  mark 
already  registered  (^),  or  for  use  in  a  particular  district  (/). 
And  the  comptroller  may  be  directed  to  put  a  note,  in 
accordance  with  the  agreement,  upon  the  register  (/). 
Where  identical  or  similar  marks  are  registered  for 
different  goods  in  the  same  register  class,  it  is  an  in- 
fringement for  the  proprietor  of  either  to  use  his  mark 
upon  the  goods  for  which  the  other  is  registered  (g). 


Sect.  72  (2), 
mark  re- 
sembling a 
reiristered 
mark. 


n.  Hark  resembling  a  Segistered  Mark. 

It  is  further  provided  by  sect.  72  (2)  that — 

"[Except  as  aforesaid]  (A)  the  comptroller  shall 
not  register  with  respect  to  the  same  goods  or  de- 
scription of  goods  (h)  a  trade-mark  so  nearly  resefnhling 
[having  such  resemblance  to]  (/)  a  trade-mark  already 
on  the  register  with  respect  to  such  goods,  or  descrip- 
tion of  goods,  as  to  be  calculated  to  deceive." 


{h)  See  p.  88,  sect.  65 ;  and  see 
Hargreaves  v.  Freeman,  (1891)  3  Ch. 
39 ;  8  R.  P.  C.  237,  Chitty,  J. 

(c)  See  The  Australian  JFine  Im^ 
porters*  Casey  supra,  and  p.  183,  below. 

{d)  ^eelteliaboneJiros.  i'  Co.,  Seb. 
Dig.  p.  395  (1879),  Jessel,  M.B. 

(e)  WhiUley's  7>n.,  43  L.  T. 
627  n.  (1879),  Jeesel,  M.R. ;  Syke* 
^  Co.'s  Tint.,  ibid.  p.  626  (1880), 


Hall,  y.-G.  For  restrictions  as  to 
colour,  see  Chap.  VIII.  p.  163. 

(/)  Keep^s  Tm.y  26  C.  D.  187 
(1884),  Pearson,  J. ;  MiUhell^  CoJs 
Tm.,  28  C.  D.  666  (1884),  Chitty, 
J. ;  Whiteley's  Tm.,  43  L.  T.  627. 

{ff)  Upper  Assam  Tea  Co.  v.  Mer-^ 
bert,  7  R.  P.  C.  183  (1890),  C.  A. 

(A)  See  above,  p.  176. 

(f)  Act  of  1888,  sect.  14. 
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The  BuVsection  oorresponds  to  a  part  of  sect.  6  of  the 
Act  of  1875,  The  words  "  except  as  aforesaid "  refer 
liack  to  sect.  72  (I)  (A:),  and  the  exception  is  where  the 
Court  has  decided  that  two  or  more  persons  are  entitled 
to  hare  identical,  or  substantially  identical,  marks  re- 
gistered, for  instance,  on  the  ground  that  trade-mark 
lights  in  them  have  been  independently  acquired.  The 
words  were  added  by  the  Act  of  1888.  The  Act  just 
cited  also  substituted  "  having  such  resemblance "  for 
the  words  "so  nearly  resembling,"  which  occurred  in 
the  Acts  of  1875  and  18b3.  The  change  was  in  each 
instance  m£ule  upon  the  recommendation  of  Lord  Her- 
sdiell's  Committee,  and  in  the  latter  was  supported  by 
the  reasons  stated  in  the  extract  from  the  report  set 
out  below  (/).  It  is  difficult,  however,  to  see  in  what  way 
the  efPect  of  the  sub-section  has  been  altered  by  the 
amendments. 

What  is  meant  by  the  same  goods  or  description  of 
goods  has  abeady  been  considered  (m). 

The  provision  of  the  sub-section  embodies  the  old  rule, 
that  a  mark  which  from  its  resemblance  to  an  existing 
trade-mark  is  calculated  to  deceive  cannot  be  protected  as 
a  trade-mark,  for  its  use  is  an  infringement  of  the  other 
mark,  which  would  be  restrained  by  the  Court  (n).     But  The  section 
the  restriction  extends  beyond  the  rule,  and  it  does  not  ^yond  in- 
foUow  that  because  an  opponent   could  not  obtain  an  frinring 
injunction  against  the  use  by  the  applicant  of  the  mark 
he  tenders  for  registration,  that  the  latter  is  not  calculated 
to   deceive    within   this    sub-section.     Thus,    in   Speer's 
Que  (o),  Kay,  J.,  said :  ^'  I  could  quite  conceive  a  case 


(k)  Page  176.  are  not  protected,  see  Chap.  XY. 

[Q  Page  18S.  p.  336. 

(«)  Page  180,  above.  (o)  4  It.  P.  G.  at  p.  624 ;  55  L. 

(»}  Seixo   y.    Proveimde,   1   Ch.  T.  880  (1887) ;  and  see  The  Aut- 

102  (1865),  Gianworth,  L.-C. ;  and  tralian  Wine  Importers*  Tm.,  41  0. 

neCbpeT.froiM,  L.R.  ISEq.  158  D.  278;    6  R.  P.  0.  3U  (1889), 

(1874),  HaU,  V.-C,  and  the  cases  G.  A. 
there  cited.  Deoeptiye  trade-marks 
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"in  which  the  similarity  would  not  be  such  as  would  induce 
the  Court,  on  that  fact  alone,  to  grant  an  injunction,  but 
in  which  the  comptroller  would  still  be  entirely  within  his 
duty  in  saying  that  these  marks  are  so  nearly  resembling 
one  another,  at  any  rate,  that  I  will  not,  by  allowing  the 
registration,  encourage  the  use  of  a  mark  which  may  lead 
to  litigation  hereafter.  It  seems  to  me  that  is  a  matter 
which  the  comptroller  ought  to  consider."  And  this  is 
fully  in  accord  with  the  judgments  of  the  law  lords  in 
TliB  Fruit  Salt  Case{p). 

Marks  used  in  different  Markets. 

Limitation  to  The  question  has  been  raised  whether  a  mark  which  is 
n^ket!*'  sufficiently  distinguishable  from  an  opponent's  mark  every- 
where except  in  a  particular  country  or  market,  but  has 
there  such  resemblance, to  it  as  to  be  calculated  to  deceive, 
on  account  of  the  local  circumstances  of  the  trade,  for 
instance,  because  goods  bearing  the  latter  mark  have  locally 
acquired  a  particular  name  ($'),  falls  within  the  section,  and 
ought,  therefore,  to  be  refused  registration  (r).  The  ques- 
tion has  not  been  directly  decided,  but  it  is  submitted  that 
the  objection  would  be  sufficient  to  justify  the  rejection  of 
the  mark  unless  the  parties  came  to  an  arrangement  for 
the  limitation  of  the  area  of  user  of  the  applicant's  mark  («). 
The  authorities  cited  below  {t)  show  that  probability  of 
deception  in  England  only  is  not  all  that  is  to  be  con- 

[p)  Eno  y.  Dunn,  15  App.  Gas.  the  respondents'  main  trade  was. 

252 ;  7  R.  P.  0.  311  (1890).  AfF.  by  C.  A.,  W.  N.  (1894)  42; 

{q)  See  p.  199,  below.  11  R.  P.  C.  142. 

(r)  In  The  SoeicU  Anonyme  des  («)  As  in  Keep*8  Ttn,,  26  C.  D. 

Verreries  de  VEioiU,  (1894)  1  Ch.  187(1884).  In  J2<» i^o^oiw,  Seb.  Dig. 

61 ;    10  R.  P.  0.  436,  the  trades  p.  396  (1879),  upon  simultaneous 

of  the  applicant  for  rectification  applications  for  the  regfistration  of 

and  of  the  respondent  were  in  fact  similar  old  marks,  Jeseel,  M.R., 

competing    in    the    colonies,    and  appears  to  have  ordered  the  regis - 

Stirling,  J.,  held  that  the  use  of  tration  of  both,  subject  to  under- 

the   applicants^    mark    on    goods  takings    for    specified   local    user 

shipped  in  English  ports  for  the  only, 

colonies  was  use  in  England,  where  (/)  Page  187. 
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Eidered  in  oases  of  infrmgement,  and  it  cannot  be  supposed 
Hiat  a  mark  would  be  admitted  on  to  the  register  if  it 
irere  shown  that  the  proprietor  would  forthwith,  upon  the 
appUcation  of  the  opponent,  be  restrained  from  using  it. 
It  is  true  that,  where  old  marks  have  been  in  use  simul- 
taneously for  years  in  different  markets,  the  injunotions 
granted  in  infriugement  cases  have  occasionally  been 
locally  limited  (u),  and  such  limitations  have  the  support 
of  a  dictum  of  Cotton,  L.  J.,  in  Johnston  v.  Orr-Uwing  (x) ; 
but  in  that  case,  on  appeal,  Lord  Cairns  expressed  a  doubt 
whether  the  rightful  and  bond  fide  trade-mark  of  the  trader 
nong  it  could  be  excluded  by  injunction  from  particular 
markets  (though  unimpeachable  everywhere  else),  merely 
because  in  those  markets  it  might  be  liable  to  be  called  by 
a  name  which  the  mark  of  another  had  already  acquired 
there  (y).  And  it  seems  clear  that  the  principle  upon  which 
the  limitation  of  the  injunctions  in  the  cases  referred  to  was 
based  cannot  avail  to  enable  a  new  mark,  which  is  deceptive 
in  any  market,  to  be  registered  without  the  consent  of  the 
owner  of  the  mark  with  which  it  might  there  be  confused, 
for  the  registration  confers  rights  unlimited  as  to  locality ; 
and,  although  the  owner  of  the  previously  registered  mark 
may  not  yet  have  extended  his  trade  to  the  particular 
market  in  question,  it  is  open  to  him  to  do  so.  Thus,  iu 
The  John  BuU  Beer  CaseSy  where  the  two  marks  concerned 
were  used  by  the  plaintiffs  and  the  defendants  respectively 
in  different  districts  of  England,  the  more  lately  adopted 
mark  was  refused  registration,  and  subsequently  an  injunc- 
tion was  granted  to  restrain  the  use  of  it  (z).  So,  too,  in 
The  Jackson  Co.'a  Case  {a),  registration  of  a  word  was 
lefosed  because  it  was  the  name  of  a  conmion  mark  in  the 

(«)  Ctrver  y.  Botcker,  Seb.  Dig.  assent, 

p.  350  (1877),  Little,  V.-C. ;  JBarber  {z)  JPaine  ^  Co.  v.  Daniellt  ^  Son's 

T.  Mmito,  10  R.  P.  C.  93  (1893),  Brewerie*,  (1893)  2  Ch.  667  ;  10  R. 

A.  L.  Smith,  L.J.  P.  C.  71,  217. 

(')  13  C.  D.  p.  464.  (fl)  6  R.  P.  C.  80  (1888),  Kay,  J., 

(y)  7  App.  Gas.  p.  227.    To  that  {Kokoko). 
Proposition,  be  said,  he  could  not 
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cotton  trade  among  the  Ohippeway  Indians,  to  whom  the 
English  ootton  trade  had  not  then  extended. 


Calonlated 
to  deceive. 


Deceptive  Sesemblance. 

"  Calculated  to  deceive  "  may  mean  either  "  intended  to 
deceive"  or  "likely  to  deceive,"  and  the  prohibition  applies 
where  the  case  falls  within  either  meaning  (b),  although 
the  latter,  which  is,  of  course,  the  more  inclusive  meaning, 
is  sufficient  to  dispose  of  most,  if  not  all,  of  the  questions 
that  arise  under  the  section.  The  words  are  not  equivalent 
to  "  capable  of  being  used  to  deceive  "  (c),  for  it  must  be 
assumed,  until  the  contrary  is  shown,  that  the  applicant 
will  make  an  honest  use  of  his  marks  (b).  A  trade-mark  is 
calculated,  by  its  resemblance  to  another  already  on  the 
register,  to  deceive,  if  in  the  course  of  its  legitimate  use  in 
the  trade  it  is  likely  to  do  so. 

Two  important  questions  are  suggested  by  the  section : 
A.  Who  are  the  persons  whom  the  resemblance  must  be 
calculated  to  deceive  ?  and,  B.  What  rules  of  comparison 
are  to  be  adopted  in  judging  whether  such  resemblance 
exists? 


Whom  the 
mark  must 
be  calculated 
to  deceive. 


A.  What  Persons  are  to  be  considered. 

In  accordance  with  the  cases  decided  in  suits  and 
actions  for  the  infringements  of  trade-marks  before  the 
Eegistration  Acts,  it  is  held  that  the  persons  to  be  con- 
sidered in  estimating  whether  the  resemblance  between  the 
marks  in  question  is  calculated  to  deceive  are  all  of  those 
who  are  likely  to  become  purchasers  of  the  goods  upon 
which  the  marks  are  used.  So  that,  if  such  persons,  using 
ordinary  care  {d)  and  intelligence,  are  likely  to  be  deceived, 
then  the  comptroller  ought  not  to  accept  the  mark. 


{b)  Kutnoui't  Tm.j  10  R.  P.  0. 
401  (1893),  North,  J.,  (CarUhad 
Salts) ;  and  Hee  the  next  case. 

{c)  LyndonU  Tm.,  32  0.  D.  109 ; 


3  R.  P.  C.  102  (1886),  C.  A. 

(d)  Christiaruen'8  Tm„  3  B.  P.  C. 
64  (1886).  See  per  Esher,  M.R., 
p.  62,  quoted  helow,  p.  191. 
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It  is  dearly  not  enough  for  the  applicant  to  show  that  The  ultimate 
retail  dealers  buying  his  goods  for  resale  would  not  be  P'^™*^*®®"- 
deceiyed,  since  they  might  themselves  fraudulently  or 
carelessly  make  use  of  the  ambiguous  character  of  the 
iiade-mark  to  deceive  their  customers,  the  ultimate  pur- 
diaaers(e).  In  fact,  dealers  who  buy  from  the  manu- 
facturers in  order  to  sell  by  retail  are  generally  aware  of 
attempted  infringements,  and  are  parties  to  the  fraud  (/). 
Nor  is  the  inquiry  to  be  confined  to  England,  or  to  persons  Foreigners, 
acquainted  with  the  English  language,  where  the  goods  in 
qp^on  have  a  foreign  market  {g).  And  it  must  not  be 
assumed  that  a  very  careful  or  intelligent  examination  of 
the  mark  will  be  made  (//) ;  but,  on  the  other  hand,  it  can 
baldly  be  a  bar  to  the  admission  of  a  mark  that  unusually 
stupid  people,  fools  or  idiots,  maybe  deceived (e).  The 
cases  cited  ore  nearly  all  cases  of  infringement,  and,  as 
already  said,  a  weaker  case  than  would  entitle  a  plaintifE 
to  succeed  in  an  action  for  infringement,  will  enable  an 


Persons  of 
ordinary 
ability  and 
carefulness. 


M  WUkinton  v.  Oriffithy  8  R.  P.  0. 
at  p.  374  (1891),  Romer,  J.  See 
the  judgment  of  MeUish,  L.J.,  in 
Arrf  T.  Foster,  7  Ch.  616  (1872) , 
a3id  tlie  judgment  of  Lord  Selbome, 
in  Tkt  Singer  Manufaeturing  Co.  y. 
Lms,  8  App.  CaA.  16  (1882). 

(/)  AHgh'Swiss,  ^.  Co.  y.  Mei- 
«•//,  31  C.  D.  454  ;  3  R.  P.  C.  28 
(1886),  Kay,  J. ;  Lever  v.  Goodwin, 
»C.I).  1;  4  R.  P.  C.  492  (1887), 
C.  A.  **  In  my  opinion,  the  whole 
giit  of  the  complaint  againat  the 
defendants  is,  'Yon  haye  sold  a 
vcapon  calculated  to  be  used 
iiaiidnlently  by  the  middlemen,'  ** 
Cofttaii,L.J. 

is)  Johnston  v,  Orr-Ewing,  7  App. 
Om.  219  (1882);  Wilkinson  y.  Grif- 

W  "Unwary  purohaaers." 
^•tkenpoon  v.  Currie,  L.  R.  5 
H.  L.  608  (1872),  Lord  Chelms- 


ford ;  The  Singer  Manufacturing  Co, 
y.  Loog,  8  App.  Cas.  16  (1882), 
Lord  Selbome.  **  Ordinary  pur- 
chasers purchasing  with  ordinary 
caution,"  JSeixo  y.  Frovezende,  L.  R. 
1  Ch.  192  (1866),  Cranworth,  L.C. 
(t)  "  Whatever  be  the  class  of 
persons  who  buy  these  things 
(sewing  machines),  we  must  at  all 
eyents  assume  that  they  are  per- 
sons capable  of  reading  and  writing, 
or  of  reading,  at  all  events,"  per 
James,  L.J.,  18  0.  D.  p.  413. 
'*  The  possibility  of  such  a  mistake 
is  not  a  cause  of  action  (for  passing 
off) .  The  same  thing  might  happen 
if  the  defendant  issued  circulars 
that  his  were  not  Singer  sewing 
machines.  For  howeyer  large  he 
printed  the  not  some  one  might  not 
see  it,"  per  Lord  Bramwell,  8 
App.  Cas.  p.  42. 
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opponent  to  successfully  object  to  the  registration  of  a  new 
mark. 


What  amount      It  is  impossible  to  discover  from  the  decided  cases  any 
bl^oB  k"        criterion  as  to  the  amount  of  resemblance  which  will  suffice 


B.  Snles  of  CompariBon. 

e  to  discover  from  the  < 
e  amount  of  resemblance 
calculated       ^q  cause  the  rejection  of  a  mark  more  definite  than  that 

to  Q.0C61\r6 

expressed  in  the  section  itself,  and  probably  no  test  could 
usefully  be  stated  (k) ;  but  a  perusal  of  the  reported  cases 
shows  that  the  comptroller  and  the  Court  now  apply  the 
restriction  much  more  strictly  against  new  marks  than 
formerly,  and,  as  already  shown,  it  is  settled  that  the  onus 
of  showing  that  there  is  no  reasonable  probability  of 
deception  is  cast  on  the  applicant  (/).  In  comparing  the 
marks,  the  comptroller  must,  as  is  shown  by  the  authorities 
referred  to  below,  take  into  account  all  the  circumstances 
of  the  case,  and  must  consider  whether,  as  a  whole,  the 
applicant's  mark  is  substantially  different  from  the 
opponent's.  The  report  of  Lord  Herschell's  Committee 
on  this  point  admirably  states  what  are  conceived  to  be  the 
critical  tests,  and  it  shows  also  what  the  amendment  of  the 
Act  (m)  was  intended  to  effect.  It  will  be  useful  to  set 
out  the  whole  passage. 

1.  The  '^  Idea  of  the  Mark  "  is  to  be  regarded. 

Lord  "  We  have  given  very  careful  consideration  to  the  evi- 

ComSttee  on  ^ence  which  has  been  laid  before  us  by  those  interested  in 
the  principle    the  trade  of  Lancashire.     The  number  of  marks  registered 
o^^compan-     ^^  classes  23,  24,  and  25,  which  are  commonly  described  as 
the  Cotton  Classes,  is  very  large  ;  and  the  administration 
of  the  Act(n)  in  relation  to  these  classes  is  of  great 

{k)  ""Wliat  degree  of  resemblance  {Vj  Eno  v.  Lunny  15  App,  Cas. 

is  necessary  (to  constitute  an  in-  252 ;  7  R.  P.  C.  311  (1890). 

fring^ment)  is,  from  the  nature  of  (m)  Substituting  **  having  such, 

things,  a  matter  incapable  of  defi-  resemblance"  for  ^^so  nearly  re* 

nition,  a  priori"  per  Cranworth,  sembling." 

L.C.,  in  Seixo  v.  Provezende,  L.  R.  («)  i.^.,  the  Act  of  1883. 
1  Ch.  192  (1866). 
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^  importance  to  the  trade.  There  oan  be  no  doubt  that  the 
working  of  the  Trade-Marks  Act  has  not  given  satisfaction 
in  limcashire.  Even  if  at  times  there  may  have  been  a 
disposition  to  expect  too  much,  we  think  there  have  been 
substantial  grounds  for  the  dissatisfaction  which  has  pre- 
vailed. The  great  bulk  of  the  goods  manufactured  in 
Lancashire,  in  respect  of  which  trade-marks  are  used,  is 
exported  to  other  countries,  and  there  can  be  no  doubt 
that  these  marks  fulfil  important  functions  in  the  trade 
between  Lancashire  and  India  and  other  countries.  One 
diief  complaint  has  been  that  the  usages  of  the  trade  and 
the  character  of  the  markets  where  the  marks  are  intended 
to  serve  their  purpose  have  not  been  sufficiently  kept  in 
view  by  the  Patent  Office.  By  sect.  72,  sub-s.  (2),  the 
comptroller  is  directed  not  to  register,  with  respect  to  the 
same  description  of  goods,  a  trade-mark  so  nearly  resem- 
bling a  trade-mark  already  on  the  register  with  respect  to 
mch  description  of  goods  as  to  be  calculated  to  deceive. 
It  is  on  the  question  whether  marks  do  so  nearly  resemble 
one  another  as  to  be  calculated  to  deceive,  and  what  extent 
of  resemblance  to  an  old  mark  ought  to  cause  the  rejection 
of  an  application,  that  the  chief  difference  has  arisen  be- 
tween the  trade  and  those  to  whom  the  administration  of 
the  Act  has  been  entrusted.  The  tendency  of  the  office 
has  been  to  construe  the  words  of  the  Act  more  favourably 
towards  applicants  for  new  marks  than  the  trade  have 
thought  right.  We  think  the  difference  has  arisen  in 
part  from  the  wording  of  the  Act.  The  comptroller  has 
felt  unable  to  say  that  two  marks  *  so  nearly '  resemble  each 
other  as  to  be  calculated  to  deceive.  He  has  thus  not 
considered  himself  at  liberty  to  take  into  consideration  to 
the  extent  he  otherwise  might,  the  character  of  the  market 
in  which  the  mark  is  to  serve  its  purpose.  Two  marks,  The  idea  of 
when  placed  side  by  side,  may  exhibit  many  and  various  be  oonsideied. 
differences,  yet  the  main  idea  left  on  the  mind  by  both 
may  be  the  same ;  so  that  a  person  acquainted  with  the 
mark  first  registered,  and  not  having  the  two  side  by  side 
for  comparison,  might  well  be  deceived,  if  the  goods  were 
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'^  allowed  to  be  impressed  with  the  seoond  mark,  into  a  beUef 
that  he  was  dealing  with  goods  which  bore  the  same  mark 
as  that  with  which  he  was  acquainted.  Take,  for  example, 
a  mark  representing  a  game  of  football;  another  mark 
may  show  players  in  a  different  dress,  and  in  very  different 
positions,  and  yet  the  idea  conveyed  by  each  might  be 
simply  a  game  of  football  (o).  It  would  be  too  much  to 
expect  that  persons  dealing  with  trade-marked  goods,  and 
relying,  as  they  frequently  do,  upon  marks,  should  be  able 
to  remember  the  exact  details  of  the  marks  upon  the  goods 
with  which^they  are  in  the  habit  of  dealing. 

"In  order  to  avoid  misapprehension  in  the  future, 
we  recommend,  even  though  it  may  not  be  absolutely 
necessary,  a  slight  amendment  of  the  Act,  substituting  for 
the  words  '  so  nearly  resembling'  the  words  '  having  such 
resemblance  to ' ;  and  further,  we  would  suggest  that  when 
the  question  arises  whether  a  mark  applied  for  bears  such 
resemblance  to  one  on  the  register  as  to  be  calculated  to 
deceive,  it  should  be  determined  by  considering  what  is 
the  leading  characteristic  of  each.  The  one  might  contain 
many,  even  most,  of  the  same  elements  as  the  other,  and 
yet  the  leading,  or  it  may  be  the  only,  impression  left  on 
the  mind  might  be  very  different ;  whilst,  on  the  other 
hand,  a  critical  comparison  of  two  marks  might  disclose 
numerous  points  of  difference,  and  yet  the  idea  which 
would  remain  with  any  person  seeing  them  apart  at 
different  times  might  be  the  same." 
The  principle  It  is  couceivcd  that  the  principles  which  should  guide 
Sie  (^urt.  ^  *^®  comptroller,  and  the  Court  on  appeal  from  him,  and 
also  on  applications  under  sect.  90,  to  remove  a  trade- 
mark from  the  register  as  offending  against  this  sub- 
section, are  here  stated  in  accordance  with  the  leading 
cases  on  the  subject. 
The  Ttco  Thus,  in  Johmon  v.  Orr-Ewing  (p),  where  both  plaintiff's 

J^   **    ^'  and  the  defendant's  marks  consisted  of  tickets  bearing 

(o)  Cf.  Barker's  Tm.,  63  L.  T.  23      Sportsman's  cherry  brandy). 
(1885),    Kay,    J.    (Huntsman,    or  (p)  7  App.  Gas.  219  (1882). 
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petures  of  two  elephants  with  a  banner  between  them, 
ttie  figures  being  differently  arranged,  Lord  Selbome 
said  (q) :  **  Although  the  mere  appearance  of  these  two 
tickets  oonld  not  lead  anyone  to  mistake  one  of  them  for 
the  other,  it  might  easily  happen  that  they  might  both  be 
taken  by  natives  of  Aden  or  of  India,  unable  to  read  and 
undeirstand  the  English  language,  as  equally  symbolical 
of  the  plaintiff's  goods.  To  such  persons,  or  at  least  to 
many  of  them,  even  if  they  took  notice  of  the  differences 
between  the  two  labels,  it  might  probably  appear  that  they 
were  only  differences  of  ornamentation,  posture,  and  other 
aooessories,  leaving  the  distinctive  and  characteristic 
symbol  substantially  unchanged.  Such  variations  might 
not  unreasonably  be  supposed  to  have  been  made  by  the 
owners  of  the  plaintiff's  trade-mark  themselves  for  reasons 
of  their  own." 

And  in  The  Taenstikker  Caae^r)^  where  the  Court  of  The  Taen* 
Appeal,  revermng  the  decision  of  Chitty,  J.,  held  that  a  '^'^^  ^'"^' 
label  for  match-boxes  so  nearly  resembled  an  older  label 
registered  for  the  same  goods  as  to.be  calculated  to  deceive, 
the  judgment  of  the  Court  proceeded  on  the  grotmd  that 
the  net  impression  produced  by  both  labels  was  the  same. 
The  appellant's  label  as  registered  consisted  of  a  black  ^ 
oblong,  bearing  the  word  taenstikker  printed  at  the  bottom, 
and  the  word  nitedah  at  the  top,  and  a  small  geometrical 
devioe  having  two  overlapping  medals  on  each  side  of  it  in 
the  middle.  The  respondent's  label  as  registered  showed 
the  same  elements,  with  the  word  medals  instead  of  nitedals^ 
two  blank  spaces  having  the  same  outline  as  the  medals, 
and  a  cross  instead  of  the  device,  the  blanks  and  cross 
corresponding  in  size  and  shape  with  the  medals  and 
devioe.  It  was  shown  that  in  practice  the  respondents 
printed  representations  of  medals  over  the  blanks. 

(9)  Page  225.  ^e&tiaoBatehiera^t  designated  by  the  prevailing  fea- 

7ak,  33  80L  J.  469  ;  6  Times  L.  B.  tnre)  according  to  the  custom  of  the 

«0  (1889),  Chitty,  J.,  where  the  trade." 

gJomid  of  rejection  was  that  "  the  (r)  Christiansen's  Tm.,  3  R.  P.  C. 

^onbiting  portion  of  each  mark  64  (1886). 
vu  a  Eon,  and  the  goods  were 
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Lord  Eeher's 
judgment. 

The  marks  to 
be  compared 
as  wholes. 


There  may 
be  sreneral 
resemblance 
with  many 
differences 
in  details. 


Included 


"  The  trade-mark,"  said  Lord  Esher,  "  is  the  whole 
thing— the  whole  picture  on  each.  Ton  have,  therefore,  to 
consider  the  whole.  Mr.  Justice  Chitty  has  looked  at  the 
distinguishing  features.  He,  I  think,  only  looked  at  it  to 
see  whether,  with  that  distinction,  the  whole  was  like  or 
unlike.  That  is  what  he  did,  but  the  argument  raised  by 
Mr.  Bromer,  and  which  was  not  only  shadowed  but  plainly- 
put  forward  by  his  skilful  cross-examination,  was  this :  the 
moment  there  is  any  distinction  in  any  part  the  things  are 
at  once  tmlike.  That  is  his  point.  Therefore  he  cross- 
examined  the  people  thus : — The  lamps  (s)  or  the  medals 
are  alike,  and  they  are  common  P — Yes.  The  two  things 
in  the  middle  are  imlike  ? — ^Tes.  The  word  at  the  bottom 
is  common  to  the  trade,  and  it  is  the  same  in  both? — Yes ; 
but  it  is  common  to  the  trade.  Therefore,  he  says,  every- 
thing but  the  words  medals  and  nitedak  is  common,  and 
those  two  are  different,  and  therefore  the  whole  is  different. 
It  seems  to  me  he  has  fallen  into  this  fallacy — he  takes 
each  thing  by  itself,  and  says  either  it  is  common  or  it  is 
the  same,  and  leaves  out  altogether  the  mode  in  which  the 
things  are  put  together  in  the  two  pictures." 

And  Lindley,  L.  J.,  said :  "  The  difference  here,  looking' 
at  the  boxes,  is  simply  this,  that  the  word  medals  is  used 
instead  of  the  word  nitedahj  all  the  rest  being,  according 
to  the  evidence,  common.  Now  I  do  not  think  that  is  a 
dissimilarity  which  is  sufficient  in  this  case,  because, 
although  I  rather  agree  with  the  view  taken  by  Chitty,  J., 
that  the  leading  feature  is  the  name  at  the  top  or  bottom 
of  the  label,  one  must  not  be  misled  by  that. .  The  ques- 
tion is,  notwithstanding  that,  what  is  the  effect  of  the  use 
or  introduction  of  that  distinguishing  character  on  the 
whole  P  When  you  look  at  the  wholes,  then  it  appears  to 
me,  I  confess,  that  the  dissimilarity  is  not  enough  to  make 
the  wholes  diflHimilar  "  (t). 

So  that,  where  common  marks  are  included  in  the  trade- 


(«)  ue.y  the  blank  spaces. 

{t)  **  Though  no  one  particalar 
mark  was  exactly  imitated,  the 
combination  was  very  sisdlar  and 


likely  to  deceive,"  Hatherley,  L.C., 
in  Abbott  v.  The  Bakers',  ^c.  A$to- 
eiation,  Ld.,  W.  N.  (1872)  31. 
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marks  to  be  compared,  or  in  one  of  them,  it  appears,  from  oommon 
the  judgments  jnst  quoted  (w),  that  the  proper  course  is  to  ^t'to  bT 
look  at  the  marks  as  wholes,  and  not  to  disregard  the  parts  disregarded, 
which  are  oommon,  although  Cairns,  L.C.,  in  the  Orr^ 
Etfing  Casey  expressed  a  different  opinion  (x). 

Farrwp^s  Case  {y)  is  a  good  illustration  of  Lord  Esher's  Parte  of  the 
rule  (2).    There  both  the  applicant  and  the  opponent  were  m^tT^- 
mustard  merchants,  and  both  used  square  boxes  covered  ™on  to  the 
with  yellow  labels  printed  in  black  and  red,  for  these  boxes  diaregarded. 
were  common  to  the  trade.     The  applicant  placed  upon 
bis  labels  a  picture  of  a  charging  buffalo,  and  the  opponent 
a  picture  of   a  bull's  head ;  both  pictures  were  contained 
within  silver  rings,  and  these  rings  were  also  common  to 
the  trade.     Stirling,  J.,  said  that  the  buffalo  and  the  bull's 
head,  as  printed  in  the  Trade-Marks  Journal,  were  very 
diSerent,  bat  when  they  were  placed  upon  the  coloured 
labels,  the  applicant's  label  too  closely  resembled  that  of 
the  opponent  to  be  admitted  to  the  register. 

i.  The  Marks  are  to  be  compared  as  fairly  used  in  Practice. 

It  is  also  clear  that  the  comptroller  or  the  Court  ought  not  Marks  not  to 
merely  to  look  at  the  marks  as  they  stand  side  by  side,  ^  ^^^^^J  side 
for,  from  the  nature  of  the  case,  they  will  not  be  so  put  by  side  on  a 
before  any  customer  whom  it  is  sought  to  deceive  by  means  ^®^  * 
of  either  of  them.    He  can  only  contrast  the  mark  upon 
the  goods  offered  to  him  with  his  recollection  of  the  mark 
used  upon  those  he  is  seeking  to  buy,  and  allowance  must 
he  made  for  this  in  estimating  the  probability  of  deception. 
Any  other  rule  would  be  of  no  practical  use  (a).    Moreover, 
miations  in  details  might  well  be  supposed  by  customers 

(»)  Chrittiaruen's  Tm.,  3  B.  P.  C.  233  (1890),  Stirling,  J. 

^(1886),  above,  p.  191 ;  and  see  {z)  Page  191,  above. 

Mer  V.  Batcion,  45  0.  D.  619 ;  {a)  Seixo    v.    JProvesende,   1    Ch. 

«E.  P.  C.  89  (1890),  North,  J.  192     (1866),    Cranworth,    L.  0.  ; 

(«)  4  App.  Caa.  479  (1879).  Wilkinton  v.  Griffith,  8  R.  P.  0. 

(jr)  7  B.  P.  O.  260;  63  L.  T.  370  (1891),  Romer,  J. 

K.  O 
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to  have  been  made  by  the  owners  of  the  trade-mark  they 

are  already  acquainted  with  for  reasons  of  their  own  (J). 

but  as  seen  In  comparing  the  marks,  therefore,  regard  must  be  had 

bered^S^"^'     ^^^  Only  to  their  form  as  they  appear  on  the  register  (c), 

actual  use.       ^^t  also  to  the  appearance  they  would  present  in  actual 

use  when  fairly  and  honestly  used;  to  the  nature  of  the 

goods  upon  which  they   are   to  be   employed;    to  the 

character  and  size  of  the  marks  themselves,  and  to  the 

probability  of  their  becoming  partially  or  whoUy  blurred 

or  modified  as  ordinarily  stamped   or    printed,   or   by 

ordinary  wear  and  tear  (d). 

For  instance,  a  mark  which  is  used  for  hardware  goods, 
and  is  stamped  upon  them  with  a  die,  is  not  likely  to 
appear  so  definitely  or  to  be  so  readily  distinguishable 
from  a  similar  mark  as  one  which  is  engraved  or  printed 
upon  a  paper  label,  and  so  attached  to  the  goods  {e).  In 
the  former  case,  too,  the  mark  will  necessarily  be  used  in 
Size  of  mark,  a  small  size  only  (e).  As  regards  size,  however,  even 
under  circumstances  in  which,  from  the  nature  of  the  goods, 
large  sizes  showing  the  design  distinctly  can  be,  and  gene- 
rally are  used, — since  it  is  open  to  a  registered  proprietor 
to  use  his  mark  in  any  size, — size  would  not  seem  to  be  a 
material  element  in  the  comparison  (/).  It  must  not  be 
assumed  against  the  applicant  or  registered  proprietor  that 
he  is  going  to  use  his  mark  unfairly,  in  the  sense  that  he  is 


(A)  Johnston  v.  Orr-EwingJ  Ai^^.  (d)  Ronng^B  Application^  64  L.  J. 

Gas.   219  (1882),   Lord    Selbome,  Oh.  976  n.  (1878),  0.  A. ;  Lyndon't 

ante,  p.  191.  Tm.,  32  0.  D.  109 ;  3  R.  P.  C.  102, 

[e)  Jessel,  M.R.,  held,  in  several  (1886),  0.  A. ;  Haines^  Batchehr  ^ 

cases,  that  the  register  only  should  Co.* a  Tm.,  6  R.  P.  G.  669  (1888), 

be  looked  at.     Re  Jelley,  61  L.  J.  Ghitty,  J. ;  Lambert* a  Dn.,  5  R.  P. 

Gh.  N.  S.  639  n.  (1878) ;  Robinson's  G.  642  ;  6  R.  P.  G.  344  ;  61  L.  T. 

Tm.y  29  W.  R.  31  (1880) ;  Mitchell  138  (1889),  G.  A. 
V.  Hennj,  15  G.  D.  181  (1880) ;  but  {e)  See  the  two  cases  last  cited, 

in  the  latter  case  the  G.  A.  dis-  in  which,  however,  the  opposition 

sented  from  his  opinion  and  over-  failed ;  and  see  Re  Jelleyj  61  L.  J. 

ruled  his  decision  ;    Christiansen* s  K.  S.  639  n.  (1878),  Jessel,  M.R. 
Ttn.y  3  R.  P.  G.  64  (1886),  Ghitty,  J.  (/)  Speer*8  Tm.,  4  R.  P.  C.  521 ; 

65  L.  T.  880  (1887),  Kay,  J. 
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gcnng  to  use  something  different  {g)y  by  leaving  out  or 

obliterating  any  parts  of  the  mark,  for  instance,  bo  as  to 

make  it  more  like  that  of  the  opponent  (A),  for  the  Court 

presomes  that  a  trade-mark  will  be  fairly  used  and  without 

fraud  (i).    But  the  comptroller  or  the  Court  must  consider  Alteration  of 

my  alterations  which  the  applicant  lawfully  might  make,  JJ*^  ^^j^  3^' 

without  alterinxr  the  essential  features  of  his  mark  or  losing  registered,  to 

b©  confiidGXGCl 

the  protectioii  which  would  be  conferred  by  registration  {k) . 
Thus  he  may  use  the  mark  in  any  colour,  and  in  JForth- 
ingtoiCs  Case  (I)  a  triangular  frame  with  the  picture  of  a 
church  inside  was  rejected  on  the  ground  that  it  would, 
if  the  whole  were  coloured  red,  too  nearly  resemble  Bass' 
well-known  solid  red  triangle.  And  if  it  is  shown  that 
the  appUcant  does  actually  use,  or  intend  to  use,  his  mark 
80  altered  as  more  nearly  to  resemble  that  of  the  opponent, 
as,  for  example,  in  The  Taeustikker  Case  (w),  by  filling  up 
hlanks  left  in  the  mark  as  registered,  the  mark  so  altered 
will,  as  against  the  applicant,  be  treated  as  the  mark  to  be 
considered  (pi).  On  the  other  hand,  such  alteration  of  the 
opponent's  mark,  being  something  other  than  the  ordinary 
effects  of  its  lawful  user  in  the  registered  form,  is  im- 
material as  against  the  applicant  (n),  for  no  one  can 
extend  the  protection  given  to  his  registered  mark  by 
departing  from  the  registered  form.  It  is,  however,  no  Variation  in 
answer  to  an  objection  that  the  objector  uses  his  mark  in  ^p^^t's  ^ 
a  form  different  to  that  in  which  it  appears  on  the  mark, 
tegister,  if  the  mark  in  question  so  nearly  resembles  the 

{g)  BiegeVt  Tm.y  4  B.  P.  C.  526 ;  {k)  t.  0.,   making    his    mark  so 

WL.T.  247(1887),  Chitty,  J.  different   as  to  be  practically  an 

[k)  LyndanU  Tm.,  32  G.  D.  109  ;       unregistered  mark. 
3R.P.  0.  102  (1886),  C.  A.  (/)  14C.D.8(1879),Je8«el,M.R., 

(i)  Lamberfa   Tm.,   6  R.   P.  C.      and  G.  A. ;  and  see  Hanwn'a  Tm., 
J44;  61  L.  T.  138  (1889),  G.  A.;       37  G.  D.  112  (1887),  Kay,  J. ;  see 
Baum,  BaUkelor  ^  Co: 8   Tm.,  5       <<  colour,"  p.  163. 
i.  P.  0.  669  (1888),  Chitty,*  J. ;  (w)     Christiansen's     I\n.,     dted 

KntHow's  Tm.,    10  R.  P.  G.   401       above,  p.  191. 
(1»3),  North,  J.  [Carlsbad  salts).  («)  Lyndon's  Tm.,  32  G.  D.  109  ; 

3  R.  P.  0.  102  (1886),  G.  A. 
o2 
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objector's  mark,  as  it  there  appears,  as  to  be  calculated  to 
deceive  (o),  for  such  use  is  legal,  although,  so  far  as  the 
mark  used  is  substantially  different  from  the  mark  regis- 
tered, it  is  not  protected.  Even  if  the  user  were  illegal,  it 
Alteration  of  could  hardly  act  as  an  estoppel  {p) ;  and  if  the  opponent 
regStM^^  "  w^re  using  his  mark  improperly,  for  instance,  in  aid  of  a 

markinuae     fraudulent  or  illegal  trade,  or  if  his  mark  as  used  by 
Qannot  m-  ,  o  '  ^  • 

oreaae  the        him  were  calculated  to  deceive  ($'),  the  applicant  s  proper' 
objection.        course  would  be  to  remove  the  mark  out  of  the  way  by  an 
application  to  rectify  the  register  under  sect.  90. 


Undertaking 
not  to  vaiy 
registered 
mark  in  use. 


3.  The  Essential  Particnlars  are  to  be  specially  attended  to. 

!Begard  must,  however,  be  specially  directed  to  the 
essential  particulars  of  the  marks  to  be  compared,  for  the 
remaining  matter  in  any  of  them  might,  subsequently  to 
registration,  be  changed  on  an  application  imder  sect.  92. 
On  this  ground,  Stirling,  J.,  refused,  in  Murphy^s  Trade- 
Mark  (r),  to  allow  a  mark  consisting  of  a  lion  carrying  a 
sheaf,  together  with  other  matter,  to  be  registered,  there 
being  already  on  the  register  another  mark  comprising  a 
lion  bearing  a  crown,  although  each  mark  had  additional 
matter  also,  and  the  general  appearances  of  the  two  were 
different,  because  the  lions  were  the  sole  essential  par- 
ticulars of  both.  The  applicants  in  this  case  offered  an 
undertaking  that  they  would  use  their  mark  only  in  the 
form  tendered  for  registration,  but  this  was  not  deemed 
sufficient  by  the  proprietors  of  the  opposing  mark,  and,  as 
as  the  mark  was  a  new  one,  the  judge  refused  to  acoept 
the  offer  as  an  answer  to  the  difficulty  rtdsed  by  the 
resemblance  of  the  essential  particulars. 


(o)  Mektehrino  ▼.  The  Melaehrino 
Egyptian  Cigarette  Co.,  4  R.  P.  C. 
216  (1887),  Chitty,  J. ;  Hammond 
Y.  Malcolm,  Brunker  ^Co,,9 R.  P. 0. 
301  (1892),  Chitty,  J.,  both  cases 
of  infringement. 


(p)  See  James*  I^.,  33  C.  D. 
392  >  3  R.  P.  0.  340  (1886),  C.  A. 

(q)  See  Newman  v.  Finto,  4  R.  P. 
0.  608  ;  67  L.  T.  31  (1887),  0.  A. 

(r)  7  R.  P.  C.  163  (1890). 
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1  All  the  Circumstances  of  the  Trade  to  be  considered. 

Further,  the  Court  must  have  regard  to  all  the  circum- 
stanoes  of  the  trade  in  which  the  marks  in  question  are 
employed,  or  are  to  be  employed,  and  in  particular  to  the 
nature  of  the  market,  whether  a  home  or  a  foreign  one ; 
to  the  number  of  other  trade-marks  similar  to  the  con- 
trasted marks  already  circulating  in  connection  with  the 
same  description  of  goods ;  to  the  common  marks  which 
are  or  may  be  combined  with  the  contrasted  marks  or 
either  of  them ;  and,  generally,  to  the  customs  and  usages 
of  the  trade. 

It  is  obvious  that  marks  which  are  readily  distinguish- 
able by  Englishmen,  or  persons  who  can  read  English, 
maj  so  resemble  each  other  as  to  be  calculated  to  deceive 
foreigners  whose  language  is  not  only  different  to  English, 
but  written  in  different  characters  and  in  a  different 
manner  {«).  For  them,  if  they  are  ignorant  of  English, 
the  words  upon  a  mark  are  only  subordinate  devices  not 
readily  distinguishable  from  other  words  occupying  corre- 
iponding  positions  in  any  contrasted  mark,  and  being  of 
about  the  same  length. 

And  in  cases  where  there  are  a  large  number  of  marks  Numerons 
amilar  to  the  mark  propounded  on  the  register,  the  Court  marks  of  the 

^     *■  o  »  sama  kiiid  on, 

may  think  that,  though  the  applicant's  mark  might  be  the  register. 

fairly  distinguishable  from  the  opponent's  if  there  were 

no  other,  and  perhaps  also  from  each  of  the  others  taken 

alone,  yet  the  extension  of  the  number  of  such  marks  may 

lead  to  deception.     Thus,  in  Har greaves^  Case  (^),  there 

being  four  anchor  marks  already  on  the  register  in  the 

same  class,  HaU,  V.-C,  refused  to  allow  another  anchor 

mark  to  be  added  to  them,  notwithstanding  that  the  new 


(»)  JcKnttmT.Ort'Ewxng,!  A.^^.  and  Blakey*s  T/w.,  and  Hughes  and 

Cm.    219    (1S82);     Wilkinson    v.  Young's    TWi.,    10    R.    P.   C.   369 

^/M,  8  R.  P.   0.  370   (1891),  (1893),  North,  J. ;  and   see   Orr- 

B«ner,  J.  Ewing  v.  The  Registrar  of  TViw.,  4 

(0  11  C.  D.  669  (1879) ;  Thewlis  App.  Cas.  479  (1879). 
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Similar  marks 
belonging  to 
the  applicant. 


The  distinc- 
tion between 
the  marks 
may  be  of  a 
well -known 
kind. 


line 
headings. 


mark  was  soaght  to  be  registered  for  baoon  and  hams, 
while  those  already  registered  were  used  for  different 
articles  of  food,  such  as  biscuits,  potted  meat,  &c.,  and  that 
it  was  said  to  be  distinguishable  from  them  all.  But  the 
registration  of  other  marks  belonging  to  the  applicant 
himself  would  not  be  material  to  defeat  his  applieationy 
since  a  trader  often  desires  to  register  slightly  difiFering 
marks  to  distinguish  goods  which  are  of  different  qualities 
or  prices  (u).  Of  course,  the  objection  referred  to  in  the 
present  paragraph  is  much  more  material  in  the  case  of  a 
new  trade-mark  than  in  that  of  an  old  one  (or). 

In  some  cases,  on  the  other  hand,  the  existenoe  of  a 
number  of  marks,  either  as  common  marks  or  as  trade- 
marks, may  operate  to  render  a  finer  distinction  allowable 
than  would  otherwise  be  the  case,  for  the  persons  con- 
cerned in  the  trade  in  question  may  have  had  their  atten- 
tion directed  to  the  kind  of  distinction  which  exists  between 
the  mark  propounded  and  any  of  the  others,  because  it  is 
analogous  to  the  known  distinctions  existing  between  the 
latter.  Thus,  in  Mitchell  v.  Henty^  an  action  for  infringe- 
ment, the  reasoning  which  led  Jessel,  M.B.,  to  dismiss  an 
application  by  the  plaintiffs  for  an  interlocutory  injunction, 
was  summed  up  by  Cotton,  L. J.,  as  follows :  "  What  is 
claimed  by  the  plaintiffs  is  a  double  thread  on  a  white 
selvage ;  if  that  is  distinctive,  then  what  the  defendants 
are  using,  namely,  a  triple  thread  upon  a  white  selvage, 
must  be  a  distinctive  trade-mark,  and  therefore  I  cannot 
restrain  the  defendants  "  (y). 

The  case  just  referred  to  forcibly  illustrates  the  difficul- 
ties which  led  Lord  HerschelPs  Committee  to  recommend 
that  the  line  headings  woven  at  the  ends  of  lengths  of  piece 
goods  should  not  be  admitted  as  trade-marks  upon  the 


{u)  See  *' series,"  sect.  66,  Chap. 
v.,  p,  90  ;  and  per  Cotton,  L.J.,  in 
MiteheU  v.  Henry,  15  CD.  at 
p.  193  (1880). 

{x)  See  Lord  Blackburn's  judg- 
ment in  The  Orr'Eioing  Case,  4  App. 


Cas.  499  ;  and  that  of  Stirling,  J., 
in  Murphy's  Tm.,  7  R.  P.  C.  p.  166. 
(y)  16  C.  D.  at  p.  194  (1880). 
The  application  of  this  reasoning 
to  the  particular  case  was  dis- 
approved by  the  C.  A. 
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register  (z).  As  they  are  all  constructed  by  weaving 
eoloored  threads  into  a  narrow  strip  at  the  end  of  the 
piece,  the  range  of  possible  variation  is  very  closely 
limited,  while  the  number  of  existing  headings  is  ex- 
tremely great,  so  that  it  was  considered  practically  im- 
possible to  maintain  effective  distinctions  between  them, 
or  to  sufficiently  identify  and  describe  them  on  the  register. 

The  bearing  of  marks  common  to  the  trade  upon  the  Marks  com- 
distinctiveness  of  a  mark  propounded  for  registration  has  ^e^may^bo 
been  already  discussed  (a) ;  but  besides  affecting  the  right  material  in 
to  registration  in  that  way,  the  nature  and  number  of  the  resemblanoe. 
common  marks  with  which  it  will  be  associated  or  con- 
trasted may  cause  the  mark  propounded  to  be  more  or  to 
be  less  distinguishable  from  a  particular  mark  than  if  they 
did  not  exist.     It  is  clear,  therefore,  that  the  comptroller 
or  the  Court  must  have  regard  to  the  marks  common  to 
the  trade  in  applying  sub-sect.  72  (2)  (J). 

5.  Where  the  Opponent's  Goods  are  known  by  a  Name 
suggested  by  the  Mark. 

Where  the  goods  of  a  particular  trader  have  become 
known  by  a  name  derived  from  his  trade-mark,  any  other 
mark  which  would  be  likely  to  suggest  the  use  of  the  same 
name  for  the  goods  on  which  it  is  used,  so  resembles  the 
former  as  to  be  calculated  to  deceive. 

Thus,  where  the  trade-mark  of  the  plaintiff  was  a  crown  Seixo  v. 
and  the  word  Sei^co^  and  his  goods  had  in  consequence  come 
to  be  known  in  the  market  as  Crown-Seixo  wine,  the 
defendants  were  restrained  from  using  marks  which  led 
their  wine  to  be  described  by  the  same  name  {c),  although 
evidence  was  given  that  Seixo  was  a  common  word  in 
Portuguese.  "  The  plaintiff,"  said  Lord  Cranworth,  "  had 
adopted  a  device  or  trade-mark  which  had  caused  his  wines 

(2)  Beport  of  1888,  p.  ix. ;  see  (b)  Per  Cotton,  L.J.,  in  Mitchell 

Oap.  VIII.,  p.  1S6.  V.  Henry,  15  C.  D.  193  (1880). 

(tf)  Page  122,  aboye.  {e)  Seixo  v.  Fravezmde,  L.  R.  1 

Ch.  192  (1866). 
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^^  to  obtain  celebrity  under  a  name  desoriptive  of  that  trade^ 
mark.  The  defendants  have  adopted  a  trade-mark  which 
could  not  fail  to  lead  purchasers  to  attribute  to  the  wines 
so  marked  the  same  name  as  that  under  which  the 
plaintLff's  wines  were  known,  and  so  to  believe  that  in 
purchasing  them  they  would  be  purchasing  the  wines  of 
the  plaintiff.  Against  the  use  of  such  a  trade-mark  the 
plaintiff  has,  I  think,  a  right  to  have  the  injunction  of 
Tk4f  Dairy'  this  Court."  So  where  a  trade-mark  consisted  of  the  full- 
Case,    *  length  figure  of  a  milkmaid  carrying  two  pails,  one  on 

her  head  and  one  in  her  right  hand,  with  the  words 
milkmaid  brand  above  it,  was  registered  for  condensed  milk, 
coffee  and  milk,  cocoa  and  milk,  chocolate  and  milk,  and 
essence  of  coffee,  and  the  goods  upon  which  it  was  used 
were  known  as  the  milkmaid  or  dairy-maid  brand,  and 
subsequently  another  trade-mark  consisting  of  a  half- 
length  figure  of  a  woman  carrying  a  pail  under  her  right 
arm,  with  the  words  dairy-maid  at  the  side  of  the  figure, 
was  registered  for  butterine  and  other  fatty  substances 
used  as  food  or  as  ingredients  in  food,  an  order  was  made 
to  rectify  the  register  by  confining  the  second  registration 
to  goods  other  than  those  included  in  the  first,  and  to 
restrain  the  use  of  the  second  mark  upon  any  of  the  goods 
for  which  the  first  was  registered  {d). 

The  objection  is  equally  strong  if  the  word  suggested 
by  the  new  trade-marks,  although  not  the  same  as  a  word 
suggested  by  the  older  mark,  yet  so  nearly  resembles  it,  as 
to  be  calculated  to  deceive  {e). 

(d)  Anglo-Swiss   Cofidemed   Milk  Tm.,  33  S.  J.  469  ;  6  T.  L.  R.  480 

Co,  V.  Metoalf,  31  C.   D.  464;   3  (1889),  Chitty,  J.,  {Lion  Matches); 

R.  P.  C.  28  (1886),  Kay,  J. ;  Orr-  La  SoeiiU  Anonyme  des  Verreries  de 

Ewing  v.  Johnston,  13  C.  D.  434 ;  VEtoiU,  10  R.  P.  0.  436 ;    (1894) 

7  App.  Gas.  219  (1879),  Fry,  J.,  1  Ch.  61;  11  R.  P.  C.  142;  W.  N. 

0.  A.,  and  H.  L.,  (Ttco  Elephant  (1894)  42,  Stirling,  J.,  and  0.  A., 

Yam) ;  Speer's  Tm.,  4  R.  P.  0.  621 ;  {Star  Glass) ;  Wilkinson  v.  Griffith, 

66  L.  T.  880  (1887),  Kay,  J.,  {Log,  8  R.  P.  0.  370  (1891),  Romer,  J., 

Tower,  and  Harp  Linen) ;  Read  v.  (Red  Medal  Polish) ;  are  to  the  same 

Richardson,    45    L.   T.   64   (1881),  ofiPect. 

C  A.,(DogHead Beer)',  Basehiera^s  (^)  ^•^•>   Aneross  for  umbreUaa 
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The  oases  just  cited  are  cases  where  the  name  applied 
to  the  goods  was  taken  from  the  device  used  as  a  trade- 
marL  The  rule  applies  also  to  cases  where  the  name  is  taken 
from  some  word  or  words  appearing  upon  the  mark.  The 
Oman  Towel  Case  (/)  is  an  illustration  of  this,  and  The 
ITiUanaid  Case  (^),  already  cited,  and  Meeus^  Application  (A), 
are  instances  belonging  to  both  classes. 

Where  the  alleged  resemblance  is  put  upon  the  pro-  Answers  to 
babilily  of  the  application  of  the  same  name  to  the  goods  fo^l^^'^upon 
of  both  the  applicant  and  the  opponent,  it  is  often  con-  names  derived 
tended  in  reply,  (a)  that  the  name  is  in  fact  the  name  or 
description  of  the  goods  themselyes;  (b)  that  it  is  suggested 
bj  words,  or  devices,  comprised  in  the  marks,  which  are 
eoDunon  to  the  trade,  or  is  itself  c^  word  or  the  name  of 
a  mark  which  is  common  to  the  trade ;  or  (c)  that  the 
proprietor  of  ttie  opposing  mark  is  seeking  to  secure  a 
monopoly  in  the  word  under  cover  of  his  mark. 

(a)  The  first  objection  is  really  included  in  the  second,  (a)  Where 
bat  it  is  convenient  to  state  it  separately.     It  is  a  question  deflOT^v"of 
of  fact  whether  the  name  concerned  is  the  name  of  the  the  gooAs, 
goods  or  of  some  quality  (i)  attributed  to  them,  having  no 
reference  to  the  traders  by  whom  they  are  made  or  dealt 
in,  or  whether  it  conveys  a  representation  that  the  goods 
are  made  or  dealt  in  by  the  proprietors  of  the  opposing 
marL    The  question  has  already  been  discussed  {k),    AU 
the  authorities  relevant  to  it  before  1890  were  discussed 
and   commented  on  in   The   Osnian   Towel  Case  (/)   by 
Chitty,  J.,  and  the  Court  of  Appeal.     As  has  been  shown  Where  the 
ekewhere  (w),  where  a  name  was  first  given  by  a  trader  to  0PP<>^«^t  ^^ 

inaoeir  mark,  was  rejected  because  plieationy  36  CD.  248;    4  B.  P. 

there   were    seyeral    old    anchor  C.    143   (1886),  C.  A.,  {Gem  Air- 

■arte ;  Thewlis  and  Blakey'a  Tm.,  guns) ;  or  size :  TFood  v.  Lambert y  32 

10  R.  P.  C.  369  (1893),  North,  J.  C.  D.  247;  3  R.  P.  0.  81  (1886), 

(/)  Barlow y.  Johnaon^  7  R.  P.  C.  0.  A.,  (Eton  cigar$tte»). 
»5  (1890),  C.  A.  (k)  Chap.  II.,  p.   36 ;    see  iw 

[3)  Supra.  Lord  Selbome,  in  Singer  v.  Wilson, 

{k)  (1891)  1  Ch.  41 ;  8  R.  P.  G.  3  App.  Gas.  p.  376  (1878). 
25  (1890),  Chitty,  J.,  {Key  Brand  {I)  Barlow  v.  Johnson,  7  R.  P.  0. 

Gmna).  395. 

(<]  tf.y.,  escellenoe :  Arhens^  Ap-  (m)  Chap.  II.,  pp.  36  et  seq. 
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had  a  mono-  goods  in  the  manufacture  or  sale  of  which  he  had  a  monopoly, 
g^<J^  ®  whether  as  of  right  under  a  patent  (n),  or  in  fact  because 
he  was  the  first  inventor  or  introducer  of  the  goods  (o),  the 
Court  will  more  readily  infer  that  the  name  is  the  name 
of  the  goods  merely,  and  that  it  connotes  no  connection 
between  them  and  the  trader,  and  the  probability  that  this 
is  the  case,  is  nearly,  although  not  quite,  as  strong,  where, 
in  similar  circumstances,  the  public  themselves  have  taken 
the  name  from  the  trader's  marks  and  applied  it  to  the 
goods.  Of  course,  it  is  much  more  difficult  to  make  out 
that  the  name  has  no  such  connotation  if  it  is  not  the  sole 
name  applied  to  the  goods  in  the  market. 

If  the  fact  is  made  out  that  the  name  suggested  by  the 
marks  is  merely  descriptive,  and  there  is  no  other  resem- 
blance which  is  calculated  to  deceive,  the  second  mark  is 
entitled   to  registration.      Thus,   in   Horsburgh  8f   Co,^s 
application,  Messrs.  Leonard  and  Ellis,  in  1873,  adopted, 
and  subsequently  registered,  a  trade-mark  comprising  the 
word  mlvoline ;   four  years  later  the  applicants  sought  to 
register  a  different  mark  comprising  the  word  valvoieum. 
The  words  were  held  to  be  substantially  the  same,  and 
each  of  them  to  be  descriptive  of  the  valve  oil  in  connection 
with  which  both  marks  were  to  be  used,  and  Jessel,  M.R., 
allowed  the  second  mark  to  be  registered  {p). 
(b)  Where  the      (b)  Where  the  name  is  suggested  by  words  or  devices 
Bug^ted  by    which  are  common  to  the  trade  and  which  form  part  of  the 
matter  in  the    trade-mark  offered  for  registration,  the  words  or  devices 

mark  oommon  ^ 

to  the  trade. 

(«)    Wheeler   ^    Wihon    Co,    v.  Air 'guns) ;   Waiemum  v.  Ayrte^  39 

Skakeapear,  39  L.  J.  Ch.  36  (1869),  C.  D.  29 ;  6  R.  P.  0.  868  (1888), 

JameSf   V.-G. ;    Linoleum     Co.    v.  C.  A.,  {Reverai), 

Nairn,  7  C.  D.  834  (1878),  Fry,  J. ;  {p)  53  L.  J.  Ch.  237  n.  (1878). 

and  Falmer'a   Tm.j  24  G.  D.  504  The  opponents  had  alao  registered 

(1882),   Ghitty,    J.,    and    G.    A. ;  Valvoline  alone  as  a  trade-mark. 

SUtsmger  v.   Feltham,  6  B.  P.  G.  It  was  subsequently  removed  from 

631  (1889),  G.  A.,  (Defnon  Saquets),  the  register;     Leonard  and  Ellis* 

is  a  case  of  an  invalid  patent.  Tm.,  26  G.  D.  288  (1884),  C.  A. ; 

(o)  Leonard  and  Ellis'    Tm.,   26  Blair  y.  Stock,  b1'L.T,\2Z{Straik^ 

C.  D.  288  (1884), G.  A.,  (Valvoline) ;  more  Blend  Whisky) ;  Loftwi'  Tm., 

Arbenz*  Application,  35  G.  D.  248  ;  above,  p.  174,  note  (nn). 
4  R.  P.  G.  143  (1887),  G.  A.,  {Gem 
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must  be  disolaimed  in  the  application  (q)y  and  if  they  form 
part  of  the  opponent's  mark  also,  a  disclaimer  should  be 
r^tered  in  connection  with  that  mark,  and  the  matter 
disclaimed  cannot  be,  by  itself,  relied  on  to  support  the 
opposition  (r).     But  the  presence  of  the  common  elements 
in  both  may  be  an  element  in  creating  a  general  resem- 
blance between  the  marks  looked  at  as  wholes.     It  seems  The  opponent 
that  where  there  is  no  disclaimer  on  the  register,  and  no  ^^{^ij^  ^^ 
application  to  rectify,  the  Court  will  not  pay  attention  to  matter  or 
0?idence  that  any  part  of  the  opponent's  mark  is  common  mark, 
to  the  trade  («). 

The  Star  Tobacco  Mark  Case  {t)  is  an  authority  to  show  Where  the 
that  the  suggestion  both  by  the  mark  of  the  applicant  and  common  to 
by  that  of  the  opponent  of  a  word  which  is  common  to  the  ^^  trade- 
trade  because  it  is  a  name  or  description  for  the  goods  in  con« 
nection  with  which  both  marks  are  used,  is  not  a  sufficient 
reason  for  refusing  the  application  to  register.  There  the 
opponents  had  registered  as  an  old  mark  a  characteristic 
eight-pointed  star,  and  also,  as  a  new  mark,  a  label  with  the 
star,  another  device  and  the  word  starj  and  they  asserted 
that  their  goods  were  frequently  sold  and  ordered  as  star 
goods.  The  applicant's  mark  consisted  of  a  sea  picture  within 
a  ring,  having  a  small  six-pointed  star  in  the  clouds  at  the 
top,  and  a  conspicuously  drawn  anchor  in  the  lower  part 
of  the  picture,  and  the  words  star  of  hope.  The  judge 
found  that  the  device  of  a  star,  although  not  the  particular 
star  of  the  opponent's  old  mark,  was  common  to  the  trade, 
and  he  allowed  the  registration.   "  I  think,"  he  said,  "that 

iff)  Sect.  74.  Chap.  IX,  p.  164  ;  Porter,  M.R.,  an  Irish  oaae,  Loftus' 

Muue  Applitatwn,    (1891)    1    Ch.  Tin.,  (1894)  I  Ch.  193  ;  11  R.  P.O. 

41 ;  8  B.  P.  C.  26,  Chitty,  J.,  (Key  29,  North,  J.,  ( Uneo  Quid  WhUky). 
Bnud  Geneva);  t.^.,  unless  they  are  {»)  Goodall  8  Tm,y  42  G.  D.  566 

puts  of  a  distinctive  lahel,  p.  172.  (1889),  North,  J.,  (parchment  bank 

(r)  Urie  y.  Gocdall,  (1892)  1  Gh.  paper) ;  cf.  the  rule  that  an  appli- 

15;  9 R.  P.  C.  17,  C.  A.,  (parchment  cation  to  rectify  cannot  he  made  by 

hamk  paper) ;  Muenthal  ▼.  Beynolde,  counterclaim,  Chap.  XI.,  p.  238. 
(1892)  2  Ch.  301 ;  9  R.  P.  C.  189,  (t)  Re   DexterU  Application,   Re 

Sarti,  J.,  (jr.  R.  eoreete);  Watty.  WilW   Tm.,  (1893)  2  Ch.  262;  10 

(fSenhn,  4  B.  P.   C.   1   (1886),  R.  P.  C.  269,  Wright,  J. 
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^'  the  use  of  the  word  star  and  the  use  of  the  figure  of  a  star 
are  matters  publici  juriSy  and  have  been  publici  juris  at  all 
material  times,  except  so  far  as  some  particular  trader  maj 
have  appropriated  a  particular  phrase  in  which  star  is  used 
in  some  special  manner,  or  may  have  appropriated  a  par- 
ticular design  in  which  the  figure  of  a  star  has  assumed  a 
special  form,  or  has  been  so  combined  with  other  matters 
as  to  produce  a  specific  thing  different  from  what  may  be 
called  the  ordinary  image  of  a  star." 
(o)  Where  the  (c)  The  third  ground  of  reply  has  been  also  dealt  with 
to  gWe^a^^      in  several  cases,  and  it  is  settled  that  a  trader  will  not  be 

praotical         allowed  to  acquire  or  use  a  mark  which  will  probably  lead 
monopoly.  ...  *.  i^ 

to  his  goods  being  mistaken  for  those  of  another,  even 

though  this  may  make  it  difficult  for  him  to  truly  describe 
the  place  of  origin  of  his  goods,  or  to  present  them  to 
purchasers  in  the  form  in  which  they  expect  to  receive 
The  Red  Medal  goods  of  the  class  (w).  Thus,  in  Wilkimon  v.  Q-riffith  (ar), 
aw.  ^^  infringement  case,  Romer,  J.,  in  restraining  the  defen- 
dants from  using  their  label,  relied  upon  evidence  that  the 
plaintiff's  goods  were  known  as  red  stamp  polish  from  the 
figures  upon  his  labels,  although  it  was  urged  on  die 
defendant's  behalf  that  the  plaintiff's  claim  practically 
involved  a  claim  to  a  monopoly  in  red  labelled  goods. 
The  judge,  however,  expressly  stated  that  the  plaintiff 
was  not  entitled  to  any  such  monopoly.  "  I  by  no  means 
hold,  nor  do  I  think,  the  evidence  as  a  whole  can  fairly 
be  said  to  establish,"  he  said,  '^  that  any  red  mark  on  a 
label  of  the  defendant  would  render  that  label  deceptive. 
I  can  imagine  many  red  marks,  or  even  red  medals,  b^g 
so  used  as  to  prevent  deception."  But  it  is  for  the  ap- 
plicant for  registration  of  the  mark  which  is  alleged  to  be 
deceptive  to  make  it  dear  that  it  is  not. 

(m)  Wotherspoon  v.  Currxe^  6  L.  R.  tempted  frauds.    Johnston  v.  Orr» 

'B.lj,bOS{lS72)y(GlenJield Starch);  Ewing,   7    App.   Cas.   219    (1882) 

Montgomery   v.    Thompson,    (1891)  'K,'L.,  {Two  Elephant  Tarns), 

A.  C.  217;  8  R.  P.  C.  361,  {Stone  {x)  8R.P.C.  370  (1891),  Romer, 

Ales.)    It  is  to  be  noted,  however,  J.,  {Red  Stamp  Polish), 
that  these  were  both  oases  of  at* 
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Evidence  (y). 

It  follows  that  upon  any  question  with  respect  to  the  Evidence 
registration  of  a  mark  which  arises  under  sub-sect.  72  (2)  ^^^^  question 
it  is  material  for  the  comptroller  or  the  Court  to  be  fur-  ^  reaem- 
nished  with  evidence  of  the  matters  of  fact  involved  in  the 
propositions  stated  above  wherever  it  is  alleged  that  they 
tend  to  increase  or  diminish  the  resemblance  referred  to  in 
the  sub-section. 

Besides  this  evidence,  the  evidence  of  persons  who  are  Emert 
well  acquainted  with  the  trade  concerned  is  constantly  prob^ilityof 
tendered  by  the  parties  to  show  that  in  the  (Opinion  of  aeception^ 
sadi  persons,  as  experts,  the  alleged  resemblance  between 
the  contrasted  marks  is,  or  is  not,  calculated  to  deceive. 
Judges  have  often  expressed  much  impatience  of  evidence 
of  this  dass  (s),  and  certainly  it  frequently  presents  in  an 
eminent  degree  the  characteristic  vices  of  expert  testi- 
mony. It  consists  in  general  of  opinions  formed  after  the 
dispute  has  arisen ;  not  upon  any  judicial  balance  of  the 
opposing  contentions,  but  upon  a  scrutiny  of  the  subject 
directed  to  discover  what  can  be  said  in  favour  of  one  side 
only.  And  where  the  question  is  as  to  the  degree  of  a 
resemblance  between  two  words  or  designs,  or  as  to  whether 
a  difference  in  particular  parts  of  two  contrasted  labels  is 
substantial  or  immaterial,  reasons  can  rarely  be  found  by 
the  witnesses  to  recommend  an  opinion  to  anyone  who 
has  not  conceived  it  for  himself  without  their  assistance. 

The  judge  must  in  the  end  act  upon  his  own  view  upon 
a  oomparison  of  the  marks,  having  regard  to  the  matters 
ol  fact  referred  to  above  {a) ;  but  it  is  settled  that  the 
expert  evidence  is  admissible,  and  in  particular  cases  it 

(y)  As  to  the  evidence  upon  ap-  (z)  SeJelley,  51  L.  J.  Gb.  639,  n., 

pliotions  to  register  generally,  see  Jessel,  M.R.  (1878) ;  ^nto  v.  ^ad- 

Chap.IV.,pp.73,74and83.  Where  man,  8  R.  P.  0.  181  (1891)  0.  A. 
theappealtotheConrtisbyBiimmonfl  (a)  The  question  is  to  be  dedded 

fhe  eridenoe  should  be  completed  partly  by  the  judge's  eyesight,  and 

before  the  adjournment  into  Gourt^  partly  by  his  view  of  the  evidence. 

^Stirling,  J.,  in  Jaekaon  #  Co,  v.  Farrow*»  Tm,,  7  R.  P.  0.  260;  63 

^•fper.ZbCV.p.  166;  4R.P.0.45.  L.  T.  233  (1890),  Stirling,  J. 
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may  be  of  importance,  for  evidence  of  what  are  the  sur- 
roundings of  the  marks  and  the  circumstances  of  the  trade 
concerned  may  not  suflSce  to  enable  the  Court  to  judge 
sufficiently  of  the  influence  which  a  practical  acquaintance 
with  such  matters  would  have  upon  the  impression  made 
by  the  marks  on  the  minds  of  persons  engaged  in  the 
trade.  Thus,  in  Mitchell  v.  Henry ^  the  case  of  the  coloured 
thread  marks  woven  into  the  selvages  of  cloth.  Cotton,  L.  J., 
considered  the  probability  of  deception  essentially  a  question 
for  experts  (J). 
Direct  Evidence  of  ordinary  members  of  the  public  who  are  not 

pro^Uity  of  acquainted  with  the  usages  of  the  trade  involved,  or  even 
deception.        of  experts,  that  they  think  they  would,  or  would  not  be 
deceived  by  the  resemblance  of  one  mark  to  another,  is  of 
little  assistance  in  the  determination  of  questions  of  alleged 
deceptive  similarity  (c). 

If  one  or  more  cases  of  actual  deception  are  made  out  to 
the  satisfaction  of  the  Court,  this  will,  of  course,  afford 
very  strong  evidence  that  the  resemblance  of  the  marks  in 
question  is  so  close  as  to  be  calculated  to  deceive.  But  the 
absence  of  evidence  of  actual  deception  is  a  circumstance 
which  varies  greatly  in  weight  according  to  the  nature  of 
the  case.  It  is  conceived  that  it  can  never  be  conclusive 
by  itself  [d) ;  but  where  the  marks  have  been  circulating 
side  by  side  in  the  market  where  deception  is  alleged  to  be 
probable,  the  fact  that  no  one  appears  to  have  been  misled  is 
very  material  (6),  unless  the  absence  of  evidence  is  ex- 


Eyidence 
of  actual 
deception. 


{h)  15  G.  D.  p.  195  (1880) ;  and 
see  Christiansen's  7>n.,  3  R.  P.  G. 
64  (1885),  Chitty,  J.,  and  G.  A. 

{e)  See  Eutnow's  Tm.,  10  R.  P.  G. 
401  (1893),  North,  J.,  (Carlsbad 
salts).  In  the  j4pollinaris  Case,  Fry, 
L.J.,  compared  this  evidence  to  the 
oaths  of  compurgators  in  amedueval 
trial.  (1891)2Gh.l86:8R.P.G.  137. 

(d)  Edehten  v.  Edelsten,  1  D.  G. 
J.  &  S.  186  (1863),  Westbury,  L.G. ; 
Compania  GifUral  de  Tobaeos  y. 
£ehd€r,  6  E.  P.  G.  61  (1887),  Kay, 


J. ;  Beddaway  ^  Co.  t.  Bent  ham 
Hemp  Spinning  Co,,  (1892)  2  Q.  B. 
639 ;  9  R.  P.  G.  503,  G.  A. :  Paine 
4  Co.  Y.  Laniell  ^  Sons*  Bretceries^ 
(1893)  2  Ch.  667;  10  R.  P.  C.  71, 
0.  A. 

(e)  Cope  y.  Evans,  18  L.  R.  £q. 
138  (1874),  HaU,  V.-G. ;  Rodgers 
y.  Rodgers,  31  L.  T.  286  (1874), 
Mellish,  LJ^. ;  Esteourt  y.  The 
Estcourt  Hop  Essence  Co,,  L.  R.  10 
Gh.  276  (1876),  G.  A. ;  LamhertU 
Ttn,,  5  R.  P.  O.  566;  61  L.  T.  138 
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plained  by  the  difficulty  of  procuring  witnesses  from  a 
distant  foreign  market  (/),  or  otherwise,  satisfactorily. 
On  the  other  hand,  if  one  or  both  of  the  marks  is 
new  or  nearly  new,  there  can  have  been  no  opportunity, 
or  little  opportunity,  for  deception  to  occur. 

The  cases  following,  of  marks  held  to  have,  or  not  to  Examples  and 
have,  sach  resemblance  to  each  other  as  to  be  calculated 
to  deceive,   illustrate   the  principles  referred  to    above. 
Many  of  them  have  been  cited  abeady. 

Contrasted  Devices. 

A  pointer  eating  out  of  a  pot,  too  near  for  registration 

to  a  similar  dog  standing  by  a  pail  with  Stanch  beneath 

it;  Jelley^s  Application^  51  L.  J.  Ch.  639,  n.     A  twisted 

carved  horn,  with  a  twig  bearing  two  roses,  too  near  a 

similar  untwisted  horn  with  a  cord  having  two  loops  in 

the  same  place  as  the  roses  in  the  twig  ;  Roning^s  AppHca" 

Honj  54  L.  J.  Ch.  976,  n.     A  triangular  frame  with  words 

npon  it  and  a  church  inside,  too  near  Bass's  solid  triangle ; 

Warihington^s  Tm.,  14  C.  D.  8;  so  also  a  red  diamond 

within  a  blue  diamond ;  Turney  and  Som^  Tm.^  10  Times 

L.  B.  175.     A  half-length  figure  of  a  milkmaid,  with 

the  word  Dairy-maid^  too  near  a  full  length  figure  of 

a  milkmaid  carrying  two  pails;   AngbSiciss  Condensed 

Milk  Co.  V.  Metcalf,  31  C.  D.  454;  3  R  P.  0.  28.     A 

woman's  head  wearing  a  helmet  with  Athena  beneath, 

not  too  near  a  man's  head  with  Way  beneath ;  Lyndon^ 8 

Tm.,  32  C.  D.  109  ;  3  E.  P.  0.  102.     A  tower  in  an  oval 

bolder,  with  a  dog  and  harp,  too  near  a  tower,  dog,  and 

harp  without  any  border;  Speer^s  Tm.^  4  E.  P.  0.  521. 

An  oval  label  containing  interlaced  triangular  frames  with 

a  stag's  head  within  them,  too  near  an  oval  label  with  three 

superimposed  solid  triangles,  although  the  lettering  on  the 

marks  was  conspicuously  different ;  BiegePs  Tm,y  4  E.  P.  C. 

525 ;  57  L.  T.  247.    A  sheep  suspended  by  its  middle,  with 

the  words  Qolden  Fleece,  too  near  a  somewhat  different 


0,  Korth,  J. ;  and  Bt^er  v.       r«i.,  infra,  p.  229. 
JKwwfld,  45  C.  D.  619 ;  8  R.  P.  0.  (/)  Wilkinson  v.  Griffith,  9  R.  P. 

•tp.  107  (1889),  North,  J. ;  Talbot' 8      C.  870  (1891),  Romor,  J. 
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sheep  with  the  same  words;  The  Amtralian  Wine  Importers* 
Tm.,  41 C.  D.  278 ;  6  R  P.  C.  311.  A  pig  in  outliue,  and 
H.  B,  &  Co.,  not  too  neax  shaded  pointer  dog,  and  Stanch  ; 
Matties,  Batchelor  8f  Co.'s  Tm.,  5  R.  P.  C.  669.  A  tobacco 
pipe  and  dart,  not  too  near  a  tobacoo  pipe  alone ;  Lambert^ s 
Tm.,  5  R  P.  C.  542 ;  6  R.  P.  0,  344 ;  61  L.  T.  138.  A 
charging  buflFalo,  too  near  a  buU's  head,  both  being  placed 
in  silver  rings  on  similar  yellow  wrappers;  FatTow^s  Tm.^ 
7  E.  P.  0.  260  ;  63  L.  T.  233.  A  mark  having  a^  its  sole 
essential  particular  a  lion  bearing  a  sheaf,  too  near  a  mark 
having  as  an  essential  particular  a  lion  with  a  crown; 
Murphy^s  Tm,y  7  R.  P.  C.  163.  An  elephant  in  a  border 
vdth  lettering  round  it,  an  infringement  of  a  somewhat  dif- 
ferent elephant  alone ;  Upper  Assam  Tea  Co,  v.  Herbert  8f  Co,y 

7  R.  P.  C.  183.  A  label  bearing  a  winged  cross  surrounded 
by  two  circles  in  its  upper  third,  not  an  infringement  of  a 
similar  label,  being  a  lighthouse  similarly  surrounded  and 
placed ;  Baker  v.  Eaicson,  45  C.  D.  519 ;  8  R.  P.  C.  89. 
A  label  with  two  red  medals  and  a  balloon,  an  infringe- 
ment of  a  similar  label  with  two  red  medals  only,  both 
labels  being  used  for  polish  known  in  India,  from  the 
latter  label,  as  red  metal  polish ;    Wilkimon  v.  Onffith^ 

8  R.  P.  C.  370. 

Contrasted  Words. 

White  Rose,  too  near  Rosaline  ;  White  Rose  Tm.^  30 
C.  D.  505.  Condi-Sanitas  and  Sanitant  infriDgements 
of  Sanitas;  Sanita^  Co.  v.  Condt/,  4  R.  P.  C.  195  aud  530  ; 
56  L.  T.  621.  Boyd's  Unrivalled  Harness  Com- 
position, in  a  label  with  the  Arms  of  the  City  of  Dublin, 
not  an  infringement  of  Propert's  Improved  Harness 
Composition  in  a  label,  with  a  fox's  head,  the  labels  being 
similarly  got  up;  Beddow  v.  Boydy  4  R.  P.  C.  310. 
Apollinis  an  infringement  of  Apollinakis;  Apollinaris 
Co,  V.  Herrfeldt,  4  R.  P.  C.  478.  Steinberg,  an  infringe- 
ment of  Steinwat,  the  words  beiog  used  with  devices 
showing  a  general  similarity;  Steinway  v.  SenshaWy  5 
R.  P.  C.  77.  Emollio  too  near  Emolline  ;  GrossmitKs 
Tm.j  6  R.  P.  C.  180 ;  60  L.  T.  612.    Swift's  Specific 
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oocomng  in  a  trade-mark  not  oaloulated  to  deceive, 
nwPBlj  because  the  words  were  descriptive  of  the  oppo- 
nent's drug;  Swift  Specific  CoJa  Tm.,  6  R.  P.  C.  352. 
OoMoo,  not  too  near  Emu;  Burgoyne's  Tm.y  6  R  P.  0. 
^;  61  L.  T.  39.  Kokoko,  too  near  the  common  word 
Coco;  Jackson  CoJs  Tm,,  6  E.  P.  C.  80.  Demotic,  an 
infringement  of  Demon  ;  Slazenger  v.  FeUham,  6  E.  P.  C. 
531.  Dunn's  Fruit  Salt  Baking  Powder,  too  near 
Esq's  Fruit  Salt  ;  Em  v.  Dunn,  41  C.  D.  439 ;  16 
App.  Gas.  262 ;  7  E.  P.  0.  311 ;  suhsequently  held  to  he 
in  infringement,  10  E.  P.  C.  261.  El  Devino,  an  in- 
fringement of  El  Destino  ;  Pinto  v.  Trott,  8  E.  P.  0. 173. 
lAbel  with  El  Destinacion,  an  infringement  of  a  similar 
label  with  El  Destino;  Pinto  v.  Badman,  8  E.  P.  C.  181. 
IaW  with  London  Pickles,  an  infringement  of  similar 
label  with  London  Pickle  Co. ;  Hammond  v.  Malcolmj 
i«r««ier^C4>.,9E.  P.  C.  301. 

m.  Deceptiye  Harks. 

It  is  provided  hy  sect.  73  that — 

"It  shall  not  he  lawful  to  register  as  part  of,  or  in  Sect.  73. 
oomhination  with  a  trade-mark  any  words  the  exclusive  Deceptive 
use  of  which  would,  by  reason  of  their  being  calculated 
to  deceive  or  otherwise  (^),  be  deemed  disentitled  to 
protection  in  a  court  of  justice,  or  any  scandalous 


This  is  taken  from  sect.  6  of  the  Act  of  1876,  except 
that  in  the  last  line  "  justice  "  is  substituted  for  "  equity," 
and  the  word  "  exclusive  "  which  qualified  "  use,"  both  in 
the  old  Act  and  in  the  Act  of  1883,  was  removed,  upon  the 
snggestion  of  Lord  Herschell's  Committee,  by  the  Act  of 
1888.  The  Committee  say :  "  Words  might  be  offered  for  "ExoluBive 
i^tration  in  conjunction  with  a  trade-mark  for  which  ^*®' 
the  appUcant  did  not  daim,  and  of  which  he  would  not  be 
^titled  to  the  exdosive  use,  but  the  use  of  which  might 

ig)  See  p.  217,  below. 
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"  nevertheless  be  calculated  to  deceive,  and  so  be  disentitled 
to  the  protection  of  a  court  of  justice." 

The  restriction  of  the  section  would  not  seem  to  be 
carried  any  further  by  sect.  86,  which  authorizes  the 
comptroller  to  refuse  to  register  a  trade-mark  of  which 
the  use  would,  in  his  opinion,  be  contrary  to  law  or 
morality. 

The  provisions  of  the  section  were,  no  doubt,  intended 
to  embody  the  old  rule  of  the  Court  of  Chancery,  which 
refused  protection  to  the  owner  of  a  deceptive  trade- 
mark {h) ;  and  it  was  held,  by  Jessel,  M.E.,  that  their 
operation  was  confined  to  cases  where  the  marks  were  in 
themselves  inherently  deceptive  (t) ;  but  the  Courts  have 
held  that  the  restriction  is  of  wider  scope  than  the  old 
The  Fruit  Salt  rule,  or  than  this  construction  would  suggest  (A-).  The 
^'  leading  case  in  point  is  Eno  v.  Dunn  (/),  in  which  the 

House  of  Lords  (Lord  Halsbury  and  Lord  Morris  dis- 
senting) overruled  the  judgment  of  the  Court  of  Appeal 
(Lindley  and  Fry,  L.JJ.,  Cotton,  L.J.,  dissenting),  and 
restored  that  of  Kay,  J.  The  question  in  that  case  was 
whether  the  yfOiAs  fruit  salt  occurring  in  a  mark  consisting 
of  the  words  Dunnes  Fruit  Salt  Trade-Mark  Baking  Poicder, 
and  in  a  mark  consisting  of  a  distinctive  label,  quite  diffe- 
rent in  character  from  the  device  used  by  the  opponent, 
Eno,  and  bearing  the  words  Dunnes  Fruit  Salt  Baking 
Powder^  were  calculated  to  deceive,  having  regard  to  the 
well-known  use  of  the  words  as  the  name  of  Eno's  Fruit 
Salt.  Eno,  in  the  first  instance,  based  his  opposition  to 
Dunn's  application  to  register  his  marks  partially  upon  his 
title  as  the  owner  of  the  mark  "  Fruit  Salt,"  registered  as 


(A)  See  Chap.  XV.,  p.  336 ;  and 
Lord  Macnaghten's  judgement  in 
£no  V.  Dunn,  infra, 

(t)  SorsburgKa  Application^  63 
L.  J.  Ch.237  n.  (1878),  {Vakoleum). 

(k)  See  the  judgment  of  Cotton, 
L.J.,  in  which  the  majority  of  the 
law  lords  conouzred,   in  £no  y. 


J)unny  41  C.  D.  p.  448. 

(Q  16  App.  Cas.  262  ;  7  R.  P.  C. 
311;  I>unn*8  Iht.  (1889),  sabee- 
qnently  an  injonction  was  granted 
to  restrain  Dnnn  &  Co.  using  the 
words  Fruit  Salt;  Eno  t.  Dunn,  10 
R.  P.  C.  261  (1893),  Eekewioh,  J. 


DECEPTIVE  MAKES. 


fill 


^a  proprietory  medicine  for  human  iifie,"  and  also  as  a 
**  diy  preparation  for  making  a  non-intoxioating  beverage  " ; 
bat  finding  that  he  could  not  prove  user  of  that  mark 
before  1875,  and  the  words  were  consequently  not  capable 
of  registration,  he  was  driven  to  consent  to  its  removal 
from  the  register,  and  to  rely  wholly  upon  the  alleged 
deoeptiveness  of  the  marks  propounded  by  Dunn.    The 
marks  were  normally  used  for  different  goods.    Dunn's 
preparation  was  a  baking  powder,  and  Eno's  an  aperient 
effervescing  powder ;  but  evidence  was  given  that,  in  a  very 
few  instances,  Eno's  salt  had  been  used  as  a  baking  powder, 
although  it  was  shown  to  be  very  unsuitable  for  the  pur- 
pose.   The  majority  of  the  law  lords  held  that  Dunn's 
marks  were  deceptive,  and  the  application  to  register  was 
dismissed.    Lord  Herschell  and  Lord  Macnaghten  based  Doubtful 
their  judgments  upon  the  discretion  conferred  on  the  beTejeSed. 
CGmptroUer — apart  from  the  sections  considered  in  this 
diapter — ^to  refuse  marks  from  which  it  is  not  clear  that 
deception  might  not  result.    Lord  Herschell  said :   "  I  Lord  Hep- 
think  it  is  enough  to  say  that  I  am  not  satisfied  that  there  j^^^^^  *  ^    ^' 
would  be  no  reasonable  danger  of  the  pubUc  being  so 
dieoeived.     The  case  was  argued  on  behalf  of  the  respon- 
dent, as  if  he  had  an  absolute  right  to  have  any  trade- 
mazk  registered  which  was  not  proved  to  fall  within  the 
tesnns  of  either  the  72nd  or  73rd  section  of  the  Act.    I  do 
not  80  read  the  statute.      Those  sections  prohibit  the 
registration  of  a  trade-mark  in  certain  specified  cases; 
but  there  is  no  duty  cast  upon  the  comptroller  of  register- 
ing every  other  trade-mark  that  may  be  applied  for.     On 
the  contrary,  whilst  he  is  in  certain  cases  prohibited  from 
registering,  a  discretion  whether  to  register  or  not  appears 
to  me  to  be  in  all  cases  fairly  conferred."    And  Lord  Lo^^  Mao- 
Uacnaghten  said  of  the  marks:  '^They  are  calculated,  j^^gmrat. 
aoid  I  think  designed,  to  create  a  confusion  in  the  minds 
of  those  persons  to  whom  Mr.  Dunn's  advertisements  are 
^dreased,  and  to  lead  the  ordinary  run  of  such  persons  to 
sappoee  tiiat  his  baking  powder  is  in  some  way  or  other 
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"  oonneoted  with  Mr.  Eno's  preparation  " ;  and  he  held, 
therefore,  that  the  marks  ought  to  be  rejected,  for  the 
"  comptroller  ought  to  reject  words  which  involve  a  miB- 
leading  allusion  or  a  suggestion  of  that  which  is  not 
strictly  true,  as  well  as  words  which  contain  a  gross  and 
palpable  falsehood." 

Lord  Watson,  on  the  other  hand,  treated  the  case  as 
one  falling  within  the  73rd  section.  "  These  prohibitory- 
clauses,"  he  said,  referring  to  sects.  73  and  72  (2),  "  cast 
upon  the  applicant  the  duty  of  satisfying  the  comptroller, 
or  the  Court,  that  the  trade-mark  which  he  proposes  to 
register  does  not  come  within  their  scope.  In  an  inquiry 
like  the  present,  (the  applicant)  does  not  hold  the  same 
position  which  he  would  have  occupied  if  he  had  been 
defending  himself  against  an  action  for  infringement. 
There,  the  onus  of  showing  that  his  trade-mark  was  cal- 
culated to  mislead  rests,  not  on  him,  but  upon  the  party 
alleging  infringement ;  here,  he  is  in  petitorio,  and  must 
justify  the  registration  of  his  trade-mark  by  showing 
aflSrmatively  that  it  is  not  calculated  to  deceive.  It 
appears  to  me  to  be  a  necessary  consequence  that,  in 
dubiOy  his  application  ought  to  be  disallowed."  And  upon 
the  question  of  fact,  he  said :  '^  There  would  be  a  supposed 
connection  in  the  minds  of  many  persons,  who  would 
naturally  assume  that  the  baking  powder  had  been  manu- 
factured with  the  appellant's  fruit  salt,  and  purchase  it  in 
that  belief ;  so  that  a  batch  of  badly  made  baking  powder 
might  seriously  injure  the  credit  of  the  efiFervesoing 
powder"  (//). 

But  a  mark  is  not  calculated  to  deceive  merely  because 
it  contains  an  ordinary  description  of  an  article  of  com- 
merce which  is  occasionally  used  to  describe  a  rival  trader's 
goods  (m).  To  hold  otherwise  would  certainly  be,  as 
Fry,  L.J.,  said,  in  The  Fruit  Salt  Case,  to  allow  the  ob- 
jector "to  enclose  and  appropriate  as  private  property 

(«)  See  above,  p.  64,  "the  Comp-  (1893)  2  Ch.  262;  10  R.  P.  C. 
trolIer*B  discretion."  269,   Wright,  J.,   {Star    Ihbaeoo), 

(w)   See     2)exter*s     Application,      above,  p.  203, 
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^oertain  little  strips  of  the  great  open  oommon  of  the 
TSnglifth    language"  (n).      Thus,   where    The    Smokeless  Th$ Smokeless 
Powder  Co.j  Ld,^  had  registered  a  label  bearing  a  target,  qom.      ^' 
with  their  name  printed  prominently  upon  it,  supported 
on  one  side  by  the  figure  of  a  sportsman,  and  on  the  other 
by  that  of  a  rifleman,  an  imsuooessful  attempt  was  made 
by  a  liTal  powder  making  company  to  have  the  mark 
lemoTed  from  the  register,  or  to  have  a  disclaimer  of  the 
words  Smokeless  Powder  added  to  the  registration.     The 
appUoation  failed  as  to  the  disclaimer,  because  the  words 
w»e  not  distinctive,  and  also  because  they  were  not  addi- 
tions within  the  meaning  of  sect.  74,  and  were  part  of  the 
name  of  the  proprietors  of  the  mark.     It  was  argued  that 
the  presence  of  the  words  in  the  label  was  in  effect  a  claim 
of  a  monopoly  of  the  words,  although  the  manager  of  the 
respondent  compcmy  stated  that  the  company  made  no  such 
daim ;  but  Chitty,  J.,  decided  against  the  objection  (o), 
and  held  that  the  use  of  the  words  in  the  mark  was  not 
ealculated  to  deceive.    No  such  identification  of  the  words 
in  question  with  the  applicant's  goods  was  proved  in  this 
cue,  as  was  shown  in  The  Fruit  Salt  Case  of  the  words 
Fruit  Salt  with  Eno's  powder,  and  in  The  Stone  Ales 
Ciue^p)  of  the  words  Stone  Ales  with  Joule  and  Sons' 
beer;  but,  apart  from  this,  the  case  seems  readily  dis- 
tingcdshable,  on  the  ground  already  mentioned,  that  the 
words  here  concerned  were  the  ordinary  words  which  any 
one  would  choose  to  describe  the  goods  both  of  the  appU- 
oants  and  of  the  respondents,  and  words  which,  apart  from 
llie  Acts,  could  never  have  become,  for  such  goods,  the 
Eabject  of  exclusive  rights  (g). 

And  as  the  presence  of  a  common  word  in  a  label  does  Device  sag- 
not  make  the  label  deceptive,  although  the  word  is  used  of  ^^^ff  tiTe 
flie  opponent's  goods  (r),  so  neither  does  the  presence  of  a  opponent's 
dfifvioe  which  suggests  such  a  word.    Thus,  in  Kutnow^s  ^^^^' 

(«}  41  C.  D.  at  p.  466.  (p)  (1891)   App.    Cas.    218;    8 

W  flee  Chap.  Vm.,    p.   138,      R.  P.  0.  361. 
**iML"  (q)  Chap,  n.,  pp.  36  et  seq. 

(r)  See  aboTe,  p.  201. 
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Cme  {s)y  a  label,  in  whioh  a  picture  of  the  Deer-leap  rook ' 
at  Carlsbad,  a  well-known  and  remarkable  object  in  the 
environs  of  the  town,  was  allowed  to  be  registered  for  use 
with  Carlsbad  Salts,  the  name  of  the  salts  being  oommon 
property,  and  applicable  both  to  the  natural  product  of  the 
springs  at  Carlsbad  and  to  artificial  imitations  of  it.  The 
opponents  in  the  case  were  the  Municipality  of  Carlsbad, — 
who  own  both  the  springs  and  the  rock  in  question, — and 
their  lessees  of  the  springs.  They  sought  to  show  that  the 
Tise  of  the  picture  by  the  applicant  would  be  calculated  to 
lead  purchasers  to  believe  that  the  goods  upon  which  it 
appeared  were  their  goods ;  but  the  judge  held  that  it  would 
only  suggest  that  the  goods  were  Carlsbad  Salts.  And  this 
would  be  true  if,  as  he  was  bound  to  anticipate,  the  appli- 
cant used  his  mark  honestly.  The  opponents  had  no 
monopoly  in  Carlsbad  Salts. 
Trade-mark  In  The  Apollimns  Cosey  Fry,  L.J.,  in  delivering  the 
pwrtoftlw  judgment  of  the  Court  of  Appeal,  e3q)ressed  an  opinion 
mark  only  that  a  label  which  bears  the  word  trade-mark  so  printed 
ceptivo.  Tipon  it  as  apparently  to  refer  only  to  a  device  whioh  formfl 

part  of  the  label,  the  whole  label  being,  in  &ct,  the  trade- 
mark, IB  calculated  to  deceive  (^),  notwithstanding  that  the 
objection  might  have  been,  but  was  not,  taken  in  the 
earlier  case  of  Hudson^ b  Trade-Marks  (ti),  where  the  Court 
of  Appeal  decided  in  favour  of  the  mark  propounded ;  and 
VDiRe  Will£  Trade-MarkSy  Wright,  J.,  subsequently  ordered 
a  mark  to  be  removed  from  the  register  on  this  ground  {x). 
This  objection  has  caused  considerable  uneasiness  to  pro- 
prietors of  trade-marks,  and  has  led  to  several  applications 
to  the  Court,  under  sect.  92,  for  leave  to  amend  registered 
marks,  for  the  word  trade-mark  is  often  printed  upon 
labels  and  other  trade-marks ;  but  it  is  to  be  observed  that 
it  is  only  objectionable  where  its  presence  apparently 
implies  that  part  of  the  actual  mark  is  the  whole  trade- 

(»)  10   R.    P.    0.    401  (1893),  («)  32  CD.  311(1886). 

North,  J.  {x)  (1893)  2  Ch.  262 ;  10  R.  P.  C. 

(0  (1891)   2  Ch.  at  p.  233;   4      269. 
B.  P.  0.  478. 
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nudL  In  the  mark  to  which  Ery,  L.J.,  was  diieotly 
nfening,  the  word  was  plaoed  immediately  under  a  red 
tm,  whioh  was  the  most  prominent  feature  in  the  label. 
^^It  is  a  question  of  faot  in  every  ease  where  a  man  puts 
ihe  term  'trade-mark'  on  his  devioe,  or  some  part  of  it, 
whether  he  does  or  does  not  so  plaoe  the  words  as  to 
indicate  to  the  publio  that  he  is  olaiming  a  particular  part 
of  the  trade-mark  only  *'  (y).  In  ColmarCs  Trade-Marks  (2),  AltemtionB 
Kekewich,  J.,  aUowed  "  trade-mark ''  to  be  struck  out  of  ^^^t^. 
»  number  of  labels,  on  condition  that  the  proprietors  should  »««r*. 
state  what  were  and  what  were  not  the  essential  particulars 
of  the  marks  (a) .  But  in  a  later  case  (6),  Chitty,  J.,  refused 
to  allow  a  similar  alteration  to  be  made  in  an  old  mark  on 
the  ground  that,  in  accordance  with  the  decisions  of  the 
Court,  an  old  mark  ought  to  be  registered  and  kept  regis- 
tered, in  all  essential  particulars,  as  it  was  used  before  the 
IStli  of  August,  1875.  In  the  earlier  case,  two  of  the 
Buuks  allowed  to  be  altered  had,  in  fact,  been  old  marks, 
Imt  in  that  case  the  comptroller  had  raised  no  objection  on 
flns  ground,  as  he  did  in  the  later  case  (5). 

Fry,  L. J.,  also  suggested,  in  The  ApoUinaris  Case  (c),  that  Threato  of 
the  indorsement,  "  imitations  of  this  water  will  be  prose-  the^wk^may 
wted,"  upon  a  label  registered  for  use  in  connection  with  ^  deceptive, 
anatonil  mineral  water,  Hunyadi  Janoa^  caused  the  mark 
to  he  calculated  to  deceive,  because  it  probably  meant  all 
imitationa  of  the  water,  whether  fraudulent  or  not,  and 
was  therefore  addressed  to  artificial  Hunyadi  Jams  waters 
which  might  have  been  legitimately  made  and  legitimately 
ttid  under  the  name,  provided  that  it  was  made  dear  that 
they  were  artificial  waters  (c).    It  may  be  noted  that  the  The  comp- 
oomptroUer  refuses  to  register  the  words  « registered,"  te>Uer  refuses 

(r)  Ter  Ghitiy,  J.,  in  Hammond  (h)  FhiUipt^   Tm.  (1891)  3   Gh. 

iC9.j.  Makolm,  Brunker  ^  Co,,  9  139;   8  B.  P.  G.  469;    and  see 

^P.Cp.  807.  Hmry  Cloff  #  Co.'s  Tm.,  (1892)  3 

(t)  (1891)  2  Gh.  402 ;  8  B.  P.  G.  Gh.  649 ;  9  B.  P.  G.  449,  Keke- 

2».  wich,  J. 

(«)Cf.  sect.    64    (2),    and  see  (<;)  iSu^a ;  (1891)  2  Gh.  p.  226. 
C^.rX.,p.  166. 
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registered, 
eopyright,  &o. 


Mark  refer- 
ring to  parfd- 
oular  goods. 


Deceptiye 
representa- 
tion as  to 
origin  of 
goods. 


"  registered  design,"  "  copyright,"  "  entered  at  Stationers' 
Hall,"  or  "to  counterfeit  this  is  a  forgery"  {d).  And  in 
the  case  of  the  word  "  registered "  this  refusal  has  been 
supported  by  the  Court  {e). 

And  when  there  appears  on  the  face  of  a  trade-mark  an 
indication  of  the  goods  to  which  the  mark  is  to  be  applied, 
the  claim  for  its  registration  must  be  in  respect  of  those 
goods  only  (/). 

The  questions — Who  can  register  a  trade-mark  ?  (^),  and, 
What  is  the  implication  of  a  trade-mark  with  regard  to  the 
origin  of  the  goods  ?  (A),  are  dealt  with  elsewhere.  It  has 
been  held,  that  a  mark  comprising  the  consignees'  names, 
and  a  representation  of  their  house,  which  is  used  by  the 
consignor,  is  calculated  to  deceive  (t). 

The  recent  case  of  HiWs  Trade-Mark  {k)  furnishes  a 
good  illustration  of  a  deceptive  mark.  The  mark  consisted 
of  a  fir  tree,  with  the  words  Forrest  above  and  London 
below  it  in  large  letters,  and  it  was  registered  and  used  by 
a  Coventry  watch-maker,  who  had  no  connection  with  the 
business  formerly  carried  on  by  Forrest  in  London.  He 
alleged,  in  answer  to  an  application  to  remove  the  mark, 
that  the  words  in  question  were  commonly  used  by  the 
trade  in  Coventry,  although,  in  a  correspondence  with  the 
appUcant,  he  had  previously  claimed  an  exclusive  right  to 
them.  The  judge  held  that  the  mark  was  calculated  and 
intended  to  deceive  (/). 

A  mark  which  has  been  used  fraudulently,  or  for  the 
purposes  of  a  fraudulent  trade,  if  offered  for  registration, 
is  open  to  the  objection  that  its  further  use  will  tend  to 


{d)  Instractions,  29,  p.  631. 

(e)  Meikle'a  Tme.,  46  L.  J.  Ch. 
17  (1876),  HaU,  V.-O. 

(/)  Instructions,  31 ;  see  ante, 
p.  89. 

(^)  Chap.  IV.,  p.  58. 

(A)  Chap.  II.,  pp.  49  et  wq.; 
see  also  Chap.  XY.,  p.  801,  '*  joint 
trade-marks." 


(0  Jones'  Tm.,  58  L.  T.  1  (1885), 
C.A. 

(*)  10  R.  P.  0.  113  (1893), 
Chitty,  J. 

(J)  Its  use  was  nnquestionablj 
an  offenoe  under  the  M.  M.  A., 
1887;  see  Book  n..  Chap.  I., 
p.  491. 
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oontmne  the  old  deceptions,  and  it  is  therefore  a  deceptive 
mark,  and  registration  of  it  should  be  refused  (m). 

The  words  "  or  otherwise "  in  the  section,  having  regard  "Or other- 
to  sect.  86,  referred  to  above,  and  other  parts  of  the 
Acts,  seem  to  be  merely  redundant.  They  have,  however, 
been  held  to  be  sufficient  to  exclude  the  registration,  as 
part  of  a  trade-mark,  of  words  which  are  merely  descriptive 
of  the  article  upon  which  the  mark  is  to  be  used,  whether 
they  are  merely  descriptive  from  their  nature,  or  whether 
ihey  have  "become  descriptive  by  the  course  of  the  trade 
and  in  the  market  {n).  Bui  the  decision  in  the  case 
referred  to  rested  upon  the  opinion  of  the  learned  judge 
that,  if  he  allowed  the  words  in  question  to  be  registered 
as  part  of  the  applicant's  mark,  he  would  be  giving  him  a 
monq)oly  in  the  words,  to  which  he  was  not  entitled. 

(m)  Amte'j    7\n.   (1891)   2  Ch.  Chap.  XV.,  pp.  336  et  wq. 

166 ;  8  R.  P.  O.  214,  Komer,  J. ;  (w)  Anderson's  Tm,,  26  C.  D.  at 

M  foztlier,    as    io    trade-marks  p.  415  (1884),  Oliitty-,  J.,  (Brand 

Titiatod     by      misrepreflentation.  Baron  Liebig), 
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Pbotision  is  made  for  the  reotificatioii  of  the  register  by 
three  sectioiis  of  the  Act.  Sect.  90  provides  for  oases 
▼here  any  person  is  aggrieved  by  the  omission  from,  or  by 
the  entry  upon,  the  register  of  any  particulars  without 
eufficient  cause,  and  enables  the  Court  to  direct  the 
necessary  rectification  to  be  made ;  sect.  91  authorizes  the 
comptroller  to  correct  clerical  errors  in  the  registration, 
and,  at  the  request  of  the  proprietor,  to  cancel  the  entry, 
or  part  of  the  entry,  of  a  ixade-mark  on  the  register ;  and 
sect.  92  enables  the  Court,  upon  application,  to  permit  an 
addition  to,  or  alteration  of,  a  registered  mark  to  be  made 
IB  any  non-essential  particular.  The  Act  also  directs  that 
atter  fourteen  years  from  its  registration  a  mark  shall  be 
removed  from  the  register  imless  the  prescribed  fee  be 
paid.    This  provision  is  considered  in  another  chapter  (a). 


(a)  Sect.  79;  soo  Chap.  Xin.»  p.  291. 
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1.  Beotifloation  under  Sect.  90. 

Sect.  90  (b)  is  in  the  following  terms : — 
Section  90.  "  (l)The  Court  may,  on  the  application  of  any 

person  aggrieved  by  the  omission  without  sufficient 
cause  of  the  name  of  any  person  [or  of  any  other 
particulars]  (c)  from  any  register  kept  under  this  Act, 
or  by  ally  entry  made  without  sufficient  cause  in  any 
such  register,  make  such  order  for  making,  ex- 
punging, or  varying  the  entry,  as  the  Court  thinks 
fit ;  or  the  Court  may  refuse  the  application ;  and  in 
either  case  may  make  such  order  with  respect  to  the 
costs  of  the  proceedings  as  the  Court  thinks  fit. 

"  (2)  The  Court  may  in  any  proceeding  under  this 
section  decide  any  question  that  it  may  be  necessary 
or  expedient  to  decide  for  the  rectification  of  a 
register,  and  may  direct  an  issue  to  be  tried  for  the 
decision  of  any  question  of  fact,  and  may  award 
damages  to  the  party  aggrieved. 

"  (3)  Any  order  of  the  Court  rectifying  a  register 
shall  direct  that  due  notice  of  the  rectification  be 
given  to  the  comptroller." 
This  section  corresponds  to  parts  of  sect.  5  of  the  Act  of 
1875  {d)j  and  is  to  the  same  effect,  but  is  expressed  in 
more  general  terms.     No  distinction  between  the  con- 
struction of  the  two  enactments  appears  to  have  been 
taken  (e),  but,  on  the  contrary,  decisions  under  the  former 
are  constantiy  cited  and  applied  in  cases  falling  under  the 
present  section  (/). 
^Anjoiiher        The  amendment  ''or  of  any  other  particulars"  was 
partioulare."    jj^ade  upon    the  recommendation    of   Lord    Hersohell's 
Committee  (^),  so  as  to  make  the  jurisdiction  of  the  Court 


Beoisions  on 
the  Act  of 
1876. 


{b)  Cf.  Compames  Act,  1862, 
seot.  35. 

{e)  Aot  of  1888,  aeot.  23. 

(d)  Appendix,  p.  688. 

{e)  Except  that  appeals  from  the 
comptroller  on  applications  to  regis* 
ter  are  now  goyemed  hya  separate 


section,  seot.  62 ;  see  Normal  Co.'« 
Tm,,  36  0.  D.  281 ;  4  R.  P.  0. 
123  (1886),  Ghitty,  J.,  and  G.  A. 

(/)  See  Baker  v.  Mawaon,  45 
G.  D.  at  p.  631 ;  8  B.  P.  G.  89, 
(1890),  North,  J. 

(^)  Beport  of  1888,  p.  xiy. 
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to  leotifj  applicable  to  every  particular  which  ought  to  be 
entered  upon  the  register. 

Who  are  persons  aggrieved. 

The  applioation  to  rectify  the  register  must  be  made  by  All  penoiiB 
a  person  who  is  aggrieved  by  the  entry  or  omission  com-  ^oo^^^.  ^ 
plained  of  if  it  is  made  without  sufficient  cause.    In  recent  enced  if  the 
judgments,  the  phrase  in  the  section  has  been  very  liberally  is  wrong, 
oonstruedy  and  it  would  be  difficult  to  find  any  person 
engaged  in  the  trade  concerned,  or  any  allied  or  connected 
trade,  who  was  prevented  by  the  qualification  which  it 
req;uires  from  moving  to  rectify  the  register.     The  persons 
who  are  aggrieved  are,  it  is  held,  all  persons  who  are  in 
some  way  or  other  substantially  interested  in  having  the 
mark  removed — where  it  is  a  question  of  removal — from  the 
r^;ister,  or  persons  who  would  be  substantially  damaged 
if  the  mark  remained.     It  is  very  difficult  to  frame  a 
nearer  definition  than  that  {h). 

The  leading  case  on  the  subject  is  that  of  The  Apollinaris  TheApoUi- 
Co,^8  Trade-Marks,     In  that  case,  Pry,  L.  J.,  in  delivering  ^^^^  ^' 
the  judgment  of  the  Court  of  Appeal,  said:  "  We  approach 
this  question  (Are  the  applicants  persons  aggrieved?)  on  the 
assumption,  which  is  necessary,  of  course,  to  answer  this 
question,  that  the  trade-mark  was  wrongly  on  the  register; 
and, further,  with  these  two  observations:  in  the  first  place.  The  question 
that  the  question  is  merely  one  of  locus  standi;  and  in  the  "J^i only!"* 
second,  that  the  words  '  person  aggrieved '  appear  to  us  to 
have  been  introduced  into  the  statute  to  prevent  the  action 
of  common  informers,  or  of  persons  interfering  from  merely 
sentimental  motives  (t) ;  but  that  they  must  not  be  so  read 
as  to  make  evidence  of  great  and  serious  damage  a  condi- 
tion precedent  to  a  right  to  apply.     Further,  we  are  of 
opinion  that,  wherever  one  trader,  by  means  of  his  wrongly 

%  Per  Bowen,  L.J.,  m  FoweWt  (1884),    and    the    judgments    of 

Ts.,  (1893)  2  Ch.  388  ;  10  B.P.  C.  Lindley  and  Fiy,  L.JJ.,  on  the 

195.  subfleqnent  hearing  of   the   same 

(•)  See  Lord  Selbome'B  judgment,  case,  55  L.  J.  Ch.  545. 
m  Mifikii  Tm.,  26  C.  D.  at  p.  54 
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^'registered  trade-mark,  narrows  the  area  of  business  open  to 
his  rivals,  and  thereby  either  immediately  excludes,  or  with, 
reswonable  probability  will  in  the  future  exclude,  a  rival 
from  a  portion  of  that  trade  into  which  he  desires  to  enter, 
that  rival  is  an  'aggrieved  person'" (k).  And  in  the  same 
case  the  Court  of  Appeal  held,  that  the  &ct  that  the  appli- 
cants for  registration  of  certain  new  marks  had  attempted 
to  support  their  application  by  reference  to  other  marks 
already  registered  by  them,  and  notwithstanding  that  they 
subsequently  abandoned  the  attempt,  made  the  opponents 
to  the  registration  of  the  former  marks  persons  aggrieved 
by  the  registration  of  the  marks  already  registered,  and 
therefore  persons  entitled  to  apply  for  the  removal  of  them 
from  the  register  (/) ;  and,  further,  that  an  alleged  infringer 
of  a  mark  is  always  a  person  aggrieved  by  its  registra- 
tion (m) .  "  The  practical  conclusion  of  this  view,"  Fry,  L.  J., 
said, "  is,  we  think,  a  sound  one.  It  will  stop  the  practice, 
of  which  we  have  seen  instances  in  this  case,  of  a  trader 
registering  his  mark  without  justification,  using  it  as  a 
means  to  intimidate  or  coerce  other  traders,  and  then,  at 
the  bar,  alleging  that  the  threat  was  idle,  and  the  persons 
against  whom  it  was  used  are  not  aggrieved  thereby"  (n). 
Tbwat^i  Case,  The  words  in  question  have  received  their  most  liberal 
interpretation  in  the  recent  case  of  PowelVa  Trade-Mark  (o). 
In  that  case  the  applicants  were  being  sued  to  restrain 
them  from  parsing  off  a  sauce  called  London  Relish  as  the 
goods  of  the  registered  proprietor  of  a  mark  consisting  of 
the  words  Yorkshire  Relish  by  means  of  a  label  said  to 
resemble  one  of  his  trade  labels.  They  moved  to  expunge 
the  mark  Yorkshire  Relish^  and  they  were  held  to  be  "  per- 
sons aggrieved  "  notwithstanding  that  they  did  not  trade 
in  Yorkshire  ErcUsh  Sauce,  and  had  not  even  considered  the 
question  of  trading  in  it,  and  that  the  Court  thought  it 


Anyperaon 
intimidated 
or  harassed 
by  the  regis< 
tration. 


{k)  (1891)  2  Oh.  p.  224 ;  S  B. 
P.  0.  137. 

(Q  Ibid,,  p.  228. 

(m)  ^e%9^ Baker Y.Zawtony  46  G. 
D.679;  8R.P.O.89(1890),North,J. 


(«)  (1891)  2  Oh.  p.  229. 

(o)  (1893)  2  Gh.  388 ;  (1894)  A. 
0.8;  10R.P.C.  195;  llR.P.O. 
4,  Chitty,  J.,  0.  A.,  and  H.  L. 


k 


WHO  ARE  PERSONS  AGGRIEVED.  223 

probable  that  they  could  not  trade  in  it  under  the  same 
name,  ^wiiliont  wrongfully  causing  their  goods  to  be  taken 
for  those  of  the  respondent,  the  registered  proprietor  of  the 
mark. 

It  has  been  held  that  a  defendant  charged  in  an  action  Defendant  in 
with  passing  ofE  his  goods  as  those  of  the  plaintiff  (p),  is  l^^^^  ^^ 
aggrieved  by  the  registration  of  a  trade-mark  referred  to 
in  the  plaintiff's  pleadings,  although  no  case  of  infringe- 
ment is  set  up  {q) ;  and  so  also  a  trader  who  wishes  to  use 
the  registered  mark,  not  as  a  trade-mark,  but  as  a  descrip- 
tion of  his  goods  (r) .   And  the  applicant  does  not  cease  to  be  Offer  of  a 
a  person  aggrieved  because  the  registered  proprietor  offers  ^^™^  io 
to  register  a  disclaimer,  or  to  confine  the  use  of  the  mark  an  application 
to  particular  goods  in  such  manner  that  if  the  disclaimer     '^"v'- 
or  limitation  were    actually  registered    the    applicant's 
grievance  would  be  removed  («) ;  for,  as  was  pointed  out 
by  Piy,  L.  J.,  in  the  passage  quoted  above,  the  grievance 
is  only  necessary  to  give  a  locus  standi^  and  it  exists  if  at 
tbe  time  when  the  application  is  launched  the  registration 
is  sudi  as  to  occasion  it. 

The  exporter  of  goods  made  abroad,  which  are  brought  Exporter 
to  England  and  then  shipped  to  the  Colonies,  is  a  person  ^^  for 
aggrieved  by  the  registration  of  a  mark  having  such  a  Home  trade, 
resemblance  to  the  mark  which  he  has  registered,  and 
which  he  uses  in  his  trade,  as  is  calculated  to  deceive, 
although  the  mark  objected  to  is  employed  in  a  trade 
confined  wholly  or  almost  wholly  to  England,  and  not 
extending  to  the  Colonies  (^). 

And  a  foreigner  may  be  a  ^'person  aggrieved"  by  the  Foreigner, 
legisbn^on  of  a  mark.    This  was  decided  by  the  Court  of 
Appeal,  overruling  the  judgment  of  Pearson,  J.,  in  Riviir^s 

(ri  See  Chap.  XVI.,  p.  296.  («)  Bait's  Tm,^  6  B.  P.  0.  493 

(?)  GianaelW   Tm.,  6  B.  P.  G.  {lSS9)yChittyy  J,;  Bakery, Sawson, 

467;   68  L.    J.  Ch.   782  (1889),  46  0.  D.  619 ;  8  B.  P.  0. 89  (1890), 

Karth,J.  North,  J. 

(r)  Maiph'g  21m.,  26  0.  B.  194  (0  Th$     SoeUU    Anm^me     dea 

(1883),  Pearson,  J.,  (Somewather) ;  VerrerUt  de  VEtoile,  (1894)  1  Oh.  61 ; 

'Sow  T.  Bumi,  48  L.  J.  Oh.  618  W.  N.  (1894)  42 ;  10  B.  P.  0. 486 ; 

(1879),  Hal],  y.-C,  (Zimetta].  11B.P.0. 142,Stirl]zig,  J.,aiidO. A. 
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Case  {u)j  where  the  applioants,  who  carried  on  business  ia 
India,  but  did  not  trade  or  intend  to  trade  in  England, 
alleged  that  on  their  request  to  register  the  mark  in 
question  for  them,  the  registered  proprietors  had  wrong- 
fully registered  it  in  their  own  names,  and  the  Court,  in 
holding  that  the  applicants  were  aggrieved,  assumed,  but 
did  not  decide  (^r),  that,  as  foreign  traders,  the  applicants 
could  not  themselves  have  registered  the  mark. 
Wider  view  On  the  further  hearing  of  the  case  just  cited  (y),  it  wa« 
Sbim^^e  shown  that  the  registered  mark  was  an  old  mark  belonging 
earlier  cases,  to  the  respondents,  Eivi^re  &  Co.,  but  that  they  had  for 
many  years  allowed  it  to  be  used  upon  labels  bearing  the 
name  of  the  applicants,  McDowell  &  Co.,  for  brandy 
manufactured  by  Eividre  &  Co.,  and  shipped  by  them  to 
McDowell  &  Co.  for  sale  in  India.  The  labels  were  used 
by  McDowell  &  Co.  upon  brandy  not  made  by  or  purchased 
from  Eiviere  &  Co.,  after  the  rupture  of  business  relations 
between  the  parties,  and  Eivi^  .&  Co.  had  commenced 
proceedings  in  India  for  infringement  in  respect  of  this 
user.  Under  these  circumstances,  Pearson,  J.,  and  the 
Court  of  Appeal  held  that  the  applicants  were  not  in  fact 
aggrieved  by  the  registration,  but  that  it  was  rightly 
made,  and  they  refused  to  annul  it.  Lindley,  L. J.,  said : 
"  Aggrieved  in  the  sense  of  being  annoyed  (McDowell  & 
Co.)  certainly  were,  and,  I  think,  not  without  cause ;  but 
aggrieved  in  the  sense  in  which  it  is  necessary  they  should 
be  aggrieved — in  the  sense  of  sustaining  legal  damage 
either  immediate  or  prospective — they  have  not  shown  that 
they  were  "  ;  and  Fry,  L. J.,  said  it  was  possible  that  they 
might  be  injured,  but  there  was  no  reason  to  suppose  that 
they  would  be,  and  therefore  they  were  not  within  the 
section  (2).  In  subsequent  cases  the  section,  and  the 
phrase  "person  aggrieved,"  has  been  more  stringently 

(u)  26  C.  D.  48  (1884),  decided  104,  and  sect.  8  of  the  Act  of  1888. 

on  the  Act  of  1876.  (y)  56  L.  J.  Ch.  646  ;  68  L.  T. 

{x)  It  is  dear  that  the  present  237  (1886). 

Act  contemplates  registrations  bj  («)  t.^.,  sect.  6  of  the  Act  ol 

foreign  traders ;  see  sects.  103  and  1876. 
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oonstmed  against  the  registered  proprietor,  and  although 
ibere  is  no  conflict  between  this  decision  (a)  and  the 
(feciaions  cited  above,  it  is  plain  that  a  different  view  was 
taken  of  the  section  in  them  to  that  acted  upon  in  it. 

The  Exercise  of  the  Jurisdiction  nnder  the  Section. 

The  question  of  the  grievance  of  the  applicant  being  Where  the 
merely  one  of  locus  standi^  if  on  the  face  of  ihe  proceedings  ^!L^of 
the  applicant  is  enabled,  as  a  person  aggrieved,  to  bring  regUtration 
iis  application  before  the  Court,  the  Court  has  jurisdiction  amoved, 
to  rectify  the  register,  which,  in  the  case  of  a  mark  not 
belonging  to  the  class  of  marks  admitted  to  registration 
under  the  Acts  (6),  it  ought  to  exercise,  even  under  cir- 
cnmstances  in  which    the  applicant    is    estopped    from 
exercising  the  right  with  which  the  registration  interferes. 
Una,  in  The  Stone  Ales  Case  (c),  the   Court  of  Appeal 
removed  the  plaintiffs'  mark.  Stone  Ale,  from  the  register 
on  the  application  of  the  defendant,  although  they  main- 
tained the  injunction  granted  by  Chitty,  J.,  restraining 
the  defendant  from  selling  goods  not  of  the  plaintiffs' 
manufacture  under  the  name  in  question. 

And  the  demerits  of  applicant  in  any  such  case  are  The  conduct 
inderant  to  the  question  whether  rectification  should  be  ^^  ^^^^  " 
ordered  or  not,  for  the  question   is  not    between    the  irrelevant. 
tppUcant  on  the  one  hand  and  the  respondent  on  the 
other,  but  between  the  public  and  the  respondent.   "Where, 
therefore,  a  mark  on  the  register    bearing    the  words 
Tarrest  London  was  shown  to  be  deceptive,  because  it  was 
wd  by  a  Coventry  watch-maker  who  had  no  connection 
vith  the  business  of  Forrest  once  carried  on  in  London, 
Mr.  Justice  Chitty  refused   to  enter  upon  an  inquiry 

(«)  Becaofle  the  Coart  held  that  not  been  used  as   a  trade-mark 

ttemaikwaspzoperljregiBtered.  before    13th   Augnat,    1875,    and 

W  Bee  Chap.  VIII.,  p.;l06.  were  not  fancjwordii.  SeePeMre^Tf 

W  Tlum^H  V.  MantgotMryy  46  Tm.,  (1898)  2  Ch.  888 ;  10  R.  P.  0. 

C.  D.  85 ;  6  R.  P.  C.  404  (1889).  63, 195 ;  (1894)  A.  0. 8 ;  11  R.  P.  0. 

Ikoemu  no  appeal  to  the  H.  L.  4 ;  Chitty,  J.,  C.  A.  and  H.  L. 

thw  order.    The  words  had  ( Torhthire  Relish),  above,  p.  222. 

K.  Q 
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Faine  v. 
Daniells* 


whether  the  conduct  and  the  trade  of  the  applicant  were 
tainted  with  fraud,  as  the  respondent  alleged.  "  I  state 
my  opinion,"  he  said,  "  that  directly  it  is  apparent  that 
any  part  of  the  trade-mark  is  calculated  to  deceive,  it  is 
the  duty  of  the  Court  to  order  it  to  be  removed  "  {d). 

So  an  agreement  by  which  the  respondents,  the  regis- 
tered proprietors  of  a  mark,  appointed  the  applicants 
sole  agents  for  the  goods  they  sold  under  the  mark,  and 
the  applicants  agreed  to  sell  no  goods  but  those  of  the 
respondents  under  the  mark,  was  held  to  furnish  no 
answer  to  an  application  to  remove  the  mark  from  the 
register,  and  Chitty,  J.,  said :  "  This  is  not  a  question 
of  equity ;  this  is  a  question  of  right  under  the  statute ; 
and  the  defence,  which  I  find  really  a  difficulty  in  appre- 
ciating, appears  to  me  to  fail  altogether.  I  £un  at  a  loss 
to  discover  how  any  such  agreement  as  this  can  displace 
the  applicants'  right  to  have  the  register  of  trade-marks 
disencumbered  of  that  which  is  not  a  trade-mark  at 
aU"(^). 

But  in  cases  where  the  mark  attacked  belongs  to  the 
class  of  symbols  which  are  capable  of  registration,  the 
Court  has  a  discretion,  under  the  Acts,  whether  to  ex- 
punge or  vary  the  registration  or  to  refuse  the  application. 
This  was  decided  by  the  Court  of  Appeal  in  the  recent 
case  of  Paine  Sf  Co,  v.  Danklls  Sf  Som^  Bretceries  (/),  where 
the  matter  was  fully  considered.  In  that  case  the  de- 
fendants, in  an  action  for  infringement  and  passing  off, 
applied  to  remove  the  words  John  Bull  and  John  Bull 
Brand  from  the  plaintiffs'  registered  labels.  It  appeared 
that  at  the  time  of  the  registration  of  the  labels  certain 
third  persons,  unknown  to  the  plaintiffs,  were  using  John 
Bull  as  a  trade  description  of  their  goods  in  a  district,  in 
and  around  Sheffield,  to  which  the  plaintiffs'  trade  did  not 
extend,  but  such  user  had  wholly  ceased  before  the  date 


(rf)  EilVs  7>M.,  10  R.  P.  C.  113 
(1893) ;  see  also  Eno  y.  Dunny  16 
App.  Cas.  262;  7  R.  P.  C.  311 
(1890). 


(<?)  Aimlie  ^  Co: 8  2V«.,  4  R.  P.  C. 
212  (1887). 

(/)  (1893) 2 Ch. 567;  10 R.  P.O. 
71,  217. 
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of  the  application  to  rectify.  And  it  was  assumed  by  the 
Court  that  these  persons  might  have  successfully  opposed 
the  registrations  had  they  known  of  them,  and  thought  fit 
to  do  so.  In  the  view  the  Court  of  Appeal  took,  the 
defendants  had  been  guilty  for  years  of  deliberate  in- 
fringement of  the  plaintiffs'  trade-mark.  The  Court 
refused  to  direct  the  marks  to  be  removed,  and  the  follow- 
ing passage  from  the  judgment  of  Bowen,  L.J.,  fully 
explains  the  grounds  of  their  decision : — 

"The  purity  of  the  register  of  trade-marks — ^if  one  may  The  Court  has 
use  the  expression — ^is  of  much  importance  to  trade  in  *  ^' 

general,  quite  apart  from  the  merits  or  demerits  of  par- 
ticular litigants.     If  on  a  motion  like  the  present  the 
attention  of  the  Court  is  called  to  the  entry  on  the  register 
of  a  trade-mark  which  cannot  in  law  be  justified  as  a 
trade-mark,  it  seems  to  me  that  the  Court's  duty  may  well 
be,  whatever  are  the  demerits  of  the  applicant,  to  purify 
the  register  and  to  expunge  the  illegal  entry  in  the 
interests  of  trade,  as  was  done  in  The  Stone  Ales  Case  (g). 
As  a  rule,  the  Court,  on  being  seised  of  the  matter,  would 
doubtiess  put  an  end  to  the  existence  of  a  trade  which 
ooold  not  possibly  be  justified  by  law.     But  the  matter  is 
wholly  different  when  the  trade-mark  complained  of  is 
one  which  is  not  in  itself  illegal  or  improper,  although  at 
the  date  of  registration  its  registration  might  have  been, 
perhaps,  successfully  opposed  by  some  third  party  who  did 
not  in  fact  oppose  it.     In  such  a  case,  the  defect  in  the 
register  is  not  a  defect  of  which  the  law  is  bound  to  take 
cognizance  at  the  instance  of  every  complainant.     Consent 
by  the  Sheffield  company  would,  in  the  present  case,  have 
removed  all  difficulty  in  the  registration  of  the  plaintiff's 
tnde-marL     The  defendants  have  no  right,  as  it  appears 
to  me,  to  take  the  point  that  such  consent  was  not  in  fact 
shown  to  have  been  given  by  the  Sheffield  firm,  in  order  to 
displace  a  trade-mark  which  they  have  been  meanwhile 
dishonestly  infringing.     I  am  of  opinion  that  the  Court  is 

{$)  Supray  p.  225. 

o2 
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"  not  bound  under  sect.  90  of  the  Act  of  1883,  on  the  appli- 
cation of  an  unmeritorious  applicant,  to  displace  an  enfay 
on  the  register,  which,  on  the  face  of  it,  is  not  illegal, 
because  the  original  registration  might  have  been  opposed 
on  the  ground  of  prior  user  by  a  third  person  who  never 
opposed  it  on  any  such  ground,  and  who,  at  the  time  of 
the  motion  to  rectify,  hajs  discontinued  his  user." 

The  construction  of  sect.  90,  here  adopted,  is  certainly 
in  accordance  with  the  apparent  meaning  of  the  section, 
for  its  terms  empower  the  Court  to  make  "such  order  .  .  • 
as  the  Court  thinks  fit,"  or  to  refuse  the  application. 
Lidependent        So,  in  a  case  where  the  registered  proprietor  of  a  mark 
by  re^tra-     ^^  adopted  and  registered  it  in  ignorance  of  the  rights 
tion  and  ueer.  of  the  applicant,  who  previously  possessed,  but  had  tempo- 
rarily ceofied  to  use,  a  similar  mark,  and  the  proprietor  had 
largely  used  his  mark  for  two  years,  an  application  to 
remove  it  from  the  register  was  refused.     The  applicant, 
however,  was  allowed  to  register  his  mark  also  {h). 

There  are,  however,  some  reported  cases  which  can 
hardly  be  reconciled  with  the  view  taken  by  the  Court  of 
Appeal  in  The  Stone  Ales  Case  by  the  distinction  suggested 
in  the  judgments  in  Paine  v.  Daniells  between  marks  which 
are  good  marks  under  the  Acts  upon  the  face  of  them, 
although  the  registration  of  them  might,  for  some  eztrinsio 
reason,  have  been  opposed,  and  marks  which  are  bad  in 
themselves. 
Mark  allowed  Thus,  in  a  case  where  Chitty,  J.,  had  ordered  a  mark  to 
pur^mw'of  ^®  removed  from  the  register,  on  the  ground  that  it  did 
aoompromise.  not  comply  with  sect.  64  of  the  Act,  the  Court  of  Appeal 
expressed  a  strong  opinion  that  the  applicant  (the  defen- 
dant) had  made  a  binding  agreement  with  the  registered 
proprietor  (the  plaintiff)  not  to  use  the  mark,  and,  the 
applicant  consenting,  they  set  aside  the  order  for  re- 
moval (e).     And,  in   an  earlier   case  (A:),  Eekewioh,  J., 

(/»]  Mouton  ^  Co.  Y.  Boehnij  26  {k)  SarrUoHf  MeOregor  ^  Co.'* 9 

C.  D.  398  (1884),  Chitty,  J.  Tm.,  42  C.  D.  691 ;  7  R.  P.  0.  26 

(i)  Hodgson  y.  Sinclair^  9  R.  P.  G.  (1889),  {Albion).    The  variation  is 

22  (1892).  not  stated  in  the  Law  Reports. 
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allowed  an  order  expunging  a  mark  from  the  register  to 
be  Taxied  (subject  to  any  objection  being  made  by  the 
comptroller)  by  the  consent  of  the  applicant,  although  he 
held  that,  having  been  used  to  indicate  a  design,  and  not 
as  a  trade-mark,  it  ought  not  to  have  been  registered. 

The  fact  that  the  comptroller  has  exercised  his  discretion  The  oomp- 
in  favour  of  the  registration  of  a  mark,  and  has  allowed  it  ciBion'ifl  no' 
to  be  registered,  does  not  prevent  the  Court  from  ordering  ^  *o  ^^' 
its  removal  if  the  registration  was  made  without  sufficient 
cause  (/). 

And  it  is  elsewhere  shown  that  sect.  90  is  not  limited  by  nor  is  ^ye 
EecL  76,  so  that  a  mark  registered  without  sufficient  cause  ^^ti^n'^^' 
can  be  removed,  notwithstanding  the  fact  that  it  has  been 
fire  years  upon  the  register  {m). 

The  delay  of  the  applicant  in  coming  to  the  Court  to  nor,  gene- 
ask  for  rectification  of  the  register  is  not  of  itself,  any  bar  ^  iJinng  t^ 
to  his  application  (n),  and  marks  have  been  removed  or  application 
varied  after  being  registered  for  long  periods  to  the  know- 
ledge of  the  applicant  (o).    But  where  the  objection  alleged  but  delay 
to  a  mark  is  that  it  is  the  same  as  that  of  the  applicant,  or  ^l^^^"^ 
that  it  has  such  resemblance  to  his  as  to  be  calculated  to  tke  evidence. 
deceive,  it  will  be  some  evidence  against  the  applicant,  on 
whom  the  burden  of  showing  that  the  registration  was 
made  without  sufficient  cause  lies,  if  he  has  stood  by  and 
allowed  the  registered  proprietor  to  use  the  mark  objected 
to  for  a  length  of  time.    And  if  the  objection  depends 
npon  proof  of  a  state  of  facts  at  a  given  time,  for  instance, 
upon  the  question  whether  an  old  mark  was  used  before 
the  13th  of  August,  1875,  in  the  form  registered,  after  a 
long  lapse  of  time,  and  especially  if  important  witnesses 

(/)  Arhenz'i  Applieaiion,  35  C.  D.  Stirling,  J. 
p.  260;  4  R.  P.   0.   143  (1887),  {o)  For  instance,  in   The  ApoU 

C.  A.,  ((/Mf).  linaris   Case,   some  of  the  marks 

(n)  Chap.  Xn.,  p.  258.  removed  had  been  registered  for 

(n)  Great  Tower  Street  Tea  Co.  v.  fourteen  years ;  (1891)  2  Ch.  p.  186; 

Smtk,  6  R.  P.   C.    165    (1889),  8  R.  P.  C.   137,  C.  A.    See  also 

Korth,J.    Sociei4,%e,ydeVEto\le'9  Faine  ^   Co,    y.   Danielle  ^  Sone* 

7m.,  ante,  p.  223 ;   Talbofe  Tm.y  Breweriee,  (1893)  2  Gh.   567 ;    10 

(1M4)  W.  N.  12  ;  11  R.  P.  C.  77,  R.  P.  0.  71,  217,  0.  A, 
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have  died,  the  Court  vdll  receive  the  evidence  of  the 
applicant  upon  the  point  with  hesitation  (p). 

An  entry  which  has  been  made  without  sufficient  cause 
ought  to  be  expunged,  even  though,  so  far  as  appears  at 
the  hearing  of  the  application  to  rectify,  an  application  to 
re-register  could  be  successfully  made  at  once,  for  there 
ought  to  be  fresh  advertisements  and  a  fresh  opportunity 
for  objectors  to  oppose  the  registration  {q).  So  where  a 
misstatement  as  to  the  length  of  time  during  which  the 
mark  had  been  used  was  made,  not  fraudulently,  but 
through  carelessness,  in  the  application  for  registration. 
North,  J.,  directed  the  registration  to  be  vacated  (r).  And 
in  The  Apoliinaris  Case^  in  dealing  with  the  objection  that 
the  company,  when  only  importers,  had  registered  marks 
belonging  to  the  producers  of  the  goods  as  their  own, 
Pry,  L.J.,  Baid(s):  "On  behalf  of  the  Apoliinaris  Co.  an 
argument  was  addressed  to  us  to  this  effect,  that  as  they 
had,  in  the  year  1881,  become  the  sole  owners  of  the  pro- 
duce of  the  spring,  they  could  now  get  these  marks  on  the 
register,  and  that  we  ought  not  to  remove  marks  which,  as 
soon  as  we  have  taken  them  off,  can  be  put  on  again.  But 
even  assuming  that  the  respondents  are  primd  facie  entitled 
now  to  be  placed  on  the  register,  as  to  which  we  say  nothing, 
we  are  of  opinion  that  the  course  suggested  is  rendered  im- 
possible by  the  statutory  provision  for  advertisements.  To 
allow  a  mark  which  ought  not  to  have  been  on  the  register 
to  remain  on  by  reason  of  some  intervening  event,  would 
be  to  preclude  the  public  from  challenging  the  new  title  of 
the  applicant  for  registration." 


[p)  Benjamin  Edgington;  Ld.  v. 
John  Edgington  ^  Co,,  6  R.  P.  C. 
613  ;  61  L.  T.  323  (18S9),  Kay,  J. 

{q)  In  Hay  ward' 9  Tm,,  however, 
where  the  objection  was  that  the 
application  on  which  the  mark  was 
registered  oxxght  to  have  been 
treated  as  abandoned,  Eay,  J., 
allowed  the  mark  to  stand,  with  a 
note  limiting  the  date  from  which 


the  fiye  years  should  run  before  the 
registered  proprietor  aoqoired  an 
absolate  title,  to  the  date  of  actual 
registration;  54  L.  J.  Ch.  1003 
(1885). 

(r)  Baker  v.  Rawaon^  45  G.  D. 
619 ;  8  R.  P.  C.  39  (1890). 

(»)  (1891)  2  Ch.  p.  230;  8  R.  P. 
C.  137. 
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Bat  the  rule  here  laid  down  does  not  compel  the  Court 
te  order  the  lemoval  of  a  mark  if  the  registration  of  a  note, 
partial  removal,  or  other  variation  meets  the  justice  of  the 

€866(0. 

Conversely,  an  alteration  in  the  circumstances  connected  Entry,  if 
vith  the  mark  after  its  registration,  cannot  cause  the  entry  ^hSy  made 
on  the  reirister  to  have  been  "  made  without  sufficient  cause."  not  to  be 
So,  where  after  an  application  for  the  registration  of  a 
mark  belonging  to  a  firm  had  been  made,  a  change  in  the 
constitution  of  the  firm  took  place,  the  Court  refused  to 
order  the  register  to  be  rectified  by  the  entry  upon  it  of 
the  name  of  the  new  proprietors  in  place  of  that  of  the 
old  {u).    The  proper  course  to  be  adopted  was  the  regis- 
tration of  a  transmission  of  title  {u). 


What  Orders  may  be  made  under  the  Section. 

The  section  empowers  the  Court  to  make  "  such  order 
for  making,  expunging,  or  varying  the  entry "  of  the 
omission  or  registration  of  which  complaint  is  made  as 
the  Court  thinks  fit.  The  Court  may  therefore  (1)  direct 
an  entry  to  be  made  on  the  register ;  (2)  order  an  entry 
aheady  appearing  thereon  to  be  wholly  removed;  or  (3)  to 
be  partially  removed;  or  (4)  to  be  modified  by  a  dis- 
claimer ;  or  (5)  by  limiting  it  to  particular  goods ;  or  (6)  to 
be  varied  as  to  its  form ;  or  (7)  date ;  or  (8)  the  name  of 
its  registered  proprietor. 

(1.)  The  jurisdiction  to  order  a  new  entry  to  be  made  New  entries. 

seems  to  be  specially  referable  to  the  preceding  words  of 

the  section  "  aggrieved  by  the  omission  without  sufficient 

cause  of  the    name    of    any  person    or    of    any  other 

particulars "  from  the  register ;    but  the  Court  is  not  New  marks 

empowered  by  the  section  to  order  to  be  entered  upon  ^gStered 

the  rerister  a  mark  which  the  comptroller  has  refused,  nnderthe 
^  ^  section. 

(0  See  note  (9}  and  the  instances  (u)   Wardy    Siurt,    and   Sharp*  a 

cited  below,  pp.  234  <?^  4^9.  Tms.,   50  L.   J.   Gh.   347   (1881), 

Hall,  y.-C,  and  see  below,  p.  236. 
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Total 
remoyal. 


Beasons  for 
Tomoyal. 


although,  under  the  oorresponding  section  of  the  earlier 
Act,  it  might  have  done  so,  for  a  special  mode  of  appeal 
from  the  comptroller's  decision  to  the  Board  of  Trade,  and 
to  the  Court  only  by  reference  from  them,  is  provided  by 
sect.  62,  cmd  consequently,  no  other  appeal  is  permitted  (a?). 
And  it  cannot  direct  a  new  mark  to  be  registered  with 
regard  to  which  the  proper  procedure  by  application  and 
advertisement  has  not  been  resorted  to  {y).  The  reference 
to  entries  to  be  made  upon  the  register  must  therefore, 
notwithstanding  the  words  quoted  above,  be  taken  to 
refer  only  to  the  variation  by  addition  of  marks  already 
registered. 

(2.)  Orders  for  total  removal  of  entries  from  the  register 
have  been  made  in  a  great  number  of  cases,  and  many 
examples  have  been  given  already  in  this  and  the  two  pre- 
ceding chapters.  The  entry  is  to  be  expunged  if  made 
without  sufficient  cause.  What  is  a  sufficient  cause  for 
refusing  an  application  to  register  is  considered  in 
Chapter  lY.  (s),  and  generally  the  same  reasons  will 
afford  grounds  for  removing  an  entry  inadvertently  made. 
But  the  Court  has  a  discretion  to  refuse  to  vacate  the 
registration  of  a  mark,  independently  adopted  and  exten- 
sively used  by  the  proprietor,  if  it  falls  within  the  class  of 
symbols  which  may  be  registered  as  trade-marks,  and  the 
only  objection  is  that  it  had  been  previously  used  or  acquired 
as  his  trade-mark  by  another  person  {a).  The  proprietor 
of  a  registered  mark  stands,  however,  in  a  better  position 


{x)  The  Normal  Co,'a  JV».,  35 
C.  D.  231 ;  4  R.  P.  C.  123  (1886), 
Chitty,  J.,  and  C.  A. 

(if)  ^ivUre's  Tm.y  56  L.  J.  Ch. 
646  ;  63  L.  T.  237  (1886),  C.  A. ; 
and  as  to  transfers  from  one  name 
to  another,  see  below,  p.  236, 
and  cf.  p.  230.  In  Jaeksan  t. 
Napper  there  was  an  application 
for  registration,  and  the  snm- 
mons  was  not,  as  stated  in  4 
B.  P.  C.  46,    an   application   to 


rectify  under  sect.  90,  but  to  pro- 
ceed under  sect.  62.  It  seems  to 
have  been  irregular  in  any  oase, 
as  there  was  no  appeal  from  the 
comptroller  to  the  Board  of  Trade, 
so  far  as  the  report  shows;  35 
C.  D.  162  (1886),  Stirling,  J. 

(z)  Page  63. 

(a)  Mou9on  v.  Boehmy  26  C.  D. 
398 ;  Faine  %  Co,  v.  BanielU  ^  Sons* 
Bretoeries,  (1893)  2  Ch.  667;  10 
R.  P.  C.  217,  aboye,  p.  226. 
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than  an  applioant  for  registration,  since  the  oomptroller's 
discretion  (i)  has  been  exercised  in  his  favour,  and  the 
onus  of  showing  that  the  registration  was  made  without 
sofBcient  cause  is  oast  upon  the  person  applying  to  vary 
rt{c). 

The  reasons  for  remoying  a  mark  may  be  classified  as 
follows :  the  registered  proprietor  is  not  the  person  entitled 
to  use  it  (tiQ  ;  the  mark  was  not  capable  of  registration  {$), 
or  it  fell  witMn  the  restrictions  forbidding  registration 
contained  in  the  Acts  (/) ;  the  registration  was  procured 
bj  a  material  misstatement  (g). 

There  does  not  appear  to  be  any  jurisdiction  under  the  Alteration  of 
section  to  remove  a  mark  because  the  registration,  rightly  sSS^ent^ 
made  at  its  date,  has  by  subsequent  events  become  a  cause  registration, 
of  grievance  to  the  applicant.     If,  for  instance,  the  regis-  Abandon- 
tered  proprietor  ceases  to  carry  on  business  (A),  agrees  with  Sw^of^inBSc. 
mother  trader  not  to  use  his  mark  or  to  have  it  removed 
from  the  register,  or  uses  it  fraudulently  or  deceptively,  it 
would  seem  that  no  redress  can  be  had  under  the  section. 
For  the  words  "  made  without  suflBcient  cause  "  are  in  the 
past  tense,  and  they  relate  to  the  date  of  registration  (/), 
and  the  term  rectification  is  only  applicable  where  there 
bas  been  some  mistake  or  error  in  the  original  registra- 
tion (f).    And  this  construction  accords  with  the  decisions 
that  no  events  subsequent  to  the  time  of  registration  can 
be  appealed  to  by  the  registered  proprietor  to  defend  his 
mark  (it). 

(3.)  If  part  only  of  a  composite  mark  is  objectionable.  Partial 
that  part  may  be  removed.    This  course  was  adopted  in  ^^^^  ' 

(*)  Chap.  IV.,  p.   64;    but  see  (/)  Chap.  X.,  p.  175. 

ibore,  p.  229.  (^)  Baker  v.  Rawsony  45  C.  D. 

{e)BeeZeomardand£ai8'  Tm.,  26  519;  8R.P.C.  89 (1890), North,  J. 

C.  D.  288  (1884),  C.  A.  ;  Benjamin  (A)  Ab  regards  the  remoTal  of  an 

Ufw^tmy  Ld.  T.  John  EdgingUm  ^  abandoned  mark,  see  below,  p.  291. 

G».,  6  R.  P.  C.  513 ;  61  L.  T.  323  (i)   Ward,     Sturt,    and    Sharp'i 

(18S9),  Kay,  J.  Tms.  50  L.  J.  Ch.  847  (1881),  Hall, 

(rf)  Chap.  IV.,  p.  60.  V.-O. 

(«)  Chap.  Vm.,  p.  106.  (*)  Abore,  p.  230. 
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mark  whoUy 
removed. 


Ee^tration 
of  a  dis- 
claimer. 


BiegeVa  Trade-Mark  (/),  where  the  applicants,  Younger  & 
Co.,  complained  that  the  use  of  three  interlaoed  triangles 
in  the  respondent's  label  caused  it  to  resemble  too  closely 
their  own  label,  which  contained  three  superimposed  solid 
triangles  similarly  placed.  The  remainder  of  the  label  was 
distinctive,  and  the  applicants  did  not  complain  of  it.  The 
order  made  was  to  strike  out  the  triangular  device.  Where, 
however,  the  registered  mark  consisted  of  a  fir  tree,  with 
the  words  Forrest  above  and  London  below  printed  in  larg^ 
letters,  and  the  proprietor,  being  a  Coventry  watch-maker, 
having  no  connection  with  the  business  formerly  carried  on 
by  Forrest  in  London,  the  mark  was  deceptive,  Chitty,  J., 
directed  the  whole  mark  to  be  struck  out,  but  without 
prejudice  to  any  application  the  respondent  might  make 
to  register  the  fir  tree  alone  (w). 

In  the  case  last  cited  it  was  argued  on  behalf  of  the 
comptroller  that  sect.  90  does  not  authorize  the  alteration 
of  a  registered  mark,  and  that  any  application  to  vary  must 
be  made  under  sect.  92;  but  this  contention  is  opposed 
to  the  express  words  of  the  first  mentioned  section,  and  it 
would  leave  unprovided  for  the  large  number  of  cases 
which  do  not  fall  within  sect.  92,  and  among  others  all 
those  arising  on  hostile  applications. 

(4)  Begistration  with  a  disclaimer  has  already  been 
discussed  («).  Edge^a  Trade- Mark  (o)  is  an  example  of  the 
compulsory  registration  of  a  disclaimer.  The  respondent 
had  registered  the  words  Edge^s  Filtered  Blm^  and  a  label 
containing  these  words  with  certain  devices.  The  judge 
held  that  the  word  filtered  was  either  descriptive  or  decep- 
tive, and  therefore  the  respondent  could  have  no  exclusive 
right  to  use  it.     He  accordingly  directed  the  first  mark  to 


(Z)  4  R.  P.  C.  625 ;  67  L.  T.  247 
(1887),  Chitty,  J. ;  Blair  v.  Stock, 
62  L.  T.  123  (1884).  Kay,  J.; 
Stratkmore  stniok  out  of  mark. 

(w)  EilVt  Tm.,  10  R.  P.  C.  113 
(1893). 

(fi)  Chap.  IX.,  p.  164. 


{o)  8  R.  P.  C.  207  (1891),  Stirling, 
J.  (see  above,  p.  138) ;  Burland  v. 
Broxburn  Oil  Co.,  42  C.  D.  274; 
6  R.  P.  C.  482  (1889),  Chitty,  J., 
{Watherine);  Hay  ward' •  T/w.,  64 
L.  J.  Ch.  1003  (1886),  Kay,  J., 
are  other  instances. 
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be  removed  from  the  register,  and  the  exclusive  right  to 
tile  use  oi  filtered  in  the  other  to  be  disclaimed. 

(5)  A  limitation  restricting  the  registration  of  a  trade-  Limitation  of 
mark  to  those  goods  for  which  the  registered  proprietor  ^0^"*^^^'*" 
actually  used  the  mark,  and  to  which  alone  the  goodwill  ^o  particular 
of  the  business  transferred  to  him  with  the  mark  by  the  ff<^«  J 
former  proprietor  extended,  was  adjudged  to  be  notified 

upon  the  register  in  Edwards  v.  Dennis  (/?).  And  in  The 
ili&maid  Brand  Case  {q)^  where  the  defendant's  mark  too 
nearly  resembled  the  previously  registered  mark  of  the 
plaintiffs,  it  was  ordered  that  the  registration  of  the 
former  should  be  confined  to  goods  for  which  the  plain- 
ti&'  mark  was  not  registered. 

So  the  Court  may  under  the  section  order  a  note  of  an  to  particular 
undertaking  by  the  registered  proprietor  restricting  the  use 
of  the  mark,  in  accordance  with  an  agreement  between  the 
proprietor  and  the  applicant,  to  be  entered  on  the  register  (r). 

(6)  The  only  variation  in  the  form  of  a  registered  mark  Variation  in 
ordered  under  sect.  90,  which  occurs  in  any  reported  case   °"^  ^  "^^^  * 
is  Tariation  by  striking  out  part  of  the  mark  («).     Any 

altemtion  which  substantially  changed  the  mark  would  be 
open  to  the  objection  that  it  would  cause  a  new  mark  to  be 
altered  on  the  register,  the  application  for  which  had  not 
been  advertised  (^),  and  which  had  not  been  approved  by 
the  comptroller. 

(7)  A  variation  of  the  date  of  registration  was  directed  Variation  of 
inHaytcard^s  Case  (u).     There  a  mark  was  registered  in     ^*^  entry. 
1885  on  an  application  made  in  1879,  and  it  was  held  that 

the  registration  not  haviog  been  completed  within  one 
year  ought  to  have  been  treated  as  abandoned,  under 
sect  63  of  the  Act  of  1883.  Kay,  J.,  however,  refused  to 
expunge  the  registration,  but  ordered  that  the  five  years 

[p]  so  G.  B.  454  (1885),  G.  A.  undertaJdngs  for  local  user. 

(?)  Angh-Swiu    CmuUfued  Milk  (a)  See  above,  p.  233. 

&.  T.  MeUalf,  31  G.  D.  454 ;    3  (0  See  above,  pp.  230  and  232. 

B.P.C.28(1886),  Kay,  J.  («)    64  L.   J.   Gh.  1003  (1885), 

(r)  MUcMl^  Co: 8  Tm,,  28  0.  D.  Kay,  J. 
6W   (1886),    Ghitty,    J,;     cross 
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whioh  make  regietratioii  ooncluBive  evidenoe  of  exdusive 
right  of  user  should  run  from  the  date  of  the  aotual 
registration  instead  of  from  the  date  of  the  application  to 
register. 

(8)  The  register  cannot  be  rectified  under  sect.  90,  where 
a  mark  has  been  wrongfully  registered  in  the  name  of 
someone  other  than  the  proprietor,  by  expunging  the  name 
and  substituting  that  of  the  person  entitled  to  the  mark. 
The  whole  entry  may  be  expunged,  but  the  true  proprietor 
must  be  left  to  make  a  fresh  application  for  registration, 
which  will  be  advertised  in  the  ordinary  course,  and  may 
lead  to  opposition  (iP).  So  where  an  agent  wrongfully 
registered  his  principal's  trade-mark  in  his  own  name, 
Jessel,  M.E.,  refused  to  order  the  name  to  be  changed  (y). 
And  the  same  rule  is  applied  where  the  entry  is  innocently 
made  in  the  wrong  name  by  mistake,  as  by  a  partner  in 
his  own  name  instead  of  his  firm's  (s),  or  by  an  agent 
acting  for  two  principal,  in  the  name  of  the  wrong  prin- 
cipal {a).  In  the  former  case  the  proper  course  is  for  the 
registered  owner  to  assign,  and  for  the  assignee's  name  to 
be  registered  under  sect.  87  (6).  But  in  a  case  where  a 
partner  registered  the  mark  in  his  own  name  thus — 
"Arthur  Eust,  trading  as  T.  W.  Eust  &  Co."— Jeasel, 
M.E.,  allowed  the  names  of  all  the  partners  to  be  substi- 
tuted for  "  Arthur  Eust "  (c) ;  and  this  case  was  distin- 
guished in  the  later  judgment,  on  the  ground  that  the 
true  proprietors,  the  firm,  were  there  expressly  mentioned 
on  the  register.  And  where  the  owners  of  the  mark 
changed  the  name  under  which  they  were  carrying  on 


(«)  Eivihr$U  Ttn.,  65  L.  J.  Ch. 
646,  cited  above,  p.  224. 

(y)  Marler't  Tm.,  44  L.  T.  98  n. 
(1878). 

(c)  Farina's  Tm.,  44  L.  T.  99  n. 
(1881),  Jessel,  M.R. 

(a)  Kingsford  ^  Son's  Applieatxon, 
6  R.P.O.  413;  41  L.  T.  426  (1889), 
Kay,  J. 


(b)  Oreenleet'  Tm.,  9  R.  P.  C.  93 
(1892),  Stirling,  J. ;  and  Farina's 
Ttn.f  supra.  Sect.  70  (trade-mark 
to  be  assigned  only  with  good- 
will) is  not  an  obstacle  to  such 
assignment,  Wekome's  Tm.^  32 
C.  D.  213 ;  3  R.  P.  C.  76  (1886), 
Chitty,  J. 

{c)  EusVs  Tm.t  44  L.  T.  98  n. 
(1880). 
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IjiismeBs,  Stirling,  J.,  on  an  application  under  the  section, 
aDowed  the  new  name  to  be  entered,  with  a  note  that  the 
finn  formerlj  traded  under  the  old  name  (d).    In  He  The 
Australian  Wine  Co.  (e)  a  mark  had  been  registered  in  his 
ofwn  name  bj  the  sole  consignee  of  wines  from  a  particular 
\ine7ard,  the  consignee  intending  to  use  the  registration 
nlely  for  the  protection  of  such  wines,  and  so  long  only 
as  he  should  remain  consignee.    The  mark  was  transferred 
by  his  trustee  in  bankruptcy,  with  the  consignee's  business, 
to  a  purchaser  who  procured  the  entry  on  the  register  of 
his  own  name  as  proprietor.      Subsequently,  upon  the 
apphcation,  under  sect.  90,  of  the  then  owners  of  the 
tineyard,  Chitty,  J.,  directed  their  names  to  be  entered  as 
proprietors  of  the  mark  in  lieu  of  that  of  the  purchaser  of 
the  consignee's  business,  on  the  ground  that  the  mark  was 
zegiistered  in  the  first  instance  for  the  benefit  of  the  owner 
of  the  vineyard,  not  for  that  of  the  owner  of  the  business. 
And  in  a  case  where  the  registered  proprietor  of  a  mark 
had  assigned  her  business  and  the  use  of  the  mark  for  six 
years  to  the  respondents,  and  they  had  procured  the  regis- 
tration of  their  own  names  as  assignees,  upon  their  appli- 
cation it  was  ordered  that  the  register  was  rectified  by 
lemoying  their  names  and  restoring  that  of  the  original 
proprietor  (/). 

Prooedure  on  an  Application  under  sect.  90. 

"  The  Court "  in  Engload  is  Her  Majesty's  High  Court  "The  Court." 
of  Justice  {g)j  or,  with  reference  to  marks  of  which  the 
registration  was  applied  for  in  the  Manchester  Trade- 
Maib  Office  (A),  the  Palatine  Court  of  Chancery  (*) ;  and 
thf^  Courts  haye  jurisdiction  to  rectify  a  registered  mark, 

(i)  The  Pkmhago  Crucible  Co: 9  Stirling,  J. ;    Sebastian,    drd  ed. 

ft-.,  7  B.  P.  0.  2S2  (1890) ;  c£.  p.  404. 

tppficatioDB  under  sect.  92,  l)eIow,  {g)  Sect.  117. 

^  248.  (A)  Chap.  VII.,  p.  103. 

M  61 L.  T.  427  n.  (1886).  (t)  Sect.  112a,  Act  of  1888,  sect. 

(/)  Ik  Avril,  20th  April,  1888,  26. 
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whether  the  registered  proprietor  is  domiciled  or  resident 
in  England,  or  in  Scotland,  or  Ireland,  or  elsewhere  (Ar), 
although  it  is  probahle  that  where  he  is  domiciled  or 
resident  in  Scotland  or  Ireland,  the  Scotch  or  Irish  Courts 
have  a  concurrent  jurisdiction  (l). 

In  practice,  proceedings  to  rectify  are  almost  always 
taken  in  the  Chancery  Division,  except  where  they  occur 
in  the  course  of  an  action  for  infringement  or  parsing  off, 
commenced  against  the  applicant  in  the  Queen's  Bench 
Division  (m),  and  unless  disputed  questions  of  fact  are 
involved  which  it  is  desirable  to  try  by  the  aid  of  a  jury, 
the  Chancery  Division  will  almost  always  be  found  to 
provide  the  more  satisfactory  tribunals  for  the  trial  of 
trade-mark  questions. 

Neither  the  Acts  nor  the  Eules  contain  any  regulations 
as  to  the  manner  in  which  the  application  to  the  Court 
must  be  made ;  and  it  follows  the  applicant  must  approach 
it  by  one  of  those  means  by  which  the  High  Court  is 
usually  approached,  that  is,  either  by  writ  or  by  summons, 
or  by  notice  of  motion  (;?).  There  is  no  reported  case 
where  the  application  has  been  made  by  action ;  and  in 
Pinto  V.  Badman  (w),  Bowen,  L.J.,  suggested  that  to  pro- 
ceed in  that  way  would  be  an  abuse  of  the  process  of  the 
Court.  It  may  be  assumed,  at  any  rate,  that  the  plaintiff 
in  an  action,  unless  he  could  show  some  good  ground  for 
adopting  a  course  which  is  both  unusual  and,  in  general, 
unnecessarily  expensive,  would  have  to  pay  the  extra  costs 
incurred,  even  though  he  were  successful. 

In  the  case  last  cited,  it  was  held  that  the  application 
could  not  be  made  by  counterclaim,  apparently  on  the 
ground  that  it  did  not  fall  within  sect.  24  (3)  of  the 
Judicature  Act  of  1873. 


.  (it)  Be  King  ^  Co.U  Tm.,  (1892) 
2  Ch.  462 ;  9  R.  P.  C.  360,  Keke- 
wich,  J. ,  and  0.  A.  As  to  noiioe  of 
motion  in  suoh  cases,  see  below, 
p.  240. 

if)  See  the  case  last  cited,  and 


sect.  Ill  (2). 

(m)  Ab  in  Pinto  y.  Badmmif  8  R. 
P.  C.  181  (1891). 

(«)  Per  Kay,  L.J.,  in  King  f 
Co.'e  Tm.y  (1892)  2  Gh.  p.  488 ;  10 
R.  P.  0.  360. 
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Applications  under  the  section  are  frequently  made  both  By  Bummons 
by  sammons  and  by  motion.  Each  mode  of  proceeding  '  ™^ 
ofEers  some  adyantages  peculiar  to  it.  A  simple  case, 
'where  there  is  no  very  determined  contest  between  the 
parties,  might  be  dealt  with  inexpensively  and  quickly  in 
^uunbers,  and,  on  the  other  hand,  if  the  case  is  certain  to 
be  adjourned  into  Court,  it  can  usually  be  brought  to  a 
hearing  more  rapidly  on  an  application  by  motion.  If  an 
action  is  pending  in  the  matter,  however,  the  summons  or 
motion  will  almost  always  be  adjourned  to  the  hearing  of 
the  action,  and  a  summons  will  then  be  the  cheaper  course. 
And  where  there  is  no  action  in  question,  some  judges 
object  to  dispose  finally  of  an  application  affecting  im- 
portant property  rights  on  motion  day,  and,  if  the  appli- 
cation is  by  motion,  and  is  to  be  decided  on  affidavit 
evidence,  direct  it  to  be  placed  in  the  non- witness  list.  « 

The  summons,  unless  taken  out  in  a  pending  action, 
will  be  an  originating  summons  (o).  The  notice  of  motion 
must,  as  the  summons  must,  if  issued  in  the  Chancery 
Division,  be  marked  with  the  name  of  a  judge  (jt?),  and 
the  notice  must,  unless  special  leave  for  short  notice  is 
given  by  the  Court  or  a  judge,  be  served  two  days  before 
tiie  motion  is  made  (q). 

In  any  case,  by  Eule  49  of  the  Trade-Mark  Rules,  four  Notice  to  the 
dear  days'  notice  of  every  application  to  the  Court  under  o^^P^^^®'- 
sect.  9(1  for  the  rectification  of  the  register  must  be  given 
to  the  comptroller,  but  it  does  not  seem  to  be  necessary  to 
make  him  a  respondent  to  the  motion  or  summons  (r),  and 
he  frequently  does  not  appear  on  the  hearing. 

It  IB  proper,  when  the  registered  proprietor  of  the  trade-  Service  on  the 
mark  in  question  is  resident  within  the  jurisdiction,  to  serve  '^""^^ 
him  with  the  notice  of  motion  or  the  summons  (r) ;  but  if  he 
is  resident  abroad,  under  the  existing  rule  of  Court  this 
cannot  be  done,  and  it  is  not  necessary  to  enable  the  Court  to 

(•)  Old.  6,  r.  9  (b) ;   Roles  of  P.  C.  860.    Form,  p.  642. 

1893,  Old.  5*,  rr.  4  (b)  to  (e).  (?)  Old.  52,  r.  6. 

(^)  Old.  6,  r.  9  (b)  (c) ;  Kinff  ^  (r)  See  Kinff  ^  Co.'t  IW.,  wpra. 
C^/$  IW.,  (1892)  2  Oh.  469 ;  10  £. 
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entertam  the  application  in  question  (r).  In  the  case  of  La 
Cie.  GSn&ale  cCEaux  MinSraleSy  Sfc.y  notice  of  motion,  to 
remoye  a  mark  belonging  to  a  foreign  company  not  carrying 
on  business  in  England  was  served  upon  the  company  in 
Paris,  and  Stirling,  J.,  upon  their  application,  set  aside  the 
service,  because  it  would  have  founded  a  jurisdiction  to  give 
costs  and  damages  against  the  company,  and  there  is,  he  held, 
nothing  in  the  Acts  to  warrant  this  in  the  case  of  such  a 
respondent.  The  notice  of  motion  had  been  served  abroad 
without  the  leave  of  a  judge,  but  that  was  really  immaterial, 
as  there  is  no  jiuisdiotion  under  Ord.  XI.  or  otherwise  to 
grant  leave  in  respect  of  the  application  in  question.  On  a 
subsequent  application  the  learned  judge  directed  that  the 
name  of  the  company  should  be  struck  out  of  the  notice  of 
motion,  leaving  the  comptroller  as  the  sole  respondent,  but 
that  information  of  the  application  should  be  given  to  the 
company  («).  This  course  was  adopted  and  approved  in 
KtTig  8f  Co.^8  Case  (#),  where  the  registered  proprietors  of 
the  mark  in  question  were  a  company  having  its  registered 
office  and  carrying  on  business  in  Ireland.  In  that  case 
the  Court  of  Appeal  held  that  service  of  the  formal  notice 
of  motion  was  not  required  to  enable  the  Court  to  deal 
with  the  application,  and  that,  as  the  Acts  and  rules  were 
silent  on  the  subject,  all  that  was  required  by  natural 
justice,  and  therefore  all  that  the  Court  would  insist  on,  wi^ 
that  the  persons  interested  in  the  mark  should  have  actual 
notice  of  the  application  to  be  made  respecting  it  ( w) .  If  they 
should  take  advantage  of  the  notice  to  appear  and  oppose  the 
application  it  was,  the  Court  held,  open  to  them  to  do  so,  but 
in  that  event  they  would  be  liable,  if  they  failed,  to  be 
ordered  to  pay  costs.  lindley,  L.J.,  expressed  a  doubt 
whether  it  waa  necessary,  in  the  case  before  Stirling,  J., 
to  strike  out  the  name  of  the  foreign  respondents  from  the 
notice  (x).    He  said :  "  If  you  go  down  to  the  root  of  the 


(r)  See  King  ^  CoJ*8  Tm.y  supra. 
(•)  (1891)  3  Oh.  461 ;  8  R.  P.  C. 
446. 


{t)  Supra. 

(«)  Cf.  Ord.  62,  r.  S. 

(z)  (1892)  2  Ch.  p.  482. 
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''argnment  there  is  nothing  in  it  except  a  false  analogy 
Insed  on  the  supposition  that,  because  the  notice  of  motion 
is  marked  by  an  English  judge,  the  parties  interested  must 
be  technically  named  at  the  foot  of  it  as  respondents,  and 
yon  mast  g^t  leave  to  serve  them  if  they  are  to  be  affected 
hj  it  It  appears  to  me  that  all  that  they  want  for  the 
porposes  of  this  Act  is  notice,  and  that  they  have  had"  (y). 

It  has  been  held  that  a  foreigner  who  is  the  registered  Security  for 
proprietor  of  a  mark  which  it  is  sought  to  remove  from  the  foreigner, 
legister,  is  entitled,  on  receipt  of  information  as  to  the 
intended  application  to  rectify,  to  appear  upon  the  appli- 
cation without  giving  security  for  costs,  on  submitting  to 
the  jurisdiction  (s). 

The  Court  has  in  several  cases  refused  to  allow  actions  Action  for 
for  infringement  to  be  brought  or  proceeded  with  in  ^  ^^i^^ 
England  where  it  has  considered  the  Scotch  or  Irish  o'  Ireland. 
Ooorts   to    be    more  convenient,    notwithstanding    that 
motions  to  rectify  were  pending  in  it  with  regard  to  the 
same  matters  (a). 

Evidence  on  the  Application. 

The  evidence  is,  in  accordance  with  the  usual  rule,  gene- 
rally given  in  the  first  instance  by  affidavit,  subject  to  cross- 
examination  of  the  deponents  if  ordered  by  the  Court  or  a 
judge  (b).  But  applications  under  the  section  are  very  fre- 
quently heard  upon  vivd  wee  evidence  given  in  Court.  And 
the  Court  has,  by  the  terms  of  the  section  (c),  power  to  direct 
an  issue  to  be  tried  for  the  determination  of  any  fact  arising 
upon  the  application,  but  this  is  rarely,  if  ever,  done. 

(y)  Gf.  Banerqft  ^  Co.U  Tm,^  5  10  B.  P.  0.  290  (1893),  Stirling,  J.; 

R.  P.  G.  209  (1888),  and  noherUon,  MilUrU  Patent,  W.  N.  (1894)  4 ;  11 

Smidermn  #  Cb.'«  Tm.,  (1892)  2  Ch.  B.  P.  C.  55,  Eekewioh,  J. 

S45;  9  B.  P.  G.  213,  where  notices  (a)  Kinahan  v.  Kmahan,  45  G. 

of  appeak  £tom  the   comptroller  D.  78;    8  B.  P.    G.    18  (1890), 

vere  fient  to  persons  out  of  the  Kekewich,  J. ;  Marshall  y.  Jfor- 

joriBdictioD,    but    the    notices   of  shaUy  38  G.  D.  330  (1888),  G.  A. 

aoCion  were  not  served  on  them.  {h)  Did.  38,  r^  1. 

(s)  U  SccUte,  ie.  de  VMoile't  Tm.,  {e)  Sect.  9a  (2). 

K.  B 
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Statutoiy  declarations,  or  oertified  copies  of  declarations 
made  on  the  application  for  registration  of  the  mark  sought 
to  be  removed  or  varied,  and  on  the  occasion  of  transfers 
of  the  mark  by  predecessors  in  title  of  the  owner  of  the 
mark  may  be  put  in  evidence  by  the  applicants,  but  not 
declarations  made  by  persons  who  are  neither  parties  to  the 
application  nor  predecessors  in  title  of  the  respondents  (cf). 

Where  the  application  is  made  by  summons  the  evi- 
dence on  each  side  should  be  completed  before  the  matter 
is  adjourned  into  Court,  and  Stirling,  J.,  has  announced 
that  he  will  not  in  future  allow  the  rule  to  be  departed 
from  by  permitting  evidence  to  be  filed  subsequently  (e). 

In  a  proper  ca,se  discovery  of  documents  may  be  ordered 
to  be  made  by  either  party  to  the  appUcation  (/).  In  Wtlbs* 
Trade-Marks  (g),  on  an  appUcation  by  notice  of  motion 
to  remove  certain  marks  from  the  register,  and  after  the 
evidence  had  been  completed  (except  as  to  the  cross- 
examination  of  two  witnesses,  which  was  to  be  taken  in 
Court),  the  applicants  took  out  a  summons  for  an  order  for 
discovery  of  documents  by  the  respondents,  the  proprietors 
of  the  marks,  and  Kekewioh,  J.,  required  the  applicants  to 
make  a  statement  in  writing  of  the  grounds  upon  which 
they  sought  to  have  the  marks  removed,  and  upon  it 
formulated  six  questions  relative  to  the  use  of  the  marks 
by  the  respondents,  and  ordered  that  a  member  of  the 
respondents'  firm  should  make  discovery  of  the  documents 
relating  to  the  several  questions,  not  disclosing  all  the 
documents,  but  only  specimens  representative  of  each  class 
of  them.  The  Court  of  Appeal  held  that  this  order,  care- 
fully limited  as  it  was,  was  oppressive  at  the  then  stage  of 
the  proceedings,  and  upon  the  respondents  undertaking  to 
deliver  to  the  applicants  a  statement  of  the  labels  on 
which  they  intended  to  rely,  and  to  have  the  relevant 


{(t)  ThewlU  ^  Blakey's  Tm,,  10 
R.  P.  0.  p.  373  (1893),  North,  J. 

(e)  Jackson  ^  Co,  y.  Kapper,  85 
G.  D.  p.  166  (1886). 


(/)  Ord.  31,  r.  12 ;  see  J29  Kor- 
wUh  Town  CUm  EttaU  Charity,  40 
C.  D.  310. 

{g)  (1892)  3  Oh.  801 ;  9  R.  P.  C. 
346. 
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dooomeiiis  in  Court  at  the  hearing,  and  not  to  object  to 
ptodnoe  them,  the  Court  set  aside  the  order,  without 
prejndioe  to  any  order  the  judge  at  the  trial  might  think 
lit  to  make  as  to  difiooyeiy  of  documents. 

If  the  case  set  up  is  that  the  mark  objected  to  is  Parturalan. 
deceptiye,  and  it  is  alleged  that  it  has  in  fact  deceiyed 
certain  persons,  particulars  as  to  the  persons  deceiyed  may 
be  ordered  to  be  giyen  (A). 

An  office  copy  of  any  order  to  rectify  must  be  left  Order  to  be 
forthwith  at  the  Trade-Marks  Branch  of  the  Patent  Office,  ^^^"^ 
and  the  register  is  to  be  thereupon  rectified  or  altered,  or 
the  purport  of  the  order  to  be  otherwise  duly  entered  on 
the  register,  as  the  case  may  be  (t).  The  comptroller  is 
directed,  if  he  thinks  that  the  rectification  or  yariation 
ahould  be  made  public,  to  publish,  by  advertisement  or 
otherwise,  and  in  such  manner  as  he  thinks  just,  the 
cireamstanoes  attending  the  rectification  or  variation  in  the 
register  at  the  expense  of  the  person  applying  for  it  (A;). 

Damages  under  section  90. 
It  is  difficult  to  see  what  damages  can  be  given  under 
the  flection.  In  several  of  the  older  cases  under  sect.  35  of 
the  Companies  Act  of  1862,  upon  which  sect.  90  is  founded, 
the  difference  between  costs  as  between  solicitor  and  cUent 
Mid  as  between  party  and  party  were  given  as  damages  (/) ; 
hat  these  cases  were  overruled  (^j),  and,  though  it  has  since 
heen  held  (n)  that  solicitor  and  client  costs  may  be  given 
in  the  Chancery  Division  under  the  jurisdiction  inherited 
basa  the  old  Court  of  Chancery  in  any  proper  case,  there 
is  no  reason  to  suppose  that  the  cases  first  referred  to 
Twmld  now  be  followed. 

{i)EumpkrU8Y.  The  Taylor  Drug  (/)  «.^.,  Anderson*^  Oaw^   17  G. 

ft.,  39  C.  D.  693  ;  6  R.  P.  C.  687  D.  873. 

(1888),  Eekewich»  J.    An  action  (m)  Coekhum  y.  Edwards,  18  G. 

lor  m£rmgement.  B.  449 ;  Buckley  on  the  Companies 

(0  Bnle  46.  Acts,  6th  ed.  p.  140. 

If:)  Bole  60.  (»)  Andrews  v.  Bamw^  39  G.  D. 

133,  Eay,  J.,  and  G.  A. 
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Possibly  in  a  case  where  the  presence  of  the  wrongly 
registered  mark  of  the  respondent  upon  the  register  has 
cansed  the  applicant  to  fail  in  proceedings  taken  to  register 
a  mark  which  he  was  otherwise  entitled  to  register,  the 
costs  of  these  abortive  proceedings  might  be  given  as 
damages  under  the  section.  There  is  no  reported  case  in 
which  damages  have  been  given  under  the  section. 

In  any  event,  it  seems  that  damages  could  only  he 
granted  where  an  order  for  rectification  is  made  (o). 

Costs  (j9). 

The  ordinary  rule  that  the  unsuccessful  party  must  pay 
the  costs  of  the  proceedings  is  rarely  departed  from  (^), 
and  these  costs  include  the  comptroller's  costs,  if  he  think 
fit  to  appear.  The  comptroller  is  never  directed  to  pay 
costs. 

The  Court  has,  however,  a  discretion  whether  to  give 
costs  or  not,  and,  in  the  exercise  of  this  discretion, 
!Kekewich,  J.,  refused  to  give  costs  to  a  successful  appli- 
cant who  could  not  have  been  interfered  with  in  the 
slightest  degree  in  his  business  had  he  allowed  the  mark 
to  remain  unaltered  (r) ;  and  in  a  case  where  the  defendant 
in  an  action  for  passing  off  his  goods  as  those  of  the  plain- 
tiff, successfully  applied  to  expunge  the  plaintiff's  registered 
mark,  North,  J.,  reserved  the  costs  of  the  application  till 
after  the  hearing  of  the  action  {s).  And  where  in  a  similar 
case  the  plaintiff  obtained  an  injunction  against  the  defen- 
dant, on  the  ground  of  the  fraudulent  passing  off  of  the 
latter's  goods  as  his,  and  the  defendant's  motion  to  rectify 
failed,  and  was  dismissed  with  costs  at  the  trial,  but, 
when  urged  on  other  grounds,  succeeded  in  the  Court  of 
Appeal,  no  costs  of  the  appeal  on  that  point  were  given, 

(o)  Ottot  Koj^€  Diamond  Minet,  Gh.  238  n.  (1878),  both  Jeaael,M.R. 

Ltd.,  (1893)  1  Ch,  618,  a  company  (r)  Bumphriea   v.    Taylor  Drug 

case.  Co.,  63  L.  T.  820  (1888),  Keke- 

(p)  See  also  Chap.  IV.,  p.  85 ;  wich,  J.,  {Herhalin) ;  eee  also  Perry 

and  Chap.  XV.,  p.  364.  Davii  Tm.,  6  R.  P.  C.  337,  Kay,  J. 

(q)  £yrftf#Ci).'»  Jm.,7  0.D.  724  («)  Gianaclis'    TVn.,  6  R.  P.   C, 

(1878) ;  Kuhn  #  Oo.'t  ^.,  63  L.  J.  467 ;  68  L.  J.  Ch.  782  (1889). 
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becaofie  the  objection  was  not  urged  in  the  Court  below, 
uul  the  rest  of  the  appeal  was  dismissed  with  costs  (t). 

In  HilPs  Trade-Mark  the  application  to  rectify  was 
proceeded  with  at  the  appKcant's  instance,  without  waiting 
for  the  further  investigation  of  charges  of  improper  trading 
brought  against  him  by  the  respondent,  upon  his  under- 
taking  not  to  ask  for  costs  in  any  event  (w). 

In  Taibofs  Trad€'Mark{v)^  where  the  application  to 
redify  succeeded,  no  costs  were  given,  because  the  applicant 
failed  in  regard  to  one  of  the  grounds  relied  on,  and  he 
liad  delayed  to  move  for  three  years. 

As  regards  security  for  costs  where  the  respondent  is 
resident  abroad,  see  above,  p.  241. 

Appeal. 

An  order  made  on  an  application  under  sect.  90  is  a 
final  order,  and  an  appeal  to  the  Court  of  Appeal  against 
it  must  consequently  be  heard  by  not  less  than  three 
judges  (ir).  The  appeal  must  be  brought  within  four- 
teen days,  and  must  be  by  a  fourteen  days'  notice  of 
motion  (ly). 

The  Court  may  stay  execution  of  its  order  to  rectify  Stay  of 
pending  an  appeal,  and  it  will  sometimes  do  so  (z),  but 
the  appeal  itself  does  not  act  as  a  stay  {a).    In  He  Palmer^ a 
Application  {b)  the  Court  of  Appeal,  having  reversed  the 
decision  of  the  judge  of  first  instance  on  a  preliminary 

(0  Thompson  v.  Montgoinery^  41  and  Omlow  v.  The  Oommistioners  of 

C.  D.  35 ;  6  R.  P.  C.  404  (1888),  the  Inland  Revenue,  25   Q.  B.   D. 

Chitty,  J.,  and  C.  A.,  [Stone  AU).  465 ;  and  cf.  Arbenz't  Tm.,  35  0. 

(«)  10   E.    P.    C.    113  (1893),  D.  248;    4  R.  P.  C.  143  (1887), 

Chitty,  J.  G.  A.,  whore  it  was  held  that  an 

(r)  W.  N.  (1894)  12;  U  R.  P.  appeal  on  an  application  to  proceed 

C.  77,  Stirling,  J.,  {Emolliorum).  munt  be  brought  within  twenty- 

{2)  RxtiMs  Tm.f  26  0.  D.  48  one  days  (now  changed  to  fonrteen 

(18S4),  G.  A. ;    Judicature   Act,  days,  Orders  of  1893). 

1875,  sect.  12 ;    see  the  notes  to  {z)  Harrison  v.   WoodroffSy  7  R. 

Old.  58,  rr.   3    and    15,  in   the  P.  G.  26;   42  G.  D.  691,  Keke- 

Ammal  Practice.  wich,  J. 

•    (jr)  Old.  68,  rr.  3,  9  and  15 ;  see  (a)  Ord.  68,  r.  16. 

^  Blytk  and  Young,  13  G.  D.  416 ;  (b)  22  C.  D.  88  (1882). 
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'  objection,  refused  to  stay  the  proceedings  on  the  merits 
before  the  judge  pending  an  appeal  to  the  House  of 
Lords  against  their  decijaion. 

2.  Correction  and  Cancellation  of  Entries  at  the " 
Proprietor's  Request. 

By  sect.  91  (b)  and  (c)  {a)  the  comptroller  is  empowered 
to  correct  any  clerical  error  in  the  name,  style,  or  address 
of  the  registered  proprietor,  and  to  cancel  the  entry  of  a 
trade-mark  on  the  register,  wholly  or  in  part. 
The  sub-sections  provide  that — 

^^The  comptroller  may,  on    request   in   writing 
accompanied  by  the  prescribed  fee  (i) — 
"  (b)  Correct  any  clerical  error  in  the  name,  style, 
or  address  of  the  registered  proprietor  of  a 
patent,  design,  or  trade-mark. 
"  (c)  Cancel  the  entry  or  part  of  the  entry  of  a 
trade-mark    on    the  register:  provided  that 
the  applicant  accompanies  his  request  by  a 
statutory    declaration  {c)    made    by   himself, 
stating  his  name,  address,  and  calling,  and 
that  he  is  the  person  whose  name  appears  on 
the  register  as  the  proprietor  of  the  said  trade- 
mark." 
Rule  48  directs  the  comptroller  to  enter  any  alteration 
of  the  address  of  the  registered  proprietor  on  application  {d) 
and  payment  of  the  prescribed  fee  {d). 

It  is  not  expressly  stated  in  sub-sect,  (b)  by  whom  the 
request  is  to  be  made,  but  obviously  it  is  intended  to  be 
made  by  the  registered  proprietor  only,  and  the  forms 
attached  to  the  rules  and  referred  to  above  are  drafted  on 
the  assumption  that  this  is  so.  It  is  suggested  that  the 
proviso  printed  in  the  Act  as  part  of  sub-sect,  (c)  is  to  be 
construed  as  applicable  to  the  whole  section.    A  similar 


(a)  Snb-seotB.  (a)  and  (d)  deal 
with  the  oozreotion  of  errors  in  or 
in  connection  with  an  application 
to  register,  and  the  omission  of  any 
of  the  Qfoods  referred  to  in  it. 


{b)  6b. 

(e)  Bale  61.  Forms  O.  and  P., 
Appendix,  p.  612. 

{d)  6s.  Form  M.,  Appendix, 
p.  612. 
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enor  in  printing  to  that  suggested  is  to  be  found  in 
sect.  64  (3)  (ii.). 

Sub-sect  (c)  providing  for  cancellation  of  an  entry  at  CSanoellation 
the  proprietor's  request,  corresponds  to  the  rule  of  ^  *^^'^- 
Febniarj,  1878,  made  under  the  old  Act.  A  registered 
proprietor  may  wish  to  cancel  the  whole  or  part  of  a  trade- 
nark  registered  in  his  name,  because  he  has  ascertained 
that  it  ought  not  to  have  been  registered,  and  so  to  avoid 
the  costs  of  any  application  under  sect.  90  to  expunge  it 
which  might  be  made  by  a  person  aggrieved,  or  because  it 
stands  in  the  way  of  some  other  registration  he  desires  to 
be  effected,  or  in  pursuance  of  an  arrangement  with  other 
traders,  or  to  cancel  part  of  a  mark  in  order  to  more 
readily  support  the  registration  of  the  remainder. 

Sub-sect,  (b)  only  relates  to  the  correction  of  clerical 
errors.  Any  other  alteration  of  the  register  must  be  effected 
under  sect.  90,  already  discussed,  or  under  sect.  92. 

8.  Alterations  in  Hen-Essential  Particulars. 

Sect.  92  provides  that — 

"  (1)  The  registered  proprietor  of  any  registered  Sect.  92. 
trade-mark  may  apply  to  the  Court  for  leave  to  add 
to  or  alter  such  mark  in  any  particular,  not  being 
an  essential  particular  within  the  meaning  of  this 
Act,  and  the  Court  may  refuse  or  grant  leave  on 
such  terms  as  it  may  think  fit. 

"  (2)  Notice  of  any  intended  application  to  the 
Court  under  this  section  shall  be  given  to  the  comp- 
troller by  the  applicant ;  and  the  comptroller  shall  be 
entitled  to  be  heard  on  the  application. 

"  (3)  If  the  Court  grants  leave,  the  comptroller  shall, 

on  proof  thereof,  and  on  payment  of  the  prescribed 

fee  (^),  cause  the  register  to  be  altered  in  conformity 

with  the  order  of  leave." 

This  section  corresponds  to  the  rule  35  of  the  old  code 

under  the  Act  of  1^575. 

{e)  Tea  BhiUings. 
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What  is  an 

eesential 

parfcicalar 


Alteratioxi  of 
old  marks. 


The  alteration  can  only  be  permitted  in  any  particular 
which  is  not  an  essential  particular  within  the  meeuung 
of  the  Act.  Bef erence  is  obviously  intended  to  be  made 
to  the  essential  particulars  enumerated  in  sect.  64  (^), 
which  musty  under  the  Act  of  1888,  be  stated  in  the 
application  for  the  registration  of  any  mark  made  sub- 
sequently to  the  1st  of  January,  1889  (g). 

As  regards  an  old  mark,  howeyer,  that  is,  a  mark  regis- 
tered under  sect.  64  (3)  (ii.),  no  part  of  the  mark  is  specified 
as  an  essential  particular,  and  "essential"  must  therefore  be 
read  as  equivalent  to  "  substantial "  {h)  or  "  material." 

The  section  has  accordingly  a  much  more  restricted 
operation  in  regard  to  old  marks  than  in  regard  to  marks 
first  used  since  13th  August,  1875,  and  registered  imder 
the  provisions  applying  to  new  marks.  The  policy  of  the 
Acts  is  that  old  marks  should  be  registered  and  kept 
registered  substantially  as  they  were  used  before  the  date 
mentioned  (t).  In  the  absence  of  special  circumstances, 
therefore,  no  alteration  at  all  should  be  permitted  (A:). 
But  the  section  allows  some  alterations  to  be  made  in  old 
marks.  For  instance,  the  Court  has  authorized  the  addition 
of  the  word  limited  to  a  mark  where  the  proprietors  had 
assigned  their  rights  to  a  company  bearing  their  old  firm 
name  with  that  addition  (/),  and  has  permitted  the  name 
of  certain  works  abandoned  by  the  proprietors  to  be  struck 
out,  and  the  name  of  other  works  retained  by  them  to  be 
printed  in  a  different  position  in  the  registered  mark  (iw). 


(/)  The  proviso  in  the  old  rule 
ran,  *'  so  that  he  do  not  alter  any 
one  or  more  of  the  particulars  in 
such  mark  -which  are  declared  by 
sect.  10  of  the  Act  (of  1875)  to  be 
the  essential  particulars  of  a  trade- 
mark.*' A  signature  mark,  there- 
fore, cannot  be  altered,  above,  p.  1 18. 

(^)  Chap.  Vin.,  p.  112. 

(A)  AdatM'  Tnu.,  9  R.  P.  C. 
174 ;  66  L.  T.  610  (1892),  Keke- 
vich,  J. ;  cf .  per  Lord  Cairns  in 


Orr 'Bwing  v.  The  Regittrar  of  Tw*., 
4  App.  Cas.  p.  484  (1879). 

(i)  Phillips'  Tms.f  (1891)  3  Ch. 
139 ;  8  R.  P.  C.  469,  Chitty,  J. ; 
Adams'  Tnu.,  supra.  And  see 
Chap.  Vni.,  p.  160. 

(k)  He  Henry  Clay,  (1892)  3  Ch, 
649 ;  9  R.  P.  C.  449,  Kekewich,  J. 

(/)  Guinness  ^  Co.'s  Tni.^  6  R.  P. 
C.  316  (1888),  Chitty,  J. 

(m)  Burham  Brick,  ^,  Co,*s  I^., 
9  R.  P.  C.  422  (1892),  Stirling,  J. 
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Bnt  it  has  refused  to  expunge  trade-mark  so  printed  upon  "Trade- 
ft  label  as  to  suggest  that  part  only  of  the  matter  of  the  .tp^tej^t »» 
label  was  the  trade-mark  (n),  in  a  case  where  the  mark  had 
stood  for  twelve  years  on  the  register  (o) ;  to  strike  out 
patent  printed  as  part  of  the  name  of  the  goods  upon  a 
labd,  there  being  in  fact  no  letters  patent  (p),  and  to 
substitute  the  name  of  one  former  proprietor  of  a  mark  for 
that  of  another  in  the  mark  (q). 

In  the  case  of  new  marks,  alterations  in  matters  other  Alterations 
than  the  essential  particulars  are  more  readily  permitted,  ^7^^. 
and  in  estimating  the  resemblance  referred  to  in  sect.  72  (2), 
it  is  proper  to  have  regard  to  the  possibility  of  such  altera- 
tion (r). 

But  no  alteration  to  the  prejudice  of  other  registered  None  allowed 
proprietors,  or  such  as  to  cause  the  altered  entry  to  infringe  ^^e  of^oSCT 
ihe  restrictions  of  the  Acts  can  be  allowed.     Thus,  in  persons. 
Seiss*  Trade-Mark  («),  the  applicant,  having  a  registered 
combination  device  trade-mark  bearing  the  words  Grass 
Bleach,  Best  Quaiitt/j  and  having  ceased  to  use  the  method 
of  grass  bleaching,  desired  to  substitute  for  Grass  their  own 
trade  name,  Eeiss.     The  comptroller  required  (t)  them  to 
inform  the  Court  that  there  were  certain  other  trade-marks 
containing  the  name  EeisSy  and  North,  J.,  refused  to  grant 
the  application  until  he  was  satisfied  that  the  altered  mark 
would  bear  no  resemblance  to  any  of  the  marks  referred  to. 

Amongst  the  alterations  allowed  in  reported  cases  are  Instances  of 
the  addition  of  limited  to  a  name  (w) ;  the  correction  of  an  *  *^'**^°'^- 

{«)  See  Chap.  X.,  p.  214.  (r)  MurphyU  Tm.,  7  R.  P.  0. 

(«)  Phittipi'    Tm,,   titpra.     This  163.(1890),  Stirling,  J. 

altention  was  aUowed  in  the  case  («)    5    B.    P.    0.    291    (1888), 

of  a  new  mark  in  Colman*a  Tnu.,  North,  J. 

a892)  2  Gh.  402  ;  8  B.  P.  C.  209,  [t)  He  consented  not  to  appear 

lij  Eekewich,  J.,  the  proprietors  on  their  undertaking  to  read  his 

of  the  mark  undertaking  to  register  letters  in  the  matter  to  the  Court, 

a  etatemeot  of  the  essential  par-  (u)  Bryant  ^  May*8  Tm.^  4  T.  L. 

tieokrs  of  their  marks  and  to  dis-  B.  675  (1887),  Stirling,  J. ;  Ouinnett 

claim  the  remainder  of  them.  ^  Co.'s  Tm.,  5  B.  P.  C.  316  (1888), 

ip)  Jdams*  Tm.y  supra,  Chitty,  J.  ;  Burkes  Tma.,  W.  N. 

(?)  Be  Henry  Clay,  eupra,  (1891)  2,  North,  J. 
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Engliflli  letter  printed  by  mistake  for  a  Eussian  letter  {r)  ; 
the  omission  of  certain  words  (y) ;  and  the  alteration  of  the 
name  of  the  proprietor's  works  (2). 


Notice  of  the 
application 
and  order  to 
the  comp- 
troller. 


Advertise- 
ment by  the 
comptroller. 


The  comp- 
troller maj 


Procedure  on  an  Application  under  Section  92. 

The  prooedure  to  be  adopted  is  generally  the  same  as 
that  on  an  application  under  sect.  90  (a),  with  such  differ- 
ences as  are  occasioned  by  the  fact  that  on  applications 
under  that  section  the  registered  proprietor  is  usually  a 
respondent  to  the  application,  while  on  applications  under 
sect.  92  he  is  himself  the  applicant,  and  there  is  usually  no 
respondent  other  than  the  comptroller. 

Fourteen  days'  notice  of  the  intended  application  must 
be  given  to  the  comptroller  (6),  and  if  leave  is  granted  the 
applicant  is  directed  to  forthwith  supply  to  the  comptroller 
such  a  nimiber  of  representations  of  the  trade-mark,  as 
altered,  as  the  comptroller  may  deem  sufficient  {c).  The 
person  in  whose  favour  the  order  is  made,  or  such  one  of 
them  if  more  than  one,  as  the  comptroller  may  direct,  must 
forthwith  leave  at  the  Patent  Office,  Trade-Marks  Branch, 
an  office  copy  of  the  order.  The  register  is  thereupon  to 
be  rectified  or  altered,  or  the  purport  of  the  order  to  be 
otherwise  duly  entered  on  the  register,  as  the  case  may 
be(rf). 

The  comptroller  must,  if  he  thinks  the  rectification  or 
variation  should  be  made  public,  at  the  expense  of  the 
applicant,  publish  by  advertisement  or  otherwise,  and  in 
such  manner  as  he  thinks  just,  the  circumstances  attending 
the  rectification  or  variation  of  the  register  (e). 

The  comptroller  is  entitled  to  appear  and  to  be  heard 


(x)  Srmen  #  SobyU  Tm.j  4  B.  P. 
0. 70;  56  L.  J.  177  (1886),Ohitt3r,  J. 

(y)  Burke's  Tm, ,  tupra. 

(«)  Burham  Briek,  ^.  Co.U  Tm., 
9  B.  P.  0.  422  (1892),  Stirling,  J. 
For  other  orders,  see  Sebastian, 


3rd  ed.  p.  406. 
{a)  See  above,  p.  237. 
(h)  Sect.  92  (2),  r.  61,  p.  608. 
{e)  Bale  61. 
(d)  Bnle  46. 
\e)  Bule  60. 
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on  the  application.  If  he  thinks  there  is  no  objection  to  appear  on  the 
the  alteration  sought  to  be  made,  or  that  it  is  sufficient  to  ^PP^^**^"- 
see  that  the  facts  are  brought  before  the  Court  (/),  he  does 
not  nsaally  appear.  He  frequently  signifies  to  the  appli- 
cant that  he  has  no  objection  to  the  proposal,  and  his 
acquiescence  is,  of  course,  of  material  importance  in  inclin- 
ing the  Court  to  accede  to  the  application. 

The  applicant  is  always  directed  to  pay  the  costs  of  the  The  applicant 
comptroller,  if  the  comptroller  appears  {g).  SSSto.^^  ^ 

(/)  See  J2rt»'  Tm.^  5  R.  P.  0.  {g)  Further  as  to  oosts,  see  above, 

291,  ntpra,  p.  249,  n.  p.  244. 
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EFFECT  OF  REGISTRATION. 

Object  of  the  Acta 

1.  Title  to  new  trade-marks  conferred  by  registration 

sect.  75.     Registration  equivalent  to  user 
new  and  unused  marks  may  be  registered 

2.  Registration  as  evidence  of  title 

sect.  76.    Registered  proprietor  entitled  to  exclasiye 

mark 
comparison  with  earlier  Acts 
"  subject  to  the  provisions  of  this  Act "     . . 
right  limited  to  goods  for  which  the  mark  is  reg^isterod 

and  actually  us^ed 
certificate  of  registration  evidence  of  title  primd  faeie  or  oon- 

elusive 
the  regfister  may  be  rectified  at  any  time 
examples  of  rectification  after  five  years     . . 
sect.  76  is  subordinate  to  sect.  90 
registration  is  conclusive  if  there  is  no  application  under 

sect.  90 

3.  Registration  is  a  condition  precedent  to  an  action  for  infdnge- 

ment 
sect.  77      . . 

corresponding  sections  of  the  earlier  Acts  . . 
Act  of  1888  ..  ..  ..  ..     ^ 

(a)  new  marks  incapable  of  registration  are  within  the 

hibition 

(b)  old  marks  refused  registration  are  not . . 

certificate  of  refusal    . . 
the  section  applies  to  foreigners   . . 
section  is  a  condition  precedent  to  an  action,  but  not  to  the 

acquisition  of  a  trade-mark 
only  the  registered  proprietor  or  his  assignee  can  sue 
the  assignee  can  sue  before  registration 

The  peohibition  dobs  not  afpect  passing  opp  actionb 
distinction  between  infringement  and  passing  off  actions 
unregistered  trade-marks  are  practically  protected 
the  operation  of  sect.  77 

proof  of  fraud  is  not  necessary  to  escape  the  prohibition 
failure  to  register  only  deprives  the  proprietor  of  the  assistanoe 
of  the  Acts 

and  of  the  protection  of  the  Merchandise  Marks  Act  . .     . . 
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Object  of  the    The  general  object  of  the  B^gistration  Acts  was  not  to 

**'  create  new  rights,  but  to  regulate  the  use  of,  and  the 

means  of,  protecting  trade-marks  (a).     Their  main  effect, 

(a)  Lyndon'aTm,,  d2C.D.p.  117;  3  R.F.  0. 102(1886),  p«r Cotton, L. J. 
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iowever,  has  been  (1)  to  provide  a  new  way  in  which  title 
to  a  trade-mark  may  be  acquired,  namely,  by  registration ; 
(2)  to  simplify  infringement  actions,  by  making  regis* 
tration  eiddence,  and,  under  certain  circumstances,  con- 
dufflTe  proof  of  title  ;  and  (3)  to  constitute  registration,  in 
general,  a  condition  precedent  to  an  action  for  infringe- 
meni  The  first  of  these  changes  was  a  substantive 
alteration  of  the  old  law. 

The  Acts  have  also  defined  and  limited  the  classes  of 
symbols  which  can  be  registered  as  trade-marks  (6),  and 
Uiereby,  as  a  consequence  of  the  third  alteration  just 
referred  to,  have  restricted  the  nimiber  of  marks  in  which 
ttade-mark  rights  can,  as  such,  be  effectively  protected  {c). 


1.  Tifle  to  ITew  Trade-Mark  conferred  by  Begistration. 

Registration,  if  properly  made  in  accordance  with  the  Title  to  new 
Acts  in  force  at  the  date  of  the  application  to  register  (o?),  ^^  ' 
confers  upon  the  registered  proprietor  trade-mark  rights 
in  the  registered  mark  in  respect  of  the  goods  for  which  it 
is  registered  and  upon  which  it  is  used,  subject  to  the 
rights  appearing  from  the  register  to  be  vested  in  any 
other  person  {e)y  and  subject,  for  five  years  from  the  date 
of  the  application  to  register,  to  the  conflictiug  rights 
existing  at  that  date  of  any  other  person  in  the  same 
mark  (/).  And  flie  rights  so  acquired  date  back  to  tke 
date  of  the  application  to  register. 

Ab  registration  gives  an  independent  title,  the  owner  of  Trade- mark 
trade-mark  rights  acquired  by  user,  when  he  has  regis-  ^r  before^ 
tered  his  mark,  will  only  need  to  avail  himself  of  his  registration. 
«arKer  title  if  the  propriety  of  the  registration  is  ques- 
tioned, or  if,  within  the  five  years,  conflicting  rights  to  the 
ntark  are  set  up. 

W  Oiap.  IV.,  p.  68.  (e)  Sect.  87 ;  see  MiteheWa  Tm., 

(«)  As  to  this,  flee  below,  p.  266.      28  G.  D.  666  (1886),  Chitty,  J., 
H  Chap.  VUI.,  p.  106.  and  p.  266. 

(/)  Sect.  76,  p.  265. 
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Before  the  Acts  (except  in  the  case  of  Sheffield  catlers' 
marks)  user  of  the  mark  was  the  only  way  in  which  trade* 
mark  rights  in  it  could  be  acquired  (g).  It  was  of  the  very- 
essence  of  such  rights  (A),  and  it  is  provided,  by  sect.  76, 
that— 
Sect.  76.  "  [Application  for]  (t)  registration  of  a  trade-mark 

eqmv^Sto  ^^^  ^®  deemed  to  be  equivalent  to  public  use  of  the 

i^'*  trade-mark,  [and  the  date  of  the  application  shall,  for 

the  purposes  of  this  Act  {k),  be  deemed  to  be,  and  as 
from  the  1st  of  January,  1876,  to  have  been,  the  date 
of  registration]  "  (t). 
The  amendment  of  this  section  was  effected  upon  the 
recommendation  of  Lord  Herschell's  Committee  (/).    The 
alteration  was  merely  directed  to  give  legislative  authoriiy 
to  the  rule  already  in  force. 
Kewand  A  serious  question  arose  on  the  construction  of  the 

marks  may  be  original  Act,  of  1875,  which  contained  no  provision 
registered.  equivalent  to  sect.  76,  as  to  whether  new  marks  which 
had  never  been  used  could  be  registered  under  it  (m) ;  but 
the  view  expressed  above,  that  the  Act  created  a  new 
mode  of  acquiring  trade-mark  rights,  which  had  been 
Sudson's  Com,  acted  upon  from  the  first,  was  finally  affirmed  in  Hudson^s 
Trade-Marks  (n).  "  In  my  opinion,"  Cotton,  L.J.,  said,  in 
that  case,  ''the  language  (of  the  Act),  though  not  appro- 
priate, means  this,  that  a  man  who  designs  one  of  those 
special  things  pointed  out  in  sect.  10  {o)  is,  as  designer, 
to  be  considered  as  the  proprietor  of  it,  and  if  there  is  no 
one  else  who  has  used  it,  or  who  can  be  interfered  with  by 
the  registration  and  subsequent  assertion  of  title  to  the 
mark,  then  he  is  to  be  considered  as  entitled,  within  the 

(^)  Chap,  n.,  p.  24.  C.  D.  454  (1886);  XyiMfofi'f  Dn., 

(A)  Muds<m'sTmi,,Z2C.T>,Sll;  32  0.  D.   109;    3  B.  P.  0.   102 

3  R.  P.  C.  165  (1886),  0.  A.  (1886),  both  0.  A. 

(»)  Act  of  1888,  B.  17.  («)  82  C.  D.  311 ;  3  R.P.  C.  166 

(k)  i.e.,  the  principal  Act,  the  (1886), 0.  A.    The  application waa 

Act  of  1888;  see  Act  of  1888,  s.  27.  made,  and  the  case  was  decided, 

(/)  Report  of  1888,  p.  13.  under  the  Act  of  1875. 

(m)  See  Edwardi  y.  Dmnia,  30  (o)  t. «.,  of  the  Act  of  1876. 
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"meaning  of  the  Act,  to  the  exclusive  use  of  that  which,  in 
faet,  has  never  been  in  any  way  used,  but  which  has  only 
heen  designed  by  him,  and  which  he  can  be  treated  as  the  per- 
son entitled  to  register,  if  no  one  else  had  so  used  it,  as  that 
his  user  would  be  interfered  with  by  the  registration  "  (p). 
And  new  marks  have  since  been  constantly  registered. 
Any  other  construction  of  the-  Acts  would  have  led  to 
Tery  strange  results,  for  no  length  of  user  was  required  to 
be  shown  in  the  actions  or  suits  for  infringement  before 
the  Act8(^).  In  any  case,  sect.  75  makes  the  matter 
absolutely  clear,  for,  having  regard  to  sect.  76  of  the  Act 
of  1883,  quoted  below,  and  the  corresponding  section  of 
the  earlier  Act,  it  is  difficult  to  see  what  operation  it  could 
have  except  in  regard  to  new  marks. 

But  although  actual  use  of  the  mark  is  not  a  condition  Applioant  for 
precedent  to  registration,  the  applicant  must  intend  to  use  muat^intrad 
it,  ao  that  the  registration  of  a  mark  merely  for  the  purpose  to  use  the 
of  preventing  other  traders  from  using  it  wiU  not  confer 
upon  the  proprietor  any  title  to  it,  and,  if  registered  for 
sacb.  a  purpose  only,  it  ought  to  be  removed  from  the 
roister  (r). 

2.  Segistration  as  Evidence  of  Title. 

Sect  76  provides  that : 

"  The  registration  of  a  person  as  proprietor  of  a  Sect.  76. 
trade-mark  shall  be  primft  fade  evidence  of  his  right  ^fjri^tor  of 
to  the  exclusive  use  of  the  trade-mark,  and  shall,  after  ma&  to  have 
the  expiration  of  five  years  from  the  date  of  the  regis-  Swlusive  use 
tration,  be  conclusive  evidence  of  his  right  to  the  exclu-  ^*  ^** 
sive  use  of  the  trade-mark,  subject  to  the  provisions 
of  this  Act." 
Registration  being  declared  by  the  preceding  section  of  Comparison 
the  Act  to  be  equivalent  to  public  user,  the  section  is  in  ^^J^erAct. 

(^)  SwperCbitlj,  J.,  m  Barlow  (r)  ApoUinaris  Oo.'s  I^,,  (1891) 

▼.  /tfibHOfi,  7  B.  P.  G.  at  p.  404  2  Gh.  p.  234 ;   8  B.  P.  C.   137, 

(1890).  Fry,  L.J. 

W  8ee0hap.II.,p.  84. 
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"  Subject  to 
the  provisions 
of  this  Act." 


Right  limited 
to  goods  for 
which  the 
mark  is 
registered. 


Registration 
restricted  to 
goods  for 
which  the 
mark  is 
used. 


accordance  with  the  old  law.  It  is  identical  in  terms 
with  sect.  3  of  the  Act  of  1876,  except  that  by  a  verbal 
amendment  "proprietor"  has  been  substituted  for  "first 
proprietor,"  and  the  proviso  of  the  last  clause  is  now 
general,  whereas  in  the  earlier  Act  it  stood  "subject  to 
the  provisions  of  this  Act  as  to  its  connection  with  the 
goodwill  of  a  business." 

The  most  important  of  the  provisions  of  the  Act  referred 
to  are  the  sections  which  enable  a  second  person  who  has 
an  independent  title  to  an  old  mark  identical  with  or 
similar  to  a  mark  already  registered,  to  be  registered  as 
proprietor  of  it  («) ;  the  provision  of  sect.  65  that  a  trade- 
mark must  be  registered  for  particular  goods;  the  provision 
of  sect.  70  for  the  assignment  of  registered  marks  in  con- 
nection with  the  goodwill  of  the  business  to  which  they 
belong ;  and  the  provision  of  sect.  90  for  the  rectification  of 
the  register.  It  will  be  seen  that  the  operation  of  the  last- 
mentioned  section  is  to  very  considerably  diminish  the  value 
of  five  years'  registration  as  conclusive  evidence  of  title  {t). 

The  registration  confers  no  rights  except  in  regard  to 
the  goods  for  which  the  mark  is  registered,  whether  that  be 
the  whole  or  only  part  of  a  register  class  (u),  and  if  the  regis- 
tration is  limited  by  a  note  entered  on  the  register  to  some 
only  of  the  goods  which  would  be  otherwise  included  under 
it,  the  rights  conferred  are  limited  also  in  the  same  way  (x). 

Further,  if  the  mark  is  actually  used  for  certain  goods 
only,  although  registered  for  others  also,  the  exclusive 
rights  conferred  by  the  section  do  not  extend  to  the  latter. 


(s)  Sects.  62,  71,  and  72  (1) ; 
Jaekton  v.  Napper,  36  0.  D.  162; 
4  R.  P.  0.  p.  66  (1886),  StirliDg,  J. ; 
and  see  Mouaon  v.  Boehm,  26  C.  D. 
398,  cited  below,  p.  290,  and  the 
<*  three  mark  rule,"  Chap.  X., 
p.  177. 

(0  See  p.  268. 

(n)  Hart  y.  ColUy,  44  G.  D.  193; 
7  R.  P.  0.  93  (1890),  North,  J. 


(x)  Jay  V.  Zadler,  40  0.  D.  649  : 
6  R.  P.  0. 136  (1888),  Kekewich,  J. 
In  this  case,  besides  the  ordinary 
injunction  to  restrain  infringrement 
on  the  goods  for  which  the  mark 
was  registered,  the  plaintiff  ob* 
tained  an  injunction  to  restrain  the 
defendant  from  using  the  plaintiff's 
trade-mark,  on  other  goods,  so  as 
to  deceive.  The  head-note  is  too 
loosely  stated. 


r 
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IJins,  where  the  plaintiff  in  an  action  was  the  assignee  of  Bdu>ardt  v. 
a  mark  registered  for  "  unwrought  and  partly  "WTonght  ^^^' 
metak  used  in  maanfacture,"  and,  in  fact,  he  only  used 
it  upon  sheet  iron  goods,  his  business  being  confined  to 
sack  goods,  and  the  defendant  was  the  agent  of  the  pro- 
prietors of  a  similar  mark  subsequently  registered  for  steel 
and  iron  wire,  and  he  had  sold  wire  with  the  latter  mark 
upoa  it,  it  was  held  that  the  plaintiff  had  no  cause  of 
adioii,  and  an  order  was  made  that  the  registration  of  the 
plaintiff's  mark  should  be  rectified  by  confining  it  to  sheet 
iron(y). 

Id  the  ease  just  cited  the  plaintiff  was  assignee  of  the 
registered  mark,  and  the  decision  turned  to  some  extent 
upon  the  rule  that  a  registered  mark  can  only  be  assigned 
in  connection  with  the  business  to  which  it  belongs  (z), 
the  plaintiff's  business  being  confined,  as  already  stated, 
to  sheet  iron  goods ;  but  all  the  judges  in  the  Court  of 
Appeal  indicated  au  opinion  that  the  rights  of  the  original 
Rgistered  proprietor  would  in  any  case  have  been  limited 
by  his  actual  user  of  the  mark  (a),  and  this  opinion  has 
fiboe  been  adopted  and  followed  by  Chitty,  J.,  in  the 
neentcase  of  Har greaves  v.  Freeman  {b). 

The  main  purpose  of  sect.  76  is  to  facilitate  the  proof  Gertmoate  of 
of  title  by  a  plaintiff  suing  for  an  alleged  infringement  of  ^§^^0?  " 
his  mark ;  in  place  of  the  evidence  of  user  and  reputation,  title,  primd 
by  which  he  would  have  had  to  show  his  right  to  the  mark  o^ive. 
before  the  Acts,  he  has  only  to  produce  the  certificate  (c) 
of  registration  of  his  mark,  and  that  will  be  primd  facie 
evidence  of  his  title  (d). 

The  evidence  afforded  by  the  registration  may  be  re-  Evidence 
batted,  if  the  registration  is  less  than  five  years  old,  at  the  ^^e^'^^'B 
date  when  the  fact  of  registration  is  put  in  evidence  (^).  own  case. 

(jr)  EiwartU  v.  Deimis,  30  G.  D.       237. 
^  (1885),  C.  A.  {c)  Sect.  96,  rule  60. 

M  Sect.  70.  \d)  Finto  v.  Badman,  8  B.  P.  0. 

(«)  And  Bee  Sadton's  Tm,,   32       181  (1891),  C.  A. 
C.  D.  at  p.  319  (18S6).  (e)  ThuB,  in  ZevH"  r,  Qoodtein,  4 

(*)  (1891)  3Ch.  39;  8  R.  P.  C.       R.  P.  C.   492  (1886),  Chitty,  J., 
K.  S 
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Thus,  in  the  case  last  cited  (t),  the  plaintifEs  were  not  content 
to  rest  their  title,  as  in  the  first  instance  they  might  have, 
merely  upon  the  registration,  but  they  set  out  in  their 
pleadings  the  steps  by  which  they  alleged  that  the  trade- 
mark in  question  had  been  transferred  to  them,  and 
thereby  showed  that  the  original  proprietors  of  the  mark, 
and  of  the  cigar  factory  and  business  in  connection  with 
which  it  had  been  acquired,  had  purported  to  assign  the 
trade-mark  without  assigning  the  goodwill  of  the  busi- 
ness. It  followed,  therefore,  that  the  assignment  was  a 
nullity  (/),  and,  as  the  registration  was  less  than  five 
years  old,  the  prifnd  facie  title  conferred  by  it  was  con- 
sequently rebutted  by  the  evidence  furnished  by  the 
plaintiff's  own  case. 
Five  yeara'  If  the  register  shows  that  the  registration  was  five  years 

'^^^^^^  ^^*  old  at  the  date  when  it  is  put  in  evidence  (^),  it  will  be 
conclusive  evidence  of  the  title  of  the  registered  proprietor, 
or,  subject  to  sect.  70,  of  his  assignee,  so  long  as  the 
registration  stands ;  but  it  is  open  to  the  defendant,  as  a 
person  aggrieved  by  the  registration,  if  it  has  been  made 
without  sufficient  cause  {h),  to  apply  by  motion  or  sum- 
mons, under  sect.  90,  to  have  it  expunged  or  restrioted. 
The  application  cannot  be  made  by  counterclaim  in  the 
action  (t). 
Begistermay  The  words  of  sect.  76  appear  to  make  that  section 
anytime.  *  Subject  to  sect.  90,  and,  therefore,  to  make  the  rights 
conferred  by  it  subject  to  the  rectification  of  the  register, 
even  though  the  mark  in  question  has  been  registered  for 
five  years,  and  this  has  been  held  to  be  the  case.  The 
scone  result  was  arrived  at  upon  the  construction  of  sect.  3 


held  that  the  words  Self  Wather,  {ff)  See  EaywartCs  Tm,y  54  L.  J. 

althongh  they  had  been  two  years  Gh.  1003  (1886),  Eay,  J.,  where  a 

on  the  register,  were  not  a  trade-  note  post-dating  the  registration 

mark.       The    case,    nevertheless,  was  inserted  on  the  regplster,  cited 

socoeeded  on  the  groxmd  of  passing  above,  p.  236. 

off ;  see  further,  p.  304,  note  (Q.  (A)  Ghap.  XI.,  p.  220. 

(/)  Sect.  70,  and  Chap.  Xm.,  (»)  Finto     t.     BadmoHy     wupra^ 

p.  272.  note  {d). 
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of  the  Act  of  1875,  notwithstanding  the  dictum  to  the 
omtraiy  of  Jessel,  M.E.,  in  Sydeh  Trade-Mark  (A), although 
the  saving  in  that  section  applied  in  express  terms  only  to 
A  particnlar  provision  of  the  Act,  namely,  that  relating  to 
affiignment  The  following  are  cases  in  which  mai^  were 
removed  or  varied  on  the  grounds  stated,  after  being  upon 
the  leg^ister  for  five  years  or  more.  As  the  cases  are 
constantly  referred  to,  it  will  be  convenient  to  tabulate 
them. 

The  words  Braided  Fixed  Stars,  removed,  because  Exampleeof 
they  were  descriptive  and  common   to  the   trade,  and  removed^r 
because,  though  registered  as  an  old  mark,  they  had  not  varied  after 
been  used  alone  before  the  Act  of  1875,  Palmer*8  Tm.y  21  r^^Uon. 
a  D.  47  (1882),  C.  A. ;  24  C.  D.  604,  C.  A. ;  Valvolinb, 
removed  on  similar  grounds,  Leonard  and  Ellis^  Tm.,  26 
C.  D.  288  (1884), C.  A;  La  Miner va-Habana,  removed, 
because  the  words  were  common  to  the  trade,  Lhyd  and 
&fw'  Tm.,  27  C.  D.  646  (1884),  Chitty,  J.;  a  syphon- 
bottle  device,  removed,  because  used  by  more  than  three 
persons  before  the  registration,  Wragg^s  Tm.^  29  C.  D. 
651  (1885),  Pearson,  J. ;  a  Neptune  and  trident  device, 
r^tricted  to  the  goods  over  which  the  proprietor's  rights 
extended,  Edwards  v.  Dennis,  30  C.  D.  464  (1886),  C.  A ; 
the  word  Eton,  registered  as  an  old  mark,  removed, 
because,  as  used  by  the  proprietor,  it  was  not  "  special  and 
distinctive,"   WoodCa  Tm.,  32  C.  D.  247 ;  3  E.  P.  C.  81 
(1886),  G.  A.;  the  word  Albion,  registered  as  an  old 
mark,  removed  on  the  ground  that  it  was  descriptive  of  a 
particular  pattern,  and  not  used  as  a  trade-mark,  Harriso-n, 
McGregor  8f  Co.'s  Tm.,  42  0.  D.  691 ;  7  E.  P.  C.  26 
(1889),  Kekewich,  J.;    a   device,  removed   because   its 
registration  was  procured  by  material  misrepresentation 
as  to  user   before    1875,  Baker   v.    Rawaon,  46   C.   D. 
519;  8  E.  P.  0.  89  (1889),  North,  J.;  deceptive  trade- 
maAsj  EUl's  Tm.  {ante,  p.  216),  and  Wilh'  Tm.  {ante, 

(k)  7  C.  D.  724  (1878). 

s2 
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Sect.  76  is 
subordinate 
to  sect.  90. 


Registratioii 
oonolusiTe  if 
no  application 
nnder  sect.  90. 


In  most  of  the  cases  just  dted,  it  was  urged,  but  un- 
Buocessfully,  tliat  five  years'  registration  constitutes,  under 
sect.  76  of  the  Act  of  1883,  or  sect.  3  of  the  Act  of  1876, 
an  indefeasible  title ;  and,  in  Baker  v.  Ratcsortj  it  was  con- 
tended that  the  previous  decisions  only  applied  where  the 
mark  sought  to  be  removed  was  common  to  the  trade,  or 
otherwise  incapable  of  registration,  that  they  were  all  cases 
on  the  older  Act(/),  and  that  the  present  Act  must  be 
construed  differently;  but  North,  J.,  overruled  all  the 
objections,  and  held  that  the  earlier  decisions  had  finally 
concluded  the  question.  It  may,  consequently,  be  con- 
sidered as  settled  law,  that  the  conclusive  evidence  of  title 
furnished  by  five  years'  registration,  is  no  answer  to  an 
application  to  rectify  the  register,  by  removing  or  varying 
the  mark  imder  sect.  90. 

In  the  absence  of  an  application  to  rectify,  the  five  years' 
registration  is  conclusive  evidence  of  title  in  an  action  for 
infringement,  so  that  the  defendant  cannot  allege  that  the 
mark  in  question  ought  not  to  have  been  registered  (m). 


3.  Begistration  is  a  Condition  precedent  to  an  Action  for 
Infringement. 

It  is  provided  by  sect.  77  that : — 
Sect.  77.  '*  A  person  shall  not  be  entitled  to  institute  any 

proceedings  to  prevent  or  to  recover  damages  for 
the  infringement  of  a  trade-mark  unless,  in  the  case 
of  a  trade-mark  capable  of  being  registered  under  this 
Act,  it  has  been  registered  in  pursuance  of  this  Aot, 
or  of  an  enactment  repealed  by  this  Act,  or,  in  the 
case  of  any  other  trade-mark  in  use  before  the  13th 
of  August,  1875,  registration  thereof  under  this  part 
of  this  Act,  or  (of)  (n)  an  enactment  repealed  by  this 
Act,  has  been  refused.     The  comptroller  may,  on 


(/)  Wragg*8  Cote,  ante^  p.  269, 
was  decided  under  the  Act  of  1883. 

(m)  ApoUinariB  Co.  v.  "fferrfeldt^ 
4  R.  P.  C.  478  (1887),  0.  A. ;  see 


also   Zeahy,  KeUy^  and  Leahy  v. 

Ohver,  10  R.  P.  C.  141  (1893).  H.  L. 

(»)  Sie,  without  the  brackets. 
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"  request,  and  on  payment  of  the  prescribed  fee,  grant  a 
certificate  (o)  that  such  registration  has  been  refused." 
The  oorr^ponding  section  of  the  Act  of  1876  was  part  The  oorre- 
of  sect.  1.    It  was  in  the  following  terms :  "  From  and  ^l^ona^f 
after  the  1st  day  of  July,  1876,  a  person  shall  not  be  earUepAots. 
entitled  to  institute  any  proceeding  to  preyent  the  in- 
fringement of  any  trade-mark,  as  defined  by  this  Act, 
until  and  unless  such  trade-mark  is  registered  in  pursuance 
of  this  Act." 

It  was  found  that  the  time  allowed  between  the  com- 
mencement of  the  Act  of  1875— namely,  the  13th  of 
Angust,  1875,  and  the  1st  of  July,  1876 — ^was  insufficient 
for  the  registration  of  the  very  numerous  trade-marks 
already  in  use  {p) ;  and  by  the  Act  of  1876  (q),  the  period 
allowed  for  registration  was  extended,  and,  at  the  same 
time,  the  terms  of  the  enactment  were  amended,  so  as,  on 
the  one  hand,  to  make  the  prohibition  extend  to  an  action 
for  damages,  as  well  as  to  an  action  for  an  injunction,  in 
lespect  of  an  infringement  of  a  trade-mark,  as  defined  by 
the  Act  of  1875,  and,  on  the  other  hand,  to  exempt  from 
its  scope  any  trade-mark  in  use  before  that  Act  which 
had  been  refused  registration  under  it.  This  amendment 
was  in  accord  with  the  policy  of  the  Acts  to  preserve  old 
trade-mark  rights  substantially  without  alteration  (r). 

By  the  Act  of  1877  («),  and  an  Order  in  Council  made 
th^ieander,  the  time  for  registration,  in  the  case  of  trade- 
markB  nsed  in  the  textile  industries,  was  further  extended 
to  the  30th  of  June,  1878. 

There  does  not  seem  to  be  any  material  difPerence 
between  the  amended  section  of  the  Act  of  1876  and 
sect.  77  of  the  present  Act. 

W  Seep.  264.  {q)  39  &  40  Vict.  c.  33,  b.  1. 

(p)  In    1879   there   were    still  (r)  See  per  Lord  Blaokbum,  Orr' 

44,000    applications     to    register  £winff  y.  Ths  Regittrar  of  Tms.,  4 

pending  and  undisposed  of  in  the  App.    Cas.    p.    498    (1879) ;     see 

Tnde-Karks  Office  at  Manchester ;  Chap.  XI.,  p.  248. 

Saatpulo  y.  Kaufmann,  23  Sol.  J.  («)  40  &  41  Vict.  o.  37. 
819. 
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Act  of  1888.  The  only  Act,  making  provision  as  to  wliat  may  be 
registered,  repealed  by  the  Act  of  1883,  is  the  Act  of 
1875.  By  the  Act  of  1888,  the  Act  of  1883  is,  as  from 
the  1st  of  January,  1889,  to  take  effect  subject  to  the 
additions,  omissions,  and  substitutions  required  by  the 
later  Act;  but  nothing  in  the  later  Act  is  to  affect  the 
validity  of  any  act  done,  right  acquired,  or  liability 
incurred  before  the  date  mentioned  {t).  So  that  the 
marks  capable  of  registration  imder  the  present  Act, 
within  the  meaning  of  sect.  77,  are  those  described  in 
sect.  10  of  the  Act  of  1888. 

The  prohibition  of  the  section  does  not  in  terms  extend 
to  (a)  any  new  (u)  mark  incapable  of  registration  under 
the  present  Act,  whether  it  was  or  was  not  capable  of 
registration  under  a  repealed  Act,  and  whether  it  has  been 
refused  or  never  tendered  for  registration  under  any  of  the 
Acts ;  or  to  (b)  any  old  mark  which  was  incapable  of,  and 
was  refused,  registration  under  a  repealed  Act,  but  is 
capable  of  registration  under  the  present  Act. 
Kew  marks  (a.)  Although  the  section  does  not  expressly  enact  that 

remtoation  *  ^^^  mark,  incapable  of  registration  under  the  Act, 
that  is,  not  falling  within  any  of  the  classes  of  marks 
enumerated  in  sect.  64  (a?),  shall  not  be  the  subject  of 
trade-mark  rights,  yet  the  saving  contained  in  it,  with 
regard  to  old  marks  which  have  been  refused  registra- 
tion (y),  plainly  shows  that  this  was  the  result  contem- 
plated by  the  draftsman.  And  the  Acts  have  always  been 
regarded  as  limiting  the  classes  of  symbols  in  which  trade- 
mark rights  can  be,  or,  since  they  came  into  operation,  can 
have  been,  acquired  by  the  descriptions  comprised  in  their 
several  definition  clauses  (s). 

(0  Act  of  1888,  88.  27  and  28.  (1886),   Chitty,    J.,    eaid:    "The 

(u)  i.  e.f  not  used  as  a  trade-  result  (of  sect.  77)  is  that  a  person, 

mark  before  1 3th  August,  1875.  who,  I  will  assume,  is  entitled  to 

{x)  Chap.  IV.,  p.  58.  be,  but  by  some  error  has  not  been, 

(y)  But  see  next  page,  note  (e),  put  on  the  regfister  by  the  comp- 

{z)  In  The  Normal  Co.'s  Tm.,  35  troller  or  by  the  Board  of  Trade, 

C.  D.  p.   235 ;    3  B.  P.  G.   269  loses  his  right,  because  it  is  useless 
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Thusy  Cotton,  L.J.,  said,  in  Van  Duzer^a  Case  (a),  "  The  apeinttdn  the 
Act  was  also  intended  to  protect  the  public,  by  having  a  ^"^  *^*^ 
roister  of  marks,  so  that  they  might  know  what  it  was 
that  was  protected  by  the  trade-marks  adopted,  and  also 
by  cutting  down  the  numerous  forms  of  words  and  other 
things,  by  the  use  of  which  traders  tried  to  secure  them- 
selves exclusive  rights." 

And  applications  to  expimge  the  plaintiffs*  trade-marks 
from  the  register  have  been  constantly  made  in  actions 
for  infringement  of  the  trade-marks,  and  have  been  treated 
as  effectual  defences  if  successful,  unless  in  any  case  the 
plaintiff  could  make  out  a  case  of  '^  passing  off  "  {b)  by  the 
use  of  his  trade-mark  {c).  The  question  has,  however,  so 
far  as  I  am  aware,  never  been  directly  raiBed  and  decided 
by  the  Court,  and  the  term  "  common  law  trade-mark  " 
has  been  judicially  applied  to  marks  which,  being  incap- 
able of  registration,  have  been  protected  in  passing  off 
actions  ((^. 

(b.)  There  is  no  groimd,  apparently,  for  a  suggestion  Old  marks 
that  an  old  mark  once  refused  registration  need  be  tendered  registration, 
again  in  order  to  escape  the  prohibition  of  the  section, 
because  it  might  possibly  be  accepted  under  an  Act  sub- 
sequently passed.  There  is,  in  fact,. little  probability  of 
the  question  arising,  although  letters  and  figures  excluded 
by  the  Act  of  1875,  as  old  marks,  are  now  admitted  to 
registration  (e). 

to  baTe  a  trade-mark  which  you  (h)  See  below,  p.  265. 

cwmot  protect  in  case  of  infringe-  (<?)  Chap.  XVI.,  p.  379. 

Bwot;  as  to  old  marks,  however,  {d)  Eeddaway  ^  Co,  v.  Bentham 

a  distinction  is  drawn.    And  where  Hemp  Spinning  Co.,  (1892)  2  Q.  B. 

there  has  been  a  refnsal,  there  is  a  639  ;  9  R.  P.  G.  603,  Lindley,  L. J. 

light  to  institute  proceedings  to  (e)  Lord  Blackburn,  in  his  judg- 

prerent  infringement.    ...    So  ment  in  Orr^Ewing  v.  The  Hegiatrar 

tbtt  the  validity  of  the  old  trade-  of  Tma,,  4  App.  Gas.  pp.  498  and 

nvks  does  not   depend   on    the  499  (1879),  seems  to  have  regarded 

(oon-jr^istration."  the  Act  of  1876  as  barring    all 

(a)  34  C.  D.  p.  634 ;  4  B.  P.  G.  actions  in  respect   of  old   marks 

31(1887);  id,  ApoUinarisCo.'' 8  Tms.,  which  were  incapable  of  registra- 

(1891)  2  Oh.  at  p.  235  ;  8  B.  P.  G.  tion,  and  the  permission  to  sue  if 

137,  per  Fry,  L. J.  a  certificate  of  refasal  to  register 
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OerHficate  of 
refusal. 


Seg^tration 
a  condition 
precedent  to 
action ; 


Lord  Hersohell's  Committee  advised  that  the  certificate 
of  refusal  should  be  altered  to  a  certificate  that  the  trade- 
mark is  incapable  of  being  registered  under  the  Act,  on 
the  ground  that  the  former  tends  to  prejudice  the  pro- 
prietor of  the  mark,  especially  in  proceedings  abroad  (/) ; 
but  the  suggestion  was  not  adopted.  The  fees  payable  for 
the  certificate  of  refusal  are  1/.  for  one  mark,  and  10«. 
in  addition  for  each  mark  beyond  the  first.  The  form  of 
application  is  Form  L.  {g). 

It  was  suggested  by  Malins,  V.-C,  in  ITie  Twentache 
Stoom  Bkekejy  Goor  v.  Ellinger  Sf  Co.  (A),  that  the  prohibi- 
tion of  sect.  77  does  not  apply  to  foreign  owners  of  trade- 
marks ;  but  it  is  submitted  that  the  suggestion  lb  ill-founded, 
and  that  no  distinction  can  be  drawn  between  trade-marks 
owned  by  subjects,  and  those  owned  by  aliens  (M). 

The  section  makes  registration,  in  the  cases  falling  within 
it,  a  condition  precedent  {i)  to  an  action  for  infringement. 
Where,  therefore,  the  sole  consignee  of  goods  for  which 
his  consignors  had  a  label  registered  as  a  trade-mark  in 
France,  sought  to  restrain  the  use  of  a  name  which  formed 
a  material  feature  in  the  label,  it  was  held  that  the  action 
was  in  substance  an  action  to  restrain  an  infringement  of 
the  label,  and,  as  that  might  have  been  registered  in 
England  as  a  trade-mark  under  sect.  103  of  the  Act,  it 
fell  within  the  prohibition  {k).  An  action  to  restrain  the 
use  of  a  registered  mark  on  goods  for  which  the  registra- 
tion does  not  avail  is  also  within  the  prohibition,  for  it  is 
in  effect  an  action  in  respect  of  an  unregistered  mark  (/). 


were  g^ven,  as  only  intended  to 
meet  cases  where  the  mark  ought 
to  have  been  reg^tered,  pending  an 
appeal  to  the  Court.  He  says  the 
owner  of  the  trade-mark  '^may 
seek  for  more  speedy  redress  "  by 
bringing  his  action  for  infringe- 
ment instead  of  appealing  against 
the  registrar's  decision.  It  is  sub- 
mitted, however,  that  this  view  is 
inconsistent  with  the  express  words 


of  that  Act  and  of  sect.  77. 

(/)  Report  of  1888,  p.  ziii. 

{jg)  Appendix,  p.  611. 

(A)  26  W.  R.  70  (1877). 

(hh)  See  GoodfelUno  v.  ifVimw, 
note  {k) ;  and  Chap.  XV.,  p.  300. 

{%)  Fer  Lord  Blackburn  in  Orr^ 
EwingU  CoMj  note  {e), 

(*)  Good/ellow  V.  Prince,  35  C.  B. 
9  (1887),  C.  A, 

(I)  Hargreaves  y.  Freeman^  (1891) 
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It  is  not  an  enactment  that  a  man  shall  not  have  a  trade-  not  to  aoqtd- 
mark  nntil  he  registers  (m),  and  it  has  been  compared  (m)  Sade-mark. 
to  sect.  24  of  the  Copyright  Act  (n),  which  is  satisfied  by  a 
legistiation  made  subsequently  to  the  wrongful  act  com- 
plained of,  but  before  the  commencement  of  the  action. 
It  is  sufficient  if  the  registration  is  effected  before  the 
hearing  (o). 

Only  the  registered  owners,  or  the  assignees  of  the  regis-  Only  the 
tered  owners,  of  the  trade-mark  can  sue  in  respect  of  an  !|J^^^  or 
infringement  of  it  {p)y  but  it  is  not  necessary  that  an  ^is  aaeignee 
aaagnee  should  have  registered  the  assignment  before 
commencing  his  action  {q). 

The  Prohibition  does  not  affect  Passing  Off  Actions. 

Sect.  77  has  no  application  to  actions  to  restrain  a  trader 
pasfflng  off  his  goods,  or  doing  what  is  calculated  to  pass 
off  his  goods,  as  the  goods  of  another.     Two  questions 
arise  in  trade-mark  actions  and  in  allied  actions :  first,  is 
the  defendant  using  a  mark  which  is  the  same  as,  or  which 
is  a  colourable  imitation  of,  the  plaintiff's  registered  trade- 
mark; and  secondly,  is  the  defendant  selling  goods  so 
marked  as  to  be  designed,  or  calculated  to  lead  purcheisers 
to  beUeye  that  they  are  the  plaintiff's  goods  (r).     The  two  Distinction 
questions  are  distinct,  and  the  injunctions  granted  by  the  ^^^j^ 
Conrt  to  meet  the  wrongs  complained  of  are  different  in  and  pasdng 
the  two  cases.     Thus,  in  Jay  v.  Ladler  («),  the  defendant  ^   *^**®*' 

SCh.  89 ;  8  B.  P. C.  237,  Ghitty,  J. ;  sole   pnrchasera    from   registered 

d.J§jfY.  ZadlarajidL  EartY.  Collet/t  proprietors.      Leave    to   add  the 

died  below,  p.  267.      That    the  proprietors. 

xegutration  is  blocked  by  delay  at  {g)  IhUe  y.  Eenahaw,  31  0.  D. 

tbe  offioe  wa«  considered  to  be  no  323 ;  3  B.  P.  0. 15  (1886),  North,  J. 

HaxxopfUo  y.   Kaufmann,  (r)  Mitehell  y.  Emry,  15  0.  D. 


23  8oLJ.  819(1879),  litUe,  v. -G.  181  (1880),  Thedger,  L. J. ;   M- 

(•)  T$r  Ghittj,  J.,  in  Barlow  y.  wardt   y.    Dennis,   30  C.   D.   454 

/•*««,  7  B.  P.  C.  at  p.  405  (1890).  (1885),  Fry,  L.J. ;   see  Chap.  I., 

(«)  5  &  6  Yict.  c.  46.  p.  12,  and  Chap.  XVL,  p.  382. 

(•)  SazzopuloY.  Kaufmann,  tupra.  («)  40  C.  D.  649  ;  6  B.  P.  C.  136 

[p]  Richardt  y.  Butcher,  7  B.  P.  (1888),  Eekewioh,  J. 

C.  238  (1890),  Kay,  J.    Action  by 
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was  restrained  ^^  from  infringing  the  plaintiff's  said  trade- 
mark by  issuing,  pubUsIiing,  or  oironlating,  or  causing  to  be 
issued,  published,  or  circulated,  any  circular,  advertisement, 
or  notice  containing  or  bearing  the  trade-mark  in  the 
pleadings  mentioned,  or  any  colourable  imitation  thereof, 
in  connection  with  sealskin  mantles  and  sealskin  coats  (the 
only  goods  for  which  the  trade-mark  was  registered),  or 
otherwise  using  the  said  trade-mark  in  that  connection," 
and  he  was  also  restrained  ''  from  using  the  device  of  a 
lady  and  bear  (the  trade-mark  in  question),  so  as  to  deceive 
the  public,"  that  was,  so  as  to  lead  the  public  to  believe 
that  the  goods  of  the  defendant  were  the  goods  of  the 
plaintiff. 

The  jurisdiction  to  grant  the  last-mentioned  injunction  is 
part  of  the  general  jurisdiction  of  the  Courts  to  prevent  and 
to  give  compensation  for  frauds  which  cause  injury  to  the 
person  who  comes  to  complain  of  them  (^),  and  this  jurisdic- 
tion, which  was  well  established  before  the  Trade-Marks 
Begistration  Acts,  has  not  been  taken  away  or  altered  by 
anything  contained  in  them  {u). 

It  is  no  defence,  therefore,  to  an  action  for  passing  off 
the  defendant's  goods  as  those  of  the  plaintiff,  that  the 
grant  of  an  injunction  would  practically  confer  on  the 
plaintiff  trade-mark  rights  in  an  unregistered  trade-mark. 
The  stone  AUs  This  is  well  shown  by  The  Stone  Aks  Case.  There  the 
plaintiffs  had  registered  the  words  Stone  AU  as  a  trade- 
mark, and  they  had  other  registered  marks  which  com- 
prised the  same  words.  An  application  was  made  by  the 
defendant  to  vary  the  registration  of  the  first-mentioned 
mark,  by  adding  a  disclaimer  of  the  right  to  the  exclusive 
use  of  the  word  Stone^  and  this  application  Chitty,  J., 
refused.  The  Court  of  Appeal,  however,  ordered  the  mark 
Stone  Ale  to  be  removed  from  the  register  altogether,  on 


tTnregistered 
trade-marks 
practically 
protected. 


Com. 


{f)  See  Chap.  I.,  p.  1. 

\u)  MiteheU  v.  ffenrify  16  0.  D. 
181  (1880),  0.  A.;  Sitiffer,  ^e,  Co, 
V.  Loog,  8  App.  Cas.  at  p.  32  (1882), 
per  Lord  Blackburn ;  Goodfellow  Y. 


FHnee,  35  0.  D.  9  (1887),  C.  A. ; 
Montgomery  v.  Thompion,  (1891) 
A.  0.  217 ;  8  R.  P.  0.  361,  {Stone 

Ale). 
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the  ground  that  it  was  not  shown  to  have  been  used 
separately  as  a  trade-mark  before  the  13th  of  August,  1875, 
but  they,  and  subsequently  the  House  of  Lords,  never- 
theless, maintained  the  injunction  granted  by  Chitty,  J. 
The  injunction  (a?)  restrained  the  defendant  from  "  carrying 
on  the  business  of  a  brewer  at  Stone,  under  the  title  of 
'Stone  Brewery,'  or  'Montgomery's  Stone  Brewery,'  or 
under  any  other  title,  so  as  to  represent  that  the  defen- 
dant's brewery  is  the  brewery  of  the  plaintiffs,  and  from 
»lling,  or  causing  to  be  sold,  any  ale  or  beer  not  of  the 
plaintiffs'  manufacture,  imder  the  term  '  Stone  Ales,'  or 
'Stone  Ale,'  or  in  any  way  so  as  to  induce  the  belief  that 
SQch  ale  or  beer  is  of  the  plaintiffs'  manufacture,  and  from 
infringing  the  plaintiffs'  registered  trade-marks,  or  any  of 
ihem." 

"The  respondents,"  Lord  Herschell  said(y),  "are  en-  Lord 
titled  to  ask  that  a  rival  manufacturer  shall  be  prevented  ?d^^'* 
from  selling  his  ale  under  such  a  designation  as  to  deceive 
the  pubHc  into  the  belief  that  they  are  obtaining  the  ale 
of  the  respondents,  and  he  ought  not  the  less  to  be 
restrained  from  doing  so,  because  the  practical  effect  of 
such  restraint  may  be  much  the  same  as  if  persons  seeking 
the  injunction  had  a  right  of  property  in  the  particular 
name." 

In  the  case  just  quoted  the  deception  was  practised  by  Passing  ofP 
the  use  of  the  plaintiffs'  trade  name  upon  the  defendant's  ^ti^^f"^ 
goods.    The  jurisdiction  existing,  apart  from  the  Acts,  unregistered 
extends  equally  to  cases  where  it  is  practised  by  the  adop- 
tion of  the  plaintiff's  trade-mark,  or  of  the  "  get  up  "  of 
his  goods,  and  it  affords  no  ground  of  defence  that  the 
trade-mark  (s),  or  an  essential  part  of  the  get  up  (a),  might 
have  been,  but  is  not,  registered  tmder  the  Acts. 

W  (1891)  A.  C.  p.  218.  193 ;  7  R.  P.  0.  93  (1890),  North,  J. 

(r)  (1891)  A.  C.  p.  220.  («)  Great  Tower  Street  Tea  Co,  v. 

{:)  Jayr.Zadler,  40  C.  D.  649;  Langford,   6   R.   P.   0.    66  (1887), 

6  fi.  P.    0.    136    (1888),    Keke-  Stirling,  J. 
wich,  J. ;  Hart  v.  Colleij,  44  0.  D. 
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Finto  V.  In  the  case  of  Pinto  v.  Badman  (6),  the  jury  found,  as  a 

''^'  fact,  that  the  defendant  had  fraudulently  sold  his  cigars 

as  those  of  the  plaintiffs,  and  also  that  he  had  infringed 
the  plaintiffs'  trade-mark,  and  Day,  J.,  gave  judgment  in 
the  plfdntiffs'  favour.  The  Court  of  Appeal  reversed  the 
decision,  and  gave  judgment  for  the  defendant,  on  the 
ground  that  the  trade-mark  on  which  the  plaintiffs  relied 
had  been  assigned  to  them  without  the  goodwill  of  the 
business  in  the  goods  to  which  it  belonged.  The  question, 
whether  the  plaintiffs  were  not,  notwithstanding,  entitled 
to  retain  their  judgment  on  the  ground  of  the  finding  of 
the  jury,  first  stated  above,  does  not  seem  to  have  been 
argued,  and  the  plaintiffs'  case  appears  to  have  been  sub- 
stantially based  upon  their  assumed  trade-mark  right. 
The  decision,  therefore,  cannot  be  regarded  as  conflicting 
with  the  proposition  that  passing  off  cases  lie  outside  the 
Acts. 
The  operation  The  cases  cited  above  have  considerably  limited  the 
^  *^  '  '  operation  of  the  prohibition  contained  in  sect.  77.  Trade- 
mark rights,  as  was  shown  in  the  introductory  chapter  of 
this  book  (c),  grew  out  of  the  right  of  a  trader  to  prevent, 
and  to  obtain  compensation  for  deceptions  practised  upon 
the  public,  which  caused,  or  were  likely  to  cause,  damage 
to  him  as  an  individual,  and,  long  after  property  in  a 
trade-mark  had  been  practically  recognized  by  the  judg- 
ment of  Lord  Cottenham  in  MilUngton  v.  JFhx{d)^  Lord 
Westbury  held,  that  imposition  on  the  public  was  the  test 
of  the  property  in  a  trade-mark  having  been  invaded  or 
injured,  although  it  was  not  the  ground  on  which  the 
Court  rested  its  jurisdiction  (e). 

The  Eegistration  Acts  have  altered  the  old  law  to  this 
extent  that,  after  five  years'  registration,  they  give  the 

(b)  8  R.  P.  0.  181  (1891),  0.  A.  Co.  v.  American  Leather  Cloth  Co,, 

{e)  Page  5.  cited  below,  p.  314;  and  see  Lord 

\d)  3    Hy.    &  Cr.   338   (1838);  Blackburn's     judgment    in     Orr* 

Chap.  I.,  p.  4.  Ewing  v.  The  Hegietrar  of  Tme,,  A 

(e)  Sail  y.  Barrows,  Leather  Cloth  App.  Gas.  at  p.  494  (1879). 
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registered  proprietor  of  a  mark,  so  long  as  he  remains 
registered,  the  exelusiye  right  to  the  use  of  the  mark  on 
the  goods  for  which  it  is  registered,  so  that  if  it,  or  an 
essential  part  of  it,  is  appropriated  hy  another  trader  the 
proprietor  can  interfere  to  restrain  the  appropriation  (/). 
But  where  the  complaint  is  not  the  appropriation  but  the 
colourable  imitation  of  his  mark,  the  test  to  be  applied  is 
still — Is  the  defendant's  mark  calculated  to  pass  oS  his 
goods  as  the  goods  of  the  plaintifi  P  (/) 

The  alteration  is  not,  however,  of  substantial  importance, 
for  it  was  settled  law,  apart  from  the  Acts,  that,  if  a  trader 
has  taken  a  substantial  part  of  the  trade-mark  of  another, 
the  onus  of  showing  that  he  is  not  using  it  in  a  manner 
calculated  to  deceive  is  cast  upon  him  {g),  and  this  onus  he 
could  hardly  discharge  if  the  mark  had,  in  fact,  become 
identified  by  use  with  the  other  trader.  So  that  the  change 
is,  in  effect,  no  more  than  the  natural  consequence  of 
treating  registration  as  equivalent  to  public  use  of  the 
registered  mark  (A). 

In  most  of  the  cases  where  the  Court  has  interfered  to  Proof  of 
prevent  the  passing  off  of  the  defendant's  goods  as  those  n^ggj^  to 
of  the  plaintiff,  the  deception  has  been  found  to  have  been  esca]^  the 
deliberately  practised;  but  fraud  is  not  necessary  to  enable 
the  Court  to  act  (i) ;  accordingly,  its  presence  does  not 
constitute   a   material   distinction   between    cases  where 
actions  in  respect  of  the  unlawful  imitations  of  trade- 
marks do  or  do  not  fall  within  the  prohibition  of  sect.  77. 

It  can  rarely  happen,  therefore,  that  the  prohibition  of  Failure  to 
sect.  77  will  prevent  the  owner  of  an  unregistered  mark,  depri™  ttie 
"which  has,  in  fact,  become  known  to  the  public,  or  to  a  proprietor  of 


(/)S6ct.   76;    see  per  Cotton,  B.  434,  C.  A.;  7  App.  Gas.  219 

U.^in  MiUhellY.  Henry,  160.  D.  (1882).    This  case  was  begrtm  in 

•t  p.  193  (1880) ;  in  Edwards  v.  1877,  before  sect.  1  of  the  Act  of 

-Ofmit,  30  C.  D.  at  p.  471  (1885) ;  1876  came  into  operation ;  it  was 

■ad  m  Lyndon's  Tm.,  82  0.  D.  at  therefore  decided  under   the   old 

p.  117  (1886) ;    and  Chap.  XV.,  law;  see  7  App.  Cas.  p.  228. 

p.  314.  (A)  Sect.  75. 

U  Orr-Etcing  r.  JohmUm,  13  C.  (i)  Chap.  I.,  p.  14. 
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the  advan- 
tages of  the 
Aots. 


GoodfeUou) 
V.  Frincg. 


UoTegistered 
trade-marks 
and  the 
Merchandise 
Marks  Act, 
1887. 


considerable,  although  indefinite,  number  of  purchasers, 
as  indicating  that  the  goods  upon  which  it  appears  are  his 
goods,  from  protecting  it  against  infringement,  for  the 
adoption  of  the  mark,  or  of  a  substantial  part,  or  a  colour- 
able imitation  of  it,  can  hardly  fail  to  be  calculated  to  pass 
off  the  goods  of  others  as  those  of  the  owner;  but  the  want 
of  registration  will  cast  upon  the  plaintiff  in  any  action  the 
necessity  of  proving  that  goods  bearing  the  mark  are  known 
as  his,  and  that  goods  bearing  the  mark  complained  of  are 
likely,  by  reason  of  the  resemblance  between  the  marks,  to  be 
mistaken  for  his.  And  where  an  injunction  is  granted  to 
restrain  the  use  of  a  mark  calculated  to  pass  off  the  defen- 
dant's goods  as  those  of  the  plaintiff,  by  reason  of  its 
resemblance  to  his  unregistered  mark,  it  should  be  so 
limited  as  to  leave  it  open  for  the  defendant  to  use  any 
part,  or  the  whole,  of  the  plaintiff's  unregistered  mark,  if 
he  can  do  so,  in  any  manner  which  is  not  calculated  to 
lead  to  deception  (k). 

The  case  of  Ooodfelloto  v.  Pnnce  (/),  which  is  the  only 
reported  case  in  which  sect.  77  has  proved  fatal  to  a  plaintiff 
where  he  sought  relief  on  the  ground  of  passing  off,  as 
well  as  in  respect  of  an  infringement  of  his  trade-mark, 
turned  upon  the  view  taken  by  the  Court  of  Appeal  that, 
as  both  plaintiff  and  defendant  were  importers,  not  pro- 
ducers, of  the  goods  in  question,  the  mark  complained  of 
was  not  calculated  to  suggest  that  the  goods  sold  by  the 
defendant  were  those  of  the  plaintiff,  but  only  that  they 
were  those  of  the  producer  from  whom  he  bought. 

Failure  to  register  a  trade-mark,  whether  it  be  occasioned 
by  the  incapability  of  registration  of  the  mark,  having 
regard  to  the  definition  clauses,  or  be  due  to  any  other 
reason,  is  material  on  other  grounds  than  those  depending 
upon  sect.  77,  for  the  definition  of  a  trade-mark  contained 
in  the  Merchandise  Marks  Act,  1887,  is,  as  regards  Great 


(k)  See  the  judgments  in  Mont^ 
gomery  v.  Thompsw,  (1891),  A.  C. 
217 ;  8  B.  P.  G.  361 ;  and  above. 


p.  266. 

(0  35  0.  B.  9  (1887),  C.  A. 
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Britain  and  Ireland,  restricted  to  trade-marks  registered  . 
under  the  Act  of  1883,  and  an  unregistered  mark  is 
oonseqnentlj  deprived  of  the  very  valuable  protection, 
under  the  criminal  law,  constitated  by  the  penalties  and 
poni^ments  provided  by  the  former  statute  for  forging 
trade-marksy  falsely  applying  trade-marks  to  goods,  or 
selling,  exposing,  or  having  in  possession  for  sale,  or  for 
any  purpose  of  trade  or  manufacture,  any  goods  or  things 
to  which  a  forged  trade-mark  is  applied.  The  provisions 
of  the  statute  as  to  applying  a  false  trade  description  do, 
however,  extend  to  unregistered  trade-marks  {m). 


(m)  Sect.  3  (2) ;  see  Book  11.,  Chap.  I.,  p.  492. 
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A  trade-mark  TiTLE  to  a  trade-maxk  cannot  be  assigned,  and  cannot 

oi^^^th^the  devolve  in  gross,  but,  unless  the  mark  connotes  a  personal 

goodwill.        connection  between  its  original  owner  and  the  goods  in 

connection  with  which  it  is  used,  it  may  be  assigned  and 

transmitted,  together  with  the  goodwill  of  the  business  in 

such  goods. 

This  proposition  was  fully  established  before  the  first 
Begistration  Act  was  passed,  and,  as  regards  regis- 
tered trade-marks,  it  was,  in  part,  embodied  in  that  Act. 
The  section  in  question,  sect.  2,  so  far  as  it  related  to 
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aaigmnent  and  transmission,  was  identical  in  terms  with 
the  oorresponding  section  of  the  present  Act  here  set  out. 
By  sect.  70— 

*^  A  trade-mark,  when  registered,  shall  be  assigned  Sect.  70. 

and  transmitted  only  in  connection  with  the  goodwill 

of  the  business  concerned  in  the  particular  goods  or 

dasses  of  goods  for  which  it  has  been  registered,  and 

shall  be  determinable  with  that  goodwill "  {a). 

Until  it  was  established  that  there  could  be  property  in 

ft  trade-mark,  there  could,  of  course,  be  no  question  of  the 

asigmnent  of  trade-mark  rights  (6),  although  the  successors 

of  the  original  founders  of  a  business  no  doubt  took  over 

tnd   continued  to    use  the   old   trade-marks   employed 

in  it,  and  were  protected  when  other  traders  sought  to 

pass  off  their  goods  as  the  goods  of  the  lawful  users 

of  the   marks  (c).      But   as  soon  as  trade-marks  were 

iec»gmzed  as  the  subjects  of  property,  the  alienation  of 

them,  as  of  any  other  property  rights,  was  permitted, 

subject  only  to  such  limitations  as  were  necessary  to  pre- 

Tent  the  use  of  the  marks  becoming  deceptive. 

Aad,  conversely,  it  was  held,  that  the  sale  and  transfer  Transfer  bj 
(rf  the  goodwill  of  a  business  assigned  the  trade-marks  ^^^^^ 
used  in  the  business  to   the  purchaser  and  transferee  will. 
hy  impHcation,  and  without   any  express  grant  being 
needed  {d). 

The  leading  cases  on  the  subject  are.  Sail  v.  Barrows  {e)y  ma  v. 
tad  The  Leather  Cloth  Co.  v.  The  American  Leather  Cloth  ^«''^'' 
CO'  if).    They  were  decided  at  the  same  time,  in  1863, 

(•}  Hie  kflt  cUraae  of  the  seotioii  L.C. 

aadi,  •'and  shall  be  determinable  {dj  Shipright  v.  ClmenU,  19  W. 

vitk  that  goodwill,"  Bee  the  next  B.  699  (1871),  Malins,  V.-G. 

cSi^rter.  {e)  32  L.  J.  Gh.  548 ;  33  L.  J. 

W  See  ptr  Try,  L.J.,  in  JPinto  Ch.  204;   4  De  G.  J.  &  S.    160, 

T.  Sadmm,  8  B.  P.  C.  at  p.  194  Bomilly,    H.B.,    and   Westbory, 

(1»1).  L.O. 

k)  See,  for  instance,  Webster  r.  (/]  1  H.  &  H.  271 ;  32  L.  J« 

^e6tter,  3  Swan.  490  (1791),  Thnr-  Ch.  721 ;  4  De  G.  J.  &  S.  137  ;  33 

lov»  Ii.C. ;  md  Motley  Y.  Downman,  L.  J.  Ch.  199  ;  11  H.  L.  C.  523  ; 

'  Kj.  &  Or.  1  (1837),  Cottenham,  36  L.  J.  Ch.  63;  Wood,  V.-C, 

K.  T 
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Trade-mark 
uomprising- 
the  name  of 
the  original 
proprietor. 


Lord  West- 
bury's  judg- 
ment. 


by  Lord  Westbury,  and  his  judgment  in  the  latter  case 
was  affirmed  by  the  House  of  Lords;  in  the  first  case, 
the  question  at  issue  was,  whether,  in  determining  the  sum 
to  be  paid  by  the  surviving  partner  of  a  firm  who  took 
over  the  partnership  assets,  at  a  valuation,  under  the 
articles  of  partnership,  the  value  of  the  trade-mark  used 
by  the  business  ought  to  be  taken  into  account,  and  the 
Lord  Chancellor,  reversing  the  decision  of  Romilly,  M.B., 
held  that  it  ought  to  be  so  taken,  the  valuation  being 
made,  however,  on  the  footing  that  the  surviving  partner 
was  entitled  to  carry  on  a  similar  business  and  to  use  the 
trade-mark  in  it  without  payment.    The  trade-mark  was 
the  letters  B.  B.  H.  (the  initials  of  the  partners  composing 
the  original  firm),  surmounted  by  a  crown,  and  the  Master 
of  the  Eolls  had  held  that  it  could  not  be  sold,  because  it 
designated  the  firm  which  manufactured  the  particular 
goods.    "  It  would,"  he  said,  "  obviously  be  a  fraud  on  the 
public  if  the  Court  of  Chancery  were  to  attempt  to  sell  to 
another  person  the  right  of  holding  out  to  the  public  that 
the  goods  manufactured  by  him  were,  in  fact,   goods 
manufactured  by  another  and  distinct  firm."    And  he 
distinguished  the  mark  in  question  from  marks  indicating 
the  manufacture  of  a  particular  factory,  which  might 
rightly  be  transferred  with  the  factory.    Lord  Westbury 
dissented  from  the  view  that  the  trade-mark  was  a  per- 
sonal mark.     '^  It  must  be  borne  in  mind,"  he  said,  "  that 
a  name,  although  originally  the  name  of  the  first  maker, 
may  in  time  become  a  mere  trade-mark  or  sign  of  quality^ 
and  cease  to  denote  or  be  current  as  indicating  that  any 
particular  person  is  the  maker."    And  he  held,  as  a  fact, 
that  the  connection  represented  by  the  mark  was  a  con- 
nection with  the  business  and  the  factory  at  which  it  was 
carried  on,  not  a  connection  with  the  persons  who  were 
the  owners  of  these,  and  that,  accordingly,  the  trade-mark 


Westbtuy,  L.O.,  and  H.  L.  See 
alflo  Buty  v.  Bedford,  32  L.  J.  Ch. 
741;  4  Be  G.  J.  &  S.  352;  33  L. 


J.  Ch.  466  (1863),  Bomilly,  KB. 
and  L.JJ. 
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belonged  to  the  partnership  as  part  of  its  property,  and. 
loight  be  sold  with  the  business  and  works. 

In  The  Leather  Cloth  Case  (g),  the  plaintiffs  sued  the  The  Leather 
defendants  for  an  alleged  infringement  of  their  trade-mark,  ^^^^  ^^* 
and  Lord  Westbury,  reversing  the  decision  of  Wood,  V.C, 
<iiBnissed  the  suit  on  the  ground  that  the  trade-mark  of 
ibe  plaintiffs  contained  material  misrepresentations.     The 
{Stiffs  had  purchased  the  marks  from  an  American 
eompany— the  Crockett  International  Leather  Cloth  Co., — 
who  wore  the  successors  of  Crocketts  &  Co.,  and  the  marks 
contained  the  names  both  of  the  company  and  the  firm,  as 
wdl  as  an  American  culdress  which  was  not  the  address 
of  the  plaintiffs.     The  presence  of  the  names  and  address  The  mark  is 
amounted,  in  Lord  Westbury 's  opinion,  to  a  representation  iid^|tive^ 
^  the  goods  on  which  the  mark  was  used  were  the  goods  w^e»  j^ed  by 
of  the  original  firm  or  of  the  American  company,  and  the 
Diaifa,  therefore,  could   not   be  properly  used   by  the 
plaintifb,  and  consequently  could  not  be  validly  assigned 
to  them.    And  this  judgment  was  fully  indorsed  by  the 
House  of  Lords,  although  Lord  Cranworth  and  Lord 
Engsdown,  on  the  appeal,  based  their  judgments  chiefly 
on  the  ground  that  there  was  in  fact  no  infringement,  and 
I^  Westbury  placed  his  upon  wider  grounds  than  those 
ba  had  adopted  on  the  appeal  from  the  Vice-Chancellor, 
Dfflnely,  that  the  alleged  trade-marks  were  in  fact  only 
adrertisements  and  not  trade-marks  at  all. 

The  following  passage  from  Lord  Eingsdown's  judg-  Lord  Einga- 
oait  in  the  House  of  Lords  (A)  shows  the  principle  upon  ^e^'m^' 
vfaich  the  assignment  of  trade-marks  and  trade-names,  as  leather  Cloth 
^  as  the  limitations  restricting  such  assignment,  are 
baaed:— "By  the  usage  of  trade,  the  name  of  a  firm  is 
^nidentood  not  to  be  confined  to  those  who  first  adopted  it, 
bot  to  extend  to  and  include  persons  who  had  afterwards 
baen  introduced  as   partners,  or  persons  to  whom  the 

(f)Kote(/).   Thecaaeisfariher         {h)  36  L.  J.  Gh.  p.  64;  11  H. 
*^  t*  p.  47,  •ba?e.  L.  C.  623. 

t2 
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"original  partners  have  transferred  their  business.  The 
name  of  a  firm  continues  to  be  used  in  many  cases  long 
after  all  the  original  traders  have  died,  or  have  ceased  to 
have  any  interest  in  the  concern — as  in  the  great  banking 
houses  of  Child  and  Coutts,  and  many  other  mercantile 
houses.  If  a  manufacturing  company  uses  the  name  of 
the  firm,  and  stamps  the  name  of  its  firm  upon  its  goods, 
though  the  name  of  the  firm  no  longer  represents  the  same 
persons  as  at  first,  it  is  no  fraud  upon  the  public  for  the 
reasons  I  have  already  mentioned.  For  the  same  reason, 
the  use  of  the  old  trade-mark  of  the  firm  by  the  new 
partners  or  their  successors  (if  the  term  *  trade-mark'  be 
understood  in  what  I  have  already  said  is  its  proper 
sense  («)),  is  no  fraud  upon  the  public ;  it  is  only  a  state- 
ment that  the  goods  are  the  goods  of  the  firm  whose 
trade-mark  they  bear."  And  Lord  Cranworth  said,  **The 
right  to  a  trade-mark  may,  in  general,  treating  it  as  pro- 
perty, or  as  an  accessory  to  property,  be  sold  or  transferred 
upon  a  sale  and  transfer  of  the  manufactory  of  the  goods 
on  which  the  mark  has  been  used  to  be  affixed,  and  may 
be  lawfully  used  by  the  purchaser  (k). 
The  mark  In  the  recent  case  of  Finto  v.  Badman{l),  Fry,  L.  J., 

assignee  must  ^^^^^  ^^®  ^^  governing  the  assignment  of  a  trade-mark 
indi^te  what  in  coucise  and  definite  terms :  "  It  may  be  assigned,"  he 
when  used  by  Baid,  '^if  it  is  indicative  of  origin,  when  the  origin  is 
the  assignor,    assigned  with   it.      It  cannot    be  assigned  when  it   is 
divorced  from  its  place  of  origin,  or  when,  in  the  hands 
of  the  transferee,  it  would  indicate  something  different  to 
what  it  indicated  in  the  hands  of  the  transferor.** 
A  mark  com-       And  as  the  judgments  quoted  above  show,  a  trade-mark 
SadOT^s  name  ^  ^^^  deceptive  in  the  hands  of  an  assignee  of  the  business 
is  assignable,   of  the  original  proprietor,  and  consequently  unassignable, 
merely  because  it  comprises  the  name  or  initials  of  the 


(i)   i,e.,  a  symbol  or  emblem,      of  aparticQlarper8on(aboYe,p.26). 
come  by  nse  to  be  recognised  in  {k)  36  L.  J.  Gh.  p.  61. 

the  trade  as  the  mark  of  the  goods         (Q  8  B.  P.  G.  181  (1891),  O.  A. 
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onginal  proprietor,  or  of  any  of  the  former  owners  of  the 
bosineaB  (m). 

Soy  the  right  to  nse  a  trade-mark  for  a  sauce  cannot  he 
Bold  without  the  business  in  the  sauce,  or  the  secret  of  its 
manufacture  (n),  or  the  right  to  the  use  of  a  brand  for 
dgaiB,  without  the  factory  and  business  of  the  manuf tu)- 
taier  who  first  acquired  it  (o). 

But  the  trade-marks  used  in  a  part  of  a  business  may  be  Sale  of  trade- 
lold  with  the  goodwill  of  that  part  only,  and  if  the  th"go^^l 
goodwill  sold  is  restricted  to  some  only  of  the  goods  in  ^  P«*  ^^  ^^-^ 
whioh  the  vendor  dealt,  the  purchaser  will  only  obtain  the 
light  to  use  the  trade-marks  assigned  to  him  upon  the 
poiB  in  question,  even  though  they  be  registered  for 
o&er  goods.     Thus  a  mark  was  registered  for  ^'unwrought 
and  partly  wrought  metals  used  in  manufacture,"  and  the 
proprietors  assigned  it  together  with  their  goodwill  "in  the 
tnde  or  business  of  galvanized  iron  merchants  and  manu- 
futorers,"  but  the  business,  in  fact,  being  entirely  confined 
to  sbeet  iron,  the  assignor's  rights  were  held  to  be  restricted 
to  that  description  of  goods  only  {p). 

It  is  not  essential  that  the  assignments  of  the  trade-  Transfer  of 
mark  and  the  transfer  of  the  goodwiU  should  be  exactly  f^J!^^^ 
contemporaneous  {q),  or  even  that  there  should  be  any  legal  not  necessa- 
aoDTejance   of  the  latter,  if  the  assignee  is  equitably  porai^oiu. ' 
entitled  to  it.    An  assignment  to  the  owner  of  the  business 
in  connection  with  which  the  trade-mark  is  used  or  in- 
tended to  be  used  has,  consequently,  been  permitted  in 
Bome  cases  where  it  has  been  registered  by  mistake  or 
Mndent  in  the  name  of  a  person  other  than  that  owner  (r). 

(«)  HaU  V.  Barrows;   Bury  v.  {q)  Welcome^ »  Tm.y  32  0.  D.  213; 

^•frf,  aboTe,  p.  274.    See  also  8  R.  P.  0.  76  (1886),  Chitty,  J. ; 

IfnAM  Y.  Otbome,  39  L.  J.  Ch.  79  Eammond  y.   Maleolm,  Brunker  ^ 

(1869),  James,  V. -C.  Co. ,  9  R.  P.  0.  301  (1892) ,  Chitty,  J, 

(•)  (ktUm  y.  OiUard,  44  L.  J.  (r)  See  Chap.  XI.  p.  236 ;  Grem-' 

^  90  (1874),  Jeeael,  M.R.  lees'   Tm.,  9  R.  P.   G.  93  (1892)» 

(•)  Tinic  y.  Badmem,  8  R.  P.  G.  Stirling,  J. ;  Leahy  y.  Qkver,  10 

1W(1891),  C.  A.  R.  P.  G.  141  (1893),  H.  L. ;  and 

(f)  Mffardi  y.  J>mfii«,  30  G.  D.  see  last  note. 
^(1886),0.A. 
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Trade-markB 
on  bank- 
ruptcy and 
diflsolution  of 
partnership. 


Sect.  87. 
Registration 
of  assign* 
ments. 


Upon  the  dissolution  of  a  partnersliip  in  the  absenoe  of 
special  agreement  (s),  the  trade-maxks  of  the  firm  are  part 
of  its  assets,  and  are  saleable  as  suoh  with  the  goodwill  (t) ; 
but  it  seems  that  eaoh  of  the  partners  is  at  lib^y  to  make 
use  of  the  trade-name  of  the  firm,  and  of  its  trade-marks, 
provided  he  can  and  does  do  so  in  such  a  way  as  to  avoid 
deceiving  the  public,  or  casting  any  risk  or  liability  upon 
his  late  partners  (w).  Similarly,  upon  the  death  or  bank- 
ruptcy (x)  of  a  trader,  his  trade-marks  may  be  sold  with 
the  goodwill  of  his  business  by  his  executors  or  trustees. 

The  register  of  trade-marks  comprises  notifications  of 
assignments,  and  of  transmissions  of  trade-marks  (^),  and 
it  is  provided  by  sect.  87  that :  — 

"  Where  a  person  becomes  entitled  by  assignment, 
transmission,  or  other  operation  of  law  (to  a  patent, 
or  to  the  copyright  in  a  registered  design,  or)  to  a 
registered  trade-mark,  the  comptroller  shall  on  re- 
quest, and  on  proof  of  title  to  his  satisfaction,  cause 
the  name  of  such  person  to  be  entered  as  proprietor 
of  (the  patent,  copyright  in  the  design,  or)  trade- 
mark, in  the  register  of  (patents,  designs,  or)  trade- 
marks (as  the  case  may  be).  The  person  for  the  time 
being  entered  in  the  register  of  (patents,  designs,  or) 
trade-marks  as  proprietor  of  a  (patent,  copyright  in  a 
design,  or)  trade-mark  (as  the  case  may  be)  shall, 
subject  to  [the  provisions  of  this  Act,  and  to]  (s)  any 
rights  appearing  from  such  register  to  be  vested  in 
any  other  person,  have  power  absolutely  to  assign, 
grant  licences  as  to,  or  otherwise  deal  with  the  same, 
and  to  give  effectual  receipts  for  any  consideration 


(«)  For  instanoes  of  this,  see 
Bury  V.  Bedford,  32  L.  J.  Oh.  741 ; 
4  De  a  J.  &  S.  352  ;  33  L.  J.  Gh. 
465 ;  and  Hanson  y.  Oame,  Sarri- 
mm  and  Lamer,  Ltd.,  9  B.  P.  0. 
186  (1892). 

(t)  Mall  V.  Barrows,  above,  p.  274. 

(u)  See  the  last  case ;  Eookham 
T.  Fotta^e,  8  Gh.  91  (1872),  C.  A. ; 


and  Thynne  y.  Shove,  45  C.  D.  677 
(1890),  Stirlingr,  J. 

{x)  MammondY.  Maleolm,  Brunker 
^  Co,,  9  R.  P.  C.  801  (1892), 
Chitty,  J. 

(y)  Sect.  78. 

(s)  Act  of  1888,  sect.  21,  see 
below,  p.  280. 
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"for  Buoh  aasignment,  licence,  or  dealing.    Provided 

that  any  equities,  in  respect  of  sucli  (patent,  design, 

or)  trade-mark  may  be  enforced  in  like  manner  as  in 

respect  of  any  other  personal  property." 

No  notice  of  any  trust  is  to  be  entered  on  the  register, 

or  to  be  receivable  by  the  comptroller  (a). 

The  procedure  by  which  the  registration  of  assignments  Procedure. 

and  transmissions  of  title  to  trade-marks  is  governed,  is 

laid  down  in  .the  following  rules  (b). 

**  36.  Where    a    person    becomes    entitled    to    a  ^?2^  ^ 
registered  trade-mark  by  assignment,  transmission,  proprietor, 
or  other  operation  of  law,  a  request  {c)  for  the  entry 
of  his  name  in  the  register  as  proprietor  of  the  trade- 
mark shall  be  addressed  to  the  comptroller,  and  left 
at  the  Patent  Office,  Trade-Marks  Branch. 

"37.  Such  request  shall  in  the  case  of  an  indi-  Signatmeof 
vidual  be  made  and  signed  by  the  person  requiring 
to  be  registered  as  proprietor,  and  in  the  case  of  a 
firm  or  partnership  by  some  one  or  more  members 
of  such  firm  or  partnership,  or  in  either  case  by  his 
or  their  agent  respectively  duly  authorized  to  the 
satisfaction  of  the  comptroller,  and  in  the  case  of 
a  body  corporate  by  their  agent,  authorized  in  like 
manner. 

"88.  Every  such  request  shall  state  the  name.  Contents  of 
address,  and  description  of  the  person  claiming  to  be  *^^®*** 
entitled  to  the  trade-mark  (hereinafter  called  the 
claimant),  and  the  particulars  of  the  assignment, 
transmission,  or  other  operation  of  law,  by  virtue 
of  which  he  requires  to  be  entered  in  the  register  as 
proprietor,  so  as  to  show  the  manner  in  which,  and 
the  person  or  persons  to  whom,  the  trade-mark  has 
been  assigned  or  transmitted,  and  so  as  to  show 
farther  that  it  has  been  so  assigned  or  transmitted 


(«)  Sect.  S5,  Chap.  m.  p.  64.  important  proviidons  of  these  haye 

{b)  The  old  rules  were  23  to  29      been  inoorporated  in  the  Act. 
<tf  the  foimflr  oode.     The  more         {e)  Fona  K.  Appendix,  p.  611* 
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"  in  oonneotion  with  the  goodwill  of  the  business  con- 
oemed  in  the  particular  goods  or  classes  of  goods  for 
which  the  trade-mark  has  been  registered. 

"  39.  Every  such  request  shall  be  accompanied  by  a 
statutory  declaration  (rf)  to  be  thereunder  written, 
verifying  the  several  statements  therein,  and  declaring 
that  the  particulars  above  described  comprise  every 
material  fact  and  document  affecting  the  proprietor- 
ship of  the  trade-mark  as  claimed  by  such  request. 

"40.  The  claimant  shall  furnish  to  the  comp- 
troller such  other  proof  of  title  and  of  the  existence 
and  ownership  of  such  goodwill  as  aforesaid  as  he 
may  require  for  his  satisfaction." 
The  amendment  "  subject  to  the  provisions  of  this  Act  ** 
in  sect.  87  means,  subject  to  the  rule  of  sect.  70,  that  a 
trade-mark  shall  not  be  assigned  or  transmitted  without 
the  goodmll  of  the  business  in  the  goods  for  which  it  has 
been  registered  (dd). 

If  the  comptroller  refuses  to  enter  an  assignment  upon 
the  register,  the  assignee  can  apply  to  the  Court  imder 
sect.  78,  and  also  under  sect.  90,  as  a  person  aggrieved  by 
the  omission  of  his  name  without  sufficient  cause  from  the 
register,  for  an  order  directing  the  registration.  He  must 
in  any  such  case  satisfy  the  Court  that  the  goodwill  of  the 
business  has  been  transferred  to  him  (^),  and  that  he  is 
otherwise  entitled  to  use  the  mark. 

BrCgistration  of  the  assignment  is  not,  as  registration  of 
the  mark  itself  is,  a  condition  precedent  to  any  action  for 
infringement  by  the  assignee  (/). 

In  some  cases  the  assignment  of  a  trade-mark  to  new 
proprietors  makes  an  alteration  in  its  form  necessary  or 
advisable.    In  the  case  of  registered  marks,  such  alteration 


(d)  See  Bule  61,  Appendix,  p. 
605.  And  as  to  the  comptroller's 
power  to  dispense  with  evidence, 
Rule  63,  p.  603. 

{dd)  Gf.  sect.  76  above,  p.  256. 


{e)  BmerofVs  Tm,,  5  B.  P.  C. 
209  (1888),  Stirling,  J. 

(/)  Ihlee  V.  SenthaWf  31  0.  D. 
323 ;  3  R.  P.  C.  15  (1884),  North,  J.; 
Richards  v.  BtOeher,  7  R.  P.  C.  288 
(1890),  Kay,  J. 
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jnay  be  allowed  by  leave  of  the  Court  obtained  under 
68ct  92,  provided  that  the  mark  is  not  altered  in  an 
esBential  particular  (g).  Thus  in  Guinness  and  Co.^a  Trader 
mark  (A),  Chittj,  J.,  allowed  the  word  limited  to  be  added 
to  the  name  upon  the  mark,  the  business  and  trade-marks 
of  the  old  firm  having  been  taken  over  by  a  company 
bearing  the  name  of  the  firm  with  '^  limited  "  added  to  it. 
But  in  the  case  of  an  old  mark  the  Court  is  very  unwilling 
to  allow  any  alteration  to  be  made,  although  it  has  juris- 
didion  to  do  so  if  special  circumstances  render  it  necessary, 
isxt  a  mark  registered  as  an  old  mark  ought  to  be  kept  on 
the  register  as  it  was  actually  used  before  the  13th  of 
August,  1875.  So,  in  JRe  Henry  Clay^  and  Bock  and  Co.  (t), 
Kekewich,  J.,  refused  to  allow  an  old  mark  to  be  altered  by 
sobstituting,  for  the  initials  of  one  predecessor  of  the  pro- 
prietora,  the  name  of  another  and  later  predecessor,  not* 
iritbstanding  that  the  mark  in  its  altered  form  had  been 
legistered  for  some  years  in  Havanah,  and  had  been  exten- 
SYely  used  by  the  applicants  in  England  {k). 

The  part  of  sect.  87  which  relates  to  licences  would  seem  Lioeiioe  to  use 
to  apply,  not  to  trade-marks,  but  exclusively  to  patents  and  *  ®-n"^  • 
to  copyright  in  designs,  with  which  the  section  also  deals,  for 
a  licence  to  use  a  trade-mark  would  be  either  unnecessary  or 
illegal :  unnecessaiy  if  the  mark  were  to  be  put  upon  the 
goods  made  or  dealt  in  in  the  business  to  the  goodwill  of 
which  the  trade-mark  was  attached,  since  any  person  may 
lawfully  attach  a  trade-mark  to  the  goods  which  are  in  fact 
the  goods  it  indicates  (/) ;  illegal  if  it  were  to  be  put  upon 
any  other  goods  {ni) .  This  was  the  view  of  Lord  Herschell's 
Committee,  and  they  advised  that  the  part  of  the  section 
zdating  to  trade-marks  should  be  separated  from  the 
rest.    The  passage  in  their  report  is  as  follows.     After 

\3)  MwrphyU  Tm.,  7  B.  P.  G.  449. 

163  (1890),  W.  N.  84.  {k)  See  further,  Chap.  XI.  p. 

(*)  5  E.  P.  C.  816  (1888) ;  Be  248. 

%aii(  #  May,  Ltd.,  4  TimeB  L.  B.  (/)  See  Chap.  11.  p.  32. 

«76,  Stiriing,  J.  (m)  Oldham  v.  Jamea,  13  Ir.  Ch. 

(0  (1892)  3  Ch.  549 ;  9  B.  P.  C.  393 ;  14  Ir.  Ch.  81  (1862). 
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quoting  sections  70  and  87,  they  say  (n),  "It  has  been  sug- 
gested that  this  (sect.  87)  gives  power  to  assign,  or  at  all 
events  to  grant  lioenoes  to  use,  a  trade-mark  apart  from  the 
goodwill  of  the  business  oonoemed  in  the  goods  for  which 
it  has  been  registered.  Probably  the  two  sections  read 
together  may  receive  a  consistent  construction;  but  in 
order  to  avoid  doubt  it  would  be  well  to  amend  sect.  87 
by  dealing  specifically  with  trade-marks,  omitting  the 
words  as  to  granting  licences,  and  providing  that  assign- 
ments are  to  be  subject  to  the  provisions  of  the  Act/* 
But  the  only  amendment  made  by  the  Act  of  1888  was 
the  interpolation  of  the  words  quoted  above. 

If  the  goodwill  of  a  business  be  leased  for  a  term,  the 
right  to  use  the  trade-marks  identified  with  it  would  during 
the  term  pass  to  the  lessee,  in  the  absence  of  special  agree- 
ment; and  if  it  were  reserved  on  the  principles  stated 
above,  the  lessor  could  not  rightly  use  the  marks.  It 
Beems  that  the  registration  of  the  lessee  as  assignee  of  the 
marks  without  the  consent  of  the  lessor,  would  not,  how- 
ever, be  rightly  made  (o). 

The  only  authorized  dealer  in  goods  bearing  a  particular 
trade-mark  in  the  United  Kingdom,  who  is  in  a  sense  a 
licensee  of  the  trade-mark  rights,  cannot  sue  for  infringe- 
ment of  the  trade-mark  (p).  But  a  true  licensee  of  the 
rights,  if  there  can  lawfully  be  such  a  person,  could  not 
sue  either  (y). 


(«)  Report  of  1888,  p.  xiv. 

(o)  £e  Avril,  Stirling,  J.,  20t!i 
April,  1888;  Sebastian,  8rd  ed. 
p.  404,  cited  above,  p.  237. 

(p)  Itiehards  v.  Butcher,  7  B.  P. 
C.  288  (ISeO),  Eay,  J. 


(q)  Heap  t.  Hartley,  42  0.  D. 
461 ;  5  B.  P.  C.  603  ;  aPatent Oaae; 
JToolley  y.  £road,  (1892)  1  Q.  B. 
806 ;  9  B.  P.  C.  208, 429 ;  aDeai^a 
Case. 


(    283    ) 


CHAPTER  XIV. 


DETERMINATION  OF  TRADE-MARK  RIGHTS. 

PAGB 

1.  LonofdiitmetiTeBeii         ..           .,  ..           .•           ..284 

bj  the  action  of  the  piopriotor             •  •  •  •            •  •     •  •  285 

bj  ezteofliye  piracy         .•            ..  ..            ••            ..  286 

test  whether  the  mark  iBjTtt^/tayMrM  ..  •         ..            ..     ..  286 

saaikpubliei  juris  for  a  particular  claas  . .            •  •            • .  287 

S.  Separation  of  the  mark  from  the  goodwill             . .  . .     , .  287 

sect.  70              ..             ..            .«            ..  ,.            ..  287 

lemoral  of  the  mark               . .            ,  •            . .  ....  28S 

temporary  separation  from  goodwill,   or  disnae  of  mark,  is 

immaterial   ..            ••            .•             ••  ••            ••  288 

289 
290 
290 
290 
290 
290 
291 

291 

291 
291 
292 
293 
294 
294 


agreement  to  abandon    . . 
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Ths  right  of  the  proprietor  of  a  mark  (subject  to  the  Modes  of  de- 
rights  of  other  proprietors,  if  any,  of  the  same  mark  (a))  **'^™"***^^- 
to  the  exdufiiye  use  of  it  upon  the  goods  of  the  kind  in 
legpeot  of  which  the  right  existed  is  determined : — 

(1)  When  the  mark  so  used  ceeuses  to  be  distinctiYe ; 

(2)  When  the  proprietor  is  no  longer  able  to  nse  it  in 


(a)  Sec  the  three  mark  rule,  p.  177,  and  sect.  87,  p.  278. 
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the  bufliness  in  ooimection  mth  whioh  the  right  was 
acquired; 

(3)  When  he  has  abandoned  it ;  and 

(4)  When  he  has  forfeited  his  claim  to  protection  of 
his  right  by  using  the  mark  deceptively  or  in  a 
fraudulent  trade  (6). 

Theproprie-        In  the  first  case  the  mark  can  no  longer  be  the  subject 

^^^'^     of  trade-mark  rights,  and  anyone  may  use  it ;  but  in  the 

the  mark  after  others,  if  there  are  any  independent  proprietors  of  the 

rights  have      mark  {pr  the.^ame  c^ass  of  goods,  their  rights  will  be 

determined,     unaffected  by  the  determination;  and  in  the  third  and 

fourth  cases,  tiieir  rights  wiU  continue  to  be  qualified  by 

his  right  to' use  the  mark  himself  on  the  goods,  so  long  as 

he  uses  it  in  the  business  in  connection  with  which  it  was 

acquared. 

1.  Loss  of  Distinctiveness. 

The  first  case  follows  immediately  from  the  definition  of 
a  trade-tiiark  given  in  ChaptiDlr  11.  It  is  there  shown  that 
the  function  of  a  trade-mark  is  to  distinguish  the  goods,  to 
which  it  is  applied  or  attached,  from  similar  goods,  and  to 
identify  them  with  a  particular  trader  and  his  successors  in 
business.  And  distinctiveness  is  an  essential  condition  of 
capacity  for  registration  under  the  Acts((?).  Further,  the 
test  of  infringement  is  that  the  use  of  the  mark,  or  of  a 
similar  mark,  by  others  than  the  proprietor,  is  calculated  to 
cause  their  goods  to  be  bought  as  his  (^).  So  that,  apart 
from-  the  Acts,  a  mark  which  has  ceased*  to  be  distinctive  is 
incapable  of  being  the  subject  of  trade-mark  rights,  and 
no  action  for  infringement  could  be  successfully  brought 
to  prevent  any  trader  using  it,  and  if  not  already  registered, 
it  would  be  incapable  of  registration  under  the  Acts. 

(b)  See   Chap.  XV.,   "the  ao-  181  (1880),  James,  L.J. ;  Edwardt 

tion  for  infrmgement,"  defences,  r.  Dennis,  30  C.  D.  454  (1886), 

pp.  836  et  $eq.  Cotton,    LJ. ;    aee  alao   Ford   t. 

(e)  Chap.  VIII.  p.  106.  Foster,  7  0.  D.  611,  dted  below, 

(<Q  Mitchell  y.  Kenry,  15  C.  D.  p.  286. 
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The  elements  of  distinotiveness  have  been  considered  at  Howdls- 
kngth  elsewhere  {e)y  and  it  will  be  sufficient  here  to  refer  ^y^belost. 
to  some  of  the  modes  in  which  a  mark  maj  cease  to  be 
distincdve,  and  to  give  a  few  examples  of  oases  in  which 
the  qaestion  has  arisen.  Marks  are  not  distinctive  if  they 
are  descriptive  (/),  and,  in  particular,  if  they  have  been 
adopted  in  the  trade  concerned  as  the  names  of  the  goods 
for  which  they  are  claimed  as  trade-marks  (^),  or  are 
ocmmon  marks  (A),  or  marks  common  to  the  trade  (i),  or 
if  they  connect  the  goods,  not  with  their  proprietor,  but 
vith  some  other  trader  (k). 

Distinctiveness  may  be  lost  through  the  action  of  the  By  the  action 
proprietor,  or  by  reason  of  successful  piracy.  prietorf "*" 

Thus,  if  the  proprietor  abandons  his  mark  (/),  it  will 
afanost  inevitably  become  a  common  mark,  unless  there  are 
other  persons  who  have  trade-mark  rights  in  it  which  they 
aasert.  So,  if  he  uses  it  himself  as  the  name  of  the  goods 
he  deals  in,  the  trade  will  probably  adopt  the  same  course, 
especially  if  he  is  for  a  time  the  only  dealer  in  the  goods  (m). 

Before  the  Registration  Acts  a  difficult  question  of  fact 
iras  often  raised  in  trade-mark  cases  where  admittedly  a 
name  or  other  mark  had  been  introduced  by  the  plaintiff, 
hat  it  was  alleged  that  it  had  by  repeated  use  on  the  goods 
of  other  traders  lost  its  original  significance  indicating  a 
oonnection  with  the  plaintiff,  and  had  become  puhlki 
juris  {n).  As  already  pointed  out,  this  difficulty  is  not 
likely  to  arise  in  the  case  of  a  registered  mark,  since  the 
public  advertisement  of  the  registration,  and  the  readiness 
irith  which  the  infringement  of  a  properly  registered  mark 

(«)  Chap.  n.  p.  35 ;  Chap.  VIII.  CigaretteB). 

p.  119.  (/)  See  below,  p.  289. 

(/}  See  above,  denoriptiye  marks,  (m)  Linoleum  Mmnufaeturing  Oo» 

p.36;denoe8,p.l31;  wotds,p.l46.  v.  Ifaim,   7   0.    D.    834  (1878), 

W  Pfcge  36.  Fry,  J. 

(k]  Page  122;  see  alflo the  <<ihree  {n)  See  Ford  r.  Fott^,  7  Ch.  611 

iuiknile,"Ghap.  IZ.,  p.  172.  (1872);   Sinffer  Monufaeturing  Co. 

(0  Page  171.  ▼.  WUtoHy  2  0.  D.  484;   3  App. 

(I)  Woody, Lambert, 32G.D.  247;  Cas.  376  (1875). 
Sa.  P.  C.  81  (1886),  0.  A.,  (£ton 
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can  be  prevented,  under  sect.  76,  both  tend  to  warn  other 
traders  against  the  use  of  the  mark,  and  enable  the  pro- 
prietor to  protect  his  rights. 

Extensive  infringement  by  a  single  trader  can  hardly 
suffice  to  make  a  trade-mark  common.  ^'  It  has  been  said 
that  one  murder  makes  a  villain,  and  millions  a  hero ;  but 
I  think  it  would  hardly  do  to  act  on  that  principle  in  such 
matters  as  this,  and  to  say  that  the  extent  of  a  man's 
piratical  invasion  of  his  neighbour's  rights  is  to  convert  his 
piracy  into  a  lawful  trade  (o)."  Nor  wiU  a  few  improse- 
cuted  scattered  infringements  by  several  traders  {p). 

"There  is  no  doubt,  I  think,"  Mellish,  L.J.,  said,  in 
jRw'rf  V.  Foster  (g),  "  that  a  word  which  was  originally  a 
trade-mark,  to  the  exclusive  use  of  which  a  particular 
trader,  or  his  successors  in  trade,  may  have  been  entitled, 
may  subsequently  hwiomQpublicijuriSy  as  in  the  case  which 
has  been  cited  of  Harvey^ s  Sauce  (r).  I  think  the  test  must 
be  whether  the  use  of  it  by  other  persons  is  still  calculated 
to  deceive  the  public  (s),  whether  it  may  still  have  the 
e£Pect  of  inducing  the  public  to  buy  goods  not  made  by 
the  original  owner  of  the  trade-mark  as  if  they  were  his 
goods.  If  the  mark  has  come  to  be  so  public  and  in  such 
universal  use  that  nobody  can  be  deceived  by  it,  and  can 
be  induced  from  the  use  of  it  to  believe  that  he  is  buying 
the  goods  of  the  original  trader,  it  appears  to  me,  however 
hard  to  some  extent  it  may  appear  on  the  trader,  yet 
practically,  as  the  right  to  a  trade-mark  is  simply  a  right 
to  prevent  the  trader  from  being  cheated  by  other  person's 
goods  being  sold  as  his  goods  through  the  fraudulent  use 
of  his  trade-mark,  the  right  to  the  trade-mark  must  be 
gone"(0. 

(o)  Per  James,  L. J.,  in  Ford  t. 
Fotter^  L.  R.  7  Gh.  p.  625. 

( p)  Kinahan  y.  BoUon^  16  Ir.  Gh. 
75  (1868),  Brady,  a 

(q)  L.  B.  7  Oh.  p.  628. 

(r)  Lasenby  v.  WhiU^  41  L.  J. 
Gh.  354  (1871). 

(«)  So    the    long    duration    of 


fraudnlent  user  is  immaterial  if 
it  is  still  calculated  to  deoeiTo: 
HeaUm't  Tm,,  27  0.  D.  670  (1884), 
Kay,  J.,  (ifoopL -'>«•). 

(0. See  also  Kuhn  f  Ob.'«  I^., 
63  L.  J.  Gh.  238  n.;  and  Myds 
#  a.'a  Tfci.,  7  G.  D.  724,  both 
(1878),  Jessel,  H.R. 
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Upon  the  facts  of  the  case,  the  Lords  Justices  held  that  A  mark  maj 
the  name  in  question  had  heoomepublici  Juris  to  this  extent,  ^  fpa^lf*"^ 
"that  by  the  use  of  it  in  trade  circulars,  which  are  issued  ^'J^^^Z^^^ 
only  to  retail  dealers,  or  by  shirts  being  invoiced  by  the  onlj. 
wholesale  dealers  ^Eureka  Shirts^^  no  retail  dealer  would  be 
likely  to  be  deceived,  or  be  led  to  buy  shirts  which  were 
not  made  by  Ford  believing  they  were  Ford's  shirts,"  but 
that  a  considerable  portion  of  the  public  who  buy  shirts 
for  the  purpose  of  wearing  them  would  still  be  very  liable 
to  be  deceived  by  the  use  of  the  word  Eureka  on  the  shirt 
itself.    And  the  injimction  granted  by  the  Court  accord- 
ingly left  the  defendants  at  liberty  to  advertise  the  name 
Eureka  as  between  themselves  and  the  trade  (u). 

2.  Separation  of  the  Hark  from  the  Ooodwill. 

It  has  been  shown  in  the  last  chapter  that  the  trade- 
mark rights  in  a  mark  are  inseparable  from  the  goodwill 
of  the  business  in  the  goods  upon  which  the  mark  is  used, 
for  the  function  of  the  mark  is  to  connect  the  goods  with 
the  trader  who  owns  the  business,  and  his  successors  {x). 
The  indication  of  that  connection  is  its  original  significa- 
tion, and  it  cannot  legally  be  used  as  a  trade-mark  with 
any  other  (y).  It  follows  that  if  the  goodwill  is  lost,  or 
paflses  into  other  hands  than  those  of  the  proprietor  of  the 
mark,  the  exclusive  rights  of  the  proprietor  in  respect  of 
the  use  of  the  mark  are  determined,  and  this  rule  is 
lecognized  by  the  Acts  in  the  case  of  registered  marks. 
Sect  2  of  the  Act  of  1875,  and  sect.  70  of  the  present  Act  Sect  70. 
of  1883,  enact  that  a  trade-mark  '^  shall  be  assigned  and 
transmitted  only  in  connection  with  the  goodwill  of  the 
bnsineBS  concerned  in  the  particular  goods  or  classes  of 
goods"  for  which  it  has  been  registered,  and  the  latter 

(»)  L.  B.  7    Oh.  p.   684 ;    of.  and  Chap.  11.,  p.  24. 

Aywr,  ^.  Co,  Y.  Spmce,  10  B.  P.  (y)  See  the  judgment  of  I!iy, 

C.  297  (1893),  Bomer,  J.  L.J.,  in  Finto  y.  Badman,  8  B.  P. 

(z)  See  the  judgment  of  Helliah,  C.  181  (1891),  dted  above,  p.  276. 
LJ.,  in  Ford  r.  FoUer^  dted  above, 
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section  expressly  adds  "and  shall  be  detenninable  with 
such  goodwill." 

No  question  therefore  arises  as  to  whether  the  registered 
owner  of  a  trade-mark  which  has  determined  by  separation 
from  the  goodwill  of  the  business  can  sue  for  infringement, 
for  sect.  76y  which  grants  the  right  of  exclusive  use  to  the 
proprietor  of  a  registered  mark,  makes  the  grant  "  subject 
to  the  provisions  of  this  Act,"  and  consequently  subject  to 
sect.  70. 

It  was  provided  by  rule  34  of  the  Eules  of  1876,  for 
which  the  Eules  of  1890  are  now  substituted,  that — "  The 
Court  may,  on  the  application  of  any  person  aggrieved, 
remove  any  trade-mark  from  the  register  on  the  ground, 
after  the  expiration  of  five  years  from  the  date  of  the 
registry  thereof,  that  the  registered  proprietor  is  not 
engaged  in  any  business  concerned  in  the  goods  within  the 
same  class  as  the  goods  with  respect  to  which  a  trade-mark, 
is  registered."  And  in  Ralph's  Case  (a),  where  the  regis- 
tered proprietor  had  not  manufactured  the  machine,  for 
which  the  mark  was  registered,  for  twenty-one  months 
before  the  date  of  the  application,  Pearson,  J.,  in  accord- 
ance with  the  rule,  directed  the  mark  to  be  removed. 

The  rule  has  not  been  re-enacted,  and  there  is  now  no 
provision  enabling  a  properly  registered  mark  to  be  re- 
moved except  for  non-payment  of  fees  after  fourteen 
years  (J),  or  at  the  request  of  the  proprietor  (c). 

A  mere  temporary  cessation  of  business  (rf),  or  delay  in 
the  transfer  of  the  goodwill  (e),  would  not  determine  the 
trade-mark  rights.  The  judgment  of  Pearson,  J.,  mJRalph's 
Case  (/),  notwithstanding  the  repeal  of  the  rule  on  which 
it  was  founded,  may  be  useful  to  indicate  what  length  of 
cessation  of  a  business  determines  the  goodwill,  and  there- 


{z)  See  below,  p.  291. 

(a)  25  G.  D.   194  (1883),  oited 
infra, 

(b)  Sect.  79. 
(e)  Sect.  91. 

(d)  See  the  next  pa^. 


(e)  Weleom^a  Tm.,  32  0.  D.  76; 
3  R.  P.  0.  213  (1886) ;  Hamnumd 
Y.  Brunker,  9  E.  P.  0.  301  (1892), 
both  Chitty,  J. 

(/)  Supra, 
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fore  also  the  trade-mark  rights  attached  to  it.  '^  The  only 
q[afi8tion  I  have  to  determine,"  he  said,  *^  is  whether  one 
jear  and  nine  months  is  sufficient  cesser  on  the  part  of 
Vr.  fialph  to  show  that  he  comes  within  the  (34th)  rule. 
I  am  of  opinion  that  one  year  and  nine  months  is  quite 
soffident.  If  I  had  any  doubt  about  it,  I  am  able  by 
analogy  to  say  that  I  should  not  be  wrong  in  concluding 
that  one  year  and  nine  months  is  sufficient,  from  the  fact 
that  under  the  Companies  Act  you  may  wind  up  a  com- 
pany if  it  has  ceased  to  cany  on  business  for  a  year.  The 
legislatore  in  that  has  shown  by  its  enactment  when  a 
business  is  supposed  to  be  carried  on,  and  what  amount  of 
oeBser  shows  that  the  business  is  not  being  carried  on." 
And  it  made  no  difference,  he  held,  that  the  cessation  of 
bosiness  was  due  to  the  ill-health  of  the  proprietor. 

3.  Abandonment. 
A  trade-mark  right,  as  any  other  right,  can,  of  course, 
be  abandoned  by  the  owner ;  but  so  long  as  he  remained 
the  registered  proprietor  of  the  mark  and  carried  on 
the  business  to  which  the  mark  was  attached,  it  would 
be  difficult,  if  not  impossible,  to  show  abandonment, 
imleBB,  either  by  repeated  and  undisturbed  infringements, 
or  by  the  use  of  the  mark  by  the  proprietor  himself  in 
some  way  inconsistent  with  the  maintenance  of  its  character 
as  a  trade-mark,  it  had  become  a  common  mark  so  as  to 
iall  under  the  first  case  (ff),  or  a  case  could  be  made  by  any 
particular  defendant  sued  by  the  owner  for  infringement 
to  show  that  he  had  been  led  by  the  conduct  of  the 
plaintiff  to  believe  that  the  mark  was  a  common  mark, 
aad  so  to  set  up  an  estoppel  (h). 

{jfj  Ante^  p.  2S4.  plaintiff  against  the  defendant  to 

W  See  the  next  ohspter:   es-  restrain  the  nse  by  the  latter  of 

^pel,p.330;  aoqaie8Cence,p.332;  Chlorodyne,  was  treated  as  condu- 

nd  delay,  p.  333.    See  also  ^roufi^  siye  against  him  that  he  had  no 

V-  Tretmtmy   12   W.    B.    305 ;    4  exdusiye  right  to  nse  the  word. 

l^ewBep.  476  (1864),  Wood,  y.-C,  He  brought  a  third  suit  in  1873, 

vbere  the  dismissal,  at  his  own  W.  N.  178. 
i^oest,  of  a  previoos  suit  by  the 
K.  U 
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The  possible  case  of  an  agreement  by  the  proprietor  to 
abandon  his  mark  stands  by  itself.  The  other  party  to  the 
agreement,  if  sued  for  infringement,  oonld  no  doubt  rely 
upon  it  as  a  defence,  and  might  possibly,  if  the  mark  were 
registered,  obtain  an  order,  by  way  of  specifio  performance 
of  an  implied  term  in  the  agreement,  that  the  proprietor 
should  apply  under  sect.  91  to  cancel  the  registration. 

Mere  disuse  of  the  mark  does  not  amount  to  abandon- 
ment of  trade-mark  rights  in  respect  of  it.  For  "  A  man 
who  has  a  trade-mark  may  properly  have  regard  to  the 
state  of  the  market  and  the  demand  for  the  goods;  it  would 
be  absurd  to  suppose  that  he  lost  his  trade-mark  by  not 
putting  more  goods  on  the  market  when  it  was  glutted  "(i). 
Accordingly,  in  the  case  cited,  a  mark  was  directed  to  be 
registered  concurrently  with  a  similar  mark  in  the  same 
class  which  had  been  previously  registered,  and  which  the 
Court  refused  to  expunge,  although  the  proprietor  of  the 
former  mark,  having  adopted  it  in  1874  and  used  it 
largely  in  the  two  years  following,  from  1876  to  1882  had 
used  it  less  and  less,  and  had  in  the  last-mentioned  year 
forgotten,  and  ceased  to  use  it  altogether.  He  had  not, 
however,  broken  up  the  moulds  he  used  for  the  marked 
goods,  or  erased  the  mark  from  his  books  or  price  lists. 

The  adoption  of  a  new  mark  may  be  evidence  of  the 
abandonment  of  an  old  one  (k).  But  the  fact  of  itself  is 
not  conclusive,  for  it  is  no  justification  for  the  defendant 
to  say,  "  The  plaintiff  has  two  ways  of  identifying  his 
goods,  and  I  have  only  stolen  one  of  them  "  (/).  And  the 
fact  that  the  owner  of  a  word-mark  uses  it  always  in 
connection  with  his  own  name,  is  not  conclusive  to  show 
that  the  mark  is  not  a  trade-mark,  or  that  he  has  waived 
his  rights  in  it  as  such  (/). 

Neglect  to  proceed  in  respect  of  infringements,  which  do 
not  amount  to  user  sufficient  to  affect  the  distinctiveness  of 


(i)  Fer  Chitty,  J.,  in  Mbuson  v. 
Soehm,  26  C.  D.  398  (1884). 

(A)  Lea  v.  Miller,  Seb.  Dig. 
p.  305  (1876),  Jessel,  M.B. 


\J)  Per  Wood,  V.-C,  in  Braham 
V.  Bmiard,  1  H.  &  M.  447  (1863), 
{Excelsior  White  Soap). 
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the  mark,  does  not  affect  the  proprietor's  rights  if  he  is 
awaie  of  the  infringements  (m),  still  less  if  he  is  not  (n). 

A  oorporate  trade-mark,  not  re-registered  in  the  Sheffield  Old  oorponte 
Begister  before  the  1st  of  January,  1889,  is  to  be  deemed  ""*^ 
to  baye  been  abandoned  (nn). 

4.  Forfeiture  of  £ight  to  Protection. 
The  forfeiture  of  the  right  of  the  proprietor  of  a  trade- 
maA  to  have  his  trade-mark  protected  by  the  Court,  is 
dificossed  elsewhere,  under  the  head  of  defences  to  an  action 
for  infringement  {o). 

5.  Bemoval  of  Hark  from  the  Begister. 

No  provision  is  made  in  the  present  Act  or  rules  for  the  Where  the 
removal  from  the  register  of  marks  in  which  the  trade-  hagd^er^ 
mark  rights  have  determined,  except  for  non-payment  of  mined, 
fees.  For  sect.  90  only  applies  to  entries  on  the  register 
originally  made  without  cause  (p),  and  rule  34  of  the  Eules 
of  1876  has  not  been  renewed  (q).  But  it  is  submitted 
that  the  Court  has  jurisdiction  to  order  the  registration  of 
a  mark,  which  is  no  longer  a  trade-mark,  to  be  expunged,  on 
the  ground  that  the  register  is  intended  by  the  Acts  to  be 
a  register  of  trade-marks  only  (r).  The  Court  is  not,  how- 
ever, constituted  the  custodian  of  the  register  by  any  part 
d  the  Acts,  but  is  expressly  empowered  by  sections  90 
and  92  to  make  orders  affecting  it  in  the  cases  included 
under  the  sections  respectively.  In  Welcome's  Case  («), 
Chitty,  J.,  upon  an  application  under  sect.  78,  directed  an 
usignment  to  be  registered,  although  that  section  contains 
no  reference  to  the  Court,  or  to  rectification  of  the  register ; 
hot  the  question  of  jurisdiction,  so  far  as  can  be  gathered 
km  the  report^  was  not  argued. 

H  Kmahm  v.  Boliw,   15  Ir.  (o)  Chap.  XV.,  p.  336. 

Ol  76  (1863),  Bmdj,  0. ;  Ford  v.  (p)  Chap.  XI.,  p.  220. 

FifiUr,  L.E.  7  Ch.  611  (1872),  L.JJ.  (q)  Above,  p.  288. 

(•)  Se  Farina,  27  W.  B.  466  (r)  See  aeot.  78. 

(1879),  Han,  V.-C.    See  the  next  (*)  32  C.  D.  213  ;  3  R.  P.  C.  76 

^ipfaBr,p.338.  (1886). 

H  Sect.  81  (9). 
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Possibly,  however,  the  intention  of  the  legislature  was 
to  leave  a  registered  mark  in  respect  of  which  the  trade- 
mark right  had  determined  by  abandonment,  or  otherwise, 
upon  the  register,  as  an  obstacle  to  the  registration  of 
flimilar  marks  for  the  same  goods  or  description  of  goods, 
until  it  should  be  removed  under  the  provision  next 
referred  to. 

It  is  provided  by  sect.  79,  that : — 
For  non-  «  (1  ^  ^t  ^  time  not  beiuff  less  than  two  months  nor 

paymeoit  of  ° 

fees.  more  than  three  months  before  the  expiration  of  fourteen 

years  from  the  date  of  the  registration  of  a  trade-mark, 
the  comptroller  shall  send  notice  to  the  registered  pro- 
prietor that  the  trade-mark  will  be  removed  from  the 
register  unless  the  proprietor  pays  to  the  comptroller 
before  the  expiration  of  such  fourteen  years  (naming 
the  date  at  which  the  same  will  expire)  the  prescribed 
fee ;  and  if  such  fee  be  not  previously  paid,  he  shall, 
at  the  expiration  of  one  month  from  the  date  of  the 
giving  of  the  first  notice,  send  a  second  notice  to  the 
same  effect. 

"  (2.)  If  such  fee  be  not  paid  before  the  expiration 
of  such  fourteen  years  the  comptroller  may  after  the 
end  of  three  months  from  the  expiration  of  such 
fourteen  years  remove  the  mark  from  the  register, 
and  so  from  time  to  time  at  the  expiration  of  every 
period  of  fourteen  years. 

IteBtoration  « (3.)  If  before  the  expiration  of  the  said  three 

months  the  registered  proprietor  pays  the  said  fee 
together  with  the  additional  prescribed  fee,  the  comp- 
troller may  without  removing  such  trade-mark  from 
the  register  accept  the  said  fee  as  if  it  had  been  paid 
before  the  expiration  of  the  said  fourteen  years. 

"  (4.)  Where  after  the  said  three  months  a  trade- 
mark has  been  removed  from  the  register  for  non- 
payment of  the  prescribed  fee,  the  comptroller  may, 
if  satisfied  that  it  is  just  so  to  do,  restore  such 
trade-mark  to  the  register,  on  payment  of  the  pre- 
scribed additional  fee. 
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"  (5.)  Where  a  fxade-mark  has  been  removed  from  Bemoved 
the  register  for  non-payment  of  the  fee,  or  otherwise,  stade  to  later 
fiuch  trade-mark  shall  nevertheless  for  the  purpose  regiatratiaiia. 
of  any  application  for  registration  during  the  five 
years  [one  year]  {i)   next    after  the  date  of    such 
removal,  be  deemed  to  be  a  trade-mark  which  is 
abeady  registered  [unless  it  is  shown  to  the  satisfac- 
tion of   the  comptroller  that  the  non-payment  of 
the  fee  arises  from  the  death  or  bankruptcy  of  the 
registered  proprietor,  or  from  his  having  ceased  to 
cany  on  business,  and  that  no  person  claiming  under 
the  proprietor  or  under  his  bankruptcy  is  using  the 
trade-mark]  "  {t). 
The  section  corresponds  to  rules  30  to  33  of  the  old 
rules  of  1876. 

Sub-sect.  (5)  refers  to  sect.  72  (w).  It  is  directed  to 
prerent  the  registration  by  another  trader  for  the  same 
goods  or  description  of  goods,  of  a  mark  the  same  as  the 
removed  mark,  or  having  such  resemblance  to  it  as  to  be 
calculated  to  deceive,  imtil  such  time  after  the  removal  of 
the  other  as  is  considered  sufficient  to  allow  the  other  to 
be  forgotten,  so  that  the  new  mark  may  not  be  taken  for 
that  of  the  proprietor  of  the  old  mark.  The  period  pro- 
Tided  for  by  the  Act  of  1883  was  five  years,  but  this  was 
altered  by  the  Act  of  1888  to  one  year  on  the  recom- 
mendation of  Lord  Herschell's  Committee  (x).  With 
their  approval  also  the  proviso  "  unless,  &c."  was  added 
at  the  end  of  the  sub-section,  it  being  considered  unneces- 
sary to  refuse  the  re-registration  of  the  mark  for  a  year  if 
the  late  proprietor  were  dead  or  bankrupt,  and  no  one 
claiming  under  his  bankruptcy  were  using  the  mark,  and 
if  any  other  successor  to  his  business  neglected  to  pay 
the  fee. 

Notwithstanding  the  amendments,  it  is  assumed  that  so  A  new  mark 
long  as  the  recollection  of  the  removed  mark  survives  in  ^"^ve  by" 

(0  Act  of  1888,  sect  19.  (x)  Beport  of  1888,  p.  xiii. 

(»)  Chap.  X.  p.  175. 
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mark. 


Oauseof 
removal  to  be 
rogistered. 


Fees. 
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ihe  trade,  the  use  of  it,  or  a  mark  resembling  it,  might  he 
caloulated  to  deceive,  and  might  therefore  be  properly 
refused  by  the  comptroller  imder  sect.  73,  or  in  his 
discretion. 

It  is  provided  by  rule  47  that :  "  Where  a  trade-mark 
has  been  removed  from  the  register  for  non-payment  of  the 
prescribed  fee  or  otherwise,  under  the  provisions  of  sect.  79 
of  the  said  Act,  the  comptroller  shall  cause  to  be  entered 
in  the  register  a  record  of  such  removal  and  the  cause 
thereof." 

The  fee  for  continuance  of  a  registered  mark  at  the 
expiration  of  fourteen  years  is  1/.  Where  the  fee  is  not 
paid  within  three  months  after  the  expiration  of  the  four- 
teen years  there  is  an  additional  fee  of  ten  shillings.  The 
additional  fee  for  restoration  of  a  trade-mark  where  it  has 
been  removed  for  non-payment  of  the  fee  is  1/.  (y).  The 
forms  of  applications  for  continuance  and  restoration  are 
forms  X,  Y,  and  Z  (a). 


{y)  Appendix,  p.  606. 


(z)  Ihd.,  p.  616. 
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as  ''passmg  ofi  actions/'  separately.  In  an  aotion  of  the  for  paasiiig 
fint  dass  the  plaintiff  complains  that  the  defendant  has  ^^' 
mfringed  his  trade-mark  by  taking  it  in  its  entirety, 
or  by  taking  a  sabstantial  portion  of  it,  or  oolourably 
imitating  it,  and  he  relies  on  his  title  to  the  exclusive  use 
of  the  mark  in  question  for  goods  of  a  specified  kind ;  in 
an  action  of  the  second  class  the  plaintiff's  case  is  leas 
qiecialized,  for  he  complains  that  the  defendant  is  using 
means  which  are  calculated  to  pass  off,  or  to  cause  to  be 
passed  off,  the  goods  of  the  defendant  as  and  for  those  of 
the  plaintiff,  and  the  means  may  or  may  not  comprise  or 
consist  of  an  infringement  of  a  trade-mark  to  which  the 
plaintiff  has  a  title.  The  distinction  between  the  two 
classes  of  actions  has  been  accentuated  by  the  provision, 
abeady  discussed,  which  makes  registration  a  condition 
precedent  in  general  to  the  institution  of  actions  ranking 
in  the  first  class,  that  is,  trade-mark  actions  proper  (a). 
They  are,  however,  closely  connected,  and  in  practice  they 
are  frequentiy  combined,  the  statement  of  claim  alleging 
t)oth  infringement  and  passing  off.  The  first  class  is  in 
reaKty  a  specialized  variety  of  the  second,  having  been 
divided  off  from  other  passing  off  actions  when  property 
in  a  trade-mark  was  first  adopted  as  the  ground  of 
jurisdiction  {b).  And  as  the  test  of  infringement  is  still 
whether,  by  reason  of  its  resemblance  to  the  plaintiff's 
mark,  the  defendant's  mark  is  calculated  to  lead  pur- 
chasers to  believe  that  the  goods  on  which  it  appears  are 
those  of  the  plaintiff,  every  case  of  infringement  would  be 
a  case  of  passing  off;  but  that  where  the  actual  mark  is 
taken,  or  an  obvious  imitation  is  made,  the  Court  does  not 
tronble  to  inquire  whether  deception  is  likely  to  result, 
and,  in  the  former  case,  it  seems  that  it  is  precluded,  by 
the  provision  that  registration  after  five  years  shall  give 
an  exclusive  title  to  the  use  of  the  registered  mark,  from 
doing  so  ((;). 

(a)  Chap.  Xn.,  p.  260.  (<?)  Sect.  76,  Chap.  XII.,  p.  265; 

[h)  Chap.  I.,  pp.  4  and  13.  Edwards  y.  Jhnnity  30  0.  D.  454 

(1885),  C.  A. 
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1.  CkxmmenoemeiLt  of  the  Action. 

Inwlutt  Court      The  great  majority  of  actions  in  respeot  of  the  infringe- 

ao^a^^oSd  ^®^*  ^^  trade-marks   are  oommenoed  in  the  Chancery 

be  com-  Division  of  the  High  Court  {d),  but  such  actions  are  not 

^  specially  assigned  to  that  division,  and  thej  have  been 

occasionally  transferred  from  it  to  the  Queen's  Bench 

Jury.  Division  in  order  to  be  there  tried  by  a  jury  {e).    This 

was  done  by  Xay,  J.,  in  a  case  where  the  defendant 

submitted  to  a  perpetual  injunction  and  the  question  of 

damages  only  remained,  on  tiie  ground  that  in  trade  cases 

a  jury  is  the  best  tribunal  to  assess  damages  (/) ;  but  in 

an  earlier  case,  where  the  right  to  the  injunction  was 

contested,  the  defendants  having  given  notice  requiring 

the  trial  to  be  by  a  judge  and  a  special  jury,  Bacon,  V.-C, 

ordered  that  the  action  should  be  by  a  judge  alone  ((/), 

and  the  last-named  judge  also  refused  to  order  the  transfer 

of  the  complicated  and  difficult  case  of  The  Singer  Manu- 

facturing  Co.  v.  Loog  {h)  to  be  transferred  to  the  Common 

Law  Division  so  that  the  issues  involved  might  be  there 

tried  with  a  jury,  on  the  ground  that  the  questions  to  be 

determined  involved  matters  of  law  as  well  as  fact,  and 

were  unfit  to  be  dealt  with  by  a  jury. 

Jozifidiotion         -^  action  for  damages  not  exceeding  50/.  for  infringe- 

Co^  ^'^^y  ment  of  a  trade-mark,  might  probably  be  brought  in  the 

County  Court,  for  it  is  a  personal  action,  and  does  not  fall 

within  any  of  the  exceptions  of  the  County  Courts  Act, 

1888,  s.  56.    In  practice,  however,  such  a  course  is  rarely, 

if  ever,  adopted,  and  it  was  certainly  not  contemplated 

when  the  Trade-Mark  Acts  were  passed;  for  the  Court  upon 

which  jurisdiction  is  conferred  to  rectify  the  register,  to 

{^  Or  the  Court  of  Chancery  of  (/)  Fennesty  y.  BdlfhiU^  66  L.  T. 

the  County  Palatine  of  Lancaster.  138  (1887). 

This  Court  has  juiisdiotion  under  {g)  SpraU'iFatentY.  Wmrd^Co,^ 

the  Patents,  &o.  Acts,  sect.  112a  11  C.  B.  240  (1879). 

(Act  of  1888,  sect.  26).  (A)  11  C.  D.  666  (1879).    In  Fm^ 

(e)    See   Be    Martin,    Hunt   ▼.  neaty  y.  Clark,  37  C.  B.  184  (1887)» 

Chambers,  20  C.  B.   366  (1882) ;  the  issues  of  fact  were  ordered  to 

and  Ord.  86,  r.  6.  be  tried  hy  a ,  judge  and  speoial 

jury. 
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grant  ofiitificates  to  a  saooessful  litigant  Gntitling  him  to 
aoUcitor  and  dient  costs  (t)  in  future  actions  respecting  the 
88me  mark,  and  for  other  purposes,  is  the  High  Court  (k). 
It  has  been  held  that  an  action  for  the  infringement  of  a 
patent,  the  yalidity  of  which  is  disputed,  cannot  be  brought 
in  the  County  Court,  on  the  ground  that  a  patent  is  a 
franchise  within  the  section  56  above  mentioned  (/) ;  and  in 
the  judgments  in  the  case  referred  to,  some  stress  is  laid 
upon  the  fact  that  the  Patents,  Designs,  and  Trade-Marks 
Act  of  1883  does  not  contemplate  that  patent  actions 
should  be  brought  in  a  County  Court,  but  this  was  not, 
and,  it  is  submitted,  could  not  have  been,  the  ground  of 
decision ;  for  if  the  jurisdiction  to  try  either  patent  or  trade- 
mark actions  exists  in  the  County  Court  it  is  much  older 
than  the  Act  of  1883,  and  as  a  trade-mark  right  is  not  a 
franchise,  the  decision  does  not  modify  the  jurisdiction  to 
determine  trade-mark  actions  which  is  apparently  conferred 
hy  the  County  Courts  Act. 

Service  of  the  writ  out  of  the  jurisdiction  may  be  allowed  Service  out  of 
if  the  case  falls  under  any  of  the  classes  enumerated  in  ti<Sii^  °' 
Older  11,  rule  1,  for  instance,  if  the  plaintiff  seeks  an 
injunction  to  restrain  infringements  within  the  jurisdic- 
tion ;  but  if  the  defendant  carries  on  business  in  Ireland  or 
Soodand,  and  not  at  all,  or  only  to  an  inconsiderable 
extent^  in  England,  leave  to  serve  the  writ  upon  him  in 
either  of  the  first-mentioned  countries  will  be  refused,  and 
the  plaintiff  will  be  left  to  pursue  his  remedies  in  the 
local  courts  (m).  On  this  ground  leave  to  serve  out  of  the 
jmifldiction  has  been  refused  even  where  an  application  to 
legister  the  defendant's  mark  has  been  pending  before  the 
oomptroller  in  London,  on  which  the  same  witnesses  would 
he  required  as  in  the  action  (n),  and  also  where  a  motion 

(i)  Beet.    77a    (Act   of    1888,  D.   78;    8   B.  F.  0.    18  (1890), 

not  18).  Kekewioh,  J.     As  to  the  recti* 

{k)  Sect.   117 ;  or  the  Palatine  fioation    of    the   registrations  of 

Court,  ieot.  112a.  marks  belonging  to  foreigners,  see 

(0  (^MM  T.  Ootmiff  Court  Judge  of  Chap.  XI. ,  p.  240. 
Baitfas,  (1891)  2  Q.  B.  263, 0.  A.    '       (n)  Mar$haU  v.  MarthaU,  38  0. 

[m]  Smahan  ▼.  Kinahan,  46  0.  D.  330  (1888),  0.  A. 
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Aotiona  bj 
foreigners. 


Notice  of 
action  is  on- 
necessaiy. 


to  expunge  the  defendant's  mark  was  pending  in  the 
English  Courts  (/).  In  the  former  case  (m)  the  refusal 
was  based  partly  on  the  fact  that  if  an  injunction  were 
granted  it  could  not  be  enforced  against  the  defendant 
personally  in  England,  but  only  against  his  agents.  But 
where  a  Scotch  manufacturing  company  had  three  branches, 
and  an  important  business  in  England,  leave  was  granted 
to  sue  them  here  (n). 

An  alien,  not  being  a  subject  of  a  country  actually  at 
war  with  England,  if  he  is  the  proprietor  of  a  trade-mark 
which  exists  as  such  in  this  country,  may  sue  in  the 
English  Courts  in  respect  of  infringements  by  English 
traders  (o).  But  sect.  77,  prohibiting  actions  in  respect  of 
the  infringement  of  unregistered  trade-marks  applies  to 
trade-marks  belonging  to  foreigners  (p). 

No  notice  need  be  given  to  the  alleged  infringer  before 
the  action  is  brought  (j),  and  the  plaintiff's  right  to  bring 
the  action  is  not  affected  by  the  ignorance  of  the  defendant 
of  the  plaintiff's  claim  to  the  mark,  or  the  readiness  of  the 
defendant  to  cease  the  infringement  when  called  upon 
to  do  so  (r).  "  A  plaintiff  in  these  cases,"  Chitty,  J.,  said, 
in  Upmann  v.  Forester  (s),  "  is  placed  in  circumstances  of 
difficulty,  because  if  he  were  to  give  notice  there  is  great 
probability  of  the  defendant  at  once  getting  rid  of  the 
spurious  articles  before  the  plaintiff  could  interfere ;  and 
the  plaintiff  therefore  would  in  many  instances  be  affording 
the  defendant  an  opportunity  of  doing  what  the  injunction 
would  have  prevented.    I  well  remember  that  the  late 


(t)  Kitiahan  y.  Kinahan,  supra; 
of.  King  ^  Co.'s  TVw.,  (1892)  2  Ch. 
462  ;  9  R.  P.  0.  360. 

(m)  MarshaU  y.  Marshall,  38  0. 
B.  380  (1888),  0.  A. 

(it)  Burland  v,  Broxburn  OH  Co,, 
41  0.  D.  642;  6  E.  P.  0.  482 
(1889),  Chitty,  J. 

(o)  The  Collins  Co,  y.  Brown,  3 
K.  &  J.  423  (1857),  Wood,  V.-O. ; 
The  CoUins  Co.  v.  Reeves,  28  L.  J. 
Ch.  66  (1868),  Stuart,  V.-C. 


(p)  See  Ooodfellow  y.  Prince,  35 
C.  D.  9  (1886),  C.  A. ;  and  above, 
Chap.  XII.,  p.  264;  although 
Malins,  V.-C,  expreaaed  a  con- 
trary opinion  in  Twenische,  ^.  y. 
minger  ^  Co.,  26  W.  R.  70  (1877). 

(q)  Hereey.  Franks,  16  L.  J.  Ch. 
122  (1846),  Knight-Braoe,  V.-C. 

(r)  Burgess  y.  HaUl^,  26  Beay. 
249  (1868),  RomiUy,  M.R. 

(«)  24  C.  B.  281  (1883). 
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**  Master  of  the  Bolls,  Sir  G-.  Jessel,  stated  that  he  was, 
when  at  the  Bar,  accustomed  in  cases  like  this  to  advise 
bis  clients  not  to  give  any  notice,  but  to  move  at  once"  {t). 
And  consequently  the  omission  to  give  notice  before  action 
does  not  disentitle  the  plaintiff  to  costs  {u), 

2.  The  Plaintiff's  Title. 

The  plaintiff  must  be  owner  of  the  trade-mark  (p)  which 
is  alleged  to  have  been  infringed,  and  the  ohus  of  proving 
that  he  is  entitled  to  the  exclusive  use  of  the  mark  for  the 
particular  class  of  goods  (subject,  if  the  case  is  so,  to  the 
concurrent  rights  of  persons,  other  than  the  defendant,  who 
are  also  owners  of  the  same  or  a  similar  trade-mark)  is 
cast  upon  him  (or).  So  where  a  manufacturer,  a  shipper  Joint  trade- 
and  a  foreign  consignee,  devised  a  trade-mark  in  concert,  ""^  ' 
and  used  it  for  goods  sent  by  the  manufacturer  through 
the  shipper  to  the  consignee,  and  afterwards  the  manu- 
facturer began  to  use  it  for  goods  not  sent  through  the 
shipper,  and  the  shipper  for  goods  not  obtained  from 
{he  manufacturer,  and  cross-actions  for  infringement  were 
farought  by  the  shipper  and  the  manufacturer,  it  was  held 
that  neither  of  them  could  make  out  a  title  to  exclusive 
use,  and  both  actions  were  dismissed  {y). 

In  a  case  where  Messrs.  Harper  and  Moore,  the  plaintiffs, 
had  been  the  lessees  of  certain  brickworks,  and  had  been 
accustomed  to  make  bricks  of  the  clay  produced  by  mines 
of  which  they  were  lessees  also,  and  after  the  expiration  of 
their  leases,  the  defendants,  who  had  obtained  a  lease  of 
the  brickworks  only,  advertised  themselves  as  "  E.  &  J. 
"PeaiBon  (late  Harper  and  Moore),"  thereby  suggesting 

(0  24  C.  D.  231  (1883).  (y)  Last   case.     A   oostom   in 

(m)  See  below,  p.  364.  Manchester,  by  which  the  shipper, 

(r)  The  qnestions.  What  is   a  in  the  absence  cf  agreement,  was 

Tnde-Mark,   and,  What  can  be  the  owner  of  the  trade-mark,  was 

Begistered  as  a  Trade-Mark,  are  alleged  but  not   proved.     Jone»^ 

ducoaedin  Chap.  II.,  p.  24  ;  and  Tm.,  63  L.  T.  1  (1885),  G.  A.,  is  a 

Chap.  Tin.,  p.  106.  similar   case.     See   also  Sivi^e^i 

(x)  Bobimon  ▼.  Finlay,  9  C.  D.  Tm.,  65  L.  J.  Ch.  645 ;  63  L.  T. 

487  (1877),  C.  A.  237  (1884),  Pearson,  J.,  cited  p.  224. 
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tliat  they  were  Buooessors  to  the  old  briok-making  business. 
Wood,  V.-C,  granted  an  injunction  to  restrain  the  adver- 
tisements, and  he  said  he  would  have  granted  it  as  a 
matter  of  course  had  the  owner  of  the  mines  been  plaintiff 
in  the  suit.  The  learned  Viee-Chanoellor  seems,  therefore, 
to  have  been  of  opinion  that  both  he  and  the  plaiutiffs 
were  interested  in  the  old  firm  name  (z). 

A  mere  importer  has  no  title  to  sue  for  infringement  of 

the  trade-marks  of  the  consignor  or  producer  (a). 

Where  the  The  plaintiff  does  not  became  owner  of  the  trade-mark, 

^^^^j^^  or  acquire  any  interest  in  it  sufficient  to  enable  him  to  sue 

from  the         for  infringement,  by  a  contract  with  the  proprietor  for  the 

propne  p.       exclusive  purchase  of  the  marked  goods  consigned  to  a 

particular  district  (b) ;  but  it  is   submitted  that  if    the 

contract  were  for  the  exclusive  purchase  of  all  the  marked 

goods  manufactured  by  the  proprietor,  so  that  no  goods 

could  be  rightly  marked  which  did  not  pass  through  the 

plaintiff's  hands  (subject  to  any  question  of  registration  (c)), 

he  might  maintain  the  action  against  any  person  who  used 

the  mark,  or  a  spurious  mark  infringing  it,  on  goods  which 

were  not  the  goods  of  the  manufacturer.     The  question 

whether  a  trader,  exclusively  entitled  by  contract  with  the 

proprietor  to  purchase  his  goods,  could  rightly  register  the 

proprietor's  mark  as  his  own,  of  course  with  the  proprietor's 

assent,  was  discussed  but  left  undetermined  in  the  Apol- 

liiuiris  Case  {d). 

Action  by  one      One  Or  more  of  several  persons  concurrently  entitled 

proprietor  or 
by  several. 

{£)  HarperB  v.  Fearson^  3  L.  T.  add   the    proprietor   as    plaintiff 

N.  S.   647  (1860);   cf.  MotUy  v.  granted;  cf.  »^«)//^v.JnHirf,(  1892) 

Doumman,  3  My.  &  Cr.  1 ;  6  L.  J.  1  Q.  B.  806,  exclufiiye  licensee  of 

Gh.  N.  S.  308  (1887),  Gottenham,  registered   design ;    and  Meap  y. 

L.O.  Hartletf,  42  C.  D.  461  (1889),  ex- 

(a)  ffirseh  v.  Jofuu,  3  0.  D.  684  clusiye  local  licensee  of  a  patent 

(1876),  Jessel,  M.R. ;  see  Chap.  11.,  cannot  sue. 

p.  49 ;  and  Chap.  IV.,  p.  61 ;  and  {c)  QoodfeUovo  y.  Frinee^  36  0.  D. 

OoodfeUow  y.  Frince,   36  0.  D.  9  9  (1887),  C.  A. 

(1887),  C.  A.  (rf)  (1891)  2  Ch.  p.  231 ;  8  E.  P. 

(*)  Richarda  v.  Buteher,  7  B.  P.  0.  137,  Fry,  L.J. 
C.  288  (1890),  Eay,  J.,  leaye  to 
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may  bring  the  action  (e),  and  several  plaintiffs  so  entitled 
may  join  together  to  sue  although  their  interests  are 
difltmct  and  separate  (/). 

It   would  seem  that  the  plaintiff  must  be  using,  or  PUintifr  must 
intending  to  use,  the  mark,  for  no  damage  would  other-  ^^^e 
wise  be  oocasioned  to  him  by  the  infringement.    It  has  ™«»^- 
been  held  that  a  mortgagee  who  does  not  intend  to  use 
the  mark  cannot  bring  an  action  in  respect  of  its  infringe- 
ment (9),  and  intention  to  use  is  one  of  the  conditions 
precedent  to  proper  registration  (A). 

Infringement  of  a  trade-mark  is  an  interference  with  a  Action 
right  of  property  injuring  the  personal  estate  of  the  owner,  ^^^l^t^,  and 
and  consequentij  the  right  of  action  in  respect  of  it  is  not  ^^  ™*y  ^^' 
determined  by  the  death  of  the  owner,  and  proceedings 
may  be  begun  or  continued  (t)  by  his  executors.    Of  course, 
if  the  executors  have  possession  of  the  goodwill  of  their 
testator's  business,  and  are  carrying  on  his  trade,  they  can 
ihemselYes  be  registered,  and  can  sue  as  owners  of  the 
trade-marks  employed  in  the  business  and  attached  to  the 
goodwill  (il-). 

3.  Seg^istration. 
If  the  mark  is  capable  of  being  registered,  the  plaintiff  Proof  of  re- 
mnst,  at  the  date  of  the  hearing  (/),  be  the  registered  gf^^.'"' 
proprietor,  or  be  the  successor  in  titie  of  the  registered  mark, 
proprietor,  and  if  the  mark  is  not  capable  of  being  regis- 
tered, in  the  case  of  a  mark  in  use  before  the  13th  of 
August,  1875,  the  plaintiff  must  show  that  registration  of 
it  has  been  refused  (m).     In  each  case  the  registration  and 

W  Sme  V.  Lart,  7  L.  T.  O.  S.  137  ;  see  Chap.  VIIL,  p.  110. 

41(lS4e),ShadweU,y.-0.;'S'oHMom  (i)  Oakey  ▼.   Dalton,  36   C.  D. 

▼.AyiiiMt,12L.T.K.S.76(1866),  700;    4    B.    P.    C.    313    (1887), 

Wood,  V.-C.  Chitty,  J. 

(/)  Jkmi  y.  Turpin,  2. J.  &  H.  (k)  See  Chap.  XIII.,  p.  272 ;  and 

lS9;30L.J.Ch.495(1861),Wood,  Mauam  y.  /.  JT.  ThorUyU  Cattle 

Y.-C. ;  &mthom  y.  Seynoldt,  12  L.  Food  Co.,  6  C.  D.  574  ;  14  C.  D. 

T.,  K.  S.  76  (1865),  Wood,  V.-O.  748    (1877),    Malins,    V.-C,  and 

is)  BioUy  y.  Soarta,  22   C.  D.  C.  A. 

MO  (1882),  Peanon,  J.,  a  Trade-  (Q  Haszopuh   y.    Kaufmann,   23 

Name  Caae.  Sol.  J.  819  (1879),  Little,  V.-O. 

(A)  Tk0  ApoUmarii  Co.U   Tnu.,  (m)  Sect.   77 ;  see  Chap.  XII., 

(18S1)  2  Ch.  p.  233;  8  B.  P.  C.  p.261. 
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the  name  of  the  registered  proprietor,  or  the  refoBal,  must 
be  shown  by  the  oertifioate  of  the  comptroller  («),  and 
bj  sealed  and  certified  copies  of  or  extracts  from  the 
register  (o). 
Begistration        But  the  registration  of  the  successor  in  title  of  the 
is  v^^^^y  original  proprietor — ^his  assignee  for  instance — ^is  not  neoes- 
before  action,  gary  to  enable  the  successor  to  sue  (p). 
Begisiration        The  registration  of  a  person  as  proprietor  of  a  trade- 
of  tiUe?'^       mark  is  primd  facie  evidence  of  his  right  to  the  exclusive 
use  of  his  trade-mark,  and  is  (in  the  absence  of  an  appli- 
cation to  rectify  the  register  (q)),  after  five  years  from  the 
date  of   the    application    for   registration  (r),  conclusive 
evidence  of  such  right  («). 

So  that  after  five  years  (^),  the  question  wheth^  the 
mark  was  capable  of  regbtration,  and  therefore  the  sub- 
ject of  trade-mark  rights  under  the  Acts,  cannot  be  raised 
against  the  plaintiff  (i/),  unless  an  application  to  rectify  the 
register  is  before  the  Court.  Other  objections  may,  how- 
ever, be  taken;  it  may  be  shown,  for  instance,  Uiat  the 
plaintiff  does  not  possess  the  goodwill  of  the  business  to 
which  the  mark  is  attached  {x). 

And,  it  is  submitted,  the  question  whether  the  regis- 
tered proprietor  was  entitled  to  the  mark  when  he  caused 
it  to  be  registered,  cannot  be  raised  under  such  circum- 
stances.    The  dictum  of  Fry,  L. J.,  in  The  ApolUnarU  Case^ 

(ft)  Sects.  77  and  84.  took  a  similar  course  upon  an  ap- 

(o)  Sects.  88  and  89.  plication  for  an  interim  injunction. 

{p)  IhUe  V.  ffenthaw,  31  0.  D.  In  Stuart  v.  Seotiiah  Vol  de  Travera 

323  (1886),  North,  J.  Co.,  13  Ct.  of  Sees.  Ca.  1  (1885) ; 

{q)  Chap.  XII.,  p.  268.  and  Lever  v.  Goodwin,  4  R.  P.  C. 

(r)  Sect.  76  (Act  of  1888,  s.  17).  492  (1886),  Chittj,  J.,  objections 

(«)  Sect.  76 ;  Chap.  XII.,  p.  266.  to  marks  registered  for  less  than 

(t)  In  The  ApoUinaris  Co,  y.  Snook,  five  years  were  allowed  at  the  hear* 

7  B.  P.  0.  474  (1890),  although  the  ing,  there  being  no  application  to 

mark  had  not  been  registered  for  rectify. 

five  years,  Eekewich,  J.,  refused  (u)  ApoUinaria  Co.  v.  Rerrfeldt^ 

to  listen  to  an  argument  that  it  4  B.  P.   C.   478   (1887),   C.   A.; 

ought  not  to  have  been  registered ;  Edwards  v.  Dennis,  30  C.  D.  464 

but,  apparently,  his  attention  was  (1885),  G.  A. 

not  called  to  the  point  in  question.  {x)  Finto  v.  Badman,  8  B.  P.  C. 

And  in  Compagnie  GinerdU  v.  Seh-  181  (1891),  C.  A. 

der,  6  B.  P.  C.  66  (1887),  Kay,  J., 
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fhat  ''a  man  who  pnts  another's  trade-mark  on  the  register 
eamiot  be  a  person  entitled  under  the  Act ''  (y),  was  made 
in  a  case  founded  on  an  application  to  rectify,  and  was  not, 
{herefore,  directed  to  the  operation  of  sect.  76. 

Bnt  the  registration  is,  of  course,  evidence  only  of  such  Eegistration 
title  as  it  shows,  and  the  plaintiff's  right  is,  accordingly,  dLciaimer  or 
subject  to  the  modification  imported  by  any  note  or  limi-  otherwise. 
tation  entered  upon  the  register  in  connection  with  it.    In 
particalar,  if  there  is  a  disclaimer  of  part  of  the  registered 
marie,  the  registered  proprietor  has  no  title  to  sue  in 
respect  of  an  alleged  infringement  effected  by  the  adop- 
tion of  such  part  of  the  mark,  for  the  disclaimer  is  an 
indication  to  all  the  world  that  he  has  no  monopoly 
whatever  in  the  use  of  that  part  (2). 

And  the  right  to  exclusiye  use,  of  which  registration  is  By  ooncunent 
evidence,  is  subject  to  the  concurrent  and  independent  "^ 
lights,  if  any  exist,  of  other  persons  to  use  the  mark 
whether  they  have  obtained  registration  or  not  (a). 

The  five  years'  registration  does  not,  it  is  submitted.  Plaintiff's 
prevent  the  defendant,  although  he  has  made  no  applica-  mined  or  " 
tion  to  rectify,  or  although  the  Court  has  no  jurisdiction  bairod. 
to  entertain  any  such  application  which  he  has  made,  from 
setting  up  as  a  defence  that  the  plaintiff's  right  has  deter- 
mined by  abandonment  or  otherwise,  or  has  been  wholly 
asBigned  to  another  (A).    And  it  is,  of  course,  no  answer  to 
a  personal  bar  which  disentitles  the  plaintiff  to  sue. 

4.  What  constitates  Infringement. 
Infringement  is  the  use  by  the  defendant,  for  trading 
puzpoees  {e)  in  connection  with  goods  of  the  kind  for  which 

(r)  (1891)  2  Gh.  186 ;  8  B.  P.  0.      9  B.  P.  0.  17,  0.  A. ;  Chap.  IX., 
1S7.  The  impoiten  had  legistered      p.  173. 
tbe  mark  of   the  ownen  of   the  (a)  See  below,  p.  325. 

{b)  This  followB  from  the  fact 


(t)  Sptmthal  ▼.  Beynolds,  (1892)  2  that  an  unregistered  assignee  can 

Ch.  301 ;  9  B.  P.  0. 189,  Korth,  J. ;  sue,  see  p.  304. 
Aw  T.  QoodaU,  (1892)  1  Ch«  85 ;  {e)  Page  307. 

K.  X 


806  THE  ACnON  FOR  INFBINGEMENT. 

the  plaintiflPs  right  to  exclusive  nse  exists  (rf),  (t.  ^.,  for 
which  his  mark  is  registered  and  used),  not  being  the 
goods  of  the  plaintiff  (e),  of  a  mark  .identical  with  (/)  the 
plaintiff's  maxk,  or  either  comprising  some  of  its  essential 
features  or  oolourably  resembling  it  (^r),  so  as  to  be  calcu- 
lated to  cause  the  goods  to  be  taken  by  ordinary  pur- 
chasers (A)  in  any  market  where  the  marks  circulate  (t) 
for  the  goods  of  the  plaintifi. 
Inferiority  of  It  was  originally  an  element  of  the  right  of  action  for 
dant'fl  ^oda,  iufringement  at  common  law,  that  the  goods  sold  by  the 
defendant  as  and  for  the  goods  of  the  plaintiff  were 
inferior  in  quaUty  to  the  genuine  goods  of  the  latter,  but 
it  has  long  been  settled  that  the  question  of  the  relatiye 
qualities  of  the  plaintifF's  and  the  defendant's  goods  is  not 
relevant  to  the  title  to  maintain  either  action  for  infringe- 
ment or  "passing  off  "  (£),  and  it  has,  accordingly,  no  plaoe 
in  the  above  definition.  It  may,  however,  affect  the 
amount  of  the  damages  to  be  recovered  by  the  plaintiff 
if  he  succeeds,  for  damages  are  sometimes  claimed  and 
allowed  in  respect  of  injury  occasioned  to  the  trade 
reputation  of  the  plaintiff  by  the  defendant's  infringe- 
ment or  fraud;  but  if  the  defendant's  goods  are  as 
excellent  as  his  own,  the  reputation  of  the  plaintiff  cannot 
have  been  injured. 
Single  act  of  The  Oourt  has  refused  to  regard  an  isolated  act,  done  at 
*^*™"^**  the  request  of  the  plaintiff's  agent,  who  was  laying  a  trap 
for  the  defendant,  as  an  infringement  (/).    This  must  be 

{d)  Page  308.  {k)  JBlofield  y,  Fafne,  4  B.  &  Ad. 

{e)  Page  309.  410 ;  2  L.  J.  K.  B.  N.  S.  68  (1 833) ; 

(/)  It  is  usnallj  ao  expressed.  EdeUien  y.  Edehten,  1  De  Q.  J.  &  S. 

WliatiameantiB,  of  course/* aimi-  185  (1863),  Westbury,  L.C.;  and 

lar  to";  but  ''similar  to''   and  see /7fr Lord  Blackburn,  in  Sin^fer 

"  resembling"  are  constantly  nsed  Manufacturing  Co,  y.  Loog^  4  App. 

to  oonyey  the  proper  meaning  of  Gas.  p.  29. 

the  latter  word ;  see  Welch  v.  Knotty  (/)  Eennessy  v.  Kennett,  Seb.  Dig. 

4  K.  &  J.  747  (1867),  Wood,  V.-O.  p.  331  (1877),  MaUns,  V.-C. ;  of. 

[g)  Page  314.  Leahy,   Kelly  ^  Leahy  y.   Ohver^ 

(A)  Page  318.  10  B.  P.  C.  141  (1893),  where  a 

(i)  Page  307.  single  instance  of  the  sale  of  goods 
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taken  as  a  special  case,  however,  for,  in  general,  proof  of  a 
Bingle  act  of  infringement  by  the  defendant  is  sujBioient  to 
justify  the  plaintiff  in  bringing  his  action,  and  the  evidence 
leHed  on  is  frequently  the  sale  by  the  defendant  of  the 
sptiiions  goods  to  the  plaintiff  or  his  agent,  who  has  bought 
thefm  merely  for  the  purpose  of  procuring  evidence. 

The  defendant  must  be  shown  to  have  \ised  or  intended  Defendant 
to  use  the  goods  marked  with  the  spurious  mark  for  trad-  intend  to  use 
ing  purposes,  whether  for  sale  or  as  samples  to  enable  him  ^!^?Y*^®^ 
to  sell  similar  goods, — and  whether  these  are  or  are  not  trading 
fliemselves  so  marked, — ^for  the  essence  of  the  wrong  is  that  P^^^lP<»ee* 
poichasers  of  the  spuriously  marked  goods  are  defrauded, 
and  the  plaintiff  incidentally  suffers  by  the  loss  of  their 
custom  which  would  or  might,  but  for  the  fraud,  come  to 
him  (/n).    But  the  Court  will  not  readily  believe  that  the 
defendant  does  not  intend  to  use  vendible  goods  marked 
with  the  spurious  mark  for  trading  purposes  if  they  are 
found  in  his  possession,  and  either  he  is  a  trader  in  goods 
of  the  kind,  or  the  quantity  of  the  goods  is  considerable  (n). 
So,  where   the  defendant,   a    china    manufacturer,  had 
imported  5,000  spuriously  marked  cigars,  he  was  held 
liable,  although  he  did  not  know  that  the  mark  was 
spurious,  and  said  that  he  intended  the  cigars  "  for  family 
use." 

And  the  infringement  must  occur  in  a  market  where  the  Infringement 
plaintiff's  mark  circulates.    But  this  condition  is  fulfilled  the\)laini^8 
if  the  areas  of  the  trades  of  the  plaintiff  and  defendant,  m™«t- 
although  substantially  local  and  distinct,  are  beginning  to 
overlap  (o),  or  if  the  spuriously  marked  goods  are  brought 

br  the  defendant's  ahopwoman,  not  knowledge. 

diowB  to  have  been  with  his  autho-  (m)  Levy  y.  Walkery  10  C.  D.  436 

litj,  was  oongidered  insoffioient  to  (1879),  0.  A. ;  Bicharda  ▼.  Butcher ^ 

•oppcrt  a  case  of  passing  oft.    In  7  B.  P.  0.  288  (1890),  Eay,  J. 

Tmige  y.  Ward,   21   L.  T.   N.  S.  {n)   Upmann  y.  Foreater,  24  C.  D. 

480  (1869),  BomiUy,  M.B. ;  and  231  (1883),  Chitty,  J. 

J^mtteke  y.  Eainper,  26  W.  B.  70  (o)  Faine  #  Co.  r.  DmieUa  ^  Soiu* 

(1877),  Halins,  Y.-C,  the  defen-  Breweries,  (1893)  2  Ch.  667;  10  B. 


)  held  liable  for  infringe-      P.  0.  71,  217,  (John  BuU  Beer). 
wntibythfiir  agents  without  their      Chap.  X.,  p.  184. 
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Defendant 
miiBtiise 
the  mark 
nponthe 
goods  for 
whioh  the 
plaintiff's 
right  exists, 


and  is  regis- 
tecedy 


into  this  oountry  for  export  to  a  country  where  the  plaiiitifE'fi 
trade  and  marks  are  known  {p). 

The  use  must  be  in  connection  with  the  goods  for 
which  the  plaintiff's  right  exists.  "  There  can  be  no  right 
to  the  exclusiye  ownership  of  any  symbols  or  marks 
universally  in  the  abstract.  Thus,  an  iron-founder  who 
has  a  particular  mark  for  his  manufactures  in  iron  could 
not  restrain  the  use  of  the  same  maxk  when  impressed  on 
cotton  or  woollen  goods ;  for  a  trade-maxk  consists  in  the 
exclusive  right  to  the  use  of  some  name  or  symbol  as 
applied  to  a  particular  manufacture  or  vendible  commo- 
dity "  (q).  And  the  third  essential  ingredient  for  consti- 
tuting an  infringement,  enumerated  by  the  judge  just 
quoted  in  McAndrew  v.  Bassett  (r),  is  "  that  the  defendants 
have  imitated  the  mark  for  the  purpose  («)  of  passing  in 
the  market  other  articles  of  a  similar  description." 

The  limits  of  the  class  of  goods  over  which  the  right  in 
respect  of  a  registered  mark  extends  have  been  discussed 
already  {f),  and  the  class  has  been  shown  to  be  not  neoes- 
sarily  co-extensive  with  any  register  class  (m),  and  it  has 
also  been  shown  that  the  registered  proprietor's  right  ought 
to  be  limited,  and  the  registration  to  be  restricted  to  the 
kinds  of  goods  upon  which  he  actually  uses  or  intends  to 
use  the  mark,  and  in  which  he  possesses  the  goodwill  of 
the  business  to  which  the  trade-mark  is  attached  (;r). 

The  plaintifi  cannot  sue  for  infringement  in  respect  of 


(p)  Joseph  RodgerB  ^  Son»  v. 
Motigen,  6  Times  L.  B.  678  (1889), 
Kay,  J. ;  Tm,  of  the  SocuU,  ^e,  dea 
VerreriM  de  VBtoile,  (1894)  1  Ch. 
61 ;  (1894)  W.  N.  42 ;  10  E.  P.  0. 
436;  11  R.  P.  0.  142,  Stirling,  J., 
and  0.  A.,  {JRed  Star  Glass). 

(q)  Fer  Lord  Westbury,  in  Eall 
T.  Barrows,  4  De  G.  J.  &  S.  160 
(1863). 

(r)  4  Be  G.  J.  &  S.  380  (1863). 

(«)  Fraadolent  intent  is  not  now 
essential,  post^  p.  316. 

(0  Chap,  v.,  p.  87,  and  Chap. 


XII..  p.  266. 

(tf)  Marks  may  be  calculated  to 
deceive,  though  in  different  register 
classes,  p.  180;  Australian  Wine 
Importers^  Tm,,  41  C.  D.  278 ;  6 
R.  P.  C.  811  (1889),  Kay,  J.,  and 
0.  A.,  (wines  and  spirits) ;  JEno  y. 
Dunn,  10  R.  P.  0.  261  (1893), 
Kekewich,  J.,  (an  aperient  drink 
and  baking  powder) ;  TumeyfSone* 
Tm.,  11  R.  P.  0.  37  (1893),  North, 
J.,  (beer  and  rum). 

{x)  Edwards  y.  Dennis,  SO  C.  D. 
464(1886),  0.  A.,oitedp.  88. 
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goods  for  wliich  his  mark  is  not  registered  (i/)y  although,  if 
he  can  make  a  case,  he  may  sue  to  restrain  passing  o£F. 
And  if  his  mark  is  registered  generally  for  a  register  class  and  naea. 
which  includes  a  kind  of  goods  for  which  he  does  not  use 
it,  or  for  which  it  is  imsuitable,  it  is  not  to  be  considered 
as  registered  for  such  goods.  Thus,  the  proprietor  of  a 
mark  registered  for  class  45,  "tobacco  whether  manu- 
bctured  or  unmcmufactured,"  used  it  only  for  cut  tobacco, 
and  the  mark  contained  the  words  ITiree  Crotcm  Mixture. 
It  was  held  that  he  could  not  sue  to  restrain  an  infringe- 
ment in  respect  of  cigars  (2). 

Further,  the  use  of  the  defendant's  mark,  which  is  relied  The  infringe- 
on  as  an  infringement,  must  be  a  use  upon  goods  which  iJ^^*of^ 
are  not  those  for  which  the  plaintiff's  mark  is  properly  Bpurious 
used,  for  anyone  may  use  the  plaintiff's  mark  on  the  *^**^*^^' 
pkintifE's  goods,  since  that  cannot  cause  the  deception 
which  is  the  test  of  infringement  (a).     So  the  retailer  of 
goods  obtained  from  the  plaintiff  may  lawfully  place  or 
renew  (6)  the  labels  upon  them,  and  have  sufficient  labels 
printed  for  the  purpose  {c).    In  the  case  last  cited,  the 
defendant  failed  to  satisfy  the   jury,  in  an  action  at 
common  law,  that  he  had  in  fact  printed  the  labels  only 
for  use  on  the  genuine  goods  of  the  plaintiff;   and  the 
injanction,  which  had  been  granted  in  a  suit  in  Chancery  by 
Wood,  V.-C,  cmd  dissolved  on  appeal  by  Cranworth,  L.O., 
was  accordingly  restored  {d).    The  rule  just  stated  is  well 
illustrated  by  The  Angostura  Bitters  Case,  where  the  injunc- 
tion granted  was  so  expressed  as  not  to  prevent  the  name 
being  applied  to  an  article  identical  with  the  plaintiff's, 

(y)  /ay  r.  Zadlery  40  C.  D.  649 ;  v.  Shaw,  2  Sim.  237  (1828),  Sliad- 

6E.P.C.  136 (1888),  Kekewich,  J. ;  well,  V.-O. 
iTart  T.  CoOey,  44  C.  D.  193 ;  7  (a)  Chap.  11.,  p.  32. 

R  P.  C.  93  (1890),  North,  J.  (b)  Condy  v.  Taylor,  66  L.  T.  891 

(:)  Saryreavea  y.  Freeman,  (1891)  (1887),  Kekewioh,  J. 
S  CJi.  39 ;  8  B.  P.  C.  237,  Chit^,  J. ;  (e)  Farina  v.  Silverloek,  1  K.  &  J. 

Md  see  Beazley  v.  Soares,  22  C.  D.  509  ;  24  L.  J.  Ch.  632 ;  6  De  G.  M. 

«<S0  (1882),  Peareon,  J.    A  person  &  G.  214  ;  26  L.  J.  Ch.  11  (1865). 
vbo  does  not  use  the  mark  at  aU  (d)  4  K.  &  J.  660  (1850). 

cannot  sue ;  last  case,  and  DeUmdre 
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Adnlteratioxis, 
and  ^ods 
compriBing 
authentic 
parts. 


Wliat  connec- 
tion with,  the 
spurious 
g^odsis 
sufficient. 


fihould  any  other  person  dlsoover  the  secret  of  xnanuf  actiire 
and  make  the  goods  {e). 

But  goods  of  the  plaintifF,  adulterated  by  some  other 
person  (/),  are  not  goods  on  which  the  mark  may  lawfully 
be  placed ;  nor  is  the  manufacture  by  the  defendant  of  an 
article  made  up  of  several  parts  the  less  an  infringement 
because  one  genuine  part  of  the  plaintiff's  manufacture, 
and  bearing  his  mark,  is  included  in  it  {g). 

It  is  not  necessary  that  the  spurious  mark  should  be 
actually  affixed  to  the  goods,  provided  it  is  so  used  in 
connection  with  them  as  to  be  calculated  to  cause  them 
to  be  taken  for  the  plaintiff's  goods  (A).  Use  on  the 
wrapper  in  which  they  are  sold,  or  upon  a  slip  placed  in 
the  package  with  them,  or  in  circulars  or  advertisements 
offering  them  for  sale  is  sufficient  (A).  So  printing  the 
plaintiff's  trade-mark  labels,  without  showing  that  they 
were  for  use  on  genuine  goods  only  (t),  or  using  the  plain* 
tiff's  marked  or  stamped  bottles  (A;),  casks  (/),  or  boxes  {m) 
for  goods  other  than  his  genuine  goods,  is  an  infringe- 
ment, unless  the  Court  is  satisfied  tiiat  the  use  under  the 
circumstances  is  not  calculated  to  deceive  {n). 

But  the  use  of  a  descriptive  word  registered  as  an  old 
trade-mark,  not  in  connection  with  the  goods,  but  in  price 
lists  referring  to  them  only,  has  been  held  to  be  no 
infringement  (o). 

In  a  recent  case  Vaughan  Williams,  J.,  said :  "  I  am, 


{e)  Siegert  ▼.  lindlater,  7  0.  D. 
801  (1878),  Fry,  J. 

{/)  CondyY.  Taylor,  66  L.  T.  891 
(1887),  Kekewioh,  J. 

(^)  Richards  v.  WtUiaffuan,  30 
L.  T.  N.  S.  746  (1874),  Bacon, 
V.-C,  a  gun  with  stamped  lock. 

{h)  Jay  V.  Ladler,  40  C.  1).  649  ; 
6  E.  P.  0. 136  (1888),  Kekewich,  J. 

(i)  Farina  v.  Silverhck,  note  (c) ; 
Ouinnesa  v.  JTUtner,  10  L.  T.  O.  S. 
127  (1847),  Shadwell,  V.-C. 

(*)  Rose  V.  ffenley,  47  L.  J.  Oh. 


677  (1877),  Malins,  V.-C. ;  i&wv. 
Zoftus,  ibid. 

(l)  Hennessy  v.  Cooper ,  Seb.  Dig. 
p.  327  (1877),  Malins,  V.-C. 

(m)  Baam^H  v.  Leuchars,  13  L.  T. 
N.  S.  406  (1865),  Stuart,  V.-C. 

(«)  As  in  Welch  v.  Knott,  4  K.  & 
J.  747  (1867),  Wood,  V.-C. 

(o)  Talbot  V.  Webley,  8  B.  P.  C. 
276  (1886),  Bacon,  V.-C,  [BaJU, 
for  safes) ;  cf .  "  Singer  system,"  in 
Singer  v.  Loog,  8  A.  C.  16  (1882), 
H.  L. ;  and  above,  p.  38. 
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^for  my  own  part,  not  at  all  sure  that  you  can  prove  an 
infniigement  of  a  trade-mark  without  proving  that  the 
dafendants  have  imitated  the  plaintiffs'  trade-mark  upon 
Bomethiiig  capable  of  receiving  the  impression  of  the  mark. 
Either  the  material  itself,  or  the  paper  which  is  used,  or  the 
saeksy  or  bags,  or  boxes,  or  whatever  it  is  that  the  material 
is  put  into,  I  should  have  thought  must  have  been  imitated 
to  ccmstitute  an  infringement  of  a  trade-mark  "  (p).    The 
queetion  actually  decided  in  the  case  was,  that  the  sale  of 
goods  by  the  descriptive  name  Ru^by  Cement  was  not  an 
infringement  of  a  trade-mark  comprising  those  words; 
and  the  decision  was  undoubtedly  correct ;  but  it  is  sub- 
mitted, with  great  deference,  that,  had  the  words  been 
distinctive  and  an  essential  feature  of  the  mark,  it  would 
have  been  an  infringement  to  use  them  to  effect  the  sale  of 
goods  other  than  those  of  the  plaintiffs.      The  distinction 
between  cases  where  a  name  or  device  taken  from  a  trade- 
mark  is  affixed  to  the  goods,  and  cases  where  a  name  so 
taken  is  used  in  respect  to  them, — ^f or  instance,  in  advertise- 
mefnts  to  push  their  sale, — and  the  rule  that  fraud  must  be 
proved  in  cases  of  the  second  class,  which  were  laid  down 
by  Jessel,  M.B.,  and  adopted  by  the  Court  of  Appeal  {q) 
in  The  Singer  Manufacturing  Co.  v.  JFi'&on,  were  not  ap- 
proved by  the  House  of  Lords  (r).     The  abstract  question 
is,  however,  of  little  or  no  importance,  since,  in  the  case 
pat,  the  words  would  almost  necessarily  come  by  the  legiti- 
mate user  of  the  mark  to  denote  the  plaintiff's  goods,  and 
the  use  of  them  by  the  defendant,  in  any  manner  calculated 
to  deceive,  could  be  restrained  in  a  "  passing  off  "  action. 
"  It  will  be  observed,"  Fry,  J.,  said,  in   The  Linoleum 
CiMe(«),  "that  the  inquiry  with  regard  to  the  use  of  the 
word  Linoleum  as  a  constituent  element  in  the  trade-mark, 

[p)  ^*vhy  F&rfland  Cement   Co.  (r)  3  App.  Oas.  376;  see  Lord 

Id,y,  Rughy  and  Newhold  Portland  Oairns*  judgment,  cited  Chap.  II., 

Cnuni  Co,,  Id.,  8  B.  P.  C.  241 ;  p.  14. 

■finned  on  appeal,  9  B.  P.  C.  46  («)  Linoleum  Mantrfaeturing  Co.  y. 

(W«l).  Nairn,  7  C.  D.  p.  836  (1878). 

(f)  2 CD.  434  (1874). 
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^^  and  the  inqniiy  as  to  the  use  of  the  word  Linoleum  as  a 
misrepresentation,  are  one  and  the  same  inquiiyy  and  I 
must  consider  what  the  word  Linoleum  meant  as  used  at 
the  time  when  the  defendants  intended  to  attribute  it  to 
their  manufacture." 

The  infringing  mark  may  either  (a)  be  an  actual  or 
substantial  copy  of  the  plaintiff's  mark ;  (b)  consist  of  or 
comprise  its  essential  features;   or   (o)  be  a  colourable 
imitation  of  it. 
Where  the  (a)  The  first  case  presents  no  difficulties.    By  sect.  76, 

maA*has*  the  registration  of  the  plaintiff  as  proprietor  of  the  trade- 
beea  copied,  mark  is  primA  fade  evidence,  and,  after  five  years  (in  the 
absence  of  an  application  to  rectify),  is  conclusive  evidence 
of  his  right  to  the  exclusive  use  of  the  trade-mark  (^).  The 
registered  proprietor  can  therefore  make  a  case  in  an 
action  for  the  mere  using  of  his  mark  in  connection  with 
goods  of  the  dass  over  which  his  right  extends,  without 
showing  that  the  use  is  calculated  to  deceive  (t«).  And 
this  is  not,  substantially,  an  alteration  of  the  law  as  it 
stood  before  the  Acts  (a;),  if  registration  be  taken  as 
equivalent  to  public  user,  although  proof  of  the  prob- 
ability of  deception  was  usually,  but  not  invariably  (y), 
mentioned  as  an  element  of  right  of  action;  for  if  the 
defendant  had  taken  a  ^^  material  and  substantial "  portion 
of  the  plaintiff's  mark,  and,  a  fortiori^  if  he  had  taken  the 
whole,  the  onus  of  showing  that  his  conduct  was  not 
calculated  to  deceive  was  cast  upon  him  (z),  and  it  was, 

(t)  Abore,  p.  304.  mark  is  the  exclusive  right  to  use 

(w)  See  the  judgment  of  Cotton,  it  for  the  purpose  of   indicating^ 

L.J. ,  in  Bdwards  y.  Dennis,  30  G.  D.  where,  by  whom,  or  at  what  mann- 

454  (1885).  factory,  the  article  to  which  it  ia 

{x)  Of.,  with  the  judgment  last  affixed   was    manufactured,^'  per 

referred  to,  that  of  Hall,  V.-C,  in  Lord  Cranworth,  in  The  Leather 

Cope  ▼.   Evane,  18  L.  B.  Eq.  188  Cloth  Cote,  11  H.  L.  0.  p.  638;  85 

(1874).  L.  J.  Ch.  63  (1866). 

(y)  For  instance,  see  the  judg-  («)  Ford  v.  Foeter,   7   C!h.   611 

ment  of  Jessel,  M.R.,  in  The  Singer  (1872),  James,  L.J. ;  Orr-Ewimg  ▼. 

Manufacturing  Co.  v.  Wilton,  2  0.  D.  JohneUm,  13  0.  D.  434  (1879),  Fry, 

p.  422  (1876).    **  The  right  which  J.,  and  0.  A. 
a  manufacturer  has  in  his  trade- 
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pruoiicallj,  at  any  rate,  impoesible  for  him  to  support  it. 
Moreover,  unless  he  could  give  a  reasonable  explanation  to 
show  how  he  came  to  adopt  a  mark  identical  with  that  of 
the  plaintiff,  the  Court  would  infer  that  he  intended  to 
deceive  (ff),  and  would  not  consider  whether  or  not  his 
attempt  was  likely  to  be  successful  (b). 

The  infringement  proved  in  Paim  8f  Co,  v.  Danielk  8f  False  claim  to 
Sww'  Breweries  (c)  was  effected  in  a  very  unusual  way.  pe|iS»red  * 
The  plaintiffs'  marks  consisted  of  labels  bearing  a  figure  markB* 
of  John  Bull,  and  the  words  John  Bull  and  John  Bull 
Brand.  The  defendants  used  a  label  bearing  a  different 
figure  of  John  Bull,  with  the  words  John  Bully  Regkiet^ed, 
Their  label,  though  entered  as  their  copyright  at  Stationers' 
HaU,  had  been,  in  1885,  refused  registration  as  a  trade- 
mark, on  the  ground  of  the  plaintiffs'  opposition,  but 
they  had,  notwithstanding  the  refusal,  continued  to  use  it 
in  their  business.  Although  the  labels  had  been  in  use  so 
long,  no  evidence  of  actual  deception  was  tendered,  for  the 
trades  of  the  plaintiffs  and  defendants  had  been  carried  on 
in  different  districts,  and  were  only  beginning  to  overlap 
at  one  point  at  the  date  of  the  trial.  There  was  no  other 
eridenoe  than  that  furnished  by  the  labels  themselves,  that 
the  defendants'  label  was  calculated  to  deceive ;  but  the 
Court  of  Appeal  regarded  the  false  claim  of  registration  in 
th^  label  as  amounting  in  effect  to  a  representation  that 
tiie  plaintiffs'  marks — ^the  only  John  Bull  marks  which 
really  were  registered — ^were  their  own,  and  this  was  held 
to  be  an  undoubted  infringement  {d). 

(b)  The  right  of  the  registered  proprietor  exists  in  Where  an 
regard  to  the  whole  mark,  not  in  regard  to  any  particular  f^turehaa 
part  of  it  {e)y  and  an  infringement  must  be  an  infringe-  iieen  copied. 

(a)  See  the  last  case,  in  the  H.L.,  71,  217,  0.  A. 

7  App.  Oas.  219 ;  Taylor  v.  Tayhty  (rf)  Lau>rie  ▼.  £ak$r,  2  E.  P.  C. 

2S L.J.Ch.  256  (1864), Wood, V.-C.  213  (1886),  Day,  J.,  is  a  similar 

(h)  See  per  Lindley,  L.J.,  in  case.  There  the  defendant  described 

Siazmgtr  v.  FeUhamy  6  B.  P.  C.  p.  his  goods  ba  patent  eups,  the  plaintiff 

638  (1889).  haying  the  only  patent. 

(«)  (1892)  2  Ch.  667 ;  10  R.  P.  0.  {e)  Hudson's  7ht,,  32  0.  D.  311 ; 
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ment  of  the  whole  mark  (/).  But  the  adoption  of  a  single 
oharaoteiistio  distinotiye  particular  from  the  plaintiffs' 
mark,  and  its  use  alone,  or  with  other  matter,  may  well 
be  an  infringement  of  the  entire  mark.  At  any  rate,  it 
throws  upon  the  defendant  the  onus  of  proving  the  con- 
trary (^).  But  it  is  not  an  infringement  to  take  non- 
essential partioulars  &om  a  mark:  for  instance,  to  take 
merely  descriptive  or  other  common  words  {h). 

Colourable  Imitation. 

Where  there        (c)  A  colourable  imitation  is  the  most  common  case,  for, 

Indfcation!*  ^  ^  tte  resemblance  is  intended,  the  defendant  will  have 

tried  to  introduce  apparent  difierences  sufficient  to  prevent 

the  Court  from  interfering,  while  preserving  a  likeness 

which  is  near  enough  to  enable  him  to  profit  by  the 

reputation  of  the  plaintiff's  mark.     So  far  as  the  Court 

succeeds  in  carrying  into  effect  the  principles  which  govern 

its  interference,  the  two  ends  are  inconsistent  with  each 

other. 

The  test  of  In  both  the  second  and  third  cases  the  test  of  infringe- 

"*^^^*^®™^ '  ment  is  the  question  whether  or  not  the  defendant's  mark 

is  calculated  to  cause  his  goods  to  be  taken  by  ordinary 

purchasers  for  the  goods  of  the  plaintiff  (t),  and  the  BiCgis- 

3  K.  P.  C.  155  (1886),  Cotton,  L.J. ;  Native  Guano  Co,  t.  S^age  Manure 

Christiansen's  2Vn.,  3  E.  P.  0.  64  Co.,  8  E.  P.  C.  125  (1888),  C.  A. 

(1886),  G.  A.  and  H.  L.,  (Native  Guano) ;  Rugby 

(/)  The  Rugby  Portland  Cement  Portland  Cement  Co.,  Ld,  y.  Rugby 

Co.,  Ld.  V.  The  Rugby  and  Newbold  and  Newbold  Portland  Cement  Co.^ 

Portland  Cement  Co.,  Ld.,  8  E.  P.  0.  Ld.,  8  E.  P.  C.  241 ;  9  E.  P.  0. 46 

241  (1891),  V.  Williama,  J.  (1891),  V.  WiUiams,  J.,  and C.  A.; 

{g)  Ford   V.  Foster,   7    Ch.  611  cf.Chap.  X.,  p.  201 ;  andJ?ffr*«-v. 

(1872),  James,  L.J.;  Johnston  v.  ifaii»«»,  10  E.  P.  C.  93  (1893),  A.  L. 

Orr-Ewing,  13  0.  D.  434  (1879),  Smith,  J. 

Fry,  J.,  and  C.  A.  (•)  Ball  v.  Barrows,  4  De  G.  J. 

(h)  Linoleum  Manufaeturing  Co.  ▼.  &  S.  150 ;  33  L.  J.  Gh.  204  (1863), 

Nairn,  7  0.  D.  834  (1878),  Fry,  J.,  Westbnry,  L.C. ;  Leather  Cloth  Co., 

(Linoleum) ;   Watt  y.    O'Hanlon,  4  Ld.  y.  The  American  Leather  Cloth 

E.  P.  C.  1  (1886),  Porter,  M.E.,  Co.,  Ld.,  4  De  G.  J.  &  8.  137 ;  33 

(Old   Innishowen)  ;    Humphries   y.  L.   J.  Ch.   199  (1863),  Weetbnty, 

Taylor's  Drug  Co.,  69  L.  T.  820  L.C. ;  and  11  H.  L.  C.  523;  35 

(1888),  Eekewioh,  J.,  (Herbalin) ;  L.  J.  Ch.  63. 
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faation  Acts  have  made  no  alteration  of  the  law  in  this 
respect  (k), 

"  It  is  not  a  question  whether  this  (the  use  of  the  defen- 
dant's mark)  necessarily  is  deceptive,  but  whether  there  is 
not  a  strong  probability  of  its  causing  deception  "  (/).  So 
tiiat  the  imitation  of  the  plaintiff's  mark  cannot  be  justified 
by  showing  either  that  the  device  or  inscription  on  the 
iniitated  mark  is  ambiguous,  and  capable  of  being  under- 
stood by  different  persons  in  different  ways,  or  that  a 
person  who  carefully  and  intelligentiy  examined  and 
studied  it  might  not  be  misled  (m). 

There  can  be  no  infringement,  therefore,  in  cases  where 
the  plaintiff's  mark  is  not  actually  copied  if  there  is  no 
leasonable  probability  of  deception  (n).  It  wcu3  held  by  the  QnestionB 
Coort  of  Common  Pleas,  as  early  as  1847,  that  the  following  *'*''  ^^  ^'^' 
qaestions  were  properly  left  to  the  jury  by  Williams,  J., 
in  Rodgers  v.  Nomll  (o) : — (1)  "Whether  there  was  such  a 
lesemblance  to  the  plaintiffs'  marks,  in  the  marks  put  on 
the  knives  made  by  the  defendants,  as  was  calculated  to 
make  an  ordinary  person  believe  that  the  marks  were  the 
marks  of  the  plaintiffs,  denoting  that  the  knives  were  the 
knives  of  the  plaintiffs  ?  and  (2)  Did  the  defendants,  with 
an  intention  to  deceive,  sell  these  knives  representing  them 
to  be  the  manufacture  of  the  plaintiffs?  It  will  be  shown 
immediately  that  if  the  plaintiffs'  mark  was  their  trade- 
nuuk,  the  second  question  has  long  been  held  to  be  imma- 

(i)  MiUheU  T.  Senry,  16  0.  D.  Sons  v.  Boyd,  4  B.  P.  0.  810  (1887), 

181  (1880),  C.  A. ;  Singer  Manw  Chatterton,  V.-O. ;  see  also  JTool- 

fttturing  Co.  V.  Looff,  18  0.  D.  396,  kim  ▼.  Eadeliff,  1   H.   &  M.   269 

C.  A. ;  ind  8  App.  Caa.  16  (1870) ;  (1863),  Wood,  V.-C. ;  Bradbury  v. 

Eiwvrdt  t.  Dennia^  30  C.  D.  464  BeeUm,   39  L.   J.  Gh.   67   (1869), 

(1886),  Cotton,  L.J.  MaHns,  V.-C. ;  avil  Service  Supply 

(0  P«rCotton,  KJ.,  in  The  Upper  Aaaoeiation  y.  D^n,  13  C.  D.  612 

Mtm  Tea  Co.  v.  Hsrbert  ^  Co,,  7  (1879),  Kalins,  V.-C. ;  and  Borth- 

H.  P.  C.  p.  186  (1889).  wick  v.  The  Evening  Bott,  37  C.  D. 

(«)  Ber  Lord  Selbome,  in  The  449  (1888),  Kay,  J.,  and  C.  A.,  in 

SiMfer  Manufaeturing  Co.  ▼.  Loog,  all  of   which  an   injunction  was 

8  App.  Om.  p.  18  (1882).  refused. 

(«)  Cope  ▼.  Evana,  18  L.  R.  Eq.  (o)  6  C.  B.  109 ;  17  L.  J.  0.  P. 

138  (1874),  Hall,  V.-C. ;  Beddow  #  62. 
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terial,  ezoept  so  far  as  it  dealt  with  the  mere  fact  of  the 
sale  of  the  knives. 
Actual  deoep-  Proof  of  actual  deception,  if  the  mark  is,  in  the  opinion 
be°p^^r*  of  the  Court,  calculated  to  deceive,  or  if  the  plaintiff's 
registered  mark  has  been  substantially  copied  (;?),  is 
unnecessary,  although  the  absence  of  it,  where  the  plain- 
tiff's and  defendant's  marks  have  circulated  side  by  side 
for  a  considerable  time,  may  go  far  to  negative  the  prob- 
ability of  deception,  unless  it  is  explained,  for  instance,  by 
the  practical  impossibility  of  calling  evidence  from  a  dis- 
tant country  to  show  that  purchasers  there  have  been 
deceived  (g).  The  plaintiff  is  not  boimd  to  wait  to  see 
whether  his  customers  will,  in  fact,  be  deceived,  for  "  the 
very  life  of  a  trade-mark  depends  upon  the  promptitude 
with  which  it  is  vindicated"  (r). 
nor  yet  an  Nor,  where  the  defendant's  mark  has  in  fact  deceived, 

dSceive!^  ^^  ^s»  ^  *^®  opinion  of  the  Court,  calculated  to  do  so,  is  it 
necessary  to  show  that  the  defendant  intended  to  deceive. 
This  was  first  decided  by  Lord  Cottenham,  in  Millington  v. 
Fox  («),  as  regards  the  relief  by  an  injunction,  cmd  by 
Lord  Westbury,  in  Edehten  v.  Edehten  {t)y  as  regards  both 
injunction  and  account.  It  is  now  well-settled  law(tt). 
The  dicta  of  Lord  Chelmsford,  in  The  Olenfield  Starch  Case^ 
that  where  the  trade-mark  is  not  actually  copied,  fraud  is 
a  necessary  element  in  the  plaintiff's  case — "  that  is,  the 
party  accused  of  piracy  must  be  proved  to  have  done  the 
act  complained  of  with  the  fraudulent  design  of  passing 
off  his  own  goods  as  those  of  the  party  exclusively  en- 
titled to  the  trade-mark  "(i?),  and  of  Jessel,  M.E.,  and 
the  Court  of  Appeal,  in  The  Singer  Manufacturing  Co.  v. 


(p)  Above,    p.    312 ;    and   see  (»)  8  My.  &  Cr.  338  (1838). 

Fains  ^  Co.  v.   LanielU   ^  S(m»'  (/)  1  De  G.  J.  &  S.  186  (1863). 

Brewerietf  dted  ante,  p.  313.  (u)  Seddaway  y.  Bentham  Hemp 

{q)  Page  206.  Spinning   Co,,  (1892)  2  Q.  B.  639 ; 

(r)  Johnston  v.   Orr-Eioing,  per  9  R.  P.  C.  503,  0.  A. ;  Johnston  v. 

James,  L.J.,  13  C.  D.  p.  464 ;  and  Orr-Ewing,  7  App.  Cas.  219  (1882). 
Lord  Blaokbum,  7  App.  Gas.  p.  (v)  Woth&rspoon  y.  Currie^  L.  R. 

230  (1880).  6  H.  L.  p.  519  (1872). 


r 
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Wilson  (ar),  that,  where  the  defendant  has  not  actually  put 
the  plaintiffs  trade-mark,  or  a  colourable  imitation  of  it, 
on  his  goods,  or  on  the  bottles  or  boxes  containing  them, 
but  has  otherwise  acted  so  as  to  represent  his  goods  as 
those  of  the  plaintiff  (y),  a  fraudulent  intent  must  be 
proved,  cannot  now  be  taken  to  be  law.     In  the  former 
case,  Lord  Hatherley  said  it  had  been  pointed  out  that  a 
mala  fides  towards  the  first  purchaser  was  not  the  ground 
of  the  Court's  interference;   for  it  is  sufficient  if  such 
purchaser  is  furnished  by  the  defendant  with  goods  bear- 
ing a  label,  of  which  the  necessary  consequence  is  that  he 
is  enabled  to  deceive  others  by  means  of  them  (2).     And 
in  The  Singer  Case,  Lord  Cairns  said :  "  I  wish  to  state  in 
the  most  distinct  manner  that,  in  my  opinion,  fraud  is  not 
necessary  to  be  averred  or  proved  in  order  to  obtain  pro- 
tection for  a  trade-mark  "  (a) ;  and  in  this  Lord  O'Hagan 
eoncurred(6).     Lord  Blackburn  said:  "I  am  not  as  yet 
prepared  to  assent  either  to  the  position  that  there  is  a 
right  of  property  in  a  name,  or,  what  seems  to  me  nearly 
the  same  thing,  to  assent  to  its  full  extent  to  the  proposi- 
tion that  it  is  not  necessary "  (in  trade-name  cases)  **  to 
prove  fraud"  (c).     But  the  last-mentioned  judge,  in  a 
Eubeequent  case,  stated  that  he  thought  it  clear,  at  any 
rate,  that  if  the  defendant  persevered  in  using  a  trade- 
mark calculated  to  deceive  after  notice  of  the  facts,  that 
would  be  evidence  to  support  a  claim  for  damages  for 
knowingly  selling  his  goods  as  and  for  those  of  the  -plsm- 
ti5((/).      ^^  However  honest  or  inadvertent  the  original 


W  2  C.  D.  432  (1875).  {z)  L.  R.  6  H.  L.  p.  617. 

(y)  Ab  already  shown,  these  may  (a)  3  App.  Gas.  p.  391,  quoted 

be  cases  of   iufiizigemezit  if   the  and  adopted  in  The  Bodega  Co.,  Ld. 

lepneentatdon  is  effected  by  using  y.  Owent,  7  R.  P.  0.  31  (1889), 

a  made  in   connection  with    the  Chatterton,  Y.-G. 

defendant's  goods  (though  not  on  (b)  3  App.  Gas.  396. 

them)  which  resembles  the  plain-  {e)  Page  400. 

tiiTs  mark,  or  by  using  a  distinctive  (^  Singer  Manufacturing  Co,  t. 

Bams  taken  from  the   plaintLS's  Loog,  8  App.  Gas.  31  (1882). 
>iark;  above,  p.  310. 
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What  re- 
semblaiioe  is 
calculated  to 
deceiye. 


The  probable 
porohasers 
are  to  be 
considered. 


"  mistake  may  have  been,  the  continuation  of  the  use  of  it 
after  that  was  pointed  out  is  of  itself  evidence  of  a  fraudu- 
lent intention  "  (e). 

And  it  has  already  been  shown  that  the  proprietor  of  a 
trade-mark  may  obtain  an  injunction  against  an  innocent 
consignee  of  spuriously  marked  goods,  and  an  order  for 
the  spurious  marks  to  be  expunged  from  the  goods,  with- 
out having  given  the  defendant  any  notice  before  the 
commencement  of  the  action  (/). 

It  follows  that  the  question  to  be  answered  when  an 
infringement  without  taking  the  actual  mark  is  alleged, 
is  the  same  question  as  arises  when  a  mark  tendered  for 
registration  is  objected  to,  or,  having  been  registered,  is 
sought  to  be  removed  from  the  register,  on  the  ground 
that  it  has  such  resemblance  to  a  trade-mark  already  on 
the  register  as  to  be  calculated  to  deceive,  within  the 
restriction  of  sect.  72  (2) ;  and  the  principles  governing 
the  comparison  of  the  marks,  and  determining  what 
amount  of  resemblance  is  calculated  to  deceive,  are  the 
same  in  both  cases,  although  a  higher  standard  of  resem- 
blance must  be  conformed  to  in  an  action  for  infringement 
than  that  set  up  in  cases  of  the  other  class.  These  prin- 
ciples have  been  abready  discussed  at  length  (^),  and  it 
will,  therefore,  be  sufficient  in  this  place  to  shortly  sum- 
marise the  conclusions  to  be  deduced  from  an  examination 
of  the  authorities. 

(1)  The  persons  to  whom  the  test  question — Is  the 
spurious  mark  calculated  to  deceive  them  P — ^is  to  be  referred, 
are  the  persons  who  are  probable  purchasers,  whether  they 
buy,  or  are  likely  to  buy,  directly  from  the  plaintifE  or 
defendant,  or  from,  or  through,  intermediate  purchasers 
from  either  of  them,  whether  they  are  English  or  foreign, 


(e)  Per  James,  L.J.,  in  Orr^ 
Ewing  v.  Johntton,  13  C.  D.  p.  454 
(1880);  see  also  Faine  ^  Co.  r. 
DanieUs  ^  Sons'  Sreweriea,  (1892) 
2  Ch.  567  ;  10  E.  P.  0.  217,  0.  A. 


(/)  Ante,  p.  300;  Vpmann  r. 
Forester,  24  0.  D.  281  (1888), 
Ghitty,  J. ;  American  Tobacco  Co,  y. 
Gueet,  (1892)  1  Oh.  680  ;  9  R.  P.  0. 
218,  Stirling,  J. 

(^)  Chap.  X.,  pp.  186  et  teq. 
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and  not  merely  very  oaxeful  or  intelligent  persons,  but 
ordinary  unwary  purchasers  (h). 

(2)  No  definite  rule  as  to  the  amount  of  resemblance  The  net  im- 
required  can  be  formulated  d  priori^  but  the  net  impression  ^^^e  marks 
produced,  and  "the  main  idea  left  on  the  mind"  by  each  *™^]^ 
mark  must  be  compared,  for  marks  may  well  be  confused 
by  purchasers,  who  see  the  defendant's  mark  when  they 
have  present  in  their  memories  only  an  indefinite  recollec- 
tbn  of  the  plaintiff's,  in  cases  where  the  marks  could  not 
be  mistaken  for  each  other  if  they  were  seen  side  by 
ade(t).    So  that  the  whole  mark  of  the  defendant  may 
too  nearly  resemble  that  of  the  plaintiff,  although  all  the 
essential  particulars  of  the  two  are  distinguishable  (k) ; 
bat  special  regard  must,  nevertheless,  be    paid  to  the 
essential  features  of  the  plaintiff's  mark  in  considering 
whether  the  defendant  has  infringed  it  (/). 

(3)  Further,  the  marks  must  be  compared  as  they  are  The  marks 
Been  in  actual  ordinary  use  (w)  on  the  goods  they  are  used  ^^^  as 
for;  remembering,  however,  that  so  far  as  the  plaintiff's  seen  in  ordi- 
maik  substantially  differs  from  the  mark  on  the  register,  "^^^  ^*^* 

it  is  an  imregistered  mark  (n), 

(4)  The  circumstances  of  the  trade  and  market  in  which  Regard  is  to 
the  marks  are  used  must  be  considered  also,— the  language  the^circmm- 
of  lie  purchasers,  for  instance,  and  the  number  of  analogous  stances  snr- 
marks  in  use  in  connection  with  the  same  goods  (o).  marks  in  use. 

But,  since  colour  is  not  admitted  to  consideration  in  Golonr. 
estimating  the  distinctiveness  of  a  mark  tendered  for 
legirtration  (p),  and  cannot,  on  account  of  the  practical 
di£ScnltieB,  be  registered  as  an  essential  element  of  a 
trade-mark,  similarity  of  colour  is  not  to  be  greatiy  relied 
upon  in  deciding  a  question  of  infringement  {q)y  although 
it  IB  an  element  to  be  considered. 

(A)  Page  186 ;  and  Shrimpton  y.          (n)  Page  196. 

Liifkt,    18    Beav.     164     (1854),  (o)  Page  198. 

Bomffly,  M.IL  (p)  HamonU  Tm.,  37  C.  D.  112 ; 

(i)  ^ge  188.  6  B.  P.  0.  130  (1887),  Kay,  J., 

(h)  Pkige  192.  above,  p.  162. 

(0  Page  196.  {q)  NuthaU  v.  Ttning,  28  W.  R. 

W  P^  198.  330  (1880),  C.  A. 
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And,  in  par-        If  the  plfdntiff's  mark,  or  some  feature  of  it,  has  led  to 

adoption  of  a^  *^®  application  of  a  particular  name  to  his  goods,  it  is  an 

Bpe^iajj*ni«    infringement  for  the  defendant  to  use  a  mark  which  is 

bearing  the      calculated  to  cause  the  same  name  to  be  applied  to  his  (r), 

^^j^'*        unless  the  name  is  applied,  not  merely  to  the  plaintiff's 

goods,  but  to  all  goods  of  the  kind  («),  for  instance,  because 

it  is  suggested  by  matter  in  the  mark  which  is  common  to 

the  trade  (t) ;  and  the  defendant's  use  of  his  mark  is  none 

the  less  an  infringement  of  the  plaintiff's  rights,  because 

the  ezdusive  use  of  the  name  may  give  the  plaintiff  a 

practical    monopoly  in    certain    goods   in    a    particular 

market  (w). 

What  import-      Attention  must  be  paid,  of  course,  not  only  to  the  points 

atSws^dto      ^'  resemblance  between  the  marks,  but  also  to  the  points 

differences       of  difference.     But  it  will  not  be  sufficient  for  the  def en- 

marks.  dant  to  show  that  the  differences  might  prevent  purchasers 

being  deceived,  the  Court  must  hold  that  they  are  ^^such  as 

to  prevent  its  being  likely  that  they  would  be  deceived  "  (ar) . 

Instances  of         In  the  following  cases  it  was  held  that  the  use  of  words 

by  m^^^    taken  from  the  plaintiff's  mark  by  the  defendant  was  an 

which  pronii-  infringement,  notwithstanding  that  he  always  added  his 

played  the       own  name: — Perry  v.  Tnwfitt^  6  Beav.  66,  Perry's  Medi- 

defendant's       (.^xED  MEXICAN  BaLM,  TrUEFITi's  MbDICATED  MeXICAN 
name.  ' 

Balm  ;  Braham  v.  Bustard^  1  H.  &  M.  447,  Bustard  & 

Co.'s  Excelsior  White  Soft  Soap  ;  Einahan  v.  BoUon^ 

16  Ir.  Ch.  75,  Kinahan's  LL  Whisky,  Bolton's  LL 

Whisky;  Ford y. Foster  (p),  L.E.7  Ch.611,  Ford's  Eureka 

Shirts,   Poster,  Porter   &  Co.'s  Improved  Eureka 

Shirts  ;  Fno  v.  Stephens^  Seb.  Dig.  p.  372 ;  Fno  v.  Bunny 

10  E.  P.  0.  261,  Eno's  Fruit  Salt,  Stephens  &  Co.'s 

Effervescing  Vinous  Fruit  Salts;  Dunn's  Fruit  Salt 

AND  Chlorate  of  Potash  Lozenges.    In  The  Olenfield 

(r)  Pages  199  ^t  teq.  280  (1882),  qnoted  and  followed  hy 

(«)  Page  201.  the  Privy  Connoil  in  SomerviUe  v. 

(t)  Page  202.  SehembH,  12  App.  Gas.  p.  458 ;  i 

(»)  Page  204.  E.  P.  0.  179  (1887). 

\x)  JPer  Lozd  BUokbarnf  in  John'^  (y)  Cited,  p.  87. 
item  ▼.  OtT'JEtoing,  7  App.  Oas.  p. 
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Smh  Case  (s),  Wbtherspoon  v.  Currie,  5  L.  E.  H.  L.  508, 
tiie  defendant's  own  name  appeared  in  bold  letters  upon 
tiie  infringing  labels,  and  this  was  also  the  case  in  Johnston 
T.  Orr^Ewing,  13  C.  D.  434,  and  7  App.  Cas.  219,  but 
there  the  Indian  oostomers  of  the  plaintiff  oould  not,  it 
was  assumed,  read  English  (a).  So,  in  Rose  v.  Loftus^  47 
L  J.  Ch.  576,  the  defendant  washed  the  plaintifi's  labels 
off  the  bottles,  leaving  only  the  moulded  marks,  and  pasted 
his  own  labels  upon  the  bottles  in  their  place,  but  was, 
nevertheless,  held  to  have  committed  an  infringement. 
And  in  Curtis  and  Harvey  v.  Pape^  5  E.  P.  C.  146,  an 
imitation  of  a  diamond  mark  was  held  to  be  an  inf  ringe- 
inent,  although  the  defendant  put  a  E  in  the  middle  of 
his  diamond  which  did  not  appear  in  that  of  the  plaintiSs. 

On  similar  grounds  it  is  held  to  be  no  excuse  for  a  clear  Different 
infringement  of  a  trade-mark  that  the  infringing  mark  is  ^^'^V' 
Bsed  npon  goods  of  which  the  get-up  differs  in  toto  from 
that  of  the  plaintiff's  goods  (6). 

Bat  the  use  of  the  defendant's  name  as  part  of  the  mark 
complained  of  is  an  element  to  be  considered,  and  in  some 
cases  it  has  turned  the  scale  in  his  favour.  Thus,  in  Beard 
T.  Turner,  13  L.  T.  N.  S.  746,  Kibby's  Nb  Plus  Ultra 
Nibbles,  on  a  label,  was  held  not  to  be  infringed  by  . 
Turner's  Ne  Plus  Ultra  Needles  on  a  label  generally 
lesembUng  the  plaintiff's,  the  words  ne  plus  ultra  being 
common  to  the  trade ;  and  in  BlackweU  v.  Crabby  36  L.  J. 
Ch.  504,  Blackwell's  Pickles  on  a  label,  not  to  be 
infringed  by  Crabb's  Pickles  on  a  label  resembling  the 
plaintrfib',  the  name  of  the  manufacturer,  under  the  cir- 
amutanoes  of  the  case,  being  the  thing  which  a  customer 
would  rely  on  most  to  establish  the  identity  of  the  goods 
he  wanted*  In  each  of  these  cases  the  elements  of  all  the 
labels  were  for  the  most  part  common  to  the  trade. 


(c)  Oted,  p.  46.  {h)  ApoUinarU  Ob,  ▼.  Eerrf$ldt, 

(•)  Bmdtrmm  ▼.  Joru,  Seb.  Dig.      4  B.  P.  G.  478  (1887),  Ghitfy,  J., 

^  no  (1861),  Wood,  y.-C,  is  a      and  0.  A.,  {ApoUinU). 

aBOareaae. 
K.  Y 
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Differences  Where  any  such  additions  or  precautionB  are  relied  on 

remov^by      ^7  ^^®  defendant  to  rebut  an  alleged  infringement,  it  is 
^^^^A^     necessary  to  inquire  whether  they  may  not  be  removed 
or  obliterated  by  fraudulent  retail  dealers  leaving  the 
imitated  marks  to  effect  deception  without  any  check. 
On  this  ground,  in  Barlow  v.  Johnson  (c),  the  Court  paid 
no  regard  to  the  tickets  and  labels  attached  by  the  defen- 
dant to  the  towels  sold  by  him  under  the  name,  Osman^ 
which  he  had  taken  from  the  plaintiff's  trade-mark. 
Decided  cases       Probability  of  deception  is,  of  course,  a  question  of  fact, 
in  detemin-     ^^^>  except  SO  far  as  they  lay  down  any  general  principle 
i°fir  the  ques-   of  comparison,  the  decided  cases  are  of  no  assistance  in 
the  determination  of  new  questions  of  fact  raised  upon 
other  materials.     "  How  can  observations  of  judges  upon 
other  and  quite  different  facts  bear  upon  the  present  case, 
in  which  the  only  question  is  what  is  the  result  of  the 
evidence?"  Lord  Watson   asked,  in    Johnstofi  v.   Orf'^ 
JEwing  (rf),  but  the  habit  of  referring  to  reported  cases  at 
the  trial  of  such  questions  is  inveterate,  and  it  has  been 
thought  useful,  therefore,  to  collect  the  cases  just  cited, 
and  those  cited  at  pp.  207  and  208,  above. 
InoozispicnouB      The  reported  cases  show  that  attempts  are  frequently 
badU°o/  *      made  to  prevent  the  interference  of  the  Court  by  using 
fraud.  along  with  the  spurious  or  deceptive  marks,  words,  descrip- 

tions, or  other  additions  which,  if  carefully  examined,  would 
prevent  the  deception,  and  at  the  same  time,  by  writing 
the  additions  in  small  letters,  or  otherwise  causing  them 
to  be  comparatively  inconspicuous,  to  make  the  prob- 
ability of  careful  examination  as  small  as  the  infringer 
thinks  he  safely  can.  It  is  obvious  that,  so  far  from 
affording  an  answer  to  a  charge  of  infringement,  such 
colourable  precautions  are  themselves  a  badge  of  fraud. 
The  defendant  is  met  at  once  with  the  questions,  if  the 
additions  are  necessary,  why  are  they  not  made  con- 
spicuous P  and,  if  they  are  superfluous,  why  are  they  used 

{e)  7  R.  P.  C.  396  (1890),  North,  (<0  7  App.  Cas.  219  (1882). 

J.,  and  0.  A. 
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at  all  ?  In  the  f  oUo^wing  cases  the  several  additions  noted 
in  small  capitals  were  added  in  small  letters  to  the  plain- 
tiff's name  or  trade-mark,  or  to  an  imitation  of  it :  Equal 
TO  Day  &  Martin's,  injunction  granted,  Day  v.  Binning^ 
CJ.  Cooper,  489 ;  Late  of  Limdy,  Foot  &  Co.,  dismissed 
pending  Yerdiot  at  law.  Foot  v.  Lea^  13  Ir.  Eq.  484;  From 
Thresher  &  Glenny,  injunction  granted,  Qlenny  v.  Smithy 
2  Dr.  &  Sm.  476 ;  From  Hookham  &  Pottage,  injunction 
granted,  Hookham  v.  Pottage,  L.  E.  8  Ch.  91 ;  Agent  for 
Mason  &  Brand's  Essence  of  Beef,  injunction  granted, 
Ifew^v.  Mason,  W.  N.  (1877)  23;  W.  N.  (1878)  42. 


5.  Befenoes. 

The  defences  commonly  set  up  may  be  tabulated  as  The  ordinajy 
fonow8,that:-  ^'"^"^^ 

(1.)  The  plaintiff  has  no  title  to  the  trade-mark  in 
question  (e) ; 

(2.)  The  defendant  has  an  independent  or  a  Qonourrent 
right  to  use  the  mark  complained  of ; 

(3.)  The  plaintiff  has  not  complied  with  the  provision 
of  sect  77  by  obtaining  the  registration  or 
refusal  of  the  mark  (/) ; 

(4.)  There  is  no  infringement  (^) ; 

(5.)  The  plaintiff  is  barred  from  suing  the  defendant 
for  all  or  part  of  the  relief  he  seeks  by  (a)  an 
agreement  or  some  personal  estoppel  (other  than 
those  next  alluded  to) ;  (b)  acquiescence  or 
licence;  (c)  delay;  or  (d)  because  the  trade- 
mark is  deceptive,  or  his  trade  is  fraudu- 
lent {(jg). 

(1),  (3),  and  (4)  are  traverses  of  parts  of  the  plaintiff's 
ttse,  but  (I)  may  be  something  more. 

(«)  Pftgea  301,  §tieq.  824.     The      plication  to  anniil  an  entry  on  the 
VHidoa  whether  the  mark  oon«      regiater. 
c«R)ed  ii  a  trade-nutrk  at  all,  as  to  (/)  Chap.  XII.,  p.  260. 

Wlncik  Bee  Chap.  U.,  p.  24,  seldom  (^)  Page  305. 

*ittM  in  piaotioe,  except  on  an  ap-         {gg)  Page  330. 
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Attack  on 
the  plamtifTB 
title. 


Applioation 
to  expunge 
or  limit  the 
plaintiff's 
regfiBtration. 


Determina- 
tion of  the 
plaintiff's 
title. 


Application  to  vary. 

(1)  If  the  plaintiff's  mark  has  been  registered  for  five 
years  (A),  whether  in  his  name  or  in  that  of  his  pre- 
decessor in  title  («),  the  registration  is  oonelusive  evi- 
dence of  his  right  to  the  exclusive  use  of  the  mark, 
subject  to  the  provisions  of  the  Act — that  is,  subject 
to  his  possessing  the  goodwill  in  the  business  in  the 
goods  to  which  the  trade-mark  is  attached  {k) ;  and  tlie 
defendant  can  adduce  evidence  to  show  (/),  or  he  may  show 
from  the  plaintiff's  own  evidence  (w),  that  this  condition,  is 
not  complied  with;  but  he  cannot  attack  the  plaintiff's  title 
generally,  for  instance,  by  showing  that  the  mark  is  not  a 
trade-mark  (n),  or  is  not  within  the  classes  of  registerable 
symbols  enumerated  in  sect.  64,  except  on  an  application 
under  sect.  90  (o).  The  application  cannot  be  made  by 
counterclaim  in  the  action  (jo). 

It  follows  that  the  defendant  in  an  infringement  aetion, 
imless  satisfied  that  the  plaintiff's  title  cannot  safely  be 
attacked,  generally  moves  to  expunge  the  mark  of  the  latter 
from  the  register,  or  to  so  limit  it  as  to  defeat  the  action^ 
and,  according  to  the  usual  practice,  the  applioation  comes 
on  for  hearing  with  the  trial  of  the  action,  or  with  the  plain- 
tiff's motion  for  an  interlocutory  injunction  (^),  if  any* 
The  Court  will,  in  a  proper  case,  adjourn  the  decision  of 
the  last-mentioned  motion  in  order  to  enable  the  defendant 
to  make  his  cross  application  to  rectify  or  expunge  (r). 

In  any]  case,  it  is  submitted,  and  notwithstanding  that 
there  is  no  application  to  rectify,  the  defendant  may  show 


(A)  Seot.  76,  ante,  p.  304. 

(•)  Sect.  87. 

{k)  Ante,  p.  287. 

(/)  Edwarde  ▼.  Dennis,  30  C.  D. 
464  (1886),  C.  A. 

(m)  As  in  I*into  ▼.  JSadman,  8  B. 
P.  C.  181  (1891),  C.  A. 

(n)  See  Chap.  II.,  p.  24. 

(o)  As  to  which  see  Chap.  XI., 
p.  218. 

(p)  Pinto  ▼.  Sadman,  eupra. 


{q)  On  an  interlocntoiy  motion 
for  an  injunction  to  restrain  in- 
fringement, registration,  thougli 
for  less  than  five  years,  is  generaUy 
treated  as  snffioient  eyidenoe  of  title^ 
for  the  purposes  of  the  motion. 
Compania  General  de  Tobacoi  t. 
JRehder,  5  R.  P.  O.  61  (1887)^ 
Kay,  J.    See  p.  304,  note  (t). 

(r)  Of.  Edwards  r.  Elkan,  u^firm^ 
note  (r). 
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tbat  the  plamtiff's  right  has  detennined  hj  ahandonment 
or  otherwise  (8). 

Concurrent  Bight. 

Where  the  Court  has  so  decided,  two  or  more  persons  Cononrrentor 
may  he  registered  as  proprietors  of  the  same  mark  for  the  independent 
same  goods  (^),  and  they  will  then  have  concurrent  rights. 
But  where  more  than  three  persons  are  independently 
^titled  to  use  a  mark  for  the  same  goods  it  is  treated  as 
common  to  the  trade,  so  that  if  any  of  them  has  ohtaLned 
r^listration,  the  entry  ought  to  be  expunged  (u). 

The  defendant,  if  he  have  an  independent  right,  can 
thfflefore  apply  for  registration  himself,  and  in  a  proper 
case  the  Court  will  order  a  motion  for  an  interlocutory 
injunction  to  stand  over  until  his  application  is  disposed 
of  (r) ;  or,  if  he  allege  that  the  mark  is  common,  he  can 
apply  to  remove  the  plaintiff's  mark  from  the  register. 

In  Mouson  v.  Boehm  (ar),  where  the  plaintiffs  had  inde-  Motmn  t. 
pendently  adopted,  and,  in  1880,  had  registered,  a  mark  ■^<»*»»* 
dosely  resembling  a  mark  which  the  defendant  had  pre- 
Tionsly  acquired  for  the  same  goods,  and  which  he  had 
never  abandoned,  the  plaintiffs  brought  their  action  to 
restrain  the  defendant  from  using  the  latter  mark.  The 
defendant  applied  to  register  the  mark  as  his,  and  moved 
to  have  the  entry  of  the  plaintiff's  mark  expunged  from 
the  register.  The  application  to  register  came  before  the 
Court  on  a  summons  to  proceed,  and  was  heard,  together 
^th  the  motion  for  an  injunction,  at  the  trial  of  the 
action.  Chitty,  J.,  allowed  the  defendant  to  be  registered 
as  a  proprietor  of  the  mark,  but  he  refused  to  order  the 

(t)  See  Chap.  XIV.,  p.  283.  (v)  EdwarcU  v.  Elhan,  5  B.  P.  C. 

(0  Sects.  71  and  72.    It  must  be  70  (1887),  Stirling,  J. 

«  right  to  nse  the  mark  as  a  trade-  {x)  26  C.  D.  398  (1884),  Chitty, 

aisik ;  not,  for  instanoe,  as  a  family  J.    A  similar  case  of  an  old  mark 

cttrt,  SUmdith  v.  Whitwelly  14  W.  is  cited  by  Mr.  Sebastian,  Re  United 

K.  612 ;  Beard  v.  Turner,  13  L.  T.  Vineyardt,  ^e.  Co.  (1889),  Stirling, 

N.  8. 746,  both (1866)  Wood,  V.-C.  J.;    and  JRe  Bryant    and  May,   4 

(»)  Chap.  X.,  p.  177.  Times  L.  R.  676  (1888),  Stirling, 

J.,  is  another. 
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regifltration  of  the  plaintiff's  mark  to  be  expunged,  and  he 
dismissed  the  aotion. 
Jackson  r.  Jackson  V.  Napper  {y)  is  a  similar  case.     There  the 

»Mw.  defendant,  in  1876,  applied  through  an  agent  to  register  a 

mark  as  his  trade-mark,  and  he  supposed  that  it  "wbs 
registered  aocordingly,  but,  in  fact,  the  application  was 
not  proceeded  with  and  was,  as  the  Court  held,  abandoned. 
In  the  next  year  the  plaintiffs  registered  a  similar  mark, 
and  more  than  five  years  after  their  registration  they 
brought  the  action  to  restrain  the  defendant  from  using 
his  mark,  and  thereupon  the  defendant  took  out  a  sum- 
mons for  a  direction  to  the  comptroller  to  proceed  with  the 
registration  of  his  mark.  Stirling,  J.,  found  that  the 
defendant  had  acquired  and  used  his  mark  as  a  trade- 
mark before  the  13th  of  August,  1875,  in  respect  of  the 
goods  in  question,  except  one  particular  class  (sheep- 
shears),  and  he  held  that,  notwithstanding  that  the  five 
years'  registration  of  the  plaintiffs  was  conclusive  evidence 
of  their  right  to  the  "  exclusive  use "  of  their  mark,  he 
had  jurisdiction  to  allow  the  defendant  to  be  registered  in 
respect  of  his  own  mark,  upon  the  analogy  of  the  rule  that 
an  entry  on  the  register  may  be  rectified,  under  sect.  90  (s), 
after  five  years'  registration.  He  accordingly  directed  the 
defendant  to  be  registered  as  proprietor  of  his  mark  for 
the  goods  in  question,  other  than  the  sheep-shears,  and 
dismissed  the  action,  except  so  far  as  regarded  the  last- 
mentioned  goods,  in  respect  of  which  he  granted  the 
injunction  the  plaintiffs  sought. 
Tlie  defendant  It  will  have  been  observed  that  in  both  the  cases  last 
to  register  ma  oited  there  was  before  the  Court  an  application  to  register 
to^^miTO*'  the  defendant's  mark,  and,  upon  the  analogy  of  the 
the  piaiutifi'8.  decisions  cited  above  (a),  that,  in  the  absence  of  an  appli- 
cation to  rectify,  the  registration  of  the  plaintiff's  mark  is, 
after  five  years,  conclusive  proof  of  his  right,  it  would 
seem  that  where  the  plaintiff's  mark  has  been  registered 

(y)  35  C.  D.  162  ;  4  R.  P.  C.  45  {z)  Chap.  XII.,  p.  268. 

(1886),  Stirling,  J,  (a)  Page  304. 
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{oar  the  period  named,  the  defendant,  if  he  wishes  to  plead 
in  independent  right,  must  apply  either  to  register  his 
own  name,  or  to  rectify  the  registration  of  that  of  the 
plaintiff. 

It  is  assumed  in  the  judgments  delivered  in  the  above-  Eegistration 
dted  cases,  and  is  besides  clearly  implied  by  the  Act,  that  fef^dant  a 
r^listration  when  properly  made  gives  the  defendant  an  rifir^*  *<> »«® 
equal  title  to  use  the  mark  with  the  plaintiff,  but  only,  of  primdfaeU  or 
ooone,  according  to  the  terms  of  the  entry.     It  is  just  as  «»i<^"^v®- 
much  an  infringement  for  the  defendant  to  use  a  registered 
mark  for  goods  (6),  or  in  a  market  in  respect  of  which  it  is 
Bot  registered,  and  the  plaintiff's  mark  is  registered,  as  if 
the  defendant's  mark  were  not  registered  at  all.    If  the 
plaintiff  alleges  that  the  use  of  the  registered  mark  of  the 
defendant  for  the  goods  in  respect  of  which  it  is  regis- 
tered is  an  infringement  of  his  mark,  his  proper  course  is 
to  apply  in  the  first  place  to  remove  the  defendant's  mark 
from  the  register  before  commencing,  or  concurrently 
with  {c)y  the  action  for  infringement. 

If  the  defendant's  mark  has  been  registered  for  five  years, 
on  the  principle  referred  to  above  (rf),  the  plaintiff  cannot 
qnestion  the  Tight  primd  facie  conferred  by  the  registration 
except  upon  an  application  to  vary  or  expunge  the  entry ; 
Imt,  as  in  the  corresponding  case  of  the  plaintiff's  regis- 
tered mark,  where  the  registration  is  less  than  five  years 
old,  it  appears  to  be  open  to  the  plaintiff  to  prove  by 
evidence  in  the  action  that  it  does  not,  in  fact,  confer  any 
right  to  the  use  of  the  mark  (e). 

Begistration  for  copyright   purposes   of    a   mark    at  Begutration 


{h)  Upper    Assam    Tea    Co.    ▼.'  registered,  and  an  injnnotion  was 

Seriert,  7  B.  P.  C.   183   (1889),  granted  in  respect  of  goods  ex- 

C.  A.  eluded  from  the  olass. 

(«)  As  in  Anglo-Swiss  Condensed  («0  Page  304. 

MUk  Co,  T.  Metealf,  31  G.  D.  454  ;  (e)  Bead  v.  Eiehardsm,  46  L.  T. 

S  B.  P.  G.  28   (1886),  Kay,  J.,  54   (1881),   G.   A.,   cited  p.  345 ; 

wKere  the  legister  was  rectified  by  Goodwin  y.  Venning^  24  Sol.  J.  690 

linutmg  the  class  of   goods   for  (1880),  Jessel,  M.B. 
v^  the  defendant's  mark  was 
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at  Stationers'  Stationers'  Hall  confers  no  trade-mark  rights,  and  consti- 
tutes no  defence  if  the  mark  is  an  infringement  of  another 
person's  trade-mark  (/). 
Is  the  intro-  If  the  plaintiff  and  defendant  are  severally  entitled  to, 
drf^^t's*^^  and  are  the  registered  proprietors  of,  two  marks  which 
own  mark  are,  in  ordinary  markets,  distinct  and  unlikely  to  be  con- 
market  an  fused,  is  it  an  infringement  for  the  defendant  to  intro- 
infringement  P  (j^jce  his  mark  into  a  market  where  the  plaintiff's  is  already 
known,  if  from  the  character  of  the  customers  there, — their 
ignorance  of  English,  for  instance, — ^its  use  is  calculated  to 
cause  the  defendant's  goods  to  be  taken  for  the  goods  of 
the  plaintiff  P  It  is  submitted  that  it  is  an  infringement^ 
and  that  a  note,  limiting  the  use  of  the  defendant's  mark 
to  markets  other  than  the  one  in  question,  ought  to  be 
entered  upon  the  register,  for  the  case  put  falls  within  the 
principle  that  one  trader  must  not  do  what  is  calculated  to 
cause  his  goods  to  be  taken  for  those  of  another,  and  the 
defendant's  action  is  in  this  sense  the  cause  of  deception. 
The  question  was  raised,  but  not  determined,  in  Johnston  ▼. 
Orr-Ewlngy  in  the  House  of  Lords,  and  the  words  of  the 
order  of  Fry,  J.,  having  special  reference  to  the  Bombay 
trade  were,  with  the  assent  of  the  respondents,  directed  to 
be  omitted.  There  Lord  Selbome  said,  in  his  judgment : 
"  Tour  Lordships  are  not  called  upon  to  decide  whether  a 
ticket,  which  was  a  rightful  and  bond  fide  trade-mark  of 
the  trader  using  it,  could  be  excluded  by  injunction  from 
particular  markets  (though  unimpeachable  everywhere  else) 
merely  because  in  those  markets  it  might  be  liable  to  be 
called  by  a  name  which  the  mark  of  another  trader  had 
already  acquired  there.  ...  To  that  proposition  I 
should  not  myself,  as  at  present  advised,  be  prepared  to 
assent  "(^). 


(/)  Reinhardt   v.    Spalding,    49  P.  C.  370  (1891),  Romer,  J.    An 

L.  J.  Ch.  67  (1879),  Hall,  V.-C,  injunction  limited  to  Ireland  was 

{Family  Salve).  granted  in  Barber  v.  Manieo,   10 

(^)  7  App.  Gas.  p.  227  (1882).  B.  P.  G.  93  (1893),  A.  L.  Smith,  J. 
See  also  JFilkimon  y.  QrifiCh,  8  B. 
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Where  a  partnership  is  dissolved  without  a  sale  of  the  Trade-mark 
goodwill,  or  any  arrangement  having  been  made  for  its  ^goluSmof 
disposal,  or  governing  the  use  of  the  trade-marks  of  the  » partnership, 
finn,  each  of  the  late  partners  who  carries  on  the  business 
may  use  the  trade-marks  (A),  for  he  is,  as  to  a  portion  of  - 
tke  goodwill,  a  suooessor  of  the  firm ;  but  if  the  goodwill  is 
sold  as  part  of  the  assets  of  the  firm,  the  exclusive  right  to 
use  the  trade-marks  may  be  sold  with  it,  and  in  that  case 
the  late  partners  cannot  lawfully  use  the  trade-marks,  even 
though  they  set  up  a  similar  business  in  competition  with 
the  purchaser  (i). 

But  a  late  partner  cannot  grant  to  others  who  are  in  no 
way  successors  to  the  firm's  business,  or  any  part  of  it, 
iny  right  or  licence  to  use  the  trade-marks,  even  though 
he  be  registered  as  proprietor  of  the  marks  under  sect.  87, 
OP  otherwise.  The  case  of  Hanson  v.  Game^  Harrison  and 
Lamer  J  Limited  [k)y  was  decided  on  the  construction  of  a 
oonsent  order  xmder  which  the  partnership  in  question  had 
been  dissolved,  and  which  provided  that  tbe  late  partners 
"and  any  partners  they  may  take  respectively"  were  to 
have  the  common  use  of  the  trade-marks ;  but  it  is  sub- 
mitted that  the  decision  might  have  been  put  on  the 
general  ground  that  the  defendants — a  limited  company, 
of  which  one  late  partner  was  a  shareholder  and  director — 
could  not  use  the  marks  without  infringing  the  rights  of 
tiie  plaintiffs,  the  other  late  partner  and  his  partners, 
because  they  were  not  possessed  of  the  goodwill  of  any 
part  of  the  old  business. 

80  it  the  trustee  in  bankruptcy  of  a  trader  sells  the  Sale  of  trade- 

(A)  JonibT.  Gibson,  34  Beay.  566  Bohimon  y.  Fxnlay,  9  C.  D.  487  ; 

(1865),  Bommy,  M.R. ;    Ckmdy  y.  and  Jones'  Tm.,  63  L.  T.  N.  8.  1, 

Jfi&W/,  87  L.  T.  N.  8.  268  and  766  dted  p.  60. 

(1877),  Baoon,  Y.-C,  and  C.  A. ;  (t)  See  the  last  case,  and  HaU  r. 

A»iwT.  Low,  44  L.  T.  N.  S.  876  Barrows,  4  De  Qt.  J.   &  S.  150; 

(1881),  Bacon,  V.-C.    See  Chap.  33  L.  J.  Ch.   204  (1863),  West- 

Xni.,  p.  278.    As  to  cases  where  bury,  L.O. 

tbe  aeferance  of  business  relations  (k)  9  R.  P.  C.  186  (1892),  Stir- 

^etennines  a  joint  trade-mark,  see  ling^  J. . 
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markBin         goodwill  and  trade-marks  of  the  latter's  busmefis,  the 

^^'     trader  has  no  right  to  continue  to  use  the  marks  (/). 

Honest  nse  A  trader  who  is  honestly  using  his  own  name  in  his 

dint's  ^me     husiness  will  not  be  guilty  of  infringement  because  its 

is  no  infringe-  similarity  to  the  name  of  another,  or  to  a  name  appearing 

in  another's  trade-mark,  is  calculated  to  lead  to  deception  ; 

but  to  support  this  defence  the  business  must  be  his  own, 

for  a  fraudulent  attempt  to  cover  an  infringement  by 

employing  or  taking  into  partnership  a  man  who  happens 

to  bear  the  name  which  is  to  be  used  to  effect  the  fraud, 

still  less  by  buying  from  him  the  right  to  use  his  name, 

will  not  avail  to  protect  the  offender  (w). 

(3.)  The  necessity  for  registration  of  the  plaintiff's 
marks,  having  regard  to  sect.  77,  has  already  been  dis- 
cussed (w). 

(4.)  And  so  also  has  the  question,  What  constitutes  an 
infringement  P  (o). 

Estoppel, 
(a)  Except  with  regard  to  the  several  defences  which 
are  considered  under  separate  headings,  there  is  nothing 
peculiar  to  the  law  of  trade-marks  to  determine  what 
agreements,  or  what  circumstances  constituting  a  personal 
estoppel,  will  prevent  a  plaintiff  from  suing  a  particular 
defendant  for  infringement.    It  is  to  be  remembered,  how- 
ever, that  an  infringement  is  primarily  a  fraud  on  the 
public,  in  respect  of  which  the  plaintiff  is  allowed  to  sue, 
because  its  natural  effect  is  to  cause  damage  to  him.    An 
to  oondoxM  in-  agreement,  therefore,  not  to  prosecute  future  infringements 
fringremente.    -^ould  be  an  agreement  to  permit  a  fraud,  and  although,  if 
established,  it  would  undoubtedly  prevent  the  Court  from 
interfering  in  favour  of  any  party  to  it,  it  could  not  be 

(Q  ffammond  ▼.  Brunker^  9  K  P.  (1890),  Stirling,  J.,  and  the  earlier 

0.  301  (1892),  Ghitty,  J. ;  Htukon  oases  oited  in  these,  and  Chap.  XVI., 

▼.  Osborne,  39  L.  J.  Ch.  79  (1869),  pp.  420  et  t&q. 
James,  V.-O.  (n)  Above,  p.  803 ;  Chap.  XIL, 

(m)  See    TurUm  v.    TurUm,    42  p.  260. 
0.   D.    128  (1889),   0.   A. ;    and         (o)  Above,  p.  306. 
ISmaud  v.  Tuwaud,  44  C.  D.  678 
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ipecificaUy  enforoed,  and,  unless  the  intention  were  clearly 
indicated,  the  Court  would  presume  that  a  lawful  arrange- 
ment, for  instance,  a  waiver  of  the  remedy  in  respect  of 
past  infringements  only,  was  intended  {p). 

Ab  an  instance  of  estoppel  by  conduct,  the  case  of  Uncandid 
Maxwell  v.  Sogg  (q)  may  be  taken.  There  the  defendants  <»"duot. 
had  received,  and  published  for  reward  from  the  plaintiffs, 
adyertisements  of  an  intended  new  magazine,  bearing  the 
title  of  a  magazine  which  they  were  themselves  preparing 
to  publish,  without  warning  the  plaintiffs  of  their  own 
intention;  and  this  uncandid  conduct  was  held  to  be 
soffioient  ground  for  dismissing  the  cross  suit  of  the 
defendants  for  an  injunction  to  prevent  the  plaintiffs 
nsing  the  name. 

And  anything  in  the  nature  of  a  representation  by  the 
plaintiff  to  the  defendant  that  his  mark  was  not  an  in- 
fringement, or  that  it  might  be  lawfully  used,  or  of  an 
enoouragement  to  him  to  continue  using  it,  would  be  an  Faiiore  to 
answer  to  a  subsequent  claim  for  damages  for  infringe-  give  warning, 
ment,  although  a  mere  failure  by  the  plaintiff  as  soon  as 
lie  had  knowledge  of  the  infringement  to  warn  the  defen- 
dant, would  be  no  bar  (r). 

It  is  sometimes  urged  as  an  objection  to  the  plaintiff's  The  plaintiff 
case,  on  behalf  of  the  defendant,  that  the  plaintiff  in  ^^^J^^ 
actual  practice  uses  his  mark  in  a  form  different  from  that  naes  his 
for  which  he  has  obtained  registration ;  but  the  variation  J^  ^i^ 
of  his  registered  mark  by  the  plaintiff,  provided  it  is  not  additions, 
an  infringement  of  any  other  person's  mark,  or  a  breach 
of  any  agreement  binding  upon  him,  is  perfectly  lawful, 
although  so  far  as  the  mark  actually  used  by  the  plaintiff 
differs  substantially  from  his  registered  mark,  it  is  an  un- 
legiBtered  mark,  as  has  been  already  pointed  out ;  and  if 

{p)  Oldkam  y.  Jamet,  13  Ir.  Gh.  740  (1887),  G.  A.,  a  patent  oaae  ; 

393;  14  Ir.  Ch.  81  (1862),  Brady,  and  the  notes  to  Savage  y.  Foster, 

C,  md  Blaokbnme,  L.J.  2  White  &  Tador's  Leading  Gases, 

(?)  L.   R.    2   Ch.    307    (1867),  6th  ed.,   680.    The  rule  is  ''qui 

Turner    and   Gaims,    JJ.,    cited  potettet  debet  vetarejubet**;  Oebom 

p.  31  ▼.  Leet,   9  Mod.  96  ;    Willmott  v. 

(r)  8ee  Froetw  v.  Bemie,  36  0,  D .  Barber ,  1 5  C.  D.  96 ;  17  G.  D.  772. 
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-the  registered  mark  is  in  substanoe  not  used  at  aU,  that 
would  be  an  independent  objection  to  the  plaintiff's 
action  (s).  It  is  well  settled  that  the  use  of  a  -varied  mark 
by  the  plaintiff  does  not  in  any  way  estop  him  from 
proceeding  against  infringers.  Thus,  in  The  Melachrino 
Case  {t)y  the  plaintiffs  had  tried  to  register  a  label  com- 
prising three  coats  of  arms,  but  the  coats  of  arms  had 
been  rejected  and  the  label  registered  without  them.  The 
plaintiffs,  nevertheless,  always  used  the  labels  with  the 
arms  in  it,  and  the  defendants,  who  had  imitated  the 
label,  were  enjoined  from  continuing  the  infringement. 
In  a  subsequent  case(w),  Chitty,  J.,  said:  "I  adhere  to 
what  I  said  in  Melachrino' a  Caae^  that  the  mere  addition  of 
something,  as,  in  that  case,  a  coat  of  arms,  to  the  trade- 
marks, is  not  sufiicient  to  disentitle  a  person  who  otherwise 
uses  the  whole  of  his  trade-marks  to  sue  for  an  in- 
junction." 

Similarly,  it  is  no  ground  of  estoppel  that  the  plaintiff 
■uses  his  mark  for  goods  in  respect  of  which  it  is  not 
registered  (x). 
AoqtiieBoenoe.  (^)  Acquiescence  in  the  infringement  on  the  part  of  the 
plaintiff  is  a  complete  defence  (y),  but  it  can  only  be  in- 
ferred where  he  is  shown  to  have  had  knowledge  of  it  (s). 
And,  assuming  that  it  is  shown  that  the  plaintiff  knows  of 
the  infringement,  the  Court  will  not  readily  infer  that  he 
has  assented  to  what  is  likely  to  be  so  detrimental  to  his 
property.  It  has  been  held  that,  where  it  is  pleaded  in 
answer  to  a  motion  to  commit  the  defendant  for  the  breach 
of  an  injunction  restraining  him  from  infringing,  it  must 
amount  to  a  licence  *^  sufBdent  to  create  a  new  right  in 
him"  (a). 

(*)  Above,  p.  303.  {x)  Jay  v.  Ladler,  40  C.  D.  649 ; 

if)  MelaehHno  #  Co.  v.  The  Mela-  6  R.  P.  G.  186  (1888),  Kekewich,  J. 

ehrino  Egyptian  Cigarette  Co,t  4  R.  (y)  PfrChittj,  J.,iniroiMOfi^(%. 

P.  0.  216  (1887),  Chitty,  J. ;  New-  v.  Boehmy  26  C.  D.  p.  406  (1884). 

man  v.  Pinto,  4  R.  P.  0.  608  ;  67  (s)  Weldon  v.  2)w*»,  10  C.  D,  247 

li.  T.   31   (1887),    Kekewioh,  J.,  (1878),  Malina,  V.-C. ;  Be  Farina, 

and  C.  A.  27  W.  R.  466  (1879),  Hall,  V.-C, 

(«)  Hammond  v.  Brunker,  9  R.  and  the  last  case. 

P.  0.  p.  307  (1892).  (a)  Sodgere  t.  NneiU,  8  De  Q.  H. 
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A  lioenoe  by  the  plaintiff  to  the  defendant  to  use  the  lioenoe. 
mark  would  be  proof  of  aoqniesoence  in  nser  falling  within 
the  tenns  of  the  licence,  and  would  be  a  defence  (b).  Any 
registered  proprietor  can  grant  licences  to  ude  the  mark, 
sobjeet  to  any  equities  affecting  it  (c),  unless,  for  instance, 
he  has  agreed  with  the  plaintiff  not  to  do  so  (d).  But  it 
is  sabmitted  that  a  licence  by  some  registered  proprietor, 
other  than  the  plaintiff,  would  not  be  a  defence  unless  the 
defendant  were  possessed  of  the  goodwill  of  the  business, 
or  part  of  it,  to  which  the  trade-mark  was  attached  (e). 

(c)  Mere  delay,  after  knowledge  of  the  infringement,  to  Delay  does 
take  proceedings,  not  sufficient  to  oaU  the  Statutes  of  ^ght  of 
limitation  into  operation,  is  no  bar  to  the  action.     Before  motion ; 
tiie  Judicature  Acts  it  might  have  furnished  an  answer  to 
aa  application  for  an  injunction  (/),  at  least  until  the 
plaintiff  had  established  his  rights  by  recovering  damages 
in  an  action  at  law,  unless  the  deception  resulting  from 
the  use  of  the  defendant's  mark  were  still  continuing  (g) ; 
bat  both  branches  of  the  Court  now  enforce  legal  and 
equitable  rights  together,  and  consequently,  wherever  an 
injunction  could  have  been  obtained  after  an  action  for 
damages,  it  can  now  be  obtained  at  once  or  concurrently 
with  the  judgment  for  damages.    The  rule  is  not  peculiar 
to  trade-mark  cases,  but  is  part  of  the  general  law  (A). 


k  G.  614  ;  22  L.  J.  Ch.  404  (1853),  Lamer,  Ld.,  9  R.  P.  0. 186  (1892), 

per  Torner,  L.J.    As  to  what  con-  Stirling,  J. 

i^tefl  aoqniesoence,  see  Froetar  v.  (e)  See  Chap.  XIII.,  p.  281,  and 

BtmtU,  amte,  p.  331 ;  *'  delaj,"  sec-  sect.  70. 

tion  (c) ;  and  So^ff  y.  Seott,  L.  B.  (/)  Hovenden  v.  Lhyd,  18  W.  B. 

18  Eq.  444,  HaU,  V.-C,  Weldon  v.  1132  (1870),  Baoon,  V.-C,  fijfteen 

i>iob,  10  C.  I>.  247,  Mallns,  V.-C.  months'   delay ;    JEttcourt  y.    Th4 

(copyright);  and  SmUh  y.  Smith,  JEaieourt  Hop  JBuenee  Co,,  10  Ch. 

L.  B.  20  £q.  500,  Jessel,  M.B.  276  (1875),  Caims,  L.C.  andL.JJ., 

(ancient  lights) .  seyen  months'  delay. 

(i)  Kinahan  y.  BoUon,  15  Ir.  Ch.  (^)  Bodgere  y.  Bodgere,  31  L.  T. 

76  (1863),  Brady,  C.  N.  S.  286  (1874),  L.JJ. 

(<)  Sect  87.  (h)  See  The  Three  Toume  Banking 

[i)  Smeon  y.  Game,  Sarriaon  and  Co.  y.  Maddever,  27  C.  D.  533  (1884), 

O.A. 
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It  was  stated  by  Fry,  J.,  in  the  foUowing  terms,  in 
Fullwood  V.  FullKood  (2)  (i) :  "  In  my  opinion  that  delay  " 
(from  early  in  1875,  when  the  plaintiff  first  knew  of  the 
infringement,  till  November,  1876,  when  he  commenced 
his  action)  "  — ^and  it  is  simply  delay — is  not  sufficient  to 
deprive  the  plaintiff  of  his  rights.  The  right  asserted  bj 
the  plaintiff  in  this  action  is  a  legal  right.  He  is,  in 
effect,  asserting  that  the  defendants  are  liable  to  an  action 
for  deceit.  It  is  clear  that  such  an  action  is  subject  to 
the  Statute  of  Limitations,  and  it  is  also  dear  that  the 
injunction  is  sought  merely  in  aid  of  the  plaintiff's  legal 
right.  In  such  a  case  the  injunction  is,  in  my  opinion,  a 
matter  of  course,  i£  the  legal  right  be  proved  to  exist.  In 
saying  that  I  do  not  shut  my  eyes  to  the  possible  existence 
in  other  cases  of  a  purely  equitable  defence,  such  as 
acquiescence  or  acknowledgment  (A:),  and  the  various  other 
equitable  defences  which  may  be  imagined.  But  lapse  of 
time,  unaccompanied  by  anything  else  (and  to  that  I  con- 
fine my  observations),  has,  in  my  judgment,  just  as  much 
effect,  and  no  more,  in  barring  a  suit  for  an  injunction  as 
it  has  in  barring  an  action  for  deceit.  In  my  judgment, 
the  same  rule  applies  since  the  Judicature  Act  as  formerly 
applied  in  the  Court  of  Chancery  when  the  legal  right  had 
to  be  determined  in  an  action  at  law  "  (/). 

but  may  But  delay  may  affect  the  nature  of  the  relief  granted. 

relief  granted;  It  may  cause  the  Court  to  refuse  the  ordinary  interlocutory 
injunction,  either  on  terms  of  the  defendant  keeping  an 
account,  or  absolutely  (f7»),  or  to  refuse  to  give  damages, 
or  to  direct  an  account  of  profits  in  lieu  of  damages,  or  to 
restrict  such  account  to  profits  made  since  the  beginning 
of  the  action  («). 

And  in  a  case  where  the  plaintiffs  took  no  action  on 
hearing  that  the  defendant  had  received  a  small  consign- 

(♦)  9  C.  D.  p.  178  (1878).  L.  R.  7  Oh.  p.  682. 

{k)  QtMPr^  abandonment.  (m)  See   below,   *' Interlooutory 

(/)  Gf.  the  judgment  of  Mellish,  injunction/'  p.  353. 

L.J.,  upon   the  defence  of  mis-  (n)  See   below,    **Aoooimt,"   p. 

representation  in  Ford  v.  Foster^  360. 
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ment  of  spuriously  marked  goods,  preferring  to  wait  until 
he  received  a  larger  consignment,  Malins,  V.-C,  ordered 
the  injraictioii  to  be  directed  to  future  receipts  by  the 
defendant  only  (o).  Unless,  however,  this  case  can  be 
Bopported  on  the  ground  of  aoquiesoenoe,  it  is  submitted 
that  it  is  inoonsiBtent  with  the  rule  established  by  the 
eases  cited  above. 
But  delay  to  pursue  infringers,  where  the  infringements  and  may 

,        ,     .  X    X        "L      J         amount  to 

are  numerous  and  notorious,  may  amount  to  abandon-  abandonment. 

ineDt(/>)  of  the  trade-mark,  and  lead  to  its  becoming 

puhhd Juris  (g). 

And,  as  already  pointed  out,  it  may  have  an  important  It  has  a 
bearing  on  the  weight  of  the  evidence  in  the  case,  for  if,  in  the  w Jgbt 
spite  of  long  user  by  the  defendant  of  the  alleged  infring-  ^  evidence, 
ing  mark,  no  case  of  actual  deception  is  proved,  and  the 
abfienoe  of  this  evidence  is  not  otherwise  accounted  for,  it 
may  be  difficult  for  the  Court  to  believe  that  the  defen- 
dant's mark  is  calculated  to  deceive.    It  has  been  suggested 
that,  where  the  infringement  has  lasted  a  niunber  of  years, 
it  is  necessary  for  the  plaintiff  to  prove  that  some  persons 
have  actually  been  deceived  (r),  but  this  is  not,  it  is  sub- 
mitted, a  rule  of  law  (s), 

Moreover,  lapse  of  time  may  prevent  conduct  which 
would  at  first  be  an  infringement  being  calculated  to  deceive. 
Thus,  in  The  Marquis  of  Londonderry  v.  Russel  {t)y  an  action 
against  the  defendant,  for  sending  coals  to  the  London 
market  as  "  Londonderry  Wallsend  Coal,"  was  dismissed 
hecause  the  defendant  had  used  the  name  for  twenty-five 
years,  and  the  plaintiff  had  long  known  of  his  use  of  it 


(o)  7%e   Anglo -Swiss    Condensed  (r)  Rodgers  ▼.  Bodgers^  31  L.  T. 

iTtU;  Co.  y.    Tht  Swiss  Condensed  K.  S.  286  (1874),  pfrMeUiah,  L.J. ; 

JTift  Cb.,  (1871)  W.  N.  163.  Isaacson  v.  Thompson,  41  L.  J.  Ch. 

[f)  Page  289.  101  (1871),  Bacon,  V.-O. 

(f)  A«  in  Hyde  #  Co,^s  Tm,,  7  («)  See  '*  Proof  of  Aotoal  De- 

C.  D.  724  (1878),  Jeesel,  M.B.,  oeption,"  p.  206. 

(^enk  of  SngUmd  Sedlmg   Wax) ;  (t)  2  Times  L.  R.  843  ;  3  Times 

Chap,  nV.,  p.  2S4.  L.  R.  360  (1886),  Baoon,  V.-C, 

andO.  A« 
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Deceptive 
trade-jnark 
and  frandu- 
leat  trade. 


Deceptive 
trade-markB 
are  outiawed. 


Collateral 

misrepreBen- 

tation. 


Ford  Y.Foster, 


Whatever  might  have  been  the  result  had  the  plaintiff 
applied  in  1861  to  restrain  the  defendant  from  selling  his 
ooals  under  the  name,  it  was  dear,  the  Court  of  Appeal 
held,  that  at  the  time  of  their  judgment  the  defendant's  oon- 
duct  could  not  be  taken  to  amount  to  any  representation  that 
his  coals  came  from  the  plaintiff's  Londonderry  collieries. 

(d.)  The  Court  will  not  interfere  to  protect  the  use  of  a 
deceptive  trade-mark,  or  to  assist  a  trader  who  is  using  his 
mark  for  the  purposes  of  a  fraudulent  trade.  This  prin- 
ciple was  well  established  in  the  Court  of  Chancery,  and, 
although  no  case  seems  to  be  reported  upon  the  point,  it 
would  no  doubt  have  been  recognized  also  in  the  Courts  of 
Common  Law  before  the  Judicature  Acts,  had  any  case 
arisen,  for  the  maxim  ex  turpi  causa  non  oritur  actio  is  a 
rule  of  law  (u). 

The  plaintiff.  Lord  Westbury  said,  in  The  Leather  Cloth 
Ca8e{x)y  "desires  to  restrain  the  defendant  from  selling 
his  own  goods  as  the  goods  of  another  person ;  but  if,  by 
the  use  of  the  trade-mark  in  question,  the  plaintiff  himself 
is  representing  and  selling  his  goods  as  the  goods  of 
another,  or  if  his  trade-mark  gives  a  false  description  of 
the  article,  he  is  violating  the  rule  upon  which  he  seeks 
relief  against  the  defendant." 

The  deceptive  mark,  in  Sir  Eoundell  Palmer's  phrase, 
adopted  by  James,  V.-C,  in  The  Leather  Cloth  Co.  v. 
Lorsont  (y),  is  "  outlawed." 

The  earliest  of  the  cases  commonly  cited,  in  which  the 
Court  of  Chancery  refused  to  interfere,  on  the  ground  of 
the  plaintiff's  own  deceptive  conduct,  until  the  plaintiff 
had  established  his  right  by  action  at  law,  is  Pidding  v. 
How  (z),  and  the  leading  authority  on  the  subject  is  the 
judgment  of  Mellish,  L.J.,  in  Ford  v.  Foster  (a).     There  it 


(u)  See  per   Mellish,    L.J.,    in  (2)  8  Sim.  477;  6L.  J.Gh.K.S. 

Ford  V.  Foster^  L.  R.  7  Ch.  p.  631       346  (1837),  Shadwell,  V.-O.  Lying 


(1872). 

{x)  4Dea.  J.&S.  137;33L.J. 
Ch.  199  (1863).  ^ 

(y)  L.  R.  9  Eq.  p.  352  (1869). 


advertisements  as  to  the  origin  of 
tea  {ffowgud't  Mixture), 

(a)  L.  R.  7  Ch.  611  (1872),  (JSW- 
reka  Shirts), 
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1B8  objected  by  the  defendants  that  the  plaintifl  in  oertain 
iiiToioes  and  advertisements  had  falsely  described  himself 
88  a  patentee ;  but  as  the  false  description  was  collateral 
and  did  not  appear  in  the  mark  in  question,  and  the 
plaintiS's  trade  was  not  shown  to  be  fraudulent,  the  Court 
decided  that  the  plaintiff's  legal  right  of  action  in  respect 
of  the  defendant's  infringement  was  not  barred,  and  that 
he  was  consequently  entitled  to  an  injunction,  with  an 
Moount  from  the  filing  of  the  bill,  and  costs.  If  the  false  The  i^^«' 
representation  had  been  in  the  trade-mark  itself,  the  Lord  Mellifih,  L.J. 
Justice  held,  no  Court  of  Equity,  and,  according  to  his 
opmion,  no  Court  of  law,  would  have  entertained  the 
plaintiff's  action,  and  the  same  rule  would  apply  if  the 
trade  were  fraudulent ;  but,  he  said,  ^'  where  the  trade  is, 
as  in  this  case,  a  perfectly  honest  trade,  and  where  the 
iiade-mark  is,  as  in  this  case,  a  perfectly  honest  trade- 
mark, I  am  clearly  of  opinion  that  there  is  no  common 
law  principle  upon  which  it  is  possible  to  hold  that  the 
fact  that  the  plaintifE  has  been  guilty  of  some  collateral 
baud  would  be  an  answer  to  an  action.  It  would  be 
impofisible  to  plead  at  law  as  a  justification  for  the  defen- 
dant's committing  the  fraud,  that  the  plaintiff  had  com- 
mitted a  fraud  on  some  one  else."  "  It  is  true,"  he  added, 
*'  that  in  this  case  the  bills  containing  this  false  representa- 
tion as  to  its  being  a  patented  article  are  proved  to  have 
heen  given  to  the  defendants  themselves ;  but  there  is  not 
the  slightest  evidence,  or  the  slightest  reason  for  supposing, 
tbat  the  defendants  were  ever  deceived  by  that  representa- 
tion, because  they  knew  perfectly  well  that  there  was  no 
patcait  for  these  shirts." 

The  following  are  some  miscellaneous  examples  of  cases  Examples  of 
where  objections  to  the  plaintiff's  case  on  the  ground  of  Jdarep^ea- 
ooUateral  misrepresentation  failed :  title  of  a  magazine  tatlonB. 
proteoted,  although  the  magazine  purported  to  be  written 
hy  someone  other  than  the  author,  Sogg  v.  Etrby,  8  Ves. 
215 ;  similar  cases  with  regard  to  songs,  Chappell  v.  Sheardy 
2£&  J,  117;  Chappell Y.David^n,  2  K&  J.  123;  8  De 
S.  IL  &  G.  1.  "  Holloway's  pills  and  ointment"  protected, 


338  THE  ACTION  FOE  INFRINGEMENT. 

although  the  plaintiff  called  himself  Professor  HoUoway 
without  warrant,  and  published  exaggerated  oommenda- 
tions  of  his  pills,  HoUoway  v.  Mollowayy  13  Beav.  209 ;  an 
objection  on  the  ground  that  the  plaintifb  retained  a  brass 
plate  on  the  door  of  their  business  premises,  bearing  tiieir 
predecessor's  name,  overruled,  Hudson  v.  Osborne^  39  L.  J. 
Ch.  79. 

Sect.  73  provides  that  it  shall  not  be  lawful  to  register 
as  part  of,  or  in  combination  with,  a  trade-mark,  any 
words  the  use  of  which  would  by  reason  of  their  being 
calculated  to  deceive  or  otherwise,  be  deemed  disentitled  to 
protection  in  a  Court  of  Justice  (6). 
Application  It  f oUows  that  a  trade-mark  which  contains  false  state- 
deceptive  ments  or  misrepresentations  ought  not  to  be  entered  or 
mark  from  retained  upon  the  register,  and,  in  modem  oases,  if  the 
defendant  wishes  to  rely  upon  the  defence  now  under 
consideration,  and  to  allege  that  the  plaintiff's  trade-mark 
itself  is  deceptive,  he  commonly  applies  xmder  sect.  90  to 
have  it  removed  from  the  register  {c).  This  is  a  convenient 
method  of  bringing  the  question  to  an  issue,  if  the  plaintiff 
is  suing  in  respect  of  a  registered  mark,  smd  it  is  the  most 
advantageous  course  for  the  defendant;  but  there  is  no 
reason  to  suppose  that  the  Court  would  be  any  more  ready 
to  interfere  to  protect  a  deceptive  trade-mark  because  it 
was  registered,  or  that  it  is  not  open  to  the  defendant  to 
give  evidence  in  support  of  a  plea  of  the  defence  in 
question  without  there  being  any  application,  under 
sect.  90,  before  the  Court. 

(i.)  Where  the  trade-mark  itself  contains  misrepresen- 
tations— 
The  LMiher         In  The  Leather  Cloth  Case  (d).  the  plaintiffs'  case  failed 

Cloth  Case.                                                                  ^   ^  ^ 

{b)  Chap.  X.,  p.  209.  and  11  H.  L.  0.  523  ;  35  L.  J.  Ch. 

(e)  Wood  T.  Lambert,  32  C.  D.  63 ;  H.  L.  orerruling  1  H.  &  M. 

247;  3  R.  P.  C.  81  (1886),  C.  A.;  271 ;   32  L.  J.   Ch.   721,  Wood, 

J)exter*8  Tm„  (1893)  2  Ch.  262  ;  10  V.-C.  (1863).    See  also  iV>irmim  v. 

R.  P.   C.   269,  Wright,   J.      See  Finto,  4  R.  P.  C.  608 ;   67  L.  T. 

Chap.  X.,  p.  209.  31  (1887),  C.  A.,  mark  represent- 

(<f)  4  De  G.  J.  &  S.  137;   33  ing  Gennan  cigars  as  of  Havana 

L.  J.  Ch.   199,  Lord  Westbory ;  make,  cited  p.  347. 
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in  the  label  in  question,  thej  had  described  their 
goods  as  "tanned  leather  doth,"  "  patented,"  and  "  J.  R. 
and  C.  P.  Crockett"  as  the  manufacturers,  adding  an 
American  address,  whereas,  in  fact,  much  of  the  cloth  for 
which  the  mark  was  used  was  not  tanned,  none  of  it  was 
made  under  any  patent,  and  the  manufacturers  were  not 
J.  R-  and  C.  P.  Crockett,  but  the  plaintiffs  themselves, 
who  had  no  American  address.  It  was  urged  on  behalf  It  is  imma- 
of  the  plaiutifPfl  that  the  misrepresentations,  and  in  parti-  misTepresen- 
eolar  the  representation  that  the  goods  were  tanned,  could  **^^  ^9^ . 
not  deceive  any  ordinary  purchaser ;  but  in  answer  to  this 
Lord  Westbuiy  said :  '*  I  cannot  receive  it  as  a  rule  either 
of  moraliiy  or  equity  that  the  plaintiffs  are  not  responsible 
for  a  falsehood  because  it  is  so  gross  and  palpable  that  no 
one  is  likely  to  be  deceived  by  it.  If  there  is  a  wilfully 
false  statement,  I  will  not  stop  to  inquire  whether  it  is  too 
gross  to  mislead"  (e). 

It  is  no  answer  to  the  objection  that  the  trade,  or  any  or  that  the 
other  given  class  of  persons,  know  the  actual  facts  and  are  known  to  the 
not  deceived  (/) ;  for,  as  in  the  case  of  the  test  of  infringe-  *^^®- 
meiit,  the  question  is — ^is  the  mark  calculated  to  deceive 
anj  probable    purchasers  who  buy  from    the    plaintiff 
directly  or  indirectly  through  others  to  whom  he  sells  P 

The  employment  of  the  word  "  patent "  in  a  mark  used  False  oWm 
for  goods  which  are  not  manufactured  under  an  existing  ^^^^ 
patent  right  has  given  rise  to  much  discussion  (^) ;  but  the 
authorities  do  not  seem  to  have  established  any  more 
definite  rule  than  that  it  is  in  each  case  a  question  whether 
or  not  the  employment  of  the  word  makes  a  false  and 
deceptive  daim  to  a  non-existent  patent  right  for  the 
goods.  It  is  not  necessarily  deceptive  to  describe  as 
^patent"  goods  which  are  made  according  to  a  process 
which  onoe  was  patented,  or  even  those  made  according  to 

(#)  83  L.  J.  Ch.  p.  203.    Qo  per      of.  Eno  y.  Dunn,  10  B.  P.  G.  261. 
Try,   HJ.,  in  Newman  y.  Unto,  {ff)  Its  nse  maj  amount  to   a 

4  K.  P.  G.  p.  520  (1887).  Griminal   offence;    sect.   105,  and 

(/)  JFocd  y.  Lambert,  32  G.  D..     Merchandise  Marks  Act,  1887,  s.  3 
247 ;  3  B.  P.  C.  81  (1886),  G.  A. ;      (1)  (e) ;  Book  II.,  Ghap.  I.,  p.  483. 
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a  process  which  is,  or  was  when  the  epithet  was  first  applied, 
different  to  the  common  process,  though  never  protected 
by  a  patent,  for  ordinary  usage  and  understanding  have 
long  sanctioned  such  descriptions,  as  the  names  patent 
leather,  patent  medicine,  patent  metal,  patent  yellow,  and 
patent  hoe,  show  (A). 
LordKmgs-  The  following  passage  from  Lord  Kiogsdown's  judg- 
m^mTf^'  ment,  in  The  Leather  Cloth  Case  (t),  in  reference  to  the 
father  Cloth  gutject  under  consideration,  is  very  frequently  cited  in 
argument :  "  If  a  trade-mark  represents  an  article  as  pro- 
tected by  a  patent,  when  in  fact  it  is  not  so  protected,  it 
seems  to  me  that  such  a  statement  primd  facie  amounts  to 
a  misrepresentation  of  an  important  fact,  which  would  dis- 
entitie  the  owner  of  the  trade-mark  to  relief  in  a  Court 
of  Equity  against  anyone  who  pirated  it.  In  ITetcel  v. 
Harrison  {k\  Wood,  V.-O.,  intimated  his  opinion  that  this 
would  be  so  when  there  never  had  been  any  patent  at  all. 
But  in  the  subsequent  case  of  Edekten  v.  Vick  (/),  he  seems 
to  doubt  whether  the  rule  would  be  the  same  if  there  had 
originally  been  a  patent,  and  the  statement  in  the  trade* 
mark  being  true  when  first  introduced,  had  been  continued 
after  it  had  ceased  to  be  true.  I  confess  that  I  should 
have  had  great  difficulty  in  assenting  to  that  distinction. 
If  the  word  '  patent '  be  not  so  used  as  to  indicate  the 
existiQg  protection  of  a  patent,  but  merely  as  part  of  the 
designation  of  an  article  known  in  the  market  by  that 
term  (and  this  I  collect  to  have  been  the  main  ground  of 
his  Honour's  decision),  then  I  quite  agree  with  his  view. 
In  such  case  nobody  is  meant  to  be  deceived,  or  is  deceived. 


(h)  See  per  Wood,    V.-C,   in  "  The  iUnatrions  race  whose  drops 

Edehten  y.    Vickt    11    Hare,    78  and  pills,  hare  patent  powen  to 

(1853) ;  Morgan  y.  MeAdam,  36  L.  Tanquish    human   ills  " — Grabbe, 

J.  Gh.  228  (1866),  (Patent  Plumbago  quoted  in  Ogilvie's  Dictionary. 

Cruoiblea):  and  Gridley  v.   Swin-  (t)  11  H.  L.  0.  523;  35  L.  J. 

home,  5  Times  L.  E.  71 ;  52  J.  P.  Oh.  p.  64  (1865). 

791  (1888),  Coleridge,  L.O.J.,  and  (k)  10  Hare,  467 ;  22  L.  J.  Ch. 

Grantham,  J.,  cited  p.  485,  {Swin-  866  (1853). 

borne's   Patent    Refined    Isinglasd),  (/)  11  Hare,  78  (1853). 
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"A  patent  may  have  expired  fifty  years  ago,  and  yet  the 
name  of  patent  may  have  beoome  attached  to  the  article, 
and  he  used  in  the  trade  as  designating  it.  But  if  the 
tnde-mark  represents  the  article  as  protected  by  patent, 
when  in  fact  it  is  not  so  protected,  I  cannot  think  that  it 
oan  make  any  difference  whether  the  protection  has  never 
existed  or  has  ceased  to  exist." 

And  in  a  later  case,  Jessel,  M.B.,  said :  ^'  No  doubt  a  Expired 
man  may  use  the  word  *  patent  *  so  as  to  deceive  no  one.  ^ 
It  may  be  so  used  as  to  mean  that  which  was  a  patent  but 
is  not  80  now.  In  other  words,  you  may  state  in  so  many 
▼Olds,  or  by  implication,  that  the  article  is  manufactured 
m  aoGordanoe  with  a  patent  which  has  expired.  But  if 
joa  suggest  that  it  is  protected  by  an  existing  patent,  you 
oannot  obtain  the  protection  of  that  representation  as  a 
tnde-mark.  Protection  only  extends  to  the  time  allowed 
by  statute  for  the  patent,  and  if  the  Court  were  afterwards 
to  protect  the  use  of  the  word  as  a  trade-mark,  it  would, 
in  fact,  be  extending  the  time  for  protection  given  by  the 
statute.  It  is,  therefore,  impossible  to  allow  a  man  who 
luia  once  had  the  protection  of  a  patent  to  obtain  a  further 
protection  by  using  the  name  of  his  patent  as  a  trade- 
mark. But  further,  no  man  can  claim  a  trade-mark  in  a 
falsehood.  It  is  a  falsehood  to  represent  that  the  patent 
is  still  existing  "  (m). 

From  the  principles  stated  in  these  judgments,  and  from  Where 
the  dedded  cases,  it  follows  that  the  use  of  the  word  not*deceptive. 
'^ patent"  in  a  trade-mark  for  unpatented  goods  is  not  to 
be  taken  to  be  misleading  where  either  it  is  shown  that 
the  market  name  of  the  goods  comprises  the  word  (n),  or 
where  the  goods  are  made  according  to  an  expired  patent, 
and  the  word  is  so  used  as  to  be  understood  to  refer  to 
thi8(o). 

(m)  Chewm  T.  Walker,  5  G.  D.  (o)  Santoms  ▼.  Oraham,  51  L.  J. 

p.  862  (1877),  0.  A.  Ch.  897  (1882),  Bacon,  V.-C.     In 

(»]  MarihallY,  Bots,  L.  B.  8  Eq.  Morffon  y.  McAdam,  36  L.  J.  Ch. 

^\,(Paimi  Thread);  cf.  Leather  228  (1866),  Wood,  V.-0.,8ugg«8ted 

Ckih  Co.  y.  Larsont,  L.  B.  9  Eq.  that  in  these  cases  the  date  of  the 

S45,  both  (1869),  James,  Y.-C.  patent  should  be  giyen. 
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Summary  of 
oases  where 
"patent" 
used. 

Action 
barred. 


Action  not 
barred. 


The  following  is  a  summary  of  the  reported  oases  on  the 
subject  (p) : — 

First,  where  the  plaintiff's  action  was  barred :  Flavel's 
Patent  Kitchener,  no  patent,  Flavel  v.  Harrison,  10  Ha. 
467;  22  L.  J.  Ch.  866;  Patented  Jan.  24,'66,  patent 
void,  Leather  Cloth  Co,j  Ld.  v.  American  Leather  Cloth  Co.y 
Ld.y  p.  339 ;  Leather  Cloth  Co,,Ld.  v.  Lorsont,  L.  R  9  Eq. 
345;  Patent  Plumbago  Crucibles,  no  patent,  Morgan 
V.  McAdamj  p.  340 ;  Royal  Letters  Patent,  no  patent, 
but  duty  paid  in  respect  of  a  patent  medicine.  Lamp- 
lough  V.  Balmery  W.  N.  (1867)  293;  Manufacturer  and 
Patentee,  no  patent,  Nixeg  v.  Eofe^y  W.  N.  (1870)  227 ; 
Q-.  Oheavin's  Improved  Patent  Gold  Medal  Self- 
Cleaning  Rapid  Water  Filter,  expired  patent,  Chearin 
V.  Walker,  p.  341. 

Secondly,  where  the  plaintiff's  action  was  not  barred : 
Stkes'  Patent,  patent  invalid,  no  plea  having  referenoe 
to  the  misrepresentation,  Sykea  v.  Si/kea,  3  B.  &  C.  641 ; 
Taylor's  Patent  Solid-headed  Pins,  expired  patent, 
labels  printed  from  the  old  blocks  in  use  while  the  patent 
existed,  Edelsten  v.  Vick,  11  Hare,  78 ;  Patent  Thread, 
no  patent,  evidence  that  patent  was  understood  in  the 
market  to  denote  the  character  of  the  goods,  Marshall  v. 
Ross,  L.  R.  8  Eq.  651.  The  case  of  Bansotne  v.  Chraham^ 
61  L.  J.  Ch.  897,  must  probably  be  explained  as  one  of 
collateral  misrepresentation,  if  it  can  be  supported  at  all. 
There  the  trade-mark  consisted  of  letters  and  nimiberB 
stamped  upon  the  working  parts  of  the  plaintiff's  ploughs, 
and  ''  patent "  was  stamped  also,  although  the  only  patent 
which  had  ever  existed  related  to  the  plough-shares  merely, 
and  had  expired  in  1817.  The  plaintiff's  advertisements 
and  catalogues  stated  that  the  patent  had  expired,  but 
this  could  hardly  be  an  answer  to  the  objection,  as  the 
notice  would  not,  or  might  not,  reach  all  the  persons  who 
saw  the  stamp. 


( p)  The  pages  given  refer  to  this 
book.  See  also  Adams'  Tm.,  9  B. 
P.O.  174;  66  L.  T.  N.  S.  610 
(1892),  where  Eekewich,  J.,  re- 


fused to  allow  <'  patent "  to  be 
struck  out  of  an  old  mark  for  fur- 
niture polish. 


r 


DEFENCES.  843 

It  10  a  misrepreBentation  whioh  disentitles  a  label  or  ''Trade- 
other  trade-mark  to  protection  or  to  registration^  to  indorse  ^"^  ' 
upon  it  anything  whioh  is  caloulated  to  mislead  the  publio 
as  to  what  is  the  mark  of  whioh  the  proprietor  dcdms  the 
exdusLYe  use.     The  matter  was  first  brought  forward  in  The  ApoUi* 
The  ApolUnaris   Case  {q)j  where  some  of  the  labels  in  ^^  ^^'^' 
question  had  the  word  trade-mark  printed  immediately 
under  the   red  triangle  or  disc,  whioh  was  their  most 
prominent  feature,  although  other  parts  of  the  labels,  and, 
in  partioalar,  the  words  ApoUinaria  and  Friedrichshallj  were 
daimed  as  essential  features  of  the  trade-marks.   The  appli- 
cation before  the  Court  was  to  remove  the  marks  from  the 
register  on  several  grounds ;  and  Fry,  L.  J.,  who  delivered 
the  judgment  of  the  Court  of  Appeal,  dealt  with  the 
present  objection  in  the  following  passage  (r)  :— 

"One  (objection)  was,  that  the  mark  was  calculated  to 
mislead,  inasmuch  as  the  whole  label  is  registered  as  a 
trade-mark,  and  yet  contains  the  assertion  that  the  red 
disc,  whioh  is  the  most  conspicuous  part  of  the  whole 
kbel,  is  *  the  trade-mark ' — ^not  saying  *  a  trade-mark,'  not 
Baying  part  of '  the  trade-mark' — ^but  an  assertion  pointing 
to  the  conclusion  that  it,  and  it  alone,  is  *  the  trade-mark,' 
and  therefore  that  the  label,  as  a  whole,  is  not  the  trade- 
mark. Such  would  have  been  the  impression  produced 
(I  am  speaking  for  myself)  on  my  own  mind,  had  I 
approached  the  reading  of  the  label  unbiassed  by  what  I 
have  learned  while  sitting  in  this  seat,  and  such,  we 
think,  is  the  true  result  of  this  case.  An  owner  of  a 
registered  trade-mark  may  put  it  on  a  registered  label,  but 
not  so  as  to  mislead  a  reader  of  that  label,  and  induce  hiyn 
to  believe  the  only  thing  registered  is  the  distinctive 
mark"  It  is  true,  the  learned  Lord  Justice  added,  that 
the  objection  might,  apparently,  have  been  taken  in 
SnckotCs  CasCf  where  the  mark  there  in  question  was 
upheld  by  the  Court  of  Appeal  («),  but  it  was,  in  fa,ct, 

(f)  (1891)  2  Ch.  186  ;  8  R.  p.  C.  (a)  82  0.  D.  311 ;  3  R.  P.  C.  155 

m,  0.  A.  (1886). 

(r)  (1891)  2  Ch.  p.  233. 


£runker. 
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neither  disoussed  in  argument    nor    considered  by   the 
Court. 

This  judgment  oaused  a  number  of  applioationSy  under 
sect.  92,  for  leave  to  remove  "  trade-mark  "  from  registered 
marks  to  be  made  to  the  Court.  The  results  of  these  are 
stated  in  Chapter  X.  (t). 

It  is  to  be  observed  that  Fry,  L.J.,  does  not  say  that 
the  use  of  the  words  trade-mark  within  a  label  is  neces- 
sarily misleading ;  it  may  be,  but  it  is  a  question  of  fact 
whether  it  is  or  not. 
SamnumdT.  In  Hammond  v.  Brunker  (t«),  the  registered  label  of  the 
plaintiffs  comprised  a  number  of  devices,  and  among  them 
a  small  blank  shield  in  the  middle  of  the  upper  half.  In 
use,  the  plaintiffs  printed  within  the  blank  shield  a  hand 
and  forearm  holding  a  dart,  and  havmg  the  words 
'' trade-mark "  beneath  it.  Chitty,  J.,  in  rejecting  an 
objection  founded  upon  this,  said  {x) :  '^  It  is  a  question 
of  fact  in  every  case  where  a  man  puts  the  term  ^  trade- 
mark '  on  his  device,  or  some  part  of  it,  whether  he  does 
or  does  not  so  place  the  words  as  to  indicate  to  the  publio 
that  he  is  claiming  a  particular  part  of  the  trade-mark 
only.  In  The  ApolUnaria  CasCy  the  Lord  Justice's  observa- 
tions were  addressed  to  a  label  which  had  been  registered, 
and  had  the  term  Fnedrichshall  above  a  disc,  with  a 
quantity  of  printed  matter ;  the  disc  was  coloured  red,  and 
underneath  the  disc  were  the  words  '  trade-marks.'  With- 
out expressing  a  final  opinion  on  the  matter  (y),  the  Lord 
Justice  thought  that  there  were  grounds  for  saying,  on 
that  label,  that  the  trade-mark  referred  to  the  disc,  and  if 
I  may  say  so  myself,  with  great  respect,  it  seems  to  me 
that  there  were  grounds.  But,  as  I  say,  this  is  a  question 
of  fact,  and  I  am  satisfied  that  these  words  '  trade-mark ' 
in  the  middle  of  this  label  do  not  indicate  to  the  publio 
that  the  shield  only  is  the  trade-mark.    In  The  ApoUinaris 


(t)  Pagre  216.  (y)  Thig  is  hardly  borne  out  by 

(w)  9  B.  P.  0.  301  (1892).  the   report  of   the    judgment   of 

\x)  Page  307.  Fry,  L.J. 
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^  Case  there  was  no  other  devioe  except  the  difle,  which  was 
coloured  red,  in  use  (s).  That  being  so,  I  think  that  these 
two  grounds  of  objection  to  the  plaintiff's  suing,  namely, 
the  addition  of  the  arrow  and  the  forearm,  and  the  addition 
of  the  words  *  trade-mark,'  do  not  disentitle  the  plaintiff 
to  ask  for  an  injunction  with  regard  to  his  trade-mark." 

In  the  most  recent  reported  case  (a),  on  the  other  hand, 
Wiight,  J.,  held  the  objection  to  be  fatal  to  one  of  the 
nspondent's  marks,  a  label,  and  ordered  it  to  be  removed 
from  tlie  register.  There  the  main  portion  of  the  label 
was  occupied  by  a  picture  of  the  head  of  a  negro,  inclosed 
by  a  circular  band  containing  the  words  W.  D.  Sf  S.  0. 
Wilky  Bristol.  Underneath  this  picture  was  printed  in 
Tery  large  letters  the  word  Star.  At  the  side  of  the  label, 
m  the  right,  was  a  representation  of  an  eight-pointed 
star ;  and  in  immediate  proximity  to  the  star  the  words 
"trade-mark"  occurred. 

It  is  a  penal  offence  to  describe  a  trade-mark  as  regis-  Falae  i 
tered  when  it  is  not  (6) ;  but  it  is  not  clear  that  this  mis-  toition."^' 
leprefientation  is  sufficient  to  deprive  the  proprietor  of  the 
mark  of  his  right  to  protection  against  infringers,  or 
against  persons  who  pass  off  their  goods  as  his  under 
coTer  of  the  mark.  In  The  Melachrtno  Case  (<?),  Chitty,  J., 
held,  that  the  use  of  the  word  registered  with  a  mark  in 
which  blanks  appearing  on  the  registered  form  were  filled 
up  by  coats  of  arms  in  use,  was  not  a  bar  to  the  plaintiff's 
case;  and  it  has  been  held  by  the  Court  of  Appeal  that 
the  use  of  the  words  *^  special  registered  trade-mark,"  before 
i^istration  had  been  obtained,  was  not  a  sufficient  objec- 
tion to  prevent  the  Court  granting  an  interlocutory  injunc- 
tion ((Q.    And  the  Court  of  Appeal  has  allowed  a  mark 

(a)  But  there  were  the  important  {c)  4  B.  P.  C.  215  (1887). 

Apollinaru  and   Friedrieh-  {d)  Bead  y.  Miehardsm,  45  L.  T. 


AdL  64  (1881),  G.  A.    In  Lewis  y.  Good- 

(«)  Better' »  Tm,  and  WtlW  IVn.,      body,  67  L.  T.  194  (1892),  Eeke- 


I  2  Ch.  262  ;  10  B.  P.  0.  269.  wich,  J.,  refused  an  interlooutorj 

(^)  Act  of  1883,  8.  105,  below,  injnnotion  in  a  passing-off  case,  be- 

p.  540 ;  Mercbandise  Marks  Act,  cause  the  plaintiffs  had  represented 

A.  3  (1)  (e) ;  see  Book  11.,  Chap.  I.,  that  their  mark  was  a  registered 

p.  476.  trade-mark. 
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Other  mis* 

leading 

atatementB. 


to  be  registered  which  had  been  used  with  the  words 
^'registered  shape/'  both  the  mark,  a  dome-topped  cylinder, 
and  the  words  being  impressed  on  the  blocks  of  blacklead, 
which  were  the  goods  in  question,  although  the  registration 
of  the  shape  as  a  design  had  expired  in  1864 ;  but  the  case 
was  not  argued  on  behalf  of  the  respondents  {e). 

It  was  further  suggested,  in  T/ie  Apollinaris  CasCy  and 
the  Court  of  Appeal  were  inclined  to  hold,  that  the  in- 
dorsement upon  one  of  the  labels  used  for  natural  mineral 
waters,  and  claimed  as  a  trade-mark,  '^  imitations  of  this 
water  will  be  prosecuted,"  meant  all  imitations,  whether 
fraudulent  or  not,  of  the  water,  and  was  addressed,  there- 
fore, to  artificial  waters  which  might  lawfully  be  made 
and  sold  as  imitations  of  the  natural  water,  and  that^  if  it 
bore  this  meaning,  it  was  calculated  to  deceive  (/). 

And  by  the  practice  of  the  registry  the  words  "  Regis- 
tered," "  Eegistered  Design,"  «  Copyright,"  "  Entered  at 
Stationers'  Hall,"  "  To  counterfeit  this  is  forgery,"  will 
not  be  registered  under  the  Acts,  and  should  not,  there- 
fore, appear  upon  the  representations  of  trade-marks 
forming  part  of  an  application  (g). 

The  operation  of  a  deceptive  misstatement  as  to  the 
origin  of  the  goods  in  destroying  the  distinctive  character 
of  the  mark,  has  been  referred  to  in  an  earlier  chapter  {h). 
In  The  Eton  Cigarette  Case  (t),  it  was  held  that  an  English 
tobacconist,  who  put  a  Bussian  name,  as  that  of  the  maker, 
upon  his  goods,  could  not  protect  the  mark  which  they  also 
bore  as  his  trade-mark  against  infringements. 

(ii)  Where  the  plaintiff  uses  the  trade-mark  in  aid  of  a 
fraudulent  trade,  the  rule  which  bars  his  action  is  so  dear 
that  it  will  be  sufficient  to  summarise  the  few  cases  reported 
on  the  subject. 
Summary  of  A  plea  that  the  plaintiff  made  a  practice  of  selling  by 
short  weight,  failed  because  it  was  not  supported  by  the 
evidence.  The  Gfuinea  Coal  Case^  Lee  v.  Haley ^  L.  E.  5  Ch.  155 ; 


Erandnlent 
trade. 


{e)  James'  Tm.y  33  G.  D.   392; 
3  R.  P.  C.  340  (1886). 
(/)  (1891)  2  Ch.  p.  226. 
(y)  InBtructioiifl    29,  Appendix, 


p.  631. 

(A)  Chap.  Vni.,  p.  165. 

(t)  Wood  T.  Lambert,  32  G.  I>. 
247 ;  3  R.  P.  C.  81  (1886),  0.  A. 
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Piano-forte  Tutor,  described  as  ^'  600th  edition,  specially 
Tevised  by  Hemy,"  althongh  the  musioian  referred  to  had 
not  revised  the  work  for  ten  years,  held  not  to  be  mislead- 
ing, evidence  being  given  that  in  the  trade  an  issue  of  250 
was  called  an  edition,  Metzler  v.  Wbod^  8  C.  D.  606 ;  trade 
in  Grerman  cigars  sold  in  boxes  bearing  a  label  with  the 
words  La  Pureza  (an  old  Havana  brand),  Harana,  Hayana 
Bamon  Bomedo,  and  additional  labels  with  other  words  and  °^*^*"* 
a  sham  address  in  Spanish,  held  to  be  fraudulent,  the  whole 
get-up  being  described  by  Bowen,  L.J.,  as  ^^  an  elaborate 
concatenation  of  pictorial  lies  "  intended  to  pass  off  the 
cigars  as  made  in  Havana,  although  evidence  was  given 
that  the  name  Savatia  in  the  cigar  trade  indicates  the 
fihape  of  the  cigars  only,  Newman  v.  Pinto^  4  R.  P.  C.  508; 
67  L,  T.  31  {k) ;  but  the  sale  of  English  cigars  under  a 
label  bearing  the  word  Habana,  but  in  boxes  marked 
British  Manufacture,  was  held  not  to  be  fraudulent  in 
the  absence  of  evidence  that  the  plaintiffs  represented  that 
their  cigars  were  made  in  Havana,  Hargreaves  v.  Freeman^ 
(1891)  3  Ch.  39  ;  8  E.  P.  0.  237. 

A  label  containing  misrepresentations  adopted  by  the  Misrepresen- 
plaintiff  after  the  commencement  of  his  action  against  the  mradng™" 
defendant,  cannot  operate  to  bar  the  action.     So  Fry,  J.,  after  actloa 
stated  in  Siegeri  v.  Findlater  (/),  for,  he  said,  applying  the 
test  laid  down  by  liellish,  L.  J.,  in  Ford  v.  Foster  (w),  its 
adoption  could  not,  before  Sir  John  Eolt's  Act,  have  war- 
ranted the  Court  of  Chancery  in  restraroing  the  action, 
had  it  been  previously  commenced   in  a  common  law 
Court.    The  learned  Judge  held,  however,  that  in  the  case 
before  him  there  was  in  fact  no  fraudulent  misrepresenta- 
tion which  ought,  in  any  case,  to  debar  the  plaintiffs.    It 
is  sdbmitted,  with  great  deference,  that  on  principle  it  can 
make  no  difference,  supposing  the  plaintiff  is  seeking  the 
aid  of  the  Court  for  a  fraudulent  trade,  or  for  a  trade  con- 

(i)  C£.  Fumt^i  Tmi.,  (1891)  2  Ch.  (0  7  0.  D.  801  (1878),  (Angoitura 

166 ;  8  B.  P.  C.  214 ;  and  Dexter' 9  Bitters). 

Applieation,  (1893)  2  Ch.  262  ;  10  (m)  L.  B.  7  Ch.  611,  cited  p.  337. 
•B.  P.  0.  269. 
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ducted  by  fraudulent  means,  that  the  frauds  commenoed 
after  the  aotion  was  begun.  The  objection  is  not  that  the 
plaintiff's  ease  is  incomplete,  or  that  ttie  defendant  has  any 
answer  as  of  right  to  oppose  to  it,  but  that  the  plaintiff 
and  his  business  are,  when  the  Court  takes  cognizance  of 
the  matter,  unworthy  of  its  protection  or  assistance. 

6.  The  Belief  granted. 

If  the  plaintifp  succeeds  in  an  action  for  infringement^ 
he  may  obtain  an  order  for — (i.)  an  injunction  restraining 
further  infringements  of  his  rights ;  (ii.)  the  delivery  up 
for  destruction,  or  for  the  eraaure  of  the  marks  of  any 
goods  abeady  marked  with  the  spurious  mark  and  in  the 
possession  or  under  the  control  of  the  defendant;  (iii.)  and 
damages  in  respect  of  the  past  infringement,  or  in  lieu  of 
damages ;  (iv.)  an  account  of  the  profits  made  by  the 
defendant  by  the  sale  of  the  spuriously  marked  goods,  or 
for  some  one  or  more  of  these. 

(i.)  lojanction. 

This  was  the  characteristic  remedy  by  which  the  Court 
of  Chancery  protected  trade-marks,  either  after  the  plain- 
tiff had  recovered  damages  for  past  infringements  at  law  (it), 
or  where  it  had  been  appealed  to  in  the  first  instance  and 
no  action  had  been  brought.  It  is  generally  the  moat 
beneficial  relief  for  the  plaintiff,  because  it  summarily 
stops  the  particular  infringement  which  the  defendant 
has  practised,  and  makes  it  highly  dangerous  for  him  to 
commence  any  other,  and  it  is  operative  against  im- 
pecunious infringers  who  might  care  little  for  repeated 
judgments  for  damages  against  them.  The  Merchandise 
Marks  Act  of  1862  (o),  empowered  a  court  of  law,  in  any 
action  for  fraudulent  infringement,  to  grant  an  injunction 
to  the  successful  plaintiff ;  and,  since  the  Judicature  Acts, 

(n)  See  lord  y.  FwUr^  L.  B.  7  (o)  26  k  26  Viot.  o.  88,  s.  21, 

Oh.  616  (1872),  L.JJ.  now  repealed ;  see  Chap.  I.,  p.  18. 
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both  diTisions  of  the  High  Court  have  the  same  power  as 
that  formerly  exercised  hy  the  Court  of  Chancery. 

The  grant  of  an  injunction  in  trade-mark  cases  is  Furtheir 
goyemed  by  the  general  rules  governing  it  where  other  mn^tbT*^ 
rights  are  concerned.  There  must  be  some  threat  or  JJ^*^*^®!^ 
probability  that  the  infringement  will  be  commenced,  oconr. 
continued,  or  repeated,  or  the  Court  will  not  interfere  (p) ; 
bat  if  an  actual  infringement  is  shown  to  have  occurred 
that  is  usually  sufficient,  and  the  plaintiff  is  not  bound  to 
wait  until  it  has  been  frequently  repeated,  or  until  warning 
has  been  given  and  been  disregarded  (g),  for  "  the  life  of  a 
trade-mark  depends  upon  the  promptitude  with  which  it  is 
vindicated  "  (r).  So  an  injunction  has  been  granted  where 
the  defendant  had  altered  the  device  and  discontinued  the 
nse  of  the  labels  complained  of,  and  offered  to  undertake 
not  to  use  any  more  of  them  («),  although,  in  some  in- 
stances, the  undertaking  of  an  innocent  infringer  has  been 
accepted  by  the  Court  (^).  Nor  is  it  necessary  that  any 
actual  infringement  should  have  occurred  if  it  is  proved 
that  the  defendant  contemplates  committing  or  has 
threatened  to  commit  one  {u)y  and  it  is  sufficient  evidence 
of  this  that  he  is  in  possession  of  a  considerable  quantity 
of  spuriously  marked  goods  (q),  even  though  it  is  only  as  a 
forwarding  agent  {x). 

It  has   already  been    shown   that  the  fact  that  the  Proof  of  frand 
infringement  was  not  fraudulent  (y),  or  even  that  it  was  ^®*  neceeaaiy. 

W  The  Conrtwffl  presume  that  v.  Jleap,  Seb.  Dig.  p.  377  (1878) ; 

ft  tnder  will  use  his  mark  bo  as  not  of.  Tonge  v.  TTard,  21  L.  T.  N.  S. 

to  be  deceptive,  if  it  is  capable  of  480  (1869),  Bomillj,  M.B. 

long  used  without  the  probabilily  (Q  Sote  y.  Zofiuty  47  L.  J.  Ch. 

of  bemg  deoeptive,  unless   some  676  (1878),  Malins,  Y.-C. 

wason  to  the  contrary  is  shown ;  («)  See  The  Emperor  of  Amtria 

Kuinow'i  Tm,,  10  R.  P.  0.  401  v.  J)ay  and  Xoseuth,  3  De  G.  F.  & 

(1893),  cited  p.  214.  J.  217  ;  30  L.  J.  Ch.  690  (1861), 

(q)  See  Upmann  y.  Forester^  24  CampbeU,  C.  and  L.JJ. 

C.  D.  231  (1883),  Chitty,  J.,  see  («)  Upmann  v.  Elkan,  L.  R.  12 

ftbore,  p.  300.  Eq.  140  ;  L.  R.  7  Ch.  130  (1871), 

(r)  jQknMton  v.  Orr-Emng^  7  App.  Romilly,  M.R. ,  and  Hatherley,  C. 

Om.  219.  iy)  Millington  y.  Fox,  3  My.  k 

(i)  By Ualins,  V.-C,  in  Oumneu  Cr.  338  (1838),  Cottenham,  C. 
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made  in  ignoranoe  of  the  plaintiff's  right  {z)^  is  no  defence 
to  the  claim  for  an  injmiction. 
Form  of  The  injunction  is  sometimes  directed  generally  to  restrain 

"^J  o^W-  ^.j^^  infringement  of  the  plaintiflPs  trade-marks  to  which, 
his  title  is  established  in  the  case  (a),  but  it  is  usually 
expressed  with  more  particularity,  to  restrain  the  use  by 
the  defendant  of  such  trade-marks,  or  of  marks  only 
oolourably  differing  from  them,  in  connection  with  goods 
of  the  kind  for  which  they  are  registered,  by  selling  or 
otherwise  disposing  of  the  goods  marked  with  such  marks. 
Sometimes  the  particular  colourable  infringement  of  which 
the  defendant  has  been  proved  to  have  been  guiliy,  is 
expressly  referred  to  in  the  order,  a  general  restraint  being* 
added.  And,  in  some  cases,  the  form  of  injunction  which 
seems  more  appropriate  to  the  xmspecialized  action  for 
'^  passing  off  "  is  made  use  of  also,  the  defendants  being 
restrained  from  ^'  in  any  other  way  passing  off  their  goods 
as  those  of  the  plaintiff  "  (6).  To  avoid  a  discussion  upon 
a  motion  to  commit  for  an  alleged  breach  of  the  injunc- 
tion, it  is  obviously  advantageous  for  the  plaintiff  to 
combine  in  the  order  a  particular  reference  to  the  form  of 
the  infringement  which  has  actually  been  committed  or 
threatened,  with  general  words,  as  wide  as  are  obtainable, 
directed  to  prevent  a  colourable  evasion  of  the  decree  (c). 

As  it  is  not  an  infringement  to  use  the  plaintiff's  mark 
upon  his  own  goods,  that  is,  goods  which  possess  the 
attribute  connoted  by  the  mark(^),  the  injunction  is 
commonly  expressed  so  as  to  prevent  this  being  a  breach 
of  its  terms  {e). 


(z)  Moet  V.  CoustoHy  33  Beav.  678  {b)  Slaaenger  tmd  Sons  y.  FsUham 

(1864),  RomiUy,  M.R. ;  Edeltten  y.  #  Co,,  6  R.  P.  0.  531  (1889),  C.  A. 

JSdeUtmf    1  De  G.  J.   &    S.    185  (e)  See  the  forms  of  injunotion 

(1863),  Westbnry,  0.  ooUeoted  in  the  Appendix,  p.  648, 

(a)  The  Bodega  Co,  Li,  y.  Miviere,  and  in  Seton,  6th  ed..  Vol.  L,  634. 

6  B.  P.  C.  243  (1888),  Chatterton,  (d)  Chap.  II.,  p.  32.     And  see 

V.-C. ;   Montgomery  y.   Thompson,  Condy  y.    Taylor,   56    L.    T.   891 

(1891)  A.  C,  p.  218;  8  R.  P.  C.  (1887),  Kekewich,  J. 

861.  (e)  Cf .  the  <'  passing  off  "  oaaes ; 
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And  in  oases  where  the  infringement  has  heen  effected 
bj  the  employment  of  a  word,  to  the  exclnsiye  use  of 
which  the  plaintiff  has  no  title,  the  injunction  should,  it 
seems,  he  directed  to  restrain  the  defendant  from  using 
tiie  word  without  clearly  distinguishing  his  goods  from 
those  of  the  plaintiff,  not  to  forbid  his  using  it  alto- 
gether (/). 

In  a  case  where  the  plaintifh  refrained  from  taking  InjnnctioiL 
proceedings  on  learning  that  the  defendants  had  received  f^^jQ^  ^q. 
a  small  quantity  of  the  infringing  goods,  but  waited  until  "^S^^^^  ^^ 
they  had  got  a  larger  consignment,  Malins,  V.-O.,  ordered 
the  injunction  to  be  directed  to  stop  the  sale  of  future 
oonsigmnents  only(^).    It  is  submitted,  however,  with 
great  deference,  that  the  calculated  conduct  of  the  plain- 
tiffs was  not  a  sufficient  reason  for  allowing  the  goods 
abeady  received  to  be  sold  under  the  deceptive  labels, 
although  it  might  well  have  been  an  answer  to  a  claim  for 
damages  for  past  infringements.    It  has  certainly  been  I^'unotion 
held  that  acquiescence,  not  sufficient  to  bar  the  plaintiff's  i^^jge  of 
light,  may,  in  some  classes  of  actions,  cause  the  Court  to  aoquieflcenoe. 
refuse  relief  by  injunction,  and  to  grant  the  plaintiff's 
damages  only  (A),  but  the  case  cited  did  not  involve  any 
oontmuing  fraud  or  deception  («). 

The  injunction  may  also  be  limited  with  reference  to  Lijimotion 

the  use  of  the  mark  in  a  particular  country  or  market  (A;),  partdcular^ 

market. 

Sit^trt  ▼.  FmdlaUr,  7  0.  D.  801 ;  103,  per  Fry,  L.J.    A  restrictive 

tnd  Brukam  y.  Beaehim,  7  0.  D.  oovenant   in  regard  to  buildings 

848,  V)th  (1878),  Pry,  J.  case. 

(/)  Sfixo  T.  Frovetmdef  L.  R.  (t)  The  action  for  infringement 

1  Ch.  (1866),  Wood,  V.-C,  and  may  wholly  fail,  because  the  de- 

Cnmrarth,  L.G. ;  Johnston  y.  OtT'  fendant   has  nsed   the  plaintifTs 

ISieinf,  13  0.  D.  434 ;  7  App.  Cas.  mark  so  long   that   there   is  no 

219  (1880),  Fry,  J.,  C.  A.  and  H.  longer  any  deception,  as  in  The 

L. ;  and  see  Montgomery  y.  Thomp-  Marquis  of  Londonderry  y.  Buaaely  2 

m,  (1891)  App.  Cas.  217 ;  8  B.  Times  L.  K.  843  ;  3  Times  L.  B. 

P.O.  361.  360    (1886),    Bacon,    Y.-O.,    and 

is)  The    AnylO'Swisa    Condensed  C.  A. 

•tfitt  Co.  y.    The  Swisa  Condensed  {k)  Carver  y.  Bowkerj  Seb.  Dig. 

JTitt  Co.,  W.  N.  (1871),  168.  p.  360  (1877),  littie,  V.-C. ;  Barber 

(A)  Sayers  y.  CoUyeTj  28  0.  D.  y.  Manico,  10  R.  P.  0.  93  (1893), 
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for  instanoe,  if  it  is  oaloulated  to  deoeive  tiiere  only  (/),  or 
in  a  partioular  manner,  as  by  sending  goods  marked  with 
it  to  English  ports  for  shipment  to  the  oolonies  (m). 
Interlocatoiy  The  plaintiff  in  an  infringement  or  "  passing  off  '*  aetioil 
for^anintiaim  nsiially  moves,  as  soon  as  the  action  is  commenced,  for  an 
injunction.  interim  injunction  to  restrain  the  defendant,  untQ  the 
hearing  of  the  action  or  further  order,  from  continuing  or 
committing  the  infringement  or  deceptive  conduct  of  which 
he  complains,  either  getting  leave  to  serve  notice  of  motion 
with  the  writ(n),  or  serving  it  after  the  defendant  has 
appeared.  In  a  plain  case  the  motion  is,  in  the  first 
instance,  often  made  ex  parte  for  an  injunction  until  the 
day  for  which  the  notice  of  motion  is  given ;  and  in  a  case 
where  the  defendant  is  committing  a  deliberate  fraud,  it  is 
important,  if  possible,  to  obtain  an  ex  parte  order  before 
giving  him  a  notice  which  may  lead  to  the  disposal  of  the 
spurious  goods  which  he  is  about  to  put  upon  the  market. 

Where  the  plaintiff's  title  is  disputed,  or  the  fact  of 
infringement  is  doubtful,  or  misrepresentation  amounting 
to  a  bar  to  the  action,  or  some  other  defence  is  plausibly 
alleged  upon  the  interlocutory  motion,  the  Court,  in 
granting  or  refusing  the  interim  injunction,  is  guided 
principally  by  the  balance  of  convenience,  that  is,  by  the 
relative  amounts  of  damage  which  seem  likely  to  result  if 
the  injunction  is  granted  and  the  plaintiff  ultimately  fails, 
or  if  it  is  refused  and  he  ultimately  succeeds.  Thus,  in 
Bead  v.  Richardson  (o),  on  the  defendants  undertaking  to 
keep  an  account,  Jessel,  M.B.,  refused  an  interlocutory 
injunction ;  but  the  Court  of  Appeal  granted  it  because. 


Balanoeof 
oonyenienoe. 


A.  L.  Smith,  J. ;  see  SoeUUy  ^.  ds 
VEtoil^9  Tm.,  10  B.  P.  0.  486; 
(1894)  1  Ch.  61,  Stirling,  J. 

(/)  See  Wilkinson  y.  Griffith,   8 

B.  P.  C.  370  (1891),  Bomer,  J., 
and  above,  p.  204. 

(m)  Sodgers  y.  Rottgm,  6  TimeB 
L.  B.  678  (1889),  Kay,  J. 
(fi)  O.  52,  r.  9. 
(o)  46  L.  T.  64  (1881),  (Dog't 


Head  Beer).  In  £vam  y.  Smith,  3 
Times  L.  B.  890  (1887),  Kay,  J., 
refused  an  interlocutoiy  injnnctiQii 
because  it  was  a  serious  question 
whether  the  plaintiff^s  registered 
trade-mark  Monteerrat  was  a 
**  special  and  distinctiye  word." 
But  quare  whether  sufBoient 
weight  was  giyen  to  sect.  76  in 
this  case ;  see  aboye,  p.  304  note  (/). 
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lASiB  the  defendants  had  only  recently  commenoed  to  use 
Qmr  mark,  and  their  trade  was  admittedly  not  dependent 
on  it,  the  plaintiffs  had  a  large  trade  in  connection  with 
viiich  they  used  the  label  which  the  defendants'  mark  was 
alleged  to  infringe,  and  their  rights  would  have  been 
inemediably  and  incalculably  injured  unless  the  injunc- 
tion were  granted,  if  their  allegation  that  the  defendants' 
mark  was  an  infringement  should  be  supported  and  their 
title  to  sue  should  be  established  at  the  trial.  The  defen- 
dants' mark  had  been  registered  as  well  as  the  plaintifiPs', 
and  they  asserted  that  the  plaintiffs'  action  was  barred 
because  the  plaintiffs  had,  before  registration,  printed  the 
words    '^specially    registered    trade-mark"  upon    their 

As  appears  from  the  cases  just  cited,  it  is  not  necessary 
for  the  plaintiff,  upon  the  interlocutory  application,  to  give 
oondusLve  evidence  as  to  his  title  to  the  mark.  If  he  makes 
it  appear  probable  that  he  will  succeed  at  the  hearing,  that 
is  sufficient,  at  least,  to  bring  the  question  of  balance  of 
convenience  before  the  Court,  and  where  there  is  reason  to 
doubt  the  good  faith  of  the  defendant,  the  Court  is  more 
easily  induced  to  interfere  (q). 

The  interim  injunction  will  not  be  granted  if  the  plain-  Interim 
tiff  has  delayed  interfering  until  the  defendant  has  built  ^^^^ 
np  a  large  trade  in  which  he  has  notoriously  used  the  aocountof 
mark.    But  a  alight  use,  chiefly  upon  sales  to  a  few  pur-       ^' 
chasers  for  their  private  use,  will  not  prevent  the  Court 
from  interfering  in  a  case  where  the  plaintiff's  trade  is 
considerable  (r). 


{p)  A»  to  tfaig  plea,  see  above,  and  0.    A.      ApoUinU,   used   in 

p.  345.   Jeasel,  H.B.,  had  refused  Qermasxy  from  1876,  and  in  Eng- 

tiie  injimction  on  the  ground  of  no  land    from    1881.      Derby  ThotO' 

ippaient  infringement.  graphic    Dry    FiaU    Co.,    Zd,    y. 

{3)  Midde  y.  yorman,  L.  B.  14  FdOard,  2  Times  L.  B.  276  (1886), 

Eq.  M  (1872),  Wickena,  V.-O.  Baoon,  V.-C. ;  laaaeton  y.  Thomp- 

(r)  JpoUinaris  Co,  y.  Ssrrfildt,  son,   41    L.    J.    Ch.    101    (1871), 

*  B.  P.  C.  478  (1887),  Chitty,  J.,  Bacon,  V.-O. 

K.  A  A 
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Applioaidon 
adjourned  to 
the  trial. 


Interim 
injunction 
limited  aa 
closely  as 
posaible ; 

only  granted 
on  under- 
taking as  to 
damages. 


Gross  motions 
for  injunction 
and  to  ex- 
punge. 


And  if  no  actual  infringement  is  in  progress,  and  no 
harm  is  likely  to  be  done,  the  motion  is  usually  referred  to 
the  trial  (»). 

The  interim  injunction  being  intended  only  to  preserve 
the  plaintiff's  rights  from  serious  detriment  until  the 
hearing  is,  at  any  rate  in  cases  which  appear  to  be 
doubtful  or  honestly  disputed,  limited  as  closely  as  pos- 
sible to  what  is  sufficient  to  attain  that  end  {t).  It  is  only 
granted  upon  the  plaintiff  undertaking  to  be  responsible  in 
damages  for  the  loss  (if  any)  occasioned  by  it  to  the  de- 
fendant, should  it  turn  out  at  the  hearing  that  it  ought 
not  to  have  been  granted  {u), 

A  common  form  of  interlocutory  injunction  is  to  restrain 
a  wharfinger  or  consignee  from  passing  into  the  market 
goods  alleged  to  bear  spurious  marks  until  the  trial  or 
further  order  (x). 

Since  registration  is  primd  fade  evidence  of  title,  and, 
in  the  absence  of  an  application  to  rectify,  conclusive 
evidence  after  five  years,  if  the  plaintiff's  mark  is  regis- 
tered, but  it  is  desired  to  dispute  his  title  to  it,  the 
defendant's  proper  course  is  to  apply  to  expunge  the  mark 
under  sect.  90  (y).  This  is  the  course  usually  adopted, 
and  a  large  proportion  of  the  seriously  contested  trade- 
mark cases  commence  with  cross  motions  for  an  interim 
injunction,  and  to  expunge  or  vary  the  plaintiff's  registered 
mark. 

In  a  case  where  the  defendant  claimed  a  right  to  the 
mark  in  question,  and  had  applied  to  register  it  himself, 
an  interlocutory  motion  for  an  injunction  by  the  plaintiff 


(«)  As  in  The  Linoleum  Manufae- 
turing  Co,  v.  Naim^  7  0.  D.  834 
(1877),  Hall,  V.-C. 

(0  See  The  Apollinaria  Co,  v. 
Serrfeldt,  4  R.  P.  0.  478  (1887), 
Chitty,  J.,  and  0.  A. 

(u)  As  to  the  calculation  of  the 
damages  covered  by  the  under- 
taking, see  Mamell  v.  TJie  Brilish 
Linen  Co.  Bank,  (1892)  3  Ch.  159. 


{z)  JRivero  v.  Norris  (1868),  Seb. 
Dig.  p.  178 ;  Seton,  4th  ed.,  p.  236, 
Giffard,  V.-C. ;  Del  Voile  ▼.  Mayer, 
(1870),  Seb.  Dig.  p.  195;  Seton, 
ibid.,  James,  V.-C. 

(y)  Apollinarie  Co.  v.  SerrfeUU, 
4  R.  P.  C.  478  (1887),  Chitty,  J., 
and  C.  A. ;  Read  y.  Riehardton,  45 
L.  T.  64,  dted  p.  352. 
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ordered  to  stand  over  pending  the  result  of  the  appli- 
cation (s). 

And  sometimes,  where  there  is  a  substantial  case  to  be  XJndertaldng 
tried,  the  application  for  an  interim  injunction  is  ordered  aooomS;."^ 
to  stand  over  to  the  hearing  upon  the  defendant  under- 
taking to  keep  an  account  of  his  sales  under  the  mark 
objected  to  {a). 

Breaches  of  the  injunction  are  contempts  of  Court,  which  Enforcement 
may  be  punished  by  the  committal  or  attachment  (J)  of  the  ^on.  ^  ™^™*^' 
guilty  person,  or  by  ordering  him  to  pay  a  fine  or  costs. 
"  Committal  was  the  proper  remedy  for  doing  a  prohibited 
act,  and  attachment  the  proper  remedy  for  neglecting  to 
do  some  act  ordered  to  be  done,"  but  there  is  now  no  sub- 
stantial difference  between  the  two  (c).  The  course  usually 
adopfced  is  to  move  to  commit,  the  notice  of  motion  being 
served  upon  the  respondent,  or  if  this  is  impracticable,  leave 
for  substituted  service  being  obtained  (d). 

The  order  granting  the  injunction  should  be  forthwith 
drawn  up  and  served  upon  the  defendant,  but  no  formal 
seryioe  or  notice  of  it  is  necessary  to  enable  the  Court  to 
enforoe  it.  It  is  sufficient  that  the  defendant  or  other 
respondent  is  shown  to  have  been  in  fact  aware  of  the 
order  for  the  injunction  having  been  granted  or  made  to 
subject  him  to  the  risk  of  committal  if  he  infringes  it  (e). 

The  principal  question  upon  an  application  to  commit  Unintentional 
for  breach  of  an  injunction  restraining  the  infringement  j^^ot^n. 
of  a  trade-mark  is,  generally :  Does  the  new  mark  of  the 
defendant  constitute  an  infringement  or  not?    And  it 

(i)  Minfarde  y.  ^Ikan,  6  B.  P.  0.  147  ;  Sarvey  y.  Sarvey,  26  G.  D. 

70(1887),  Stirlingr,  J.  p.  654;  JBvansY,  Norton,  (1898)  1 

[«)  muh4U  y.  Senryj  15  C.  D.  Gh.  252. 
181  (1880),  0.  A.;  ApollinarU  Co.  (d)  See  the  notes  to  0.  44,  r.  1, 

▼.  Smiols,  7  B.  P.  0.  474  (1890),  in  the  Annual  Ptactice. 
North,  J.  (tf)  Mareoviteh  y.  Bramble,  WiU 

(i)  0.  42,  r.  7,  or  in  the  case  of  hina  ^  Co.,  Seb.  Dig.  p.  363  (1878), 

ft  QOOfporation,  by  sequeBtration  of  Malins,  V.-C.      Annnal  Praotioe 

itB  property  or  attachment  of  its  note  to  0.  42,  r.  7 ;  and  see  United 

offieen,  0.  42,  r.  31.  Telephone  Co,  y.  DaU,  26  C.  D.  778. 

(c)  (Mno  y.   Tomg,  56  L.  T. 

aa2 
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may  be  assamed  tliat  if  the  Court  is  satisfied  that  the 
defendant  has  honestly  tried  to  select  a  mark  which  is  not 
objectionable,  having  regard  to  its  order,  it  will  be  un- 
willing to  send  him  to  prison  because  he  has  failed  in  his 
endeavour.  But  the  Court  has  jurisdiction  to  commit  for 
disobedience  to  an  order  which  is  not  shown  to  have  been 
wilful  (/). 
Choice  of  a  It  may  be  safely  assumed  also  that  in  the  case  just  put 

^^d^dant  the  Court  will  be  careful  not  to  compel  an  honest  trader 
to  alter  his  mark  more  than  is  necessary  to  protect  the 
plaintiff's  rights.  But  the  following  passage  from  Lord 
Eomilly's  judgment,  in  Bass  v.  Dawber  (g),  goes,  perhaps, 
too  far,  for  the  plaintiff  is  entitled  to  have  the  full  extent 
of  his  right  secured  to  him,  without  reference  to  the  loss 
which  it  occasions  to  the  defendant.  ^^  If  a  person  has 
bond  fide  taken  a  label  or  trade-mark  which  does  resemble 
the  label  of  another  person,  and  this  is  not  done  with  the 
intention  to  deceive,  the  Court  wiU  not  require  him  to 
change  it  completely,  because  the  change  of  a  trade-mark 
is  a  serious  thing.  ...  It  is  like  beginning  a  new  firm." 

In  a  case  where  the  plaintiff  refused  to  take  any  notice 
of  a  label  which  the  defendant  suggested  and  proposed  to 
adopt  in  lieu  of  the  label  against  the  use  of  which  the 
injunction  was  granted,  Langdale,  M.E.,  himself  under- 
took to  determine  whether  the  distinction  between  the  labels 
was  sufficient  {h). 
Ddaj  in  If  the  plaintiff  delays  taking  steps  to  enforce  the  injuno- 

oomi^.  ^  ti<^^  f ^^  ^  considerable  time  after  he  knows  of  the  fresh 
infringement,  the  delay  may  cause  the  Court  to  refuse  to 
commit ;  but  if  the  infringement  is  continuing,  it  has  been 
said  that  "  there  must — ^in  order  to  deprive  the  party  who 
has  obtained  the  injunction  of  the  right  to  move  for  com- 
mittal upon  the  breach  of  it — ^be  a  case  made  out  almost 
amounting  to  such  a  licence  to  the  party  enjoined,  to  do 
the  act  enjoined  against,  as  would  enable  him  to  maintain 
a  bill  against  others  for  doing  the  act.    The  party  enjoined 

{f)HewUtY,Man8eU,29Qol.J,66.  (A)  Croft  v.  Day,  28  Leg.  ObB. 

(^)  19  L.  T.  N.  S.  626  (1869),      878 ;  Seb.  Dig.  p.  39  (1844),  on  a 
Seb.  Dig.  p.  186.  motioii  to  ooxmnit* 
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''mnfit,  I  think,  show  saoh  aoquiesoenoe  as  would  be  suffi- 
cient to  create  a  new  right  in  him  "  (t).  In  the  case  just 
quoted,  the  injunction  was  granted  in  1847,  the  new 
infringement  began  in  1848,  and  was  continued  until  the 
motion  to  commit  in  1853.  The  Lords  Justices,  however, 
were  not  satisfied  that  the  plaintiffs  were  aware  of  it. 
Stuart,  V.-C,  refused  the  motion  on  the  groimd  of  the 
delay,  but  the  Lords  Justices  directed  that  the  defendant 
should  be  committed  unless,  within  a  week,  he  suggested, 
and  undertook  to  use  for  the  future,  a  mark  which  the 
Court  should  consider  satisfactory,  and  they  ordered  that 
he  should  pay  the  costs  of  the  motion. 

In  Cartier  v.  May{k)j  where  the  plaintiiBE  delayed 
moving  for  fifteen  months  after  the  defendant  had  com- 
menced a  new  infringement  not  expressly  covered  by  the 
injunction.  Wood,  V.-C,  refused  to  commit  the  defendant, 
but  ordered  him  to  pay  the  costs  of  the  application,  and 
enlarged  the  injunction  so  as  to  make  it  extend  to  the  new 
fraad. 

(ii.)  Belivery  up  of  the  Harked  Articles. 

The  Court  not  only  forbids  further  infringement  by  its  Erasure  of 
injunction,  but,  where  the  defendant  is  proved  to  have  mMto!^^^'" 
spuriously  marked  articles  in  his  possession  or  under  his 
control,  it  also  orders  the  erasure  of  the  marks  (/),  or  the 
delivery  up  of  the  marked  articles  for  that  purpose,  or, 
if  erasure  is  impracticable,  for  destruction  (/n).    Thus,  in 

(i)  Per  Tamer,  L.  J.,  in  Sodgen  repealed  Merchandise  Marks  Act 

r.KoteiU,  3  D.  G.  M.  &  G.  614;  of    1862,   s.   21,    empowered    the 

22L.  J.  Gh.  404(1853).  Court    to   direct   any   chattel   to 

{k)  Seb.  Dig.  p.  Ill  (1861).  which  any  trade-mark  had  been 

(/)  J>mt  Y.  Turpin,  2  J.  &  H.  fraudulently  applied,  or  which  had 

139;   30  L.    J.  Gh.   495    (1861),  been  exposed  for  sale  with  a  forged 

Wood,  V.-C. ;    Upmatm  Y,  Elkan,  or  counterfeited  trade-mark  applied 

L.  R.  12  Eq.   140 ;    7  Ch.    130,  to  it,  to  be  destroyed  or  otherwise 

Bomilly,  M.R.,    and    Hatherley,  disposed  of .    The  Act  of  1887  for- 

L.C.,  note  (p)  below.  feits  every  chattel  by  means  of,  or 

(m)  Farina  y.  Silvtrhek,  4  K  &  in  relation  to  which,  an  offence 

J.  650  (1858),  Wood,  V.-C.     The  under  the  Act  has  been  committed. 
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Slazenger  v.  Feltham  (n),  where  the  word  Demotic ,  an  in- 
fringement of  the  plainti&'  mark  Demon^  was  stamped 
upon  the  defendants'  tennis  racqnets,  the  order  of  Keke- 
wich,  J.,  for  the  destruction  of  the  racquets,  was  varied  by 
the  Court  of  Appeal,  upon  it  being  pointed  out  that  the 
spurious  mark  could  be  planed  off;  and  it  was  ordered 
that  the  defendants  should  make  an  affidavit  yerif  jing  the 
number  of  the  racquets,  and  that  they  should  either  deliver 
up  the  racquets  to  the  plaintiffs,  to  be  destroyed,  or  satis- 
factorily erase  from  them  the  name  Demotic^  in  the  presence 
of  the  plaintiffs  or  their  agent. 
Interests  of         The  lien  of  a  wharfinger  for  his  charges  in  regard  to 
^arasinthe  goods  deposited  with  him,  including  the  costs  he  is  put  to 
S^^te?^  by  being  made  a  defendant  in  a  trade-mark  action,  is  not 
Lien  for  oosts.  d^s^^royed  if  the  goods  turn  out  to  be  spuriously  marked  (o) ; 
and  although,  in  some  earlier  cases  {p)y  the  plaintiff  was 
adjudged  to  have  a  hen  upon  the  goods,  subject  to  that  of 
any  wharfinger  or  mortgagee  who  had  an  earlier  charge, 
and  who  was  innocent  in  regard  to  the  infringement,  the 
Court  of  Appeal,  in  the  case  last  cited  (o),  expressed  con- 
siderable doubt  whether  such  a  lien  could  be  supported. 
Of  course,  neither  the  wharfingers  nor  any  other  persons 
interested  in  the  goods  would  be  allowed  to  sell  or  dispose 
of  the  goods  until  the  spurious  marks  were  removed. 
The  duty  of         A  wharfinger,  transport  agent,  or  other  bailee  who  finds 
Lfringing*^      that  goods  committed  to  his  charge  are  spuriously  marked, 
goods.  therefore,  is  justified  in  refusing  to  deliver  them  up  until 

the  objectionable  marks  have  been  erased  {q) .  And,  further, 

to  her  Majesty,  and  it  contains  a  ( p)  B>nsardin  v.  Peto,  33  Bear. 

power  for  the  Court  to  order  the  642 ;    33  L.  J.   Gh.    371    (1863), 

destruction  of  the  forfeited  articles ;  Bomilly,  M.R. ;   U/matm  y.  Elfcan, 

sect.  2  (3),  (4) ;  Book  H.,  Chap.  I.,  L.  R.  12  Eq.   140;   L.  B.  7  Ch. 

pp.  614,  622.  130  (1871),  Bomillj,  M.R.,   and 

(n)  6  R.  P.  C.  631  (1889),  Keke-  Hatherley,  C. 

wich,  J.,  and  C.  A.  (q)  Hunt  v.   Maniere,   34  Bear. 

(o)  Moet  V.  Fickenng,   6  C.  D.  167;    34    L.   J.   Ch.    142   (1864), 

770;   8  C.  D.  372  (1877),  C.  A.  RomiUy,  M.R.,  and  L. JJ.  Action 

rerersing  Fry,  J.  by   indorsee    of    dock    warrants 

against  wharfingers  restrained. 
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he  is  entiUed  to  an  indemnity  from  tiie  bailor  against  the 
damages  and  costs  incurred  by  him  by  reason  of  his  dealing 
with  the  goods  at  the  latter's  request  (r).     His  proper 
oouTBe,  on  being  informed  by  the  owner  of  the  trade-mark 
infringed,  or  his  agents,  that  goods  in  his  possession  are 
qpniiously  marked,  is  to  give  all  necessary  information  to 
enable  them  to  stop  the  infringement,  to  undertake  that 
the  goods  shall  not  be  removed  or  dealt  with  until  the 
spurious  marks  have  been  obliterated,  and  to  give  the 
persons  injured  all  requisite  facilities  for  that  purpose  {s). 
If  he  takes  this  course,  the  costs  of  any  proceedings  subse- 
quently taken  against  him  by  the  plaintifE  will  be  ordered 
to  be  paid  to  him  {f) ;  but  he  must  pay  the  costs  of  pro- 
ceedings previously  taken,  even   though   in    an    action 
commenced  without  notice  to  him  (t^),  unless  the  value  of 
the  infringing  goods  in  his  possession  is  trifling  {x). 

(ill.)  Bamages. 
It  was  long  ago  decided  at  conmion  law,  that  the  mere  Nominal 
proof  of  an  infringement  entitles  the  plaintifE  to  nominal  ^"^firea. 
damages  (y),  and  that,  consequently,  no  allegation  of  special 
damage  is  a  necessary  part  of  his  case  (2).    And  the 
natural  consequence  of  an  infringement,  even  though  it 
be  made  in  complete  ignorance  of  the  plaintiff's  rights,  is 
that  the  infringer  must  pay  at  least  nominal  damages,  and 
tiie  costs  of  action,  so  that,  if  he  acted  under  the  direction  indemnity  to 
o{  a  third  person,  he  may  reasonably  compound  with  the  p^^^gp^ 
proprietor  of  the  trade-mark  on  these  terms,  and  claim  an 
indemnity  from  his  employer  (a). 

(r)  Dixon  v.  Faufeus,  3  E.'  &  E.  (1892)  1  Ch.  630 ;  9  R.  P.  C.  218, 

537;  30  L.  J.  Q.  B.  137  (1861).  Stirling,  J. 

W  Upnumn  v.  Mkant  L.  R.  12  (y)  Blofeld  v.  Payne,  4  B.  &  Ad. 

Eq,  UO;  L.  R.  7  Ch.  130  (1871),  410  ;  2  L.  J.  K.  B.  N.  S.  68  (1833). 

Bommy,  M.R.,  and  Hatherley,  C.  («)  Eodgera  v.  NotaiUy  5  C.  B.  109 ; 

(0  Last  cfue,  and  Moet  v.  Ficker^  17  L.  J.  0.  P.  62  (1847). 

«V,  6  0.  D.  770 ;    8  C.  D.   372  (a)  Dixon  v.  Faweua,  3  £.  &  E. 

(1877),  Fiy,  J.,  and  C.  A.  637 ;  30  L.  J.  Q.  B.   137  (1861). 

(»)  See  last  oaseB,  and  Upmann  v.  Ab  to  implied  warranty  by  the  nse 

FwgteTf    24  C.    D.    231    (1883),  of  a  trade-mark,  eee  below,  Chap. 

Clutty,  J.  XVII.,  p.  432. 

(x)  American  Tobacco  Co,  y.  Oucai, 
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OnuBofshow-  But,  if  the  plaintiff  claims  substantial  damages,  the 
^  damage"  ^^^  ^^  showing  that  he  has  inourred  them  through  loss 
^S^Sff^^  of  custom,  of  trade  reputation  (6),  or  otherwise,  by  reason 
of  the  defendant's  conduct,  lies  upon  him ;  and  it  will  not 
be  presumed,  in  the  absence  of  evidence,  that  the  amount 
of  goods  sold  by  the  defendant  under  the  fraudulent  trade- 
mark would  have  been  sold  by  the  plaintiff  but  for  the 
defendant's  unlawful  use  of  the  plaintiff's  mark  (c).  The 
proper  form  of  an  order  for  an  inquiry  as  to  damages 
occasioned  by  the  infringement  of  a  trade -mark  is, 
therefore,  what  damage  (if  any)  has  the  plaintiff  sus- 
tained (e^. 

If  the  infringement  is  a  continuing  one,  the  damages 
ought  to  be  assessed  down  to  the  time  of  the  assess- 
ment («). 
Flaintifl  not  It  has  been  held,  that  the  plaintiff  is  entitled  to  the 
to  the  mark,  ordinary  inquiry  as  to  damages  or  account  of  profits, 
though  he  is  not  the  only  person  entitled  to  the  use  of  the 
infringed  mark  (/). 

(iv.)  Account  of  Profits  or  Inquiry  as  to  Damages. 

When  the  plaintiff  has  succeeded  in  establishing  that 
his  trade-mark  rights  have  been  seriously  infringed,  a 
recurrence  of  the  wrong  is  forbidden  by  the  grant  of  an 
injunction,  and  by  way  of  redress  for  the  injury,  if  any 
appears  to  have  been  caused,  which  has  already  been 
occasioned  to  him,  the  plaintiff  may,  in  general,  make  his 
choice  of  either  an  account  and  payment  to  him  of  the 
profits  which  the  defendant  has  gained  by  his  wrongful 
conduct,  or  an  inquiry  as  to,  and  payment  of,  the  damages 
occasioned  to  the  plaintiff  by  reason  of  it,  that  is,  unless 
the  case  is  tried  before  a  jury  and  damages  are  assessed 

{b)  Syhet  v.  SyJces,  3  B.  &  Or.  {e)  0.  36,  r.  68. 

641 ;  3  L.  J.  K.  B.  0.  S.  46  (1824).  (/)  S(mth(fm  y.  Eeynoldt,  12  L. 

{e)  Leather  Cloth  Co,  v.  JTirwA-  T.  N.  8.  76  (1866),  Wood,  V.-C. ; 

JUldy    L.    R.    1    £q.    299   (1865),  see  also  Dent  y.  TWrpin,  2  J.  &  H. 

Wood,  V.-O.  139;    30    L.  J.  Ch.  496    (1861), 

(d)  Davenport  t.  MyUmda,  L.  B.  Wood,  V.-O. 
1  Eq.  p.  308,  per  Wood,  V.-C. 
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}rj  the  jxaj  at  once,  or  assessed  bj  the  judge  sitting 
alonoy  acting  as  a  jury. 

The  aooonnt  and  inquiry  are  alternative  remedies  (^),  Aooountof 
for,  though  in  some  of  the  earlier  oases  they  were  both  Stages  are 
aflowed,  tiiey  are  now  considered  to  be  inconsistent.     "  If  alternative. 
you  take  an  account  of  profits,  you  condone  the  infringe- 
ment,"  Lord  Westbury  said,  in  a  patent  case  (h),  and  the 
same  rule  applies  in  trade-mark  cases  also. 

But  neither  an  account  nor  an  inquiry  as  to  damages  Accomit  or 
will  be  granted  if  the  evidence  of  sales  under  the  objec-  ^^ed  tf  "^ 
tionable  mark  is  not  sufficient  to  make  it  worth  while  («),  substantial 
or  if  it  appears  that  the  defendant  has  only  used  his  mark  aho^.^  ^ 
for  a  short  time  {k).    For  instance,  no  account  or  damages 
was  allowed  or  given  in  a  case  where  the  only  infringe- 
ment proved  was  by  the  defendant,  at  the  request  of  a 
eostomer,  filling  with  lime-juice,  of  his  own  make,  a  bottle 
onboesed  with  the  plaintiff's  mark,  removing  the  plaintiff's 
label,  and  replacing  it  by  his  own  {I). 

Damages  can  only  be  recovered,  and  the  profits  to  be  Thejmdjgo 
included  in  the  account  can  only  be  reckoned,  in  respect  ^^ .    *^ 
of  infringements  occurring  within  six  years  from  the  issue 
of  the  writ  (w). 

It  has  been  shown  that  it  is  no  answer  to  the  claim  for  an  and,  as 
injunction  that  the  infringement  was  effected  innocently,  ^^Ij^^^' 
in  ignorance  of  the  existence  of  trade-mark  rights;  but  ©re  or  bailees, 
damages  or  an  account  of  profits  are  only  calculated  as  of  mfringe- 
against  an    innocent    dealer    in,  or    purchaser    of,  the  ™^*' 
spuriously  marked  goods,  in  respect  of  sales,  dealings,  or 
other  infringements,  if  any,  of  which  he  is  guilty  after 
beooming  aware  of  the  plaintiff's  rights  (n). 

is)  Per  Cotton,  L.J.,  in  lever  v.  B.  P.  0.  680  (1887),  Kekawibh,  J. 
Ootdwm,  36  G.  D.  1 ;  4  B.  P.  0.  {k)  McAndrewv.  Btueett,  10  Jnr. 

<W  (1887).  N.  S.  496  (1864),  Westbury,  0. 

(A)  NeiU&n  y.   BetUy  L.    B.    6  (t)  Boee  y.  Loftm,  47  L.  J.  Gh. 

H.  L.  1  (1871) ;  foUowed  in  Be  676  (1878),  Malina,  V.-O. 
Ti/reT.  B$tU^  L.  B.  6  H.  L.  319  (m)  Ber  Hellish,  L.J.,  in  Fordy, 

(1872).  FoeUr,  L.  B.  7  Oh.  p.  633  (1872). 

(t)  SmitM  Co,,  Ld.  y.  (kmdy,  4  (n)  EMtien  y.  Edehtm,  1  De  G. 
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Befiued 
because  of 
delay  or  ao- 
qmeeoenoe. 


Limited 
beoanse  of 
misrepresen- 
tation. 


Form  of  order 
for  account. 


The  case  of  a  manufacturer  who  copies  a  mark  he  finds 
on  goods  which  he  knows  are  not  his  own  is  different.  He 
may  not  know  whose  mark  it  is,  and  may  possibly  be  in 
doubt  whether  it  is  a  trade-mark  or  not,  but  he  knows  that 
he  has  no  right  to  the  mark,  and  the  damages  or  aooount 
are  therefore  calculated  as  against  him  from  the  first 
infringement,  within  six  years  of  the  writ  (o). 

The  Court  has  refused,  in  some  cases,  to  order  an  account 
of  profits  where  the  plaintiff  has  neglected  to  take  pro- 
ceedings after  becoming  aware  of  the  infringement  {p) ; 
and  it  may  be  assumed  that  it  certainly  would  not  afisist 
the  plaintiff  to  recover  profits  which  he  had  deliberately 
allowed  the  defendant  to  earn  in  the  expectation  of  obtain- 
ing them  from  him  {q).  But  delay  to  obtain  evidence 
necessary  to  establish  his  case  would  not  bar  the  plaintiff 
of  his  ordinary  remedy  (r),  nor,  it  is  submitted,  would  any 
reasonable  delay  in  the  hope  of  avoiding  litigation  after  a 
definite  warning  to  the  defendant. 

In  a  case  where  there  had  been  some  delay,  and  some 
amount  of  nusrepresentation  in  his  business,  on  the  plain- 
tiff's part,  and  the  defendant's  proper  trade  was  larger  than 
that  of  the  plaintiff's,  the  account  was  limited  to  profits 
earned  since  the  commencement  of  the  suit,  and  Mellish, 
L.  J.,  said  that  it  was  a  case  where  a  jury  would  have  given 
forty  shillings  damages  only  (s). 

The  ordinary  form  of  the  order  for  an  account  directs  an 
account  of  the  profits  made  by  the  defendant  in  selling  or 


J.  &  S.  186  (1863),  Weetbury,  L.C.  ; 
Moet  ▼.  Cotaton,  33  Beav.  678 ;  10 
L.  T.  N.  S.  396  (1864),  Romilly, 
M.B. ;  Elkn  y.  Slack,  24  Sol.  J. 
290  (1880),  Jesael,  M.B. 

(o)  Moet  y.  Couston,  supra;  Oartier 
y.  CarliU,  31  Beay.  292  (1862), 
Bomillj,  M.B. 

(p)  Earrison  v.  Taylor y  11  Jur. 
N.  S.  408 ;  12  L.  T.  N.  S.  339 ; 
Beard  y.  Turner^  13  L.  T.  N.  S. 
746,  both  (1865),  Wood,  V.-C. 


[q)  Gf.  AnglO'Sioiss  Condensed 
Milk  Co.  y.  Swiss  Condensed  Milk 
Co.  (1871),  W.  N.  163,  Malins, 
V.-C,  cited  aboye,  p.  361 ;  Beard 
V.  Turner^  swpra, 

(r)  See  C'apffy.ifym  (1868),  Seb. 
Dig.  p.  181,  Giffard,  V.-C. ;  and 
Lee  y.  SiOeyy  21  L.  T.  N.  S.  646 ; 
L.  B.  6  Ch.  165  (1869),  Malixtf, 
V.-C,  and  Giffard,  L.J. 

(»)  Ford  y.  Foster^  L.  E.  7  Ch. 
p.  638  (1872),  L.JJ. 
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oQierwifle  disposing  of  the  goods  with  the  spurious  mark  or 
marks  which  he  is  proved  to  have  used  in  infringement  of 
the  plaintiff's  rights,  to  he  taken  by  the  chief  clerk  or  the 
officdal  referee,  and  orders  payment  of  the  amount  f oimd 
to  he  made  hy  the  defendant  to  the  plaintiff  within  a  time 
fixed  from  the  date  of  the  certificate  or  report  (t). 

In  the  case  just  cited,  it  was  objected  that  the  accoimt 
should  be  Umited  to  sales  made  to  persons  who  bought  the 
goods  as  and  for  the  goods  of  the  plaintiff,  by  reason  of  the 
use  of  the  infringing  mark  upon  them;  but  the  Court 
overruled  this  objection  (u).  For  the  mischief  done  by  the 
spurious  marking  of  the  goods  is  not  merely  that  it  is 
calculated  to  deceive  immediate  purchasers  from  the 
infringers,  but  that  it  puts  "  a  weapon  calculated  to  be 
fraudulently  used  by  the  middlemen ''  (x)  into  their 
hands,  by  which  they  may,  intentionally  or  not,  deceive 
the  ultimate  purchasers. 

The  costs  of  the  inquiry  as  to  damages  or  the  account  of  Gosto  of 
profits,  should  generally  be  reserved  until  the  result  of  the  ^I^St.^ 
inquiiy  or  account  is  known  (y),  at  any  rate,  imless'it  is 
dear  that  it  will  be  of  substantial  value  to  the  plaintiff ; 
for  if  no  damage  or  profits  are  found  to  have  been  made  (z); 
or  if  the  proceedings  subsequent  to  the  judgment  are  op- 
presfflvely  conducted  by  the  plaintiff,  he  ought  to  pay  the 
OQsts.  But  where  the  defendant  had  filed  a  false  affidavit 
greoUy  understating  the  number  of  goods  sold,  although 
the  acoount  showed  that  he  had  made  no  profit,  Chitty,  J., 
said  it  was  a  case  for  investigation,  and  allowed  the  plaintiff 
1heoo8ts(a). 


W  Lewrr.  Goodwin,  ZQO.B,  I;  (y)  Per  Fry,  J .,  m  Stark  y.  Mid- 

4  B.  P.  0.  492  (1887),  Chitty,  J.,  land  Sail.  Co,,  16  0.  D.  81  (1880), 

snd  C.  A. ;  Appendix,  p.  652.  a  oaae  of  nuisanoe. 

(»)  See  aUo  £doltien  y.  EdeUtm,  (z)  Tonge  y.  Ward,  21  L.  T.  N.  S. 

1  Be  6.  J.  &  S.  185  (1863),  West-  480  (1869),  BomiUj,  M.B. 

\mrj,  L.O.  (a)  Diek^  y.  Jaekwn,  31st  March, 

(x)  Per  Cotton,  L. J.,  in  Lwer  y.  1884,    cited    Sebafitian,    3rd    ed. 

GnitBin.  p.  255. 
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XJnsueoessfiil 
partj  usually 
ordered  to 
pay  costs. 


must  offer 
complete  re- 
dress before 
action. 


7.  Costs. 

Subject  to  sect.  77a  of  the  Act,  which  is  referred  to 
below,  the  costs  of  and  incident  to  an  action  for  the  in- 
fringement of  a  trade-mark,  as  the  costs  in  any  other 
action,  are  in  the  disoretion  of  the  Court  or  judge,  and  the 
Court  or  judge  has  full  power  to  determine  by  whom  and 
to  what  extent  such  costs  shall  be  paid  (b).  Provided  that 
where  the  action  is  tried  with  a  jury,  the  costs  follow  the 
event,  unless  the  judge  by  whom  it  is  tried,  or  the  Court, 
for  good  cause,  otherwise  orders  (c). 

The  Court  or  judge  in  general  follows  the  ordinary  rule 
that  the  unsuccessful  party  shall  pay  the  costs  of  the  liti* 
gation,  such  costs  being  taxed  upon  the  usual  scale  between 
party  and  party;  but  the  discretion  conferred  by  the  Act 
and  rule  just  cited  is  constantly  exercised  in  trade-mark 
cases,  where  the  nature  of  the  case,  or  the  conduct  of  the 
parties,  or  of  one  of  them,  makes  it  just  that  the  ordinary 
practice  should  be  departed  from. 

An  unsuccessful  defendant  must  usually  pay  costs, 
although  he  has  only  defended  a  mark  which  he  honestly 
adopted  without  being  aware  of  its  too  great  resemblance 
to  the  plaintiff's  mark  {d)y  and  though  he  has  acted  without 
fraud  and  in  ignorance  of  the  plaintiff's  rights  {e)y  and  the 
action  has  been  commenced  against  him  without  notice  (/). 
But  by  offering  the  plaintiff  all  that  he  is  entitled  to,  that 
is,  in  the  case  of  the  innocent  holder  of  spuriously  marked 
goods,  an  undertaking  not  to  part  with  them  until  the 
spurious  marks  have  been  removed  (^),  and  all  requisite 


{b)  Supreme  Court  of  Judicature 
Act,  1890,  s.  (6). 

(c)  O.  66,  r.  1. 

{d)  Blair  y.  Stwh,  62  L.  T.  123 
(1884),  Kay,  J. ;  cf.  the  registra- 
tion cases,  Eyde  %  Co.* 8  Tm.,  7 
C.  D.  724 ;  Kuhn  ^  Co.U  Tm.,  63 
L.  J.  Ch.  238  n.,  both  (1878), 
Jeesel,  M.B. 


{e)  JSdeUim  y.  JBdeUtm,  I  De  G. 
J.  &8. 186  (1863),We8tbnry,  L.C.; 
Tonffe  y.  Ward,  21  L.  T.  N.  S.  480 
(1869),  BoimUy,  M.B. 

(/)  Field  V.  lewis,  Seb.  Dig. 
p.  167  (1867),  Wood,  V.-C. ;  Up- 
fMum  y.  Forester,  24  C.  D.  231 
(1883),  Ohitty,  J. 

(^)  An   innocent    consignee  or 
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infonnatioii  to  enable  him  to  stop  the  infringement  (A)  and 
the  payment  of  the  taxed  costs  (i)  (if  any)  abready  inourred 
hy  him  in  the  action,  if  an  action  has  been  commenced, 
the  defendant  may  escape  liability  for  subsequent  costs ; 
and  if  the  plaintifi,  after  such  an  offer  has  been  made, 
oommenoes  or  continues  proceedings  against  the  defendant 
making  it,  he  -will  be  ordered  to  pay  him  his  costs 
nibaeqaently  incurred  (A;). 

In  Moet  V.  Pickering  (/),  where  wharfingers  with  whom 
the  spuriously  marked  goods  had  been  warehoused  in  the 
ordinary  course  of  trade,  and  who  were  entitled  to  a  Uen 
for  their  charges,  were  added  as  defendants,  and  the  plain- 
tifb  proceeded  to  trial  against  them,  the  Court  of  Appeal, 
lerersing  Fry,  J.,  ordered  that  their  costs  of  action  should 
be  paid  by  the  plaintiffs.     The  wharfingers  had  pleaded 
that  they  had  no  knowledge  of  the  infringement,  and  that 
they  submitted  to  act  as  the  Court  should  direct,  upon  pay- 
ment of  their  charges  and  costs ;  but  the  Court  of  Appeal 
legaided  this  as  meaning  only  that  they  claimed  nothing 
adversely  to  the  plaintiffs  or  the  infringer.     The  case  does 
not  conflict  with  the  rules  stated  above,  for  the  plaintiffs 
had  claimed  to  override  the  wharfingers'  lien  by  a  lien  of 
their  own  for  costs,  and  this  was  held  to  be  wrong ;  and 
l^esides,  it  was  clearly  unnecessary  to  have  added  the 
irharfingers  as  defendants  or  to  have  proceeded  to  trial 
against  them,  since  not  only  had  they  made  no  threat  to 

liuLee    may    become    liable    for  J.  &  S.  380  (1864),  Wood,  V.-O., 

dtmagos  if  he  seoda  the  spxizioTis  and  Westbmy,    C. ;    F&nne*»sf  y. 

goods  oat  of  the  oounlay,  or  other-  Day  and  Martin,  66  L.  T.    161 

viae  pats  them  beyond  the  control  (1886),  Bacon,  V.-G. 
of  the  Court.     Vpmann  y.  £lkan,  {k)  MxUingUm  y.  Fox,  3  Hy.  k 

mfn.  Or.    888    (1838),  Cottenham,  C. ; 

(A)  Aboye,  p.  368.    The  plaintiff  Meet    y.    Couston,    33    Beay.    678 

is  not  entitled  to  the  pnblioation  of  (1864),   Romilly,  H.B. ;    Upmann 

n  apdogy.     Rudion  y.  Bennttt,  y.  Elhan,  L.  B.  12  Eq.  140 ;  7  Oh. 

UL.T.N.  8.  698  (1866),  Stuart,  130  (1871),  BomiUy,   M.B.,  and 

V.-C.  Hatherley,  0. ;  Moet  y.  Pickering, 

{()  Bwyeu  v.  SilU,    26    Beay.  6  0.  D.  770;   8  0.  D.  372  (1877), 

144;   28  L.  J.  Oh.   356  (1868),  Fry,  J.,  and  0.  A. 
SoniDy,    H.B. ;    MeAndrew    y.  (Q  A  similar  order  waa  made  in 

^mm,  33  L.  J.  Oh.  661 ;  4  De  a.  Upmann  y.  Elkan,  laat  note. 
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proceedings. 


part  "with  the  goods,  but  after  notice  of  the  injunotioii 
obtained  against  the  infringer  it  wonld  have  been  a  con- 
tempt of  Court  for  them  to  do  so. 

And  where  the  plaintiff  has  obtained,  or  is  offered,  all 
that  he  is  entitled  to,  the  Court  will  stay  further  proceed- 
ings in  the  action,  at  the  defendant's  instance  (m). 
Trivial  oases.  And  in  a  trivial  case,  where  an  action  had  been  com- 
menced without  notice  against  the  innocent  purchaser  of 
an  inconsiderable  quantity  of  spuriously  marked  goods, 
and  he  at  once  submitted  to  do  as  the  Court  directed, 
Stirling,  J.,  refused  to  give  any  costs  (n). 

And  it  is  no  reason  for  not  giving  costs  that  the 
defendant  is  an  infant  (o). 

Costs  have  been  refused  to  a  successful  plaintiff  because 
he  claimed,  besides  the  injunction  to  which  he  was  entitled, 
an  accoimt  to  which  he  was  not,  against  an  innocent  pur- 
chaser of  the  spuriously  marked  goods  (^);  and  in  a 
similar  case,  where  the  plaintiffs  set  up  claims  to  a  copy- 
right in  a  music  tutor,  as  well  as  an  exclusive  right  to  ita 
title,  and  failed  as  to  the  copyright,  they  were  allowed 
only  half  their  taxed  costs  of  action  (q).  On  similar 
grounds,  plaintiffs  have  been  ordered  to  pay  (r),  or  have 
been  deprived  of  («),  the  costs  occasioned  by  allegations 
which  they  have  failed  to  prove,  although  they  have 
succeeded  and  obtained  the  general  costs  of  their  actiona. 
But  where  the  plaintiff,  in  an  action  for  infringing  his 
trade-mark  and  also  for  ^^  passing  off,"  failed  as  regards 
the  infringement  in  respect  of  some  of  the  goods  for  which 
he  used,  but  had  not  registered,  the  trade-mark,  and 


Oosts  refused 
because  plain- 
tiff olaimed 
too  much. 


(m)  Budd  v.  Itowe,  L.  B.  10  Eq. 
610  (1870),  James,  V.-C;  Curtis 
and  Marveyy.  Pape,  6  B.  P.  C.  146 
(1888),  North,  J.,  {Diamond  Qun- 
powder) » 

(n)  American  Tohaeoo  Co,  t.  Quests 
(1892)  1  Ch.  630;  9  R.  P.  0.  218; 
cf.  Rose  V.  Loftus,  41  L.  J.  Ch.  676 
(1878),  Malius,  V.-C. 

(o)  Chubb  Y.    CHrifflths,  35  BeaT. 


127  (1865),  Bomilly,  M.B. 

(p)  Moet  Y.  Gousion,  38  Bear. 
678  (1864),  Bomillj,  H.B. 

{q)  Metzler  y.  Wood,  8  C.  D.  606 
(1877),  Malins,  V.-C,  andO.  A. 

(r)  Pierce  v.  Franks,  16  L.  J.  Ch. 
122  (1846),  Knight-Bruoe,  V.-O. 

{s)  Standishy.  WhitweU,  14 W.  B. 
612  (1866),  Wood,  V.-C,  an  affi- 
daYit  dhargiug  fraud. 


r 
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SQOoeeded  as  to  the  rest  of  the  action,  and  the  defendant 
was  held  to  have  been  guilty  of  deliberate  infringement  in 
breach  of  an  undertaking  previoufily  given  by  him,  £eke- 
vidiy  J.,  refused  to  deprive  the  plaintiff  of  any  part  of  his 
eo8tB(0. 

And  in  a  recent  case,  where  an  action  for  infringement 
and  two  motions  by  the  defendants,  one  to  expunge  the 
plaintiffs*  registration,  and  the  other  for  an  order  to  the 
comptroller  to  register  a  mark,  propoimded  by  the  defen- 
dants, were  tried  together,  and  the  action  and  the  second 
motion  &iled,  but  the  first  motion  succeeded,  and  both 
parties  made  unfounded  allegations  of  fraud.  North,  J., 
refused  to  give  any  costs  to  either,  principally  on  the 
groond  that  it  was  absolutely  impossible  for  any  taxing 
master  to  do  justice  between  the  parties  by  distinguishing 
the  costs  of  one  part  of  the  case  from  another  (u). 

A  successful  defendant  is  much  more  often  deprived  of  Sucoeesfal 
his  coflts  than  a  successful  plaintiff,  for  the  plaintiff  may  d^riTod  of 
fail  in  his  action  although  the  evidence  makes  it  clear  that  ooets. 
the  defendant  has  acted,  or  intended  to  act,  dishonestiy, 
and  in  such  a  case,  although  the  Court  decline  to  assist 
the  phintiff,  it  generally  refuses  to  give  costs  to  the 
defendant. 

Where,  for  example,  the  plaintiff  failed  because  of  mis- 
representations contained  in  his  trade-mark  (2;),  but  the 
defendant  had  closely  imitated  the  mark,  the  action  was 
dismissed  without  costs ;  and  the  same  course  was  followed 
▼here  there  was  no  sufficient  proof  that  the  defendant's 
mart  was  calculated  to  deceive,  having  regard  to  the  long 
delay  of  the  plaintiff  to  take  proceedings,  and  the  absence 
of  evidence  of  actual  deception  (y) ;  and  in  cases  where 

W  /fly  ▼.  Zadler,  40  0.  D.  649  ;  4  De  G.  J.  &  S.  137 ;  33  L.  J.  Ch. 

6H.P.C.  186(1888).  199;  11  H.  L.  0.  623;  36  L.  J. 

[n)  Baker  v.  Itawton,  46  C.  D.  Ch.  63  (1863),We8tbiiry,L.O.,and 

519 ;  8  B.  P.  G.  89  (1890) ;  Jackson  H.  L.    The  House  of  Lords  held 

T.  Ifapper^  36  C.  D.  162 ;  4  B.  P.  O.  that  there  was  no  infringement. 

162  (1886),  Stirling,  J.  (y)  JRodffers  v.  Rodgera,  31  L.  T. 

(x)  The  Leather  Cloth  Co.,  Id.  ▼.  N.  8.  286  (1874),  L.JJ. 
The  American  Leather  Cloth  Co,,  Ld.^ 
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the  action  was  dismissed,  but  the  Court  thought  that  the 
defendant's  conduct  had  been  uncandid  and  unfair  (a). 
So,  too,  no  costs  were  given  where  it  was  proved  that 
the  defendant  had  represented  the  goods  he  sold  as  being 
those  of  the  plaintiff,  although  the  proof  of  the  plaintiff's 
title  failed  (a). 

In  The  Patent  Plumbago  Case  (6),  however,  where  the 

plaintiffs  failed  on  the  ground  of  misrepresentation,  but 

the  imitation  of  their  trade-name  was  clearlj  made  out, 

the  action  was  dismissed  with  costs,  the  plaintiffs  having 

continued  to  misdescribe  their  goods  as  ^'  patent "  after  a 

summons  taken  out  at  their  instance  had  been  dismiBsed 

by  the  magistrate  on  that  ground. 

Defendant  in       So,  in  cases  in  which  the  plaintiff  f aib  because  he  is 

^^    ^^^'      carrying  on  a  fraudulent  trade,  and  the  defendant  stands 

in  pan  delictOy  the  practice  is  to  dismiss  the  action  without 

costs  (c). 

Unfoanded  And  a  successful  defendant  has  also  been  deprived  of 

fraufT^^        ^^   because   he   has   made  an   unfounded   charge   of 

fraud  (fi?). 
^^'^^^^^  In  a  recent  trade-name  case,  where  the  plaintiffs'  action 

was  dismissed  by  the  Court  of  Appeal  on  the  ground  that 
they  were  not  satisfied  that  the  name  adopted  by  the  defen- 
dants would  cause  any  deception  likely  to  occasion  damage 
to  the  plaintiffs,  costs,  both  of  the  appeal  and  in  the  Court 
below,  were  refused  because  the  Lords  Justices  believed 
that  the  defendants  had  chosen  the  name  in  dispute  with 

(e)  Estcourt  y.  The  E$Uourt  Hop  Iub  goods  as  7%e  Original  Cfhhro" 

Enmee  Co,,  81  L.  T.  N.  S.  667 ;  dyne. 

L.  B.  10  Gh.  276  (1874),  Malins,  (h)  Morgan  y.  MeAdam,  36  L.  J. 

V.-C,    Cairns,    0.,    and    L.JJ. ;  Ch.  228  (1866),  Wood,  V.-^O. 

Maxwell  v.  JToyy,  15  L.  T.  N.  S.  {e)  Neuman  v.  Unto,  4  R.  P.  O. 

204 ;    L.  R.   2    Oh.    310    (1866),  608  ;  69  L.  T.  31  (1887),  C.  A. 

Stuart,  V.-C,  and  L.JJ.  {d)  Sumphriee   y.     The    Taylor 

{a)AineworthY,jralmtleytIj.'R.  Drug  Co.,   69  L.  T.    820  (1888), 

1  Eq.  518  (1866),  Wood,  V.-O. ;  Kekewich,  J. ;  Margreavee  v.  Free- 

and  see  Brovme  ▼.  Freeman,  (1),  12  man,  (1891)  3  Gh.  39  ;  8  R.  P.  C. 

W.  R.  306  (1864),  Wood,  V.-C,  237,  Chitty,  J. 
where  the  defendant  misdescribed 
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the  hope  of  obtaimng  some  illicit  advantage  from  the 
pkmtifPs  reputation  (e). 

But  these  reasons  for  depriving  the  defendant  of  costs 
do  not  apply  to  the  costs  of  an  appeal  brought  by  the 
plaintiff  against  the  dismissal  of  his  action  which  fails. 
Thus,  the  appeal  to  the  House  of  Lords  in  The  Leather 
Cbth  Case  (/),  and  the  appeal  to  the  Court  of  Appeal  in 
Newman  v.  Pinto  (c),  were  both  dismissed  with  costs.  In 
tile  former  case  the  plaintiff  obtained  judgment  in  the 
first  instance,  and  when  this  was  reversed  on  appeal  by 
Lord  Westbury  no  costs  were  given  (g). 

The  Court  or  judge  may  order  the  costs  adjudged  to  be  Higher  scale, 
paid  to  be  taxed  upon  thd  higher  scale,  if  special  grounds 
arising  out  of  the  nature  and  importance,  or  the  diflGlculty 
or  urgency,  of  the  case,  appear  to  exist  (A).  Such  an  order 
was  made,  by  North,  J.,  in  The  Great  Tower  Street  Tea  Co. 
v.  Smith  (t),  where  the  hearing  occupied  a  long  time,  and 
the  facts  were  complicated,  and  a  great  number  of  wit- 
nesses were  called.  But  some  special  reason  for  the  order 
most  be  shown,  for,  although  the  application  is  almost 
always  made  in  heavy  trade-mark  or  patent  actions,  it  is 
not  granted  as  of  course  (k) ;  and  it  is  not  granted  as  a 
punishment  (/),  or  merely  because  a  case  of  gross  fraud  is 
made  out(*).  That  scientific  witnesses  are  necessarily 
called  has  been  held  to  be  a  special  reason  (m). 


[e]  BcrthwiekY.  The  Evening  Fottf  In   JRodgera  v.   ^RoUffen,    5    Times 

37  C.  D.  449  (1888),  G.  A.  L.  R.  678  (1889),  Kay,  J.,  said  he 

(/]  11  H.  L.  G.  523 ;  35  L.  J.  gave  costs  on  the  higher  scale  yeiy 

Ql  53.  dharilj. 

(y)  4  De  G.  J.   &  S.  137  ;   33  (I)  Hudson  v.  Otgm-hy,  32  "W.  R. 

L.  J.  Ch.  199.    This  course  was  666 ;  50  L.  T.  323  (1884),  Pear- 

tiken  also   in   Borthwick  y.   The  eon,  J. ;  and  see  Poo^U  Trustee  y, 

^ming  Fnt,  supra.  Whethaniy  33  G.  D.  p.   120 ;   and 

(A)  0.  65,  r.  9.    See  the  note  in  Faine  y.  Chisholm,  (1891)  1  Q.  B. 

the  Asnnal  Fractioe.  631,  and  the  oases  there  cited. 

(t)  6R,  P.  G.  166  (1889).  (m)  Ellington  v.  Clarh,  58  L.  T. 

(i)  Sanitas  Co.,  Ld,  v.  Condy,  4  818  (1888),  0.  A. ;  TheEobin,  (1892) 

B.  P.  C.  530  (1887),  Eekewioh,  J.  P.  95,  Jeone,  J. 

K.  B  B 
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Coats  as  be- 
tween solicitor 
and  client. 


Certificate 
that  title  to 
trade-mark 
came  in 
question. 


Costs  of  mo- 
tion to  rectify 
in  aid  of 
defence. 


It  is  provided  by  sect.  77  (a)  {n)  that — 

''  In  an  action  for  the  infringement  of  a  registered 

trade-mark  the  Court  or  a  judge  may  certify  that  the 

right  to  the  exclusive  use  of  the  trade-mark  came  in 

question,  and  if  the  Court  or  a  judge  so  certifies,  then 

in  any  subsequent  action  for  infringement  the  plaintiff 

in  that  action,  on  obtaining  a  final  order  or  judgment 

in  his  favour,  shall  have  his  full  costs,  charges,  and 

expenses,  as  between  solicitor  and  client,  unless  the 

Court  or  judge  trying  the  action  certifies  that  he 

ought  not  to  have  the  same." 

This  section  corresponds  to  the  provision  of  sect.  31  of 

the  Act  with  regard  to  actions  for  the  infringement  of  a 

patent  (o). 

A  certificate  cannot  be  granted  imless  the  right  to  the 
exclusive  use  of  the  trade-mark  has,  in  fact,  come  in  ques- 
tion, and,  therefore,  it  was  refused  in  a  case  where  the 
defendant's  counsel  admitted  that,  upon  the  failure  of  the 
defendant's  application  to  remove  the  plaintiff's  mark  from 
the  register,  he  had  no  defence  to  the  action  (p). 

In  a  case  where  the  Court  of  Appeal  refused  an  applica- 
tion by  the  defendant  to  expunge  the  plaintiffs'  marks, 
partly  on  the  groimd  that  the  defendant  was  a  deliberate 
infringer,  they  declined  to  give  the  plaintiffs  a  certificate 
imder  the  section  (q). 

The  order  granting  a  certificate  is  not  appealable  (r). 
Similar  considerations  govern  the  grant  or  refusal  of 
costs  in  respect  of  the  application  to  rectify  the  register  by 
expunging  or  varying  the  registration  of  the  plaintiff's 
mark,  which  is  an  ordinary  incident  of  the  defence  in  an 
action  for  infringement.    The  usual  practice  is  to  give  the 


(n)  Act  of  1888,  sect.  18. 

(o)  See  Edmnnds  on  Patents, 
pp.  329  et  seg,  and  487. 

{p)  Benjamin  EdgingtoHj  Ld,  v. 
John  Edgington  ^  Co.,  6  R.  P.  C. 
613 ;  61  L.  T.  323  (1889),  Kaj,  J. 


{q)  Faine  f  Co.  y.  DanieUt  and 
Sons'  JBrewerieg,  (1893)  2  Ch.  667 ; 
10  R.  P.  C.  217,  cited  p.  313. 

(r)  JIaslam  f  Co,  y.  naO^  6 
R.  P.  0.  144  (1888),  0.  A. 
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^ftKcant  costs,  if  he  succeeds  (a) ;  but  if  the  application  is 
nuule  for  the  purposes  of  the  action  by  the  defendant, 
aad  it  is  doubtful  whether  he  is  not  acting  fraudulently, 
the  costs  may  be  reserved  till  the  trial  {f)y  or  may  be 
loosed  (ti). 

8.  Appeal. 

In  a  case  where  the  defendant  desired  to  appeal  against  Appeal 
aa  mterim  injunction  which  the  plaintiff  had  obtained,  ^^^^^^ 
the  Court,  on  his  application,  and  on  the  ground  that 
the  continuance  of  the  injunction  would  do  irreparable 
damage  to  his  business,  advanced  the  case  to  the  head  of 
theli8t(a?). 

An  application  to  stay  a  new  trial  ordered  to  take  place  Stay  of  order, 
by  the  Court  of  Appeal,  pending  an  appeal  against  the 
order  to  the  House  of  Lords,  was  refused  in  JEdge  v. 
Joknwn(y). 

In  Burgess  v.  Burgess  {%),  delay  for  five  months  in  Barred  by 
^ypealing  against  an  order  for  an  interim  injimction,  ^^J- 
▼here  the  plaintiff  was  appellant,  seeking  to  have  the 
aoope  of  the  order  enlarged,  was  held  to  be  a  bar  to  the 
appeal 

If  an  appeal  is  brought,  and  the  defendant  succeeds,  Non-snit. 
judgment  is  entered  in  his  favour,  not  a  non-suit  {a) ;  but 
fte  Court  of  Appeal,  in  dismissing  the  plaintiff's  action, 
inay  reserve  to  him  liberty  to  sue  again  in  respect  of  any 
part  of  his  claim.  This  course  was  adopted  in  an  action 
vhere  the  plaintiff  sought  to  raise  a  new  case  of  ^^  passing 

(i)  EuihariM  y.  BuUher,  (1891)  2  (y)  9  R.  P.  C.  134  (1892). 

(1.522;  8  R.  P.  0.  37,  Kay,  J.  {z)  3  De  G.  M.  &  Q.  896 ;  22 

(0  OumaOW  Tm,,  6  B.  P.  C.  L.  J.  Ch.  675  (1863),  L.JJ.    So 

4(7;  68   L.   J.  Ch.  782  (1889),  9!\Bom  Be  Palmer's  Applieation,  22 

Kath,  J.  C.  D.  88  (1882),  0.  A.,  where  the 

(v)  Ptrry-Ikms'  Tm.,  6  B.  P.  0.  Court  had  decided  against  a  pre- 

^  (1888),    Kaj,    J. ;    Bradley's  liminary  objection.     The  time  for 

Tm.,   9   B.    P.    C.    206    (1892),  appealing  against  an  interlocutory 

(3dttf,  J.    See  farther  Chap.  XI.,  order  is  now  fourteen  days.    Bules 

p.  244.  of  1893,  O.  68,  r.  16a. 

(x)  Laxenby  y.  While,  L.  B.   6  (a)  Pinto  y.  Badfnan,  8  B.  P.  C. 

Ch.  89  (1870),  Jamefl,  L.J.  181  (1891),  C.  A. 

bb2 
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Fleadiiigs. 


FonnB  in  the 
Rules  of  the 
Supreme 
Court. 


ofE,"  not  Bet  up  by  the  pleadings,  at  the  trial,  and  was  not 
allowed  to  proceed  with  it  {b), 

9.  Practice. 

There  are  no  rules  as  to  pleadings  which  are  peculiar  to 
actions  for  the  infringement  of  trade-marks  (bb) ;  all  that  is 
necessary,  therefore,  is  that  the  statement  of  daim,  defence, 
and  reply,  if  any,  in  any  such  action,  shall  respectively 
contain  a  statement,  in  a  summary  form,  of  the  material 
facts  upon  which  the  party  pleading  relies  for  his  claim  or 
defence  (c),  giving  particulars  of  the  frauds,  if  fraud  is 
alleged  (ti?).  What  are  material  facts,  having  regard  to 
the  circumstances  of  the  case,  may  be  gathered  from  the 
statement  of  substantive  law,  given  in  the  earlier  part  of 
the  present  chapter. 

The  forms  provided  by  the  appendices  to  the  Supreme 
Court  Rules,  are  set  out  below.  They  are,  when  applicable, 
and  when  they  are  not  applicable  forms  of  a  like  character, 
and  as  near  as  may  be  to  them,  to  be  used  for  all 
pleadings ;  and,  where  they  are  applicable  and  sufficient, 
any  longer  forms  are  to  be  deemed  prolix,  and  the  costs 
occasioned  by  such  prolixity  are  to  be  disallowed,  or  to 
be  borne  by  the  party  so  using  the  same,  as  the  case 
may  be  (e). 

Indorsement  on  the  writ. 

The  plaintiff's  claim  is  for  damages  for  wrongfully 
using  (or  imitating)  the  plaintiff's  fcrade-mark. 

Statement  of  claim. 

(1.)  The  defendant  has  infringed  the  plaintiff's 
trade-mark. 

(2.)  The  trade-mark  is  (cfe^mie  tY).   {If  the  plaintiff 


{b)  Native  Ouano  Co.  ▼.  Sewage 
Manure  Co,,  8  R.  P.  C.  125  (1888), 
C.  A.  and  H.  L. 

{bb)  Sect.  9  of  the  Merchandise 
Marks  Act,  1887,  provides  that  in 
any  pleading,  proceeding,  or  dooa- 
ment  in  which  any  trade-mark  or 
forged  trade-mark  is  intended  to 
he  mentioned,  it  ahall  he  sufficient, 


without  farther  description  and 
without  any  copy  or  facsimile,  to 
state  that  trade-mark  or  forged 
trade-mark  to  he  a  trade-mark  or 
forged  trade-mark. 
(e)  0.  19,  r.  4. 

(d)  0.  19,  r.  6. 

[e)  0.  19,  r.  6. 
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is  not  the  original  proprietor  of  the  trade-markj  show 
shortly  how  his  title  is  derived,) 

(3.)  The  following  acts  are  complained  of,  viz. : — 
{Set  them  out.) 

The  plaintiff  claims  an  injunction  to  restrain  the 
defendant,  his  servants  and  agents,  from  in- 
fringing the  plaintiff's  said  trade-mark,  and 
in  particular  from  {stating  any  particular  injunc* 
tion  sought). 
The  plaintiff  also  claims  an  account  or 
damages  (/). 

Defence. 

(1.)  The  trade-mark  is  not  the  plaintiff's. 

(2.)  The  alleged  trade-mark  is  not  a  trade-mark. 

(3.)  The  defendant  did  not  infringe. 

It  will  be  observed  that  the  form  of  statement  of  claim 
here  given  does  not  comprise  an  allegation  that  the  plain- 
tifPs  trade-mark  has  been  registered,  or  that  sect.  77  of  the 
Act  has  been  otherwise  complied  with;  but  such  an  allega- 
tion is  certainly  proper,  and,  it  is  submitted,  necessary. 

Some  more  elaborate  and  detailed  forms  are  given  in  the 
Appendix  (^). 

The  ordinary  rule  (A)  that  the  parties  must  state  the  Particulars. 
facts  upon  which  they  rely  and  which  they  pleeid  in  their 
pleadings,  or  in  particulars  separately  delivered,  with  suffi- 
cient particularity  to  prevent  their  opponents  being  taken 
by  surprise  at  the  trial,  applies  to  trade-mark  cases. 

So  where  a  plaintiff  alleged  that  the  defendant's  mark 
was  calculated  to  induce,  and  had  in  fact  induced,  divers 
persons  to  purchase  the  defendant's  preparation  as  and  for 
the  goods  of  the  plaintiff,  he  was  ordered  to  give  particulars 
of  the  divers  persons  referred  to  {i). 

(J)  Bulee  of  the  Supreme  Court,  and  7  in  the  Annual  Practice. 

Appendix  C,  sect.  6,  Form  6.  (•)  Humphries    v.    Taylor   Drug 

(^)  Pages  643  et  seq.  Co.,  39  C.  D.  693  ;  6  R.  P.  0.  687 

(A)  See  the  notes  to  O.  19,  rr.  6  (1888),  Kekewich,  J. 
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Orders  for 
discovery  in 
trade-mark 
cases  modified 
to  prevent 
abuse. 


Disolosnre 
of  sales. 


DifMSoyery. 

The  ordmary  rules  {k)  governing  disoovery  alflo  apply  to 
trade-maxk  actions  (/). 

But  a  process  which  enables  a  rival  trader  to  extract 
from  his  opponent  information  concerning  his  customers, 
his  trade,  and  his  mode  of  doing  business,  is  extremely 
likely  to  be  abused,  and  in  cases  where  a  large  trade-mark 
business  is  affected,  even  the  ordinary  order  for  discovery 
of  documents  upon  oath  may  be  very  oppressive  (m).  The 
Court,  therefore,  will,  upon  a  proper  case  being  shown, 
modify  the  ordinary  orders  so  that  they  shall  occasion  no 
more  inconvenience  to  the  party  to  whom  they  are  directed 
than  is  necessary  to  ascertain  the  rights  of  his  opponent. 

Thus,  in  Carver  v.  Finto  Leite  (n),  it  was  held  that  the 
defendants,  in  a  suit  for  infringement,  who  had  been 
ordered  to  file  an  affidavit  of  documents  and  to  produce 
the  documents  in  the  ordinary  way,  ought  not  to  be 
ordered  to  disclose  the  names  of  customers,  or  of  persons 
to  or  from  whom  letters  referring  to  the  matters  in  issue 
were  sent  or  received,  inasmuch  as  such  discovery  might 
be  used  in  a  manner  prejudicial  to  the  defendants  in  their 
trade,  and  was  not  likely  to  assist  the  plaintiffs  in  making 
out  their  case  at  the  hearing. 

Discovery  in  regard  to  the  sales  effected  by  the  defen- 
dant under  the  disputed  mark  is  not,  in  general,  where  the 
infringement  is  denied,  material,  imtil  the  fact  that  the 


{k)  0.  31.  The  Merchandise 
Marks  Act,  1887,  provides  that 
nothing  in  that  Act  shall  entitle 
any  person  to  refuse  to  make  a 
complete  disoovery,  or  to  answer 
any  question  or  interrogatory  in 
any  action :  sect.  19. 

(0  Orr  V.  Diaper,  4  C.  D.  92 
(1876),  Hall,  V.-C,  demurrer  to 
an  action  for  disoovery  against 
shippers,  brought  in  aid  of  an  in- 
tended action  against  the  con- 
signors, dismissed. 


(m)  Wilk'  Tm*.,  (1892)  3  Ch. 
201 ;  10  B.  P.  0.  269,  G.  A. 

(n)  L.  B.  7  Ch.  90  (1871),  C.  A. 
See  also  Benbow  v.  Low,  16  C.  D. 
93  (1880),  O.A. ;  and  The  Attorney- 
General  v.  The  North  Metropolitan 
Tramways  Co.,  (1892)  3  Ch.  70, 
Nortjh,  J.  Full  disoovery  was 
ordered  in  Jlowey.  MeKeman,  30 
Beav.  647  (1862),  Bomilly,  M.B., 
where  the  defendant  was  charged 
with  advertising  himself  as  the 
plaintiff*s  agent  after  the  agency 
was  determined. 
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mad:  is  an  infringgment  of  the  plaintifE's  rights  has  been 

decided  (o) ;  but  where  the  giving  of  an  aooonnt  would  Duwovery  in 

oooasion  little  trouble  to  the  defendant,  and  might  enable  ^  Moo^t^ 

the  plaintiff  to  get  final  judgment  at  the  trial,  without 

further  inquiry,  the  judge,  in  his  disoretion,  might  order 

it  to  be  given  (o).    In  a  ease  where  the  questions  of  fact 

had  been  ordered  to  be  tried  by  a  jury,  suoh  disooveiy  was 

refofled,  before  the  trial,  on  the  ground  that  the  plaintiff 

had  not  elected  whether  to  claim  damages  or  an  account 

of  profits  if  he  succeeded  (p).    After  an  account  of  profits 

has  been  directed,  discovery  of  the  names  of  the  persons 

to  whom  the  marked  goods  were  sold,  or,  if  this  cannot  be 

had,  goods  which  the  accounting  party  cannot  swear  were 

not  marked  with  the  objectionable  mark  were  sold,  may  be 

ordered  (j). 

Inspeetion,  Ac. 

The  Court  or  a  judge  has  wide  powers,  imder  Ord.  50, 
r.  3,  to  make  any  order  for  the  detention,  preservation,  or 
inBpection  (r)  of  any  property  or  thing,  being  the  subject 
of  litigation,  and  to  authorize  any  persons  to  enter  upon  or 
into  any  land  or  building  in  the  possession  of  any  party  to 
the  Utigation,  and,  for  all  or  any  of  the  purposes  aforesaid, 
to  authorize  any  samples  to  be  taken,  or  any  observation 
to  he  made,  or  experiment  to  be  tried,  which  may  be 

(o)  Bmbow  y.  Xotr,  16  C.  D.  93  tion.    As  to  the  powers  of  justices 

(1880),  0.  A.      See  also  0.    31,  to  issue  search  warrants  for  goods 

r.  20,  and  the  note  in  the  Annual  by  means  of  or  in  relation  to  whioh 

Ptictioe  thereon.     And   for   the  an   offenoe   has   been    committed 

decuums    in    patent     oases,    see  under  the  Merchandise  Marks  Act, 

Edmunds  on  Patents,  p.  808,  and  1887,  see  sect.  12of  that  Act,  p.  620. 

Ik  la  Bm  y.  Diekimon,  3  E.  &  J.  A  person  charged  with  an  offence 

S88  (1857).  under  the  Act  may  find  it  necessary 

[p)  FtnmMtff  y.  Clarky  37  0.  D.  to  show  that  "  on  demand  made  by 

184  (1887),  Kay,  J.,  and  G.  A.  or  on  behalf  of  the  prosecutor  he 

(f)  The  Leather  Cloth  Co.,   Ld.  gave  aU   the  information   in  his 

▼.  Sinehfeld,   1    H.    &   M.    295  power  with  respect  to  the  persons 

(1863),  Wood,  v.  -C.  from  whom  he  obtained  such  goods 

(r)  Sect.    21    of    the    repealed  or  things  "  ;  sect.  2  (2),  and  sect.  6. 

ICetchandise  Marks  Act  of   1862  See  Book  11.,  pp.  602,  609,  and 

gftTe  jurisdiction  to  order  inspeo-  511. 
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neoessarj  or  expedient  for  the  purpose  of  obtaining  fall 
information  or  evidenoe. 

Under  this  power  the  Court  oould,  for  instance,  authorize 
the  plaintiff  to  inspect  goods  npon  which  he  showed  rea- 
sonable grounds  for  suspecting  that  a  mark  infringing  his 
mark  had  been  placed  {s). 

The  application  is  made  in  the  Chancery  Division  by 
motion  or  summons ;  in  the  Queen's  Bench  Division  by 
summons  {t). 
Documents  Production  and  inspection  of  copies  of  the  trade-marks 

the^^ea^gB,  ^^  ^^  other  documents  which  are  referred  to  in  any  of  the 
&o-  pleadings  or  affidavits  of  any  of  the  parties  in  a  case,  may 

be  obtained  by  giving  notice  in  writing  to  such  party  to 
produce  them,  imless  some  cause  or  excuse  for  not  com- 
plying with  the  notice  is  shown,  which  the  Court  or  judge 
deems  sufficient  (u). 

Evidence. 

The  oomp-  The  registration  of  the  plaintiff's  mark,  or  the  refusal  to 

Sficate*^"    register  it,  is  proved  by  the  production  of  a  certificate 
sealed  copies    under  the  hand  of  the  comptroller,  and  the  actual  terms  of 
gister.    *        the  registration,  and  proof  of  the  mark  itself  as  it  is  regis- 
tered, are  shown  and  given  by  the  production  of  an  extract 
or  copy  from  the  register  certified  by  the  comptroller  and 
sealed  with  the  seal  of  the  Patent  Office  (x). 

The  request  for  the  certificate  should  be  made  to  the 
comptroller  in  writing,  stating  for  what  purpose  it  is 
required,  in  the  form  given  in  the  schedule  to  the  rules  (j/). 
It  may  be  sent  by  post  (s).  The  fee  for  a  certificate  for 
use  in  legal  proceedings  is  one  pound. 

(«)  Such  inspection  is  frequently  Chitty,  J.    The  learned  judge  re- 
authorized in  patent  cases.     See  fused  to  order  barrels  branded  with 
Edmunds  on  Patents,  p.  307  ;  and  the  mark  to  be  produced.    See  also 
J!reilson  v.   BetU,  L.  R.  5  H.  L.  With*  Tnu.,  above,  p.  242. 
p.  11,  per  Lord  V^Testbury.  (x)  Sect.  88,  Rule  52,  Chap.  IIT., 

(0  See  the  Annual  Practice  notes  p.  67. 
to  0.  60,  rr.  3  and  6.  (y)  Rule  60,  Form  S.,  p.  614. 

(«)  0.    31,    r.    15.      Smith    v.  [z)  Sect.  98. 

Barria,    48    L.    T.    869    (1883), 
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BjMct.  89— 

"Printed  or  written  copies  or  extracts,  purporting  Coijies  of  the 
to  be  certified  by  the  comptroller,  and  sealed  with  the  "^    ' 
seal  of  the  Patent  Office,  of  or  from  (patents,  specifica- 
tions, disclaimers,  and  other  documents  in  the  Patent 
Office,  and  of  or  from)  registers  and  other  books  kept 
there  shall  be  admitted  in  evidence  in  all  Conrts  in 
her  Majesty's    dominions,  and   in  all  proceedings, 
without  further  proof  or  production  of  the  originals." 
And  by  sect.  96 — 

"  A  certificate  purporting  to  be  under  the  hand  of  ComptpoUer'a 
the  comptroller  of  any  entry,  matter,  or  thing  which  ^    ' 

he  is  authorized  by  this  Act,  or  any  general  rules 
made  thereunder,  to  make  or  do,  shall  be  primA  facie 
evidence  of  the  entry  having  been  made  and  of  the 
contents  thereof,  and  of  the  matter  or  thing  having 
been  done  or  left  undone." 
This  section  corresponds  to  sect.  8  of  the  Act  of  1875. 
The  registered  mark  is,  in  practice,  usually  shown  by 
the  production  of  a  copy  of  the  advertisement  in  the 
Trade-Marks  Journal,  leading  to  its  registration,  and  this 
is  generally  accepted  as  sufficient. 

Where  the  mark  is  registered,  and  the  plaintifE  is  the  Proof  of  title 
registered  proprietor,  proof  of  the  registration,  and  of  the  pr<^rietor; 
identify  (if  any  question  as  to  this  is  raised)  of  the  registered 
proprietor  with  the  plaintifE  is  primd  fade  evidence  of  the 
plaintiff's  right  to  the  exclusive  use  of  the  mark,  and,  after 
five  years  from  the  date  of  the  application  for  registration, 
is  conclusive  evidence  of  his  right,  until  the  registration  is 
annulled  upon  an  application  under  sect.  90  {a). 

If  the  plaintifE  claims,  by  devolution  or  assignment,  of  title  by 
thiough  the  registered  proprietor,  he  must  prove  the  devo-  ^?^™®'**> 
lution  or  assignment  by  giving  the  proper  evidence  of  the 
fccts  which  efEect  it,  and  must  prove  in  the  same  way 
that  the  goodwill  of   the  business  concerned    has  also 
devolved  upon  or  been  assigned  to  him  (J). 

(«)  Sects.  75  and  76.    See  above,  {h)  Sect.  70,   Chap.  XIIL,  p. 

p.  304.  272. 
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of  infringe-         The  infringement  most  be  proved  hy  showing  that  the 
™^  '  defendant,  hifi  servants,  or  agents,  have  dealt  in,  or  threaten, 

or  are  about  to  deal  in  goods  of  the  kind  to  whioh  the 
plaintifi's  trade-mark  rights  extend,  in  sooh  a  manner  as 
to  infringe  his  trade-mark  (<?). 
of  probabiliiy       The  nature  of  the  evidence  whioh  should  be  adduoed  to 
®°^  ^'    satisfy  the  Court  that  the  defendant's  mark  has  such  a 
resemblanoe  to  the  plaintifi's  as  to  be  oaloulated  to  deoeive, 
has  abeady  been  discussed  (c^.    It  has  been  shown  that 
the  Court,  in  general,  attaches  little  weight  to  the  mere 
statements  of  opinion  by  persons  who  are  called  as  expert 
witnesses,  or,  as  Pry,  L.J.,  put  it,  in  Turton  v.  Turton  («), 
as  '^  compurgators,"  to  say  that  they  think  there  is  no 
probability  of  deception. 
The  regis-  In  Orr-JEmng  v.  Johnston  {/),  Ery,  J.,  held,  that  the 

aronotevi-  books  kept  by  the  registrar  of  trade-marks  were  not 
denoe  that  a  evidence,  in  an  action  for  infringement,  to  show  that  marks 
pubiidjurU.  like  the  plaintifi's  mark  were  in  common  use  and  had  been 
refused  registration,  and  that  the  plaintifi's  mark  was 
consequently  jpw6/eW  juris.  The  books  were  only  evidence, 
the  learned  judge  held,  that  other  persons  had  made 
claims.  Certified  copies  of  entries  on  the  register  are, 
however,  evidence  of  such  entries,  and  if  they  show  that 
three  or  more  marks  other  than,  but  similar  to,  the 
plaintifi's  have  been  registered  for  the  same  goods,  that 
would,  it  is  submitted,  be  evidence  that  the  mark  is  a 
conmion  mark  (g). 

(o)  Ante,  p.  806.  188  (1874),  Hall,  V.-O. 

(0)  Ahove,  p.  314,  and  Chap.  X.,  (/)  13  C.  D.  at  p.  442  (1879). 

p.  186.  (^)  See  the  <  <  Three  Marks  Bule," 

(*)  42  C.  D.   149  (1889).     See  Chap.  X.,  p.  177. 
also  Cope  y.  Evane,  L.  B.  18  Eq. 
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Foundation  of  Ix  is  an  actionable  wrong  for  the  defendant  to  represent, 
e  ao  on.  £^^  trading  purposes,  that  his  goods  or  business  are  the 
goods  or  business  of  the  plaintiff,  either  by  direct  state- 
ments, or  by  using  any  of  the  badges  by  which  the  goods 
of  the  plaintiff  are  known  to  be  his,  or  any  badges  colour- 
ably  resembling  these,  in  connection  with  goods  of  the 
same  kind,  not  being  the  goods  of  the  plaintiff,  in  such 
manner  as  to  be  calculated  to  cause  the  goods  to  be  taken 
by  ordinary  purchasers  for  the  goods  of  the  plaintiff.  Pro- 
vided that  the  defendant  may  honestly  trade  under  his  own 
name,  or  under  the  names  of  the  members  of  his  firm,  and 
may  honestly  describe  his  goods,  and  their  place  of  origin, 
manner  of  manufacture,  and  other  characteristics  in  the 
ordinary  terms  current  in  his  trade. 
Compwiflon  The  action  to  restrain  the  defendant  from  passing  off 
tion  for  the      his  goods  as  the  goods  of  the  plaintiff,  is  obviously  the 
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generalized  form  of  the  action  to  restrain  the  infringement  infri^wnent 

of  a  trade-mark  (a) ;  and  the  old  principles  from  which  mark. 

the  latter  action  grew  up,  are  still  recognized  and  put  into 

force  by  the  Courts  (4).    The  action  for  infringement  has 

been  specialized,  and  the  proof  of  the  plaintiff's  case  in  it 

greatly  facilitated  and  simplified  by  the  registration  of 

trade-marks  and  the  provisions  of  the  Acts ;  but  the  plain- 

tiflPs  trade-mark,  although  the  most  important,  is  only  one 

of  the  badges  by  which  his  trade  or  his  goods  are,  or  may  be, 

identified  with  him ;  and  it  is  equally  a  wrong,  according 

to  the  principles  laid  down  in  the  judgments  quoted  in  the 

Introduction,  and  in  the  cases  last  cited,  to  imitate  or  copy 

any  of  the  others — his  trade-name  or  the  get-up  of  his 

goods,  for  instance — so  as  to  damage  his  trade  by  passing 

oS  other  goods  as  his,  or  by  leading  his  customers  to 

suppose  that  there  is  a  connection  between   such  other 

goods  and  his,  which  does  not  in  fact  exist  (c). 

In  a  trade-mark  action  the  plaintiff  must  prove  his  title 
to  the  mark  he  claims,  that  it  is  registered  as  his  mark  or 
as  the  mark  of  his  predecessor  in  business,  or  that  sect.  77 
has  been  otherwise  complied  with,  and  that  the  defendant 
has  infringed  the  mark  {d).  And,  generally,  proof  of  the 
legistration  is,  at  least  primd  faciei  proof  of  title  also. 
Farther,  if  the  mark  has  been  actually  or  substantially 
copied,  that  constitutes  an  infringement,  although  it  is 
not  shown  that  the  copy  is  calculated  to  deceive  (e).  In 
a  passmg  off  action  the  plaintiff's  case  is  very  similar  to 
this,  but  registration  forms  no  part  of  it,  and  the  plaintiff 
must  prove  by  direct  evidence  that  the  conduct  of  the  defen- 
dant is  calculated  to  pass  off  the  defendant's  goods  as  his ; 
and  to  do  this,  he  must  show  either  that  the  defendant  has 


[a)  See  Chap.  I.,  pp.  6  and  13,  35 ;  (1891)  A.  0.  217 ;  8  B.  P.  C. 

ud  Chap.  XY.,  p.  297.  361,  (Stone  Ales). 

[h)  See  Chapters  I.  and  11.    Ze$  {e)  See  Borthwiek  y.  The  Evening 

y.SaUy,  L.  B.  5  Ch.  166  (1869),  Foet,  37  C.  D.  449  (1888),  Kay,  J., 

Xtlins,  y.-C,  and  Giffard,  L.J. ;  and  C.  A.,  cited  below,  p.  403. 
SmnvUle  y.  Sehembri,  12  App.  Oas.  (d)  See  the  last  Chapter. 

483;  4  B.  P.  C.  179  (1887)  P.  C. ;  (e)  See  p.  312. 

Mtntgomer^  v.  ThMtpeonf  41  0.  D. 
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Wliere  trade- 
mark action 
fails,  passmg 
off  action  maj 
Buooeedon 
the  same 
evidence. 

The  two 
actions  are 
frequently 
combined. 


Sect.  77 
affords  no  bar 
toapassing 
off  action. 


aotuallj  represented  that  his  goods  or  business  are  those 
of  the  plaintiff,  or — and  this  is  the  oommon  case — ^that 
he  has  used  certain  symbols  or  badges  in  connection  with 
his  goods  or  business,  which  are  reputed  in  the  market 
to  import  that  the  goods  or  business  in  connection  with 
which  they  are  used  are  the  plaintLEE's  goods  or  business. 
A  plaintiff  may,  therefore,  faQ  to  make  out  a  case  of 
infringement  of  trade-mark  rights  by  failing  to  proye 
his  title  to  the  trade-mark,  or  its  registration,  or  that  its 
registration  extends  to  the  goods  (/),  or  to  all  of  the 
goods  ({7),  in  question,  or  because  the  registration  is 
ordered  to  be  expunged  (A),  and  may  yet  show  that  by 
imitating  the  mark  claimed  as  a  trade-mark,  or  otherwise, 
the  defendant  has  done  what  is  calculated  to  pass  off  his 
goods  as  those  of  the  plaintiEP.  It  follows  that  a  case  of 
**^  passing  off  "  is  generally  added  as  a  second  string  to  an 
action  for  infringement,  and  is  frequently  successful  where 
the  trade-mark  action  proper  breaks  down  (t). 

The  Acts,  and  in  particular  the  definition  sections  and 
the  sections  barring,  in  certain  events,  proceedings  to 
prevent  or  to  recover  damages  for  the  infringement  of 
unregistered  trade-marks  (k),  seem  to  have  been  un- 
doubtedly intended  to  limit  and  define  the  classes  of 
symbols  which  could  be  appropriated  as  trade-marks,  to 
restrict  the  latitude  of  choice  of  trade-marks  which  existed 
before  1875  (/),  and  to  make  registration  a  condition  pre- 


(/)  Sort  y.  Colley,  44  0.  D.  193 ; 

7  R.  P.  C.  93  (1890),  North,  J. 

(^)  Jay  V.  Zadier,  40  0.  D.  649 ; 
6  R.  P.  G.  136  (1888),  Eekewich,  J. 

{h)  Lever  y.  Goodwin,  36  0.  D. 
1 ;  4  R.  P.  0. 492  (1887),  Chitty,  J., 
and  C.  A. ;  Montgomery  v.  Thomp- 
eon,  41  0.  D.  85 ;  (1891)  A.  0.  217; 

8  R.  P.  C.  301,  C.  A.  and  H.  L. 
(i)  See  the  cases  cited  in  the  last 

three  notes.  Barber  y .  Manieo,  1 0  R. 
P.C.98(1893),A.L.Smith,  J.;  and 
the  judgment  of  Lindley,  L.J.,  in 
Seddaway  ^  Oo,  y.  JBentham  Kemp 
l^fUming  Oo,,  (1892)  2  Q.  B.  689 ;  9 


R.  P.  0. 603,  C.  A.,  (Camel  SairBeU- 
ing,)  See  also  Compania  General  de 
Tobaeot  y.  Sehder,  6  R.  P.  O.  61 
(1887),  Kaj,  J.,  and  (Mrtie  and  Har- 
vey  y.  Fape,  6  R.  P.  0.  146  (1887), 
North,  J.,  vhere  the  trade-mark 
questions  were  left  nndecided. 

{k)  Act  of  1875,  sect.  1 ;  Act  of 
1883,  sect.  77;  see  Chap.  XTT., 
pp.  255  et  eeq. 

(0  See  the  judgment  of  Cotton, 
L.J.,  in  Van  Duzer'i  Tm.,  34  C.  D. 
p.  634  ;  4  R.  P.  C.  31  (1887) ;  and 
aboye,  p.  263. 
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cedent  to  all  litigation  in  respect  of  subsequently  aoquired 
trade-marks  oorresponding  to  the  trade-mark  cases  before 
{he  Aois ;  but  this  intention  was  not  clearly  expressed,  and 
the  Acts  have,  in  consequence,  been  construed  so  as  practi- 
cally to  leave  a  plaintifi  in  possession  of  all  the  rights  he 
iroald  have  had  if  they  had  not  been  passed,  while  greatly 
facilitating  the  protection  of  such  trade-marks  as  may  be 
and  are  properly  registered. 

As  the  oases  cited  above  show,  it  is  no  bar  to  an  action 
fer  passing  off  that  the  trade-name,  get-up,  or  any  other 
of  the  badges  identified  with  the  plaintiff,  which  are  alleged 
to  have  been  copied  or  imitated  by  the  defendant,  might 
haTe  been,  but  are  not,  registered  under  the  Acts  as  trade- 
siarks  (m),  even  though  the  evidence  is  wholly  addressed 
to  what  may  be  a  mark  capable  of  registration  (n) .  Judges 
hare  even  referred  to  such  unregistered  marks  as  '^  common  Common  Uw 

law  trade-marks  "  (n).  trade-marka. 

Bat  a  plaintiff  who  has  raised  no  issue  upon  his  plead-  New  case  of 
iDgB  except  in  regard  to  the  infringement  of  his  trade-mark,  ^^^^*^^ 
has  been  refused  leave  to  amend  his  claim  at  the  trial,  so  raised  at  the 
as  to  start  a  fresh  case  of  *^  passing  off  "  in  order  to  save 
his  addon  (o).     In  the  case  first  cited  in  the  note,  however, 
leave  was  reserved  to  the  plaintiffs  to  bring  a  fresh  action 
to  restrain  the  defendants  from  passing  off  their  goods  as 
the  plaintiffs'.    If  a  charge  of  fraud  is  to  be  made  at  the 
trial,  it  is  essential  that  it  should  be  put  forward  clearly 
and  prominently  on  the  pleadings  (p). 

Passing  off  oases  are  usually  cases  of  deliberate  and 

(m)  See    aboye,    Chap.    XII.,  B.   P.    C.    125  (1887),  Kay,  J., 

p.  266,  and  Or$al  Tower  Street  Tea  C.   A.    and   H.    L.     Leave  was 

C^i.  Langford  ^  Co.,  6  "R.  T.  C.  granted,  the  defendants  not  object- 

M  (1887),  Stirling,  J.  ing,  in  Jay  y.  Zadler,   40  G.  D. 

{n]  neddmoay  ^  Co.  y.  Bentham  649;  6  B.  P.  G.  136  (1888),  Keke- 

Smp  Spmning  Co,,  (1892)  2  Q.  B.  wioh,  J. ;  and  also  in  Barber  v. 

^9;  9B.P.  G.  603,Lindley,  L.J;  Manieo,  supra,  where  the  defen- 

i»htr  Y.  Manieo,  10  B.  P.  G.  93  dants  raised  the  objection. 


A.  L.  Smith,  J.  (p)  Leahy,  Kelly  and  Leahy  y. 

(o)  Xative  Guano  Co.  y.  Sewage      Glover,   10  B.  P.  G.   141   (1893), 
MtMtre  Co.,  4  B.  P.  G.  478;    8      H.  L. 
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intentional  migrepresentation,  and  they  have  been  lefened 
to  in  many  reported  judgments  even  in  reoent  oases,  in 
which  the  attention  of  the  Court  was  not  directed  to  the 
pointy  as  though  fraud  were  a  necessary  element  of  the 
right  of  action ;  but  it  is  well  settled  that  this  is  not  the 
case  (g).  Proof  that  the  defendant  intended  to  deceive,  if 
his  conduct  is  shown  to  be  calculated  to  pass  off  his  goods 
as  those  of  the  plaintifF,  or  to  cause  them  to  be  so  passed 
off,  is  no  more  necessary  than  in  an  action  for  infringe- 
ment (r).  And  if  it  were  necessary,  it  would  be  sufficient 
evidence  of  fraud  to  show  that  the  defendant  continued,  or 
sought  to  continue,  to  use  the  deceptive  badges  or  descrip* 
tions,  after  the  danger  of  mistake  arising  from  their  use 
had  been  brought  to  his  notice  («).  For  it  has  never  been 
held  that  innocent  inception  is  a  defence  (t). 

It  is  obvious,  therefore,  that  a  trader  has  much  the 
same  right  in  respect  of  his  trade-name,  the  get-up  of  his 
goods,  and  aU  the  other  distinctive  badges  and  descriptions 
by  which  goods  are  known  to  be  his,  as  he  has  in  respect 
of  his  trade-marks,  although  the  latter  right  is  called  a 
right  of  property,  and  the  former  is  commonly,  but  not 
invariably  (w),  denied  that  title  {x).  There  are,  however, 
important  practical  differences  between  the  two  rights.     A 


{q)  Singer  Manufacturing  Co,  v. 
Wihmy  3  App.  Cas.  376  (1877), 
Cairns,  L.C.,  cited  above,  p.  14 ; 
Johnston  y.  Orr^JEwing,  7  App.  Cas. 
219  (1882) ;  Singer  Manufacturing 
Co.  T.  Loog^  8  App.  Cas.  15  ;  Redda- 
way  Y.  Beniham,  (1892)  2  Q.  B. 
639 ;  9  R.  P.  C.  503,  C.  A. ;  and 
see  the  judgments  of  Cotton,  L.J., 
in  Borthwiek  y.  The  Evening  Foaty 
37  0.  D.  449  (1888),  and  Turion  v. 
Turton,  42  C.  D.  128  (1889),  oited 
below,  p.  421. 

(r)  Chap.  XV.,  p.  316.  This 
rule  seems  to  have  been  too  well 
settled  to  be  disturbed  hj  the 
judgments  in  Derry  t.  Peek,  14 
App.  Cas.  337  (1889),  although  it 


origfinaUy  rested  upon  that  exten- 
sion of  the  action  of  deceit,  and 
analogous  actions  to  cases  where 
there  was  no  intentional  deception, 
which  was  reprobated  in  that  oase. 

(«)  See  p.  317,  above. 

(0  Paine  ^  Co,  v.  Daniells  and 
Sons*  Breweries,  (1893)  2  Ch.  667  ; 
10  R.  P.  C.  217,  0.  A. 

(ti)  Clement  y.  Maddiek,  1  Oiff. 
98  (1869),  Stuart,  V.-C. ;  Borth^ 
wick  y.  The  Evening  Post,  37  C,  D. 
449  (1887),  Kay,  J.,  property  in 
the  name  of  a  newspaper. 

{x)  See  per  Lord  Blackburn,  ia 
Singer  Manufacturing  Co.  v.  JFilson, 
3  App.  Cas.  p.  400. 
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irade-mark,  being  deliberately  assumed  and  invented  as  a 
distinctive  mark  to  identify  the  goods  of  its  proprietor 
because  of  its  supposed  fitness  for  the  purpose,  could  hardly 
be  adopted  by  any  other  trader  for  similar  goods  in  the 
same  market  without  its  use  by  hiTn  being  calculated  to 
deceive.  But  the  other  badges  and  descriptions  referred 
to,  although  by  use  they  may  become  more  or  less  identified 
with  the  trader  who  used  them  first,  or  most  extensively, 
may  have  been  adopted  merely  for  purposes  of  convenience 
or  of  ornament,  and  may  have  been  suggested  by  the  cir- 
cumstances of  the  trade  in  question,  or  of  the  trader 
liimself;  and  the  same  considerations  or  circumstances 
may  suggest  the  use  of  the  same  badges  and  descriptions 
to  others  also,  and  their  use  of  them  will  not  necessarily 
ie  calculated  to  deceive.  The  cases  in  which  a  defendant 
can  plead  an  independent  right  to  the  use  of  badges  or 
d^criptions  which  are  not  trade-marks — for  instance,  to  the 
iise  of  the  same  trade-name  as  the  plaintiff — ^are  much  more 
important  than  the  rare  cases  in  which  he  can  claim  a  right 
to  use  the  trade-mark  of  the  plaintiff  or  a  trade-mark 
dosely  resembling  it  (y). 

It  is  immaterial  to  the  existence  of  the  plaintiff's  right  Inferiority  of 
of  action  that  the  goods  passed  off  as  his  are  as  good  or  g^^^^^^ 
better  than  his  own  (s) ;  but  it  would  seem  that  if  they  J^o*  ^  shown, 
are  not  inferior  no  case  of  damage  by  injury  to  the 
plaintiffs  trade  reputation  could  be  made  out. 

It  will  be  seen  from  the  definition  stated  at  the  begin-  Bules  and 
mng  of  the  chapter,  and  the  comparison  of  the  two  actions  ^rf^^ent 
in  the  preceding  pages,  that  the  rules  and  principles  action  apply, 
collected  in  the  last  chapter,  with  regard  to  the  action  of  ^  S^^g  off 
infringement,  in  general  apply  also  to  the  action  for  action, 
"passing  off,"  substituting  proof  of  repute  for  evidence  of 
title  and  registration.    The  defences  available,  the  relief 

ilf)  Bee  per   Cotton,    L.J.,    in  Sdelttm  t.  Edehten,  1  De  G.  J.  & 

TurtmY.  TurUm,  42  0.  D.  p.  142,  S.  185   (1863),   Weetbury,  L.C.; 

ttd  Chap.  Xy.,  p.  325.  per   Loid    Blaokbnm,    in    Singer 

[t]  Blojkld  ▼.  Fasfne,  4  B.  &  Ad.  Manufacturing  Co,  y.  Zoog,  4  App. 

«0 ;  2 L.  J.  K.  B.N.  8.68(1833);  Cas.  p.  29. 

K.  C  C 
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granted,  and  the  practice  and  procedure  in  both  actions  are 
the  same. 


Nooaaeif 
the  defendant 
believed  that 
his  represen- 
tation was 
true. 


Representa- 
tion that  the 
defendant's 
business  is 
that  of  the 
plaintiff. 

False  pretenoe 
of  a  business 
connection. 


1.  Direct  Misrepresentation  as  to  Bnsiness  or  Goods. 

Where  there  is  a  direct  representation  by  the  defendant 
that  his  own  goods  are  the  goods  of  the  pltdntifi,  by  reason 
of  which  they  are  likely  to  be  sold  or  bought  as  such,  the 
case  presents  no  difficulty. 

Thus,  in  Aimworth  v.  Wahnaley  (a),  it  was  shown  that 
the  defendant  had  sold  certain  spools  of  thread  wound  and 
marked  like  the  plaintiff's  thread,  with  a  representation 
that  it  was  of  the  plaintiff's  make.  The  defendant  asserted 
that  he  had  himself  bought  it  on  a  like  representation, 
which  he  believed,  and  this  assertion  was  not  disproyed. 
The  Vice-Chancellor  accordingly  dismissed  the  suit,  for  if 
the  defendant  in  fact  believed  that  the  thread  was  the  plain- 
tiff's thread,  he  had  committed  no  act  of  which  the  plaintifiE 
could  complain.  Had  he  known  it  was  not,  there  would 
have  been  a  clear  case  for  an  injunction.  "  The  use  (by  one 
manufacturer)  of  the  name  of  another  manufacturer,"  the 
Vice-Chancellor  said,  "  whether  scienter  or  not,  is  an  inter- 
ference with  his  business  which  this  Court  will  interpose  to 
prevent,  on  the  ground  that  the  defendant  is  endeavouring 
to  pass  off  the  goods  of  his  own,  or  somebody  else's,  manu- 
facture, as  the  manufacture  of  the  plaintiff."  But,  he 
added,  "  taking  the  case  most  strongly  against  the  defen- 
dant, it  merely  amounts  to  this,  that  Walmsley  stated  to 
the  purchaser,  *  I  sell  you  thread  which  I  have  bought  of 
Wreford,  but  which  I  know  to  be  Ainsworth's.'  " 

And  cases  in  which  the  defendant  directly  represents 
that  his  business  is  the  plaintiff's  business,  or  a  branch  of 
it,  are  equally  clear  as  soon  as  the  false  representation  is 
made  out. 

A  partner  or  servant  who  has  left  a  well-known  firm 
and  set  up  a  similar  business  of  his  own,  is  entitled  to 


(a)  L.  R.  1  Eq.  618  (1866),  Wood,  V.-C. 


DIRECT  MISREPKESENTATION  AS  TO  BUSINESS  OE  GOODS.  887 

advertdae  his  former  conneotioii  (b),  unless  restrained  from 
doings  80  by  oontraot  with  his  late  partners  or  employers  (c) ; 
bat  lie  must  take  care  to  do  it  so  as  not  to  suggest  that  the 
oonnection  is  still  existing  between  them  and  him  {d)^  or 
that  thej  have  ceased  to  carry  on  business  and  he  is  their 
soocessor  {$). 

And  the  same  rule  holds  good  of  a  trader  who  (/),  or 
wlioae  trustee  in  bankruptcy  (^),  has  sold  the  goodwill  of 
bis  business. 

Thus,  where  the  son  of  the  plaintifE  quitted  his  father's  False  repre- 
employment,  and    described    himself    as  "late  of  107,  ^^SS^fo 
Strand"  (rf),  an  injunction  was  granted  to  restrain  him  bnsmeia. 
from  continuing  to  do  so.    So,  in  Scott  v.  Scott  (A),  a  door- 
plate,  bearing  the  words  "Scott  and  Nixon,  late  Robert  "Late.»» 
and  "Walter  Scott,"  was  held  to  be  a  representation  that 
Walter  Scott  had  retired,  and  that  Scott  and  Nixon  were 
ourying  on  the  business  of  his  old  firm. 

And  in  a  case  where  no  such  connection  as  those  referred 
to  had  ever  existed  between  the  defendants  and  the  plain- 
ti£Es,  but  the  defendants,  having  obtained  a  lease  of  clay  • 
mines  formerly  leased  to  the  plaintiffs,  described  them- 
bbIy^  in  advertisements,  referring  not  only  to  the  mines, 
but  to  certain  works  also,  where  they  carried  on  a  trade 
inTm'IftT  to  that  of  the  plaintiffs,  as  JE,  and  J.  Pearson  (late 
Harpers  and  Moore) ;  the  description  was  held  to  be  a 
representation  calculated  to  lead  the  public  to  believe  that 

(b)  Clark  Y.  Zeaeh,  32  Beav.  14  ;  L.  JJ. ;  and  see  p.  323. 
1  £>e  Q.  J.  &  S.  409 ;  32  L.  J.  Gh.  (e)  See  the  cases  next  cited,  and 

290    (1862),  Bomilly,   M.B.,   and  Zabot4chereY,J)awion,Ij.'R,lZ'Eq. 

Westburj,  L.C.  322  (1872),  Romilly,  M.R. 

{c)   Aa     in     Wblmershatum     v.  (/)  Churton  y.  Bougkuy  Johns. 

(TGmnor,  36    L.    T.    K.    S.   921  174;    28  L.   J.   Gh.    841   (1859), 

(1877);  and  Selby  v.  The  Anehwr  Wood,  V.-C;   FuUwood  v.  Full^ 

l\Ae  Co.,  W.  N.  (1877),  191,  both  wood,  W.  N.  (1873),  93  and  185, 

Baooo,  y.-G.,  where  the  style  and  Kalins,  V.-G.,  and  L.J  J. 
goodwiU  passed,  under  the  articles,  (^)  Hudson  y.  Otbome,  39  L.  J. 

to  one  partner  on  a  dissolution.  Gh.  79  (1869),  James,  V.-G.    See 

{d)  B%rg€9s  y.  Burgess ,  3  De  G.  farther,  as  to  this,  below,  p.  417. 
M.  ft  6.  896 ;  22  L.  J.  Gh.  675  (A)  16  L.  T.  K.  S.  143  (1866), 

(1853),    Kinders^y,    V.-G.,    and  Wood,  V.-G. 
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BeBoription  of 
new  oomer  as 
*' the  old 
establiBhed." 


Fretenoeof 


DeoeptiTe 
oircman. 

Names  oyer 
shops. 

Executing 
orders  in- 
tended for 
the  plaintiff. 


the  plaintlfis,  Harpers  and  Moore,  had  retired  from  busi- 
ness (»),  So  where  the  plaintifi  and  defendant  were 
carrying  on  business  as  rival  dentists  in  the  same  street, 
and,  on  the  expiration  of  his  tenancy,  the  plaintiff  was 
compelled  to  remove,  the  defendant  put  up  a  board 
describing  himself  as  the  '^  old  established  dentist,"  so  as 
to  suggest  that  the  plaintiff  had  removed  to  his  place  of 
business.  An  interim  injunction  would  have  been  granted 
had  the  defendant  not  undertaken  to  put  his  name  yeiy 
conspicuously  upon  the  board  (J). 

Another  description  of  false  representation  of  a  businees 
connection  which  sometimes  comes  before  the  Courts,  is 
where  the  defendant  has  pretended  to  be  agent  for  the  sale 
of  the  plaintiff's  goods  (k). 

The  fraud  is  commonly  effected  by  issuing  misleading 
circulars  or  advertisements  (/),  or  by  placing  the  deceptive 
name  or  title  on  the  facia  over  the  defendant's  shop  (m), 
and  by  opening  and  replying  to  letters  addressed  to,  or 
intended  for,  the  plaintiff,  and  executing  the  orders  con- 
tained in  them  (n) ;  or  some  one  or  more  of  these  devices. 


(t)  Harpers  v.  Fearson,  3  L.  T. 
N.  S.  647  (1860),  cited  p.  302  ; 
Stevens  v.  Faine^  18  L.  T.  N.  S. 
600  (1868),  GifPard,  V.-C. 

(j)  Mallam  y.  Lavis^  3  Times 
L.  E.  221  (1887),  Stirling,  J. 

(k)  Howe  V.  JfcKematiy  30  Bear. 
647  (1862).  Romilly,  M.R.,  (dis- 
covery ordered) ;  Wheeler  and  Wil- 
son Co,  V.  Shakespear^  39  L.  J.  Ch. 
86  (1869),  James,  V.-C,  (injunc- 
tion granted). 

(/)  As  in  Furser  v.  Brainy  17  L.  J. 
Ch.  141  (1848),  Shadwell,  V.-C. ; 
Burrows  v.  Foster,  32  Beay.  18 
(1862),  L.JJ. ;  Oraveley  v.  Win- 
ehester,  Seton,  4th  ed.  267;  Seb. 
Dig.  p.  162  (1867),  Wood,  V.-C, 
(circulars  ordered  to  be  given  up) ; 
Stevens  v.  Fains,  18  L.  T.  N.  S. 
600  (1868),  Giffaid,  V.-C;  Selby 


V.  Anchor  Tube  Co.,  W.  N.  (1877) 
191,  Bacon,  V.-C,  (defendants 
restrained  from  soliciting  or  exe- 
cuting orders  obtained  by  the 
misrepresentations) ;  Mogford  ▼. 
Courtenay,  45  L.  T.  N.  8.  303; 
Vernon  v.  HaUam,  34  C  D.  748 
(1886),  Stirling,  J. 

(m)  Foot  V.  Lea,  13  Ir.  Eq.  484 
(1860),  Smith,  M.B. ;  Burgess  t. 
Burgess,  3  De  G.  M.  &  G.  896  ;  22 
L.  J.  675  (1863),  Kindereley,  V.-C, 
and  L. JJ. ;  Seott  v.  Seott,  16  L.  T. 
N.  S.  143  (1866),  Wood,  V.-C, 
(door  plate) ;  JBbokham  t.  Fottage, 
L.  B.  8  Ch.  91  (1872),  Malins, 
V.-C,  and  L.  J  J. 

(«)  Sehieley,  BraekeU,  11  W.  R. 
796  (1863),  Stuart,  V.-C  ;  Bdgittg- 
ton  V.  EdgingUm,  10  L.  T.  N.  S. 
299  (1864).  Wood,  V.-C,  (a  single 
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In  the  old  case  of  Clark  v.  Freeman  {o)^  Lord  Langdale,  Unautliorized 
lf.R.,  refused  to  restram  the  defendant  from  selling  a  Jl^eof  a 
quack  medicine  as  "  Sir  J.  Clarke's  Consumption  Pills,"  at  non-trader. 
the  instance  of  the  Sir  J.  Clark  referred  to,  who  was  an 
eminent  physician,  on  the  ground  that  the  plaintiff  carried 
on  no  business  in  pill-making,  and  that  the  wrong  done  to 
him  was  a  libel  only,  which  the  Court  of  Chancery  had  no 
juiisdiction  to  restrain  {p).  It  has  always  been  con- 
sidered {q)  that  a  narrow  view  was  taken  of  the  facts  of 
this  case,  as  the  sale  of  pills  imder  a  well-known  doctor's 
name  is  eminently  calculated  to  suggest  that  the  pills  are 
prepared  according  to  his  directions,  and  to  injure  his 
practice  if  they  do  not  meet  with  a  favourable  reception 
by  purchasers  who  are,  or  who  might  become,  his  patients ; 
bat,  in  a  similar  recent  case,  Eay,  J.,  refused  to  treat  the 
older  authority  as  no  longer  law,  at  least,  upon  an  inter- 
locutory application  (r). 

2.  Imitations  of  Trade-Name,  Oet-up,  &c. 

Actions  based  upon  direct  misrepresentation  are  com-  The  name  or 
paratively  rare.     The  plaintiff's  case  more  commonly  is  ^i^  t^oJ^^ 
that  the  defendant  has  copied  or  imitated  the  trade-name,  that  of  the 
or  the  get-up,  or  some  other  badge  or  description  by  which  \^^ 


ihe  plaintiff's  business  and  goods  are  known  to  be  his.  ^^^^?^" 
Where  ihe  charge  is  one  of  indirect  misrepresentation  of  this 
sort,  the  onus  is  cast  upon  the  plaintiff,  in  the  first  place, 
to  show  that  the  things  copied  or  imitated  are  reputed  in 
tiie  market  to  connote  a  connection  between  himself  or  his 


prored,    injnnotion    re-  (^)  Lord  Selhome  said  the  case 

fused) ;  WiU  t.  Coneoran,  2  C.  D.  had  seldom  been  dted  except  to  be 

69  (187S),  Bacon,  V.-O.  disapproved.     Ee  Hivihre's  Tm.y  26 

(o)  11  Beay.  112,  17  L.  J.  Ch.  CD. 48 (1884).  SeealfioJfa^w?«//v. 

142  (1848).  Sogg,  L.  R.  2  Ch.  307  (1867),  Lord 

{p)  Am  to  this  see  Bomtard  t.  Cairns ;  Springhead  Spinning  Co,  y. 

JVyfyiMM,  (1891)  2  Ch.  269;  Co/^re^  Eiley,  L.  B.   6    Eq.   551   (1868), 

T.  ManhuU,  (1892)  1  Ch.  571,  and  Malins,  V.-C.      Ab   to    authors' 


i 


I  y.  T^t$9aud,  10  Tunes  L.  B.      names,  see  p.  410,  below. 
227  (1894).  (r)  Williams  y.  Eodge,  4  Times 

L.  B.  175  (1887). 
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predecessors  in  business,  and  the  business  or  goods  in,  upon, 
or  in  reference  to  which  they  are  used.  And  this  is 
precisely  the  proof  which  the  plaintiff  had  to  adduce  in 
trade-mark  actions  before  the  Acts,  and,  so  far  as  regards 
matters  applied  or  attached  to  the  goods  themselves,  it  has 
been  considered,  and  the  authorities  relevant  to  it  have 
been  collected  in  a  previous  chapter  (a). 

It  is  not,  however,  necessary  to  show  that  the  customers 
who  knew  the  goods  of  the  plaintiff's  firm  by  a  particular 
name  or  get-up  knew  anything  whatever  about  the  plauatifE. 
It  is  immaterial  that  they  did  not  even  know  his  name  {t)  ; 
for  it  is  sufficient  to  prove  that  purchasers  of  his  goods 
recognized,  by  the  presence  of  the  marks  in  question  in 
connection  with  them,  that  they  were  goods  of  a  particular 
dass,  and  that  such  dass  is,  in  fact,  constituted  by  his 
goods. 
Evidenoe  of  Where  the  existence  of  such  repute  is  not  shown,  the 
'^^  '  action  cannot  succeed  (w).     Thus,  in  a  case  where   the 

plaintiff  claimed  only  as  the  mortgagee  of  a  business  and  its 
trade-name,  and  had  never  used,  and  did  not  intend  to  use, 
the  trade-name  (a;),  and  in  a  case  in  which  the  plaintiffs  were 
carrying  on  no  business  in  England  (y),  the  actions  were 
dismissed.  But  no  length  of  time  during  which  the 
use  of  the  badges  in  question  by  the  plaintiff  or  his 
predecessors  must  have  extended  can  be  laid  down  (s), 
although  it  seems  safe  to  assimie  that  an  actual  and  prac- 
tical knowledge  of  the  connection  between  them  and  him 

(«)  Definition  of  a  trade-mark,  y.  FrMtnan,  ante,  p.  389. 
Chapter  II.,  p.  24  ;  Zawson  y.  Tm  (y)  SobineauY.  Charbonnelf  W.  N. 

Bank  qf  Zondorty  18  G.  B.  84 ;  25  (1876)    160,   Malina,  V.-O.      The 

L.  J.  G.  P.  188  (1866).  plaintiffB  were  confectioners  [qtuere 

(t)  Lever  y.  Goodwin,  36  C.  D.  dressmakers)  in  Paris,  haying  no 

1 ;  4R.  P.  G.  492  (1887),  Ghitty,  J.,  agency  in   England.      Held,    no 

and  G.  A.,   {Sunlight  Sel/'Washer  probability  of  injniy. 
Soap).  (z)  This   was    stated   to   be   a 

(ff)  GoodfeUow  y.  Frincef  35  G.  D.  question  for  a  joiy  in  the  old  case 

9  (1887),  G.  A.  of  Purser  y.  Brain,  17  L.  J.  Oh. 

{x)  Beazley  y.   Scares,   22  G.  D.  141  (1848),  ShadweU,  V.-G.,  {The 

660  (1882),  Pearson,  J. ;  cf.  Clark  London  Manure  Co.), 
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by  a  niunbery  apparently  considerable,  of  probable  dealers 
in,  or  pnrohasers  of,  the  goods  must  be  shown,  and  that, 
therefore,  a  name,  get-up,  or  other  badge  just  adopted  and 
broog^ht  into  use,  would  not  be  protected,  as  a  newly 
adopted  trade-mark  would  have  been  before  the  Eegistra- 
tion  Acts  (a),  and  would  be  now,  if  registered,  under 
Beet-  76. 

It  has  been  held  that  three  days'  use  of  the  name  of  a 
new  weekly  newspaper,  of  which  fifteen  copies  had  been 
sold  (before  the  defendant's  publication  began),  was  not 
sufficient  to  give  the  owners  any  right  to  stop  other  persons 
usmg  the  same  name  for  a  rival  paper  (6). 

The  reputed  connection  must  be  a  connection  between 
the  trade  or  goods,  in  or  upon  which  the  name,  get-up,  or 
other  badges  are  used,  and  the  plaintiff  himself,  or  his  pre- 
decessors as  owners  of  the  busiuess  in  which  he  is  at  the  time 
of  action,  using,  or  intending  to  use  them.  And  trade-names 
may  be  assigned  and  may  devolve  in  connection  with  the 
goodwill  of  the  business  (c).    The  rules  in  regard  to  assign-  Assiffmnent 


ment   already  discussed  in   relation    to  trade-marks  (c?),  tioiiorteade- 
apply,  therefore,  to  trade-names  and  similar  matters,  for  "i*"*®*  &o« 
if  the  things  which  the  defendant  has  copied  or  imitated 
oonnote  a  connection,  not  with  the  plaintiff,  but  with  some- 
one else,  he  can  have  no  claim  to  sue  in  respect  of  the 
deception  which,  he  alleges,  the  defendant's  use  of  them  is 

(«)  M^xwM  y.  Hoffff,  L.  B.  2  Gh.  Barrows   (note  (a) )  is,    I   think, 

307  (1867),  L.JJ. ;  Holly.  Bamnffs,  the  leading  one,  that  both  trade- 

32  L.  J.  Ch.  648  (1863),  Bomilly,  marks  and  trade-names  are,  in  a 

X.B.;    MeAndrew  y.   Battett,   33  certain  sense,  property,  and  that 

I«.  J.  Gh.  661  (1864),  Wood,  V.-G.,  the  right  to  use  them  passes  with 

attUy  p.  34.  the  goodwill  of  the  business  to  the 

{h)    Zieemed   VieiualUr$*    Nmct-  sucoessors  of  the  firm  which  origi- 

Co.  T.  Bingham,  38  G.  D.  139  nally  established  them,  even  though 


(1888), North,  J.,  and  G.A. ;  Gotton,  the  name  of  that  firm  be  changed, 

L^.,  said,  that  the  larger  sale  of  so  that  they  are  no  longer  strictly 

the  plaintiifs'  paper  subsequently  oocreot "  ;  per  Lord  Blackburn,  in 

was   immaterial ;  of.  MaxwtU  y.  Singer  Manufacturing  Co,  y.  Loog^  8 

M^gg,  9upra,  and  p.  33  aboye.  App.  Gas.  p.  33  (1882). 

(e)  <a  think  it  is  setUed  by  a         (d)  Ghap.  XIII.  p.  272. 
nfkft  of  oases,  of  which  Mall  y. 
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calculated  to  occasioii.  Thiis,  in  Pinto  v.  Badmartj  the 
juiy  at  the  trial  found  upon  the  same  facts  that  the 
defendant  had  infringed  the  plaintiff's  trade-mark,  and 
had  passed  off  his  goods  as  those  of  the  plaintiff.  On 
the  appeal  it  appeared  that  the  label  and  brand  copied  by 
the  defendant  had,  not  long  before  the  commencement  of 
the  action,  been  assigned,  without  the  business  with  whidi 
they  were  connected,  by  certain  third  parties  to  the  plain- 
tiff. Upon  this  groimd  the  Court  of  Appeal  set  aside  the 
verdict,  and  entered  judgment  for  the  defendants,  not- 
withstanding the  finding  as  to  ^'passing  oS"(^).  And 
neither  a  Hcense  to  use,  nor  an  absolute  assignment  of  a 
trade-name  without  the  goodwill  of  the  business  to  which 
it  was  attached,  can  enable  the  Hcensee  or  assignee  to  sue 
to  restrain  the  use  of  the  name  by  another  trader  (/). 
The  question  The  question  of  repute  is,  however,  rarely  considered 
notgS^^y*  separately,  for,  as  a  right  of  property  in  respect  of  the 
considered  exclusive  use  of  marks  or  badges  other  than  registered 
fcepara  7.  trade-marks  (and,  to  some  extent,  the  trade-name  of  the 
plaintiff)  is  not  recognized,  it  is  generally  more  convenient 
to  deal  directly  with  the  more  general  question :  Is  the 
defendant's  conduct  calculated  to  pass  off  his  goods  as 
those  of  the  plaintiff  ? 

The  imitation  by  the  defendant  of  any  of  the  badges  by 
which  the  plaintiff's  goods  are  known  to  be  his,  falls  within 
the  scope  of  the  action  to  restrain  passing  off ;  but  the 
most  important  of  these  badges  are  the  trade-name  of  the 
plaintiff,  and  the  trade-name  and  the  get-up  of  his  goods. 

A.  The  Plaintiff's  Trade-name. 

A  man's  own  name,  or  the  name  under  which  he  trades, 
may  be  an  ordinary  trade-mark,  if  used  as  such,  that,  if 

(e)  8  B.  P.  0.  181  (1891).    The  (/)    Thomelot   v.  Hill,  W.  N. 

case,  BO  far  as  regards  passing  ofP,  (1894)  15,  Bosner,  J.,  {John  Forre$t), 

was  not  expressly  referred  to  in  the  It  follows  that  the  mere  right  to 

judgments,  but  the  principles  stated  use  a  name  cannot  be  sold;  see 

were  as  applicable  to  that  as  to  the  below,  p.  401. 
case  for  infringement. 
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applied  or  attached  to  the  goods  he  deals  in  (g),  and  if  it 
is  "printed,  impressed,  or  woven  in  some  particular  and 
distinctive  manner,"  or  in  the  form  of  "  a  written  signa* 
tuie  or  copy  of  a  written  signature  of  the  individual  or 
firm  applying  for  registration  thereof  as  a  trade-mark/'  it 
may  be  entered  upon  the  register  (A).  But  if  it  is  not  so 
used  or  registered,  and  it  therefore  does  not  become  a  trade* 
mark,  its  use  by  the  defendant  for  trading  purposes  in 
connection  with  goods  which  are  not  the  plaintiff's,  is 
obnously  calculated  to  mislead,  unless  it  happens  to  be  the 
same  of  the  defendant  also,  or  a  name  under  which  he  is 
entitled  to  trade  (i). 

The  ground  upon  which  the  Court  acts  in  protecting  a  Prmoiple  on 
trade-name  was  stated  by  James,  LJ.,  in  Lev^Y.  Walker  (k)  ^^^i^^!' 
in  the  following  passage :  "  It  should  never  be  forgotten  tected. 
that  in  these  cases  the  sole  right  to  restrain  anybody  from 
using  any  name  he  likes  in  the  course  of  any  business  he 
ehooses  to  carry  on  is  a  right  in  the  nature  of  a  trade-mark, 
that  is  to  say,  a  man  has  a  right  to  say,  ^  You  must  not 
use  a  name,  whether  fictitious  or  real — ^you  must  not  use  a 
description,  whether  true  or  not,  which  is  to  represent,  or 
calculated  to  represent,  to  the  world  that  your  business  is 
my  business,  and  so,  by  a  fraudulent  (/)  misstatement, 
deprive  me  of  the  profits  of  the  business  which  would 
otherwise  come  to  me.'  An  individual  plaintiff  can 
only  proceed  on  the  ground  that,  having  established  a 
Imsmess  reputation  imder  a  particular  name,  he  has  a 
right  to  restrain  anyone  else  from  injuring  his  business  by 
using  that  name  "  (m). 

is)  See  Chap.  I.,  p.  24.  L.  R.  2  P.  0.  p.  441  (1869):  *«The 

(A)  Sect.  64,  Ghap.VIII.,  pp.  114  right  to  the  exolusiye  nae  of  a  name 

■ad  117.  in  connection  with  a  trade  or  bosi- 

(0  See  per  Wood,  V.-C,  Aint*  jxeaa  is  familiar  to  our  law;  and 

iffertk  T.  Wahmley,  L.  B.   1  Eq.  any  person  ujsing  that  name  after  a 

518  (1866),  and  p.  420,  below.  relatiye  right  of  this  descriptioQ 

(i)  10  C.  D.  p.  447  (1879).  has  been  aoqaired  by  another,  is 

(/)  See  above,  pp.  14  and  384.  considered  to  have  been  guilty  of  a 

(m)  Of.  Lord  Ghehnsford*s  state-  fraud,  or,  at  least,  of  an  invasion 

in  Du  Bwfoff  t.  J)u  Boulajff  of  another'B   right,  and  zenden 
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It  may  belong  The  name  taken  or  copied  by  the  defendant  need  not  be 
bedde^e  ^^  Under  whioh  the  plaintiff  alone,  and  no  other  person, 
plaintiff.  jg  properly  trading.  Thus,  in  Dent  v.  Turpin  (n),  Wood, 
V.-C,  held  that  each  of  two  firms  carrying  on  business 
separately  as  watchmakers  under  the  name  Dent^  might 
sue  a  third  person  who  set  up  a  similar  business  under  the 
same  name  for  an  injunction,  delivery  up  of  the  marked 
articles,  and  an  account  of  profits. 
It  nead  not  be  And,  as  stated  by  James,  Y.-C,  in  the  judgment  quoted 
U^l^:  atoye.  the  name  need  not  be  tiie  personal  name  of  ihe 
plaintiff  (o).  It  need  not  even  be  that  of  a  predecessor  in 
business,  for  a  trader  may  lawfully  adopt  and  trade  under 
any  name  which  is  unappropriated  for  businesses  of  the 
same  kind,  and  when  the  name  has  become  his  by  repute, 
he  is  as  well  entitled  to  protection  for  it  as  if  it  were  bis 
own  (p).  A  recent  case  before  North,  J.,  is  an  illustration 
of  this  rule.  There  the  plaintiffs  made  and  sold  a  sauce 
which,  by  his  permission,  they  called  by  the  name  of  one 
of  their  servants,  "  Holbrook's  Worcester  Sauce."  The 
servant  left  them  and  joined  the  defendants,  who  there- 
upon advertised  that  they  had  acquired  the  right  to  make 
"  Holbrook's  Worcester  Sauce."  It  was  shown  that  the 
sauce  sold  by  the  plaintiffs  was  well  known  as  theirs  by 
the  name,  and  the  learned  judge  held  that  they  had  a  right 
to  the  name  in  question,  and  that  Holbrook  could  not  sell 
it  to  the  defendants  (q).  In  this  case  the  sauce  was  identi- 
fied by  the  name  with  the  plaintiffs,  and  not  with  Hoi- 

himself  liable  to  an  action,  or  he         (p)  In  Itaactm  y.  J^ompton^  41 

maj  be  zestrained  from  the  use  of  L.  J.  Gh.  101  (1871),  Baoon,y.-G., 

tiie   name   hj  injunotion'' ;    and  for  instance,  the  plaintiff  traded  as 

Clark  y.  I^eemany  cited    ante,  p.  Mme,  Louite. 
389 ;    see  also    the    judgment  of  {q)  Birmingham  Vinegar  Brewery 

James,  L.J.,  and   Jessel,    M.B.,  Oo,  y.  Liverpool  Vinegar  Co»,  W.  N. 

qnoted  above,  pp.  1  and  18.  (1888)   139,   an   interlooutorj  in« 

(ft)  2  J.  &  H.  139 ;  30  L.  J.  Oh.  junotion  was  granted;  of.  Denee  y. 

496   (1861) ;  Southom  y.  Beynoldt,  Mason,  W.  K.  (1877)  28,  (1878)  42, 

12  L.  T.  N.  S.  76  (1866),  Wood,  MaUns,  Y.-O.  {BramPe  £$tence  iff 

V.-O.  Beef). 

(o)Gf.  "]>efeiioQ8,"b6low,p.426. 
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Inrook ;  an  opposite  result  would  have  been  reached  if  the 
name  had  been  understood  to  indicate  that  the  latter  person 
^ras  the  actual  maker  of  the  goods,  and  that  they  were  his 
goods  of  which  plaintiffs  happened  to  be  vendors  (r). 
Thus,  in  Franke  v.  Chappell{8)y  although  the  plaintiff  had 
organized  series  of  concerts  known  as  ''  Eichter  Concerts  " 
for  many  yecurs,  when  Herr  Eichter  made  arrangements  to 
conduct  the  rival  concerts  of  the  defendant,  it  was  held 
that  the  defendants  might  rightly  advertise  their  series 
imder  the  name,  since  it  was  understood  to  mean,  not 
concerts  got  up  by  the  plaintiff,  but  anybody's  concerts 
conducted  by  Eichter. 

In  the  case  of  a  company  registered  under  the  Com-  Thetrade- 
panies  Act,  1862,  it  is  enacted  that  (t)—  S^^y* 

•*  No  company  shall  be  registered  under  a  name  seot.  20  of 
identical  with  that  by  which  a  subsisting  company  is  ^J^^^^ 
abready  registered,  or  so  nearly  resembling  the  same 
as  to  be  calculated  to  deceive,  except  in  a  case  where 
such  subsisting  company  is  in  the  course  of  being 
dissolved  (u),  and  testifies  its  consent  in  such  manner 
as  the  registrar  requires." 
And  the  section  further  makes  provision  for  a  change  of 
ike  name  of  any  company  which,  through  inadvertence  or 
otherwise,  is  registered  imder  a  name  which  falls  within 
the  prohibition. 

As  Mr.  Buckley  points  out  in  his  note  to  the  section  (:r), 
it  is  to  be  observed  (1)  that  it  only  applies  to  the  case  of 
taking  the  name  of  a  subsisting  company  abready  regis- 
tered, and  not  to  a  case  like  Hendrika  v.  Montagu  {y)^ 
where  a  new  company  proposes  to  register  in  the  name  of, 
or  in  a  name  closely  resembling,  the  name  of  an  old- 

(r)  As  to  joint  trade-marks,  see  {x)  BooUey  on  the  Gompaniee 

p.  301,  above.  Acts,   6th   ed.,  p.   24  ;    see   also 

(1)  57  L.  T.  N.  8.  141  (1887),  Palmer^s  Company  Preoedents,  5th 

Cbitty,  J.  ed.,  p.  399. 

[t)  25  &  26  Vict.  c.  89,  s.  20.  {y)  17  G.  D.  638  (1881),  Jessel, 

(«)  For  example,    upon   a  re-  H.B.,  and  C.  A. 
odDstmction. 
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established  company,  which  is  not  registered,  or  of  a  firm 
or  individual  trader  (s) ;  (2)  that  so  soon  as  the  new  com- 
pany is  registered,  the  section  has  ceased  to  be  applicable, 
so  that  the  old  registered  company  cannot  foimd  upon  the 
section  any  claim  for  an  injunction  to  restrain  the  newly 
registered  company  from  trading  in  the  name;  (3)  that 
the  Act  forbids  registration  in  the  same  or  a  similar  name, 
irrespective  of  the  fact  whether  the  business  to  be  carried 
on  under  the  name  is  the  same  or  not. 

But  the  provision  of  the  section  is  merely  in  supplement 
of  the  ordinary  principle  upon  which  the  Court  acts  in 
protecting  trade-names,  and  that  principle  is  in  no  way 
limited  by  the  registration  of  the  name  objected  to  by  the 
plaintiff  in  any  case  as  the  name  of  the  defendant  com- 
pany (a).  An  injunction  will  therefore  be  granted  to 
restrain  the  defendant  from  carrying  on  the  same  trade  as 
that  of  the  plaintiff  under  a  name  so  nearly  resembling 
his  as  to  be  calculated  to  deceive,  whether  it  has  been 
registered  as  the  name  of  the  defendant  company  or  not, 
and,  in  the  latter  event,  to  restrain  the  defendants  also 
from  applying  for  registration  of  the  name.  In  Hendrik^ 
V.  Montagu  (6),  the  leading  case  on  the  point,  the  plaintiff, 
on  behalf  of  the  Universal  Life  Assurance  Societyy  sued 
certain  persons  who  were  the  promoters  of  an  intended 
new  company,  to  be  called  the  Universe  Life  Assurance 
Association^  and  an  injunction  in  the  following  form  was 
granted: — 

"To  restrain  the  defendants  from  applying  to  the 
registrar  of  joint  stock  companies  in  England,  for  regis- 
tration under  the  Companies  Acts,  of  any  company  to  be 
incorporated  under  the  name  of  the  Universe  Life  Assur^ 
ance  Associationy  or  any  other  name  likely  to  mislead  or 
deceive  the  public  into  the  belief  that  the  company,  being 
incorporated  as  aforesaid,  is  the  same  as  the  Universal  Life 


(«)  Eoby  V.  The  Orowenor  Lihrary 
Co.,  Ltd,,  28  W.  R.  386. 

(a)  Merchant  Banking  Co.  of  Lm* 
don  T.  MerohanU  Joint  Stock  Bank, 


9  G.  D.  560  (1878),  Jetssel,  M.B. 

(b)  17  G.  D.  638  (1881),  Jeesel, 
M.B.  and  0.  A. 
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"  Assurance  Society^  from  issuing  or  publishing  advertise- 
ments, circulars,  or  prospectuses  representing  that  a  com- 
pany is  to  be  incorporated  pursuant  to  the  Companies  Act, 
1862,  nnder  the  name  of  the  Universe  Life  Assurance 
Association^  Limited^  or  any  such  other  name  as  aforesaid ; 
and  from  carrying  on  or  commenciQg  any  business  under 
the  name  of  the  Universe  lAfe  Assurance  Association,  Limited, 
or  any  such  other  name  as  aforesaid." 

The  Master  of  the  Eolls  had  refused  the  first  branch  of 
the  injunction  (as  to  the  application  to  register),  on  the 
ground  that  no  case  could  be  made  for  granting  it  except 
under  the  section,  and  that  the  section  did  not  apply, 
because  the  plaintifFs  were  not  a  registered  company,  and 
he  had  refused  the  second  and  third  branches  (as  to 
advertising  and  carrying  on  business),  on  the  ground  that 
it  ivas  not  shown  that  the  defendants  would  carry  on  the 
same  business  as  the  plainti£Es,  or  that,  if  they  did,  the 
resemblance  of  the  names  must  necessarily  lead  to  the 
unfair  appropriation  by  them  of  part  of  the  plaintiffs' 
business;  but  the  Court  of  Appeal  overruled  aU  these 
objections.  The  Lords  Justices  held,  that  the  defendants 
were  shown  to  have  threatened  and  intended  to  carry  on 
the  same  business,  and  that  it  was  morally  certain  that, 
if  they  did  so  xmder  the  name  they  had  adopted,  persons 
who  had  heard  of  the  Universal  would  be  misled  into  going 
to  the  Universe.  And  this,  the  Court  said,  according  to  the 
roles  of  equity,  was  sufficient,  without  reference  to  the  Act, 
to  entitle  the  plaintifEs  to  the  injunction  they  claimed. 

The  ground  of  the  interference  of  the  Court  is,  that  the 
ruse  of  the  defendant  company's  name,  or  its  intended 
name,  is  calculated  to  deceive,  and  so  to  divert  business 
from  the  plaintiff  to  the  defendant,  or  to  occasion  a  con- 
fosion  between  the  two  businesses.  If  this  is  not  made 
out  there  is  ho  case  (c). 

And  the  mere  employment  of  a  term  which  is  deecrip-  Ko  monopoly 
tive  of  the  business  of  both  the  parties,  will  not  of  itself  ^SmesmMely 

descriptlTe. 
(e)  See  the  oaseB  Collected  below. 
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be  aooepted  as  sufficient  to  make  out  the  plaintifi's  case  {d). 
If  it  were  it  would  give  the  first  user  a  monopoly  in  the 
tenn.  "  If  a  company  which  does  colonial  business  cannot 
call  itself  colonial,  it  is  obvious  that,  under  a  species  of 
assertion  that  the  word  colonial  is  symbolical,  the  plaintiSs 
might  prevent  every  other  person  using  it  as  descriptive  of 
his  trade  "(^). 

In  The  Guardian  Fire  and  Life  Assurance  Co,  v.  TAe 
Guardian  and  General  Insurance  Co.  (/),  the  plaintiff  com- 
pany were  a  very  old-established  institution,  and  were 
commonly  known  as  The  Guardian  or  The  Ghiardian  Assur^ 
ance  Co,y  and  the  defendant  company  had  been  lately 
formed  by  the  3Pe-construction  of  the  Guardian  Horse  and 
Vehicle  Insurance  Association.  They  had  assumed  powers 
to  carry  on  general  insurance  business,  and  their  offices 
were  near  those  of  the  plaintiffs,  in  Lombard  Street.  It 
was  shown  that  there  were  two  other  companies  doing 
some  insurance  business  in  other  parts  of  London,  under 
names  comprising  the  word  guardian;  but  notwithstand- 
ing this,  Jessel,  M.K.,  held,  that  the  defendants'  new 
name  was  calculated  and  intended  to  deceive,  and  he  would 
have  granted  an  injunction,  had  they  not  undertaken  to 
call  themselves  the  ^^  Ghiardian  Horse,  Vehicle,  and  General 
Insurance  Company." 

Injunctions  were  granted  also  in  Hobp  v.  The  Grosvenar 
Library  Co.,  Ld.  (^),  where  the  plaintiff's  library  was  called 
the  Gfrosvenor  Library,  and  in  The  Accident  Insurance  (7o., 
Ld.  V.  The  Accident^  Disease,  and  General  Insurance  Co,j 


(el)  Of.  the  role  against  deaorip- 
tiye  trade-marks,  Chap.  11.,  p. 
127 ;  Chap.  Vin.,  p.  127 ;  and  as 
to  infring^ement  in  similar  cases, 
Chap.  X.,  pp.  201,  202,  and  below, 
p.  406. 

(e)  Per  Lord  EomiUy,  in  The 
Colonial  Fire  Aaeuronce  Co.  v.  The 
Some  and  Colonial  Awuranee  Co., 
Ld.,  33  Beay.  648 ;  33  L.  J.  Ch. 


741  (1864);  see  also  India  and 
China  Tea  Co.  v.  Teide,  W.  N. 
(1871)  241,  Jessel,  M.IL  ;  and  The 
Auttralian  Mortgage,  Zand^  and 
Finance  Co.  y.  The  Australian  and 
New  Zealand  Mortgage  Co.,  W.  N. 
(1880)  6,  G.  A.,  cited  p.  399. 

(/)  60  L.  J.  Ch.  263  (1880), 
Jessel,  M.B. 

ig)  28  W.B.  886. 
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Ld.  (A),  "where  the  plaintiff  company  was  popularly  known 
as  T^  Accident  Company  or  The  Accident. 

In  the  following  cases  injunctions  were  refused:  London  InnmctioiiB 
and  Provincial  Law  Assurance  Society  v.  London  and 
Provincial  Joint  Stock  Life  Assurance  Co.  (t),  although 
there  was  eyidence  that  the  former  company  were  usually 
called  the  London  and  Provincial  Insurance  Co.;  London 
Assurance  v.  London  and  Westminster  Assurance  Corpora* 
tioH  {k)  ;  Colonial  Life  Assurance  Co.  v.  Some  and  Colonial 
Assurance  Co.^  Ld.  (/) ;  London  and  County  Banking  Co.  y. 
Capital  and  Counties  Bank  (cited  in  the  next  case) ;  Mer^ 
chant  Banking  Co.  of  London  y.  Merchants  Joint  Stock 
Bank  (iw) ;  The  Army  and  Navy  Co-cpei^ative  Society^  Ld, 
▼.  The  Junior  Af^my  and  Navy  Stores,  Ld.  {n)  ;  Australian 
Mortgage  Land  and  Finance  Co.  v,  Australian  and  New 
Zealand  Mortgage  Co.  (o).  In  Bamstead  y.  The  General 
Reversionary  Co.,  Ld.,  an  interlocutory  injunction  was 
refused,  because,  although  the  defendant  company  had 
adopted  a  name  resembling  that  of  the  company  of  which 
the  plaintiff  was  secretary,  the  General  Eeyersionaiy  and 
InTeetment  Co.,  yet  there  was  no  probability  of  deception 
because  the  former  was  a  small  liyerpool  concern,  and  the 
latter  a  yery  large  London  one  {p). 

In  the  recent  case  of  Tussaud  y.  Tussaud{q),  an  unsuc-  Tusamtdy. 

(A)  64   L.  J.  Ch.    104    (1884),  (o)  W.N. (1880) 6,  0.  A.,  James, 

Pesnon,  J. ;  see  also  Wblmershausen  L.J.,  said :  '*  The  difficulty  in  these 

T.  G.  S.  Wolmerthausm  ^  Go.,  Zd.,  cases  was,  that  while  the  business 

W.  N.  (1892)  87,  Chitty,  J. ;  and  name    of   another   conld    not   be 

Samnders  t.  The  Sun  Life  Atturance  appropriated,  a  man  conld  not,  on 

Co.  of  Canada  (1894)  1  Gh.  587 ;  10  the  other  hand,  giro  himself  anj 

TimM  L.  B.  183,  Stirling,  J.  monopoly  in  a  name  which,  as  in 

(t)  17  h.  J.  Ch.  37  (1848),  Shad-  this   case,    merely   described    the 

welly  y.-O.  nature   of    the    business   or    the 

[k)  32   L.  J.  Ch.   664    (1863),  locality  of    its   operations";   see 

Stuart,  V.-C.  abore,  p.  397. 

(Q  38  Beay.  548 ;  33  L.  J.  Ch.  {p)  4  Times  L.  B.  621  (1888), 

741  (1864),  Bomilly,  M.B.  Stirling,  J. 

(m)  9  C.  D.  560  (1878),  Jessel,  (q)  44  C.  D.  678  (1890),  Stir- 

K.B.  ling,  J. :  Smdle  v.  £endh,  63  L.  T. 

(fi)    Seb.   Dig.    p.    393    (1879),  94  (1890),  Kay,  J.,  is  a  somewhat 

JcMol,  M.B.  similar  case. 
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oessful  attempt  was  made  by  the  defendant  to  shelter 
himself  under  the  general  exception  to  the  principle  stated 
at  the  head  of  this  chapter,  that  anyone  may  honestly 
trade  under  his  own  name,  which  is  discussed  more  fully 
below  (r).  In  that  case  the  plaintiffs,  Madame  Tussaud 
and  Sons,  Limited,  were  the  owners  of  a  waxwork  exhibi- 
tion originally  founded  by  a  Madame  Tussaud,  and  sub- 
sequently carried  on  by  the  father  and  uncles  of  the 
defendant.  Their  business,  according  to  the  evidence, 
was  often  referred  to  as  Madame  Tussaud^Sy  and,  not  in- 
frequently, as  Tussaud' B  only.  The  defendant,  who  waa  a 
wax  modeller  by  trade,  was  promoting  a  company  to  be 
called  Louis  Tussaud,  Ld.^  to  open  and  carry  on  a  wax- 
work exhibition  under  that  name  in  Shaftesbuiy  Avenue, 
the  plaintiffs'  exhibition  being  situated  in  the  Maiylebone 
Boad.  He  was  to  be  engaged  as  manager  of  the  exhibi- 
tion, and  modeller  of  the  exhibited  figures.  He  had  never 
carried  on,  and  did  not  possess  the  goodwill  of,  any  business 
in  any  such  exhibition. 
The  judgment  It  follows,  Stirling,  J.,  said,  in  his  judgment  in  this  case, 
*^'  ■  "  from  the  decisions  in  Burgess  v.  Burgess  {s)  and  Turton  v. 
Turton  (^),  that  the  defendant  is  at  perfect  liberty  to  open 
on  his  own  account,  and  to  carry  on  in  his  own  name  an 
exhibition  of  waxworks.  Further,  he  might  take  partners 
into  his  business,  and  carry  it  on  under  the  name  Louis 
Tussaud  Sf  Co.  That  seems  to  me  to  have  been  expressly 
decided  in  Turton  v.  Turton.  Having  commenced  business 
on  his  own  account,  I  apprehend  that  he  might  sell  it  with 
the  benefit  of  the  goodwill  to  third  parties,  and  that  the 
third  parties  might,  if  they  thought  fit,  continue  to  cany 
on  the  business  under  the  same  name — that  of  the  defen- 
dant ;  that  is  to  say,  they  would  be  entitled  to  the  full 
benefit  of  the  goodwill  which  they  had  honestly  and 
legitimately  purchased  from  the  defendant.    Again,  the 


(f)  Page  420.  Tomer,  L.JJ.,  dted  p.  423. 

(«)  3  D.  M.  &  a.  896 ;  22  L.  J.  (0  42  0.  D.  128  (1889),  G.  A., 

Gh.  676  (1853),  Knight-Brace  and      reyersing  Northi  J.,  dted  p.  421. 
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^third  parties  might  transfer  the  busmess  and  the  goodwill 
to  a  joint  stock  company,  and  (without  expressing  a  final 
opinion  on  the  point)  I  am  not  prepared  at  present  to  say 
that  that  company  might  not  be  registered  under  the  same 
name  as  had  previously  been  used  in  connection  with  the 
business''  (u). 

But  the  defendant  could  not,  the  learned  judge  held,  Bight  to  use » 

---.-  ,.^.  name  oaoziot 

sell  the  right  to  use  his  name  in  connection  with  a  busmess  be  sold. 

which  he  had  never  carried  on,  and  in  which  he  had  no 

intereet  whatever,  or  in  which  he  stood  simply  in  the 

position  of  a  paid  servant  {x).    And  the  proper  inference 

to  be  drawn  from  the  facts  of  the  case  prtmd  facie  was,  he 

concluded,  that  the  object  of  the  defendant  in  promoting 

the  proposed  company  was  to  induce  the  world  to  beUeve 

that  the  business  intended  to  be  carried  on  was  that  of  the 

plaintLff  company  or  a  branch  of  it,  notwithstanding  that 

the  prospectus  issued  by  the  defendant  plainly  stated  on  the 

face  of  it  that  the  new  exhibition  had  no  connection  with 

the  plaintiff  company.    An  interim  injunction  in  the  termff 

of  that  in  Hendriks  v.  Montagu  {y)^  set  out  above,  was 

accordingly  granted. 

A  trader  has  the  same  rights  in  respect  of  the  name  of  the  Name  of 
house,  shop  (2),  or  factory  (a),  where  he  carries  on  his  trade  or  ^^J^  ^ 
business,  as  he  has  in  respect  of  his  trade-name.    He  can,  ^a^t^y* 

(«)  44  C.  D.  p.  687.  Chatterton,   V.-C,   (Bodega   Wins 

(x)  Cf.  The  Birmingham  Vinegar  Shop).      A  number  of   American 

Brewerg  Co,  y.  The  Liverpool  Vinegar  decisions  are  cited  by  Mr.  Sebastian, 

Oe.y  eupra,  p.  394  ;  and  TVamer  t.  8rd  ed.,  p.  294.     In  Charleeton  v. 

Warner,  5  limes  L.  B.  327,  359  Campbell,  4  Sess.  Gas.  4th  ser.  149, 

(1889),  Stirling,  J.,  and    G.  A.,  an  injunction  to  rebtrain  the  ustt 

{Wamer'e  Cure);  and  see  below,  of   the  ** Royal    Station  Hotel," 

p.  425.  at  the  instance  of  the  proprietor  of 

(y)  Jnte,  p.  396.  the  "  Station  Hotel,"  was  refused. 

(<)  SwUon  T.  Oebome,  89  L.  J.  (a)  Braham  v.  Beachim,  7  G.  D. 

Ch.    79    (1869),    James,    V.-O.,  848     (1878),     Pry,    J.,    (Badetoek 

(Oiiome  Souee) ;  BoiUnoie  T.  Beake,  Colliery) ;  Montgomery  v.  Thompeon^ 

It  0.  D.  512  n.   (1868),  Giffard,  41  G.  D.  85  (1891),  A.  G.  217 ;  8 

•     Y.'C,,(TheCarriageBazaar);  Bodega  B.  P.  G.  861,  Ghitty,  J.,  G.  A.,  and 

Cb.  T.  Oweney  6  B.  P.  G.  236 ;  7  i5.  H.  L.,  {Stone  Brewery), 

81;  23   L.    B.    Ir.    871    (1889), 

JL  D  D 
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therefore,  support  an  action  for  passing  off,  and  obtain  an 
injunction  by  showing  that  the  name  of  the  house,  &o., 
has  a  reputed  connection  with  his  trade  or  business  or 
goods,  and  that  the  defendant,  without  having  any  inde- 
pendent right  to  do  so  (a),  is  using  for  business  purposes  a 
name  which  is  calculated  to  cause  his  trade,  business,  or 
goods  to  be  taken  for,  or  to  be  confounded  with,  the 
plaintiff's  (b).  There  is  no  right  to  the  exclusive  use  of 
the  name  of  a  mere  private  house  (c),  and  no  cause  of  action 
arises  where,  although  the  defendant  has  adopted,  for  busi- 
ness purposes,  an  address  likely  to  be  confused  with  that  of 
the  plaintiff,  yet  the  businesses  of  the  parties  are  so  different 
that  no  damage  can  result  to  the  plaintiff's  trade  (d). 

B.  The  Trade-name  of  the  Plaintiff's  Goods. 

A  name  which  is  applied  or  attached  to  a  trader's  goods 
when  they  are  offered  for  sale,  so  as  to  disfinguish  them 
from  similar  goods,  and  to  identify  them  with  him,  or 
with  his  successors  as  the  owners  of  a  particular  business, 
as  being  made,  worked  upon,  imported,  selected,  certified, 
or  sold  by  him  or  them,  is  a  trade-mark  {e).  And  if  it  is 
within  any  of  the  classes  enumerated  in  sect.  64  it  may  be 
registered  as  a  trade-mark.  But  whether  the  name  is 
applied  or  attached  to  the  goods,  so  as  to  conform  to  the 
definition  just  stated,  or  is  registered  as  a  trade-mark  or 
not,  if  it  is  in  fact  known  in  the  market  as  the  distinctive 
name  of  the  goods  of  a  particular  trader,  it  is  an  actionable 
interference  with  his  rights  to  sell  or  deal  in  goods  of  the 
kind  for  whieh  the  name  has  acquired  such  significance, 
not  being  hia  goods,  under  the  name  in  question,  if  such 

{«)  Aa   in  Mnxm    v.    Queeny  23  {e)  Day  v.  Broumrigg^  10  CD. 

Scot,  Law  Eep,   641,  where  the  294  (1878),  0.  A. 

defendant,  a«  tenaTit  of  a  railway  (cC)  Street  t.  Union  Bank  qf  Spmn 

oompany,  who    had   hought   the  and  England^  30  G.  D.  156  (1886), 

pkiiitiff's   koiDl,   ro- opened  it  as  Pearson,  J.;    the  plaintiffs  were 

^HhA '  *  Old  Wfl.verl#y,"  the  plaintiff,  advertising    agents,     (tel^^raphio 

aale ,  ha Yi»  g  moyed  his  hnsi-  cypher) . 

Another  building.  (e)  Chap.  II.,  p.  26. 
{«)  Duprijoedingpage. 


IMITATIONS  OP  TRADE-NAME,  GET-UP,  ETC.  408 

use  of  the  name  is,  as  it  almost  necessarily  must  be;  caloU' 
kied  to  pass  off  tlie  goods  sold  or  dealt  in  as  his  goods. 

The  acquisition  of  a  trade-name  by  the  use  of  it  in 
eonneotion  with  the  plaintiff's  goods  has  already  been  con- 
sideredy  and  the  authorities  bearing  on  the  subject  have 
been  collected  in  the  chapter  on  the  definition  of  a  trade- 
mark. It  will  be  sufficient,  therefore,  to  summarize  shortly 
the  results  deduced  from  the  reported  cases. 

The  qualified  right  in  the  trade-name, — ^a  right  to  prevent  Ri^ht  re- 
a  defendant  from  passing  off  his  goods  as  those  of  the  p^coiar 
plaintiff  by  the  use  of  it, — exists  only  with  regard  to  goods  goods. 
of  the  kind  for  which  the  plaintiff  uses  it,  and  to  which  the 
connection  with  his  business  indicated  by  the  name  ex« 
tends  (/).    So,  where  the  proprietors  of  The  Morning  Post  Th$  Evening 
sought  to  restrain  the  publishers  of  a  new  evening  news-     '    ^^' 
paper  from  calling  their  paper  The  Evening  Postj  the  Court  of 
Appeal  thought  there  was  no  probability  of  the  defendant's 
paper  being  taken  for  the  plaintiff's,  or  being  taken  to  have 
any  connection  with  it  so  as  to  cause  damage  to  the 
plaintiffs,  and  they  accordingly  dismissed  the  action  (g). 

And  anyone  may  use  the  name  in  connection  with  goods  The  name 
which  are  in  fact  tiie  goods  of  the  plaintiff  (h).  ^^e\ight 

It  IB  the  essence  of  the  plaintiff's  case  that  the  use  of  the  goods, 
name  should  be  imderstood  in  the  market  to  imply  that  the  Jigjjn^^of 
goods  sold  or  dealt  in  under  it  are  the  plaintiff's  goods  (t).   the  jpjdntifrs 
In  The  Two  D.  Case  {J),  HersoheU,  L.C.,  said,  the  founda-  **^' 

(/)  Page  31 ;  and  cf.  the  rule  in  passing  off ;  and  other  cases,  cited 

respect    of    the    infringement   of  above,  p.  180.    Injunctions  were 

trade-marks,  Chap.  XY.,  p.  308.  granted  in  Walter  y.  Emmott^  54  L. 

is)  Borthwick   v.    The   Eveningi  J.   Ch.   1059   (1885),   C.  A.   (The 

I^,  37  C.  D.  449  (1888),  G.  A.,  Morning  Mail)  and  Heed  Y.O'Meara, 

OTCiTuling  Kay,  J. ;  but  see  i2tf  The  21  L.  R.  Ir.  216  V.-C.  {The  Orocer), 

AuttraUan    Wine   ImporterSf    Ld,,  (A)  Pages  32  and  309  ;  and^iiw- 

41  C.  D.  278;   6  B.  P.  C.   311  ow^  v.  raft««foy,  L.  R.  1  Eq.  518 

(1889),  Kay,  J.,  and  C.  A.,  where  (1866),  Wood,  V.-C,  cited  p.  386. 

a  mark  for  wine  was  refused  regis-  (i)  Page  35. 

tration,  as  too  closely  resembling  a  {J)  Leahy^   Kelly  and  Leahy  y. 

Buu^  for  spirits,  and  the  Court  left  Ghver^  10  R.  P.  C.  p.  165  (1898), 

<'pQi  the  question  whether  its  use  H.  L. 
woold  amount  to  infringement  or 

dd2 
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goods. 


DesoriptiYe 
names  may 
haye  a  seoon- 


tion  of  a  passing  off  case  '^  is  that  the  party  alleging  it 
should  prove,  in  the  first  instance,  that  any  name  which  he 
claims  as  his  trade-name  has  heen  so  extensively  used  in 
connection  with  his  manufacture  or  with  the  goods  which 
he  sells,  that  his  goods  have  come  to  he  known  in  the 
market  hy  that  name ;  that  anyone  using  that  name  would 
intend  to  refer  to  his  goods ;  and  that  anyone  to  whom  the 
name  was  used  would  imderstand  that  his  goods  were 
referred  to." 

Hence  the  critical  question  of  fact  in  cases  under  thifi 
head  is  often  whether  a  word  or  term  is  the  distinctive 
name  of  the  plaintiff's  goods,  or  the  name  of  anybody's 
goods  of  the  kind  (A:),  like  Liehig^s  Extract  (/),  Chhro* 
dyne  (m),  Linoleum  (n),  Wellington  Boots,  Gladstone  Bag^ 
and  Hansom  Cab,  or  a  mere  description  of  the  goods, 
denoting  only  their  pattern  (o),  mode  of  manufacture  (/?), 
or  sale  {pp)^  ingredients  {q),  or  place  of  origin  (r),  or  the 
use  for  which  they  are  intended. 

"Words  and  terms  which  primA  facie  are  merely  descrip- 
tive in  the  sense  just  explained  may,  however,  acquire  by 


(k)  See  pp.  36  and  201  et  seq, 

(0  LiebigU  Extract  of  Meat  Co,, 
U,  V.  Hanbury,  17  L.  T.  N.  S.  298 
(1867),  Wood,  V.-C. ;  Liebig  Co.  v. 
AnderBon,  65  L.  T.  206  (1887), 
Chitty,  J. 

(m)  Broume  v.  Freeman,  (1)  12  W. 
E.  306  (1864),  Wood,  V.-C;  (2) 
W.  N.  (1873)  178,  L.JJ. 

(n)  Linoleum  Manufacturing  Co.  v. 
Nairn,  7  0.  D.  834  (1878),  Yrj,  J. 

(o)  Ford  V.  Foster,  L.  R.  7  Ch. 
616  (1872),  L.JJ.,  {Eureka  Shirts) ; 
Mirst  Y.  Denham,  L.  R.  14  Eq.  642 
(1872),  Bacon,  V.-C. ;  Sarrison'a 
Tm.,  42  0.  D.  691 ;  7  R.  P.  0.  25 
(1889),  Kekewich,  J. 

{p)  Singer  Manufacturing  Co.  v. 
Wilson,  2  0.  D.  434  ;  3  App.  Caa. 
376  (1876);  Id.  v.  Zoog,  18  C.  D. 
396 ;  8  App.  Cas.  16  (1877) ;  Id.  v. 
Spcnce  i'  Co,,  10  R.  P.  C.  297  (1893), 
Romer,  J.,  {Singer  System,  Singer 


Sewing  Machines) ,  cited  ante,  p.  38. 

(pp)  Symington  y.  Footman,  56 
L.  T.  696  (1886),  Kay,  J.  (GWnw- 
teed  corset). 

{q)  Massam  y.  Thorley's  Catth 
Food  Co.,  14  0.  D.  748  (1880),  C.  A. 

(r)  McAndrew  y.  Bassett,  4  De 
G.  J.  &  S.  380  ;  33  L.  J.  Ch.  661, 
{Anatolia  Liqu<»rice) ;  Seixo  y.  Provt^ 
zende,  L.  R.  1  Ch.  192  {Seixo  Wine) ; 
Wotherspoon  y.  Carrie,  6  L.  R.  H.  L. 
608,  {Glenjield  Starch),  all  cited  pp. 
46  and  46;  see  also  Ihe  Beading 
Biscuit  Case,  Huntley  ^  Faimer  v. 
The  Beading  Biscuit  Co.,  Ld.,  10 
R.  P.  C.  277  (1893),  Chitty,  J. ; 
and  The  Bugby  Fbrtland  Cement 
Case,  Bugby  Portland  Cement  Cb., 
Ld.  y.  The  Bugby  and  Newbold  Fort- 
land  Cement  Co.,  8  R.  P.  C.  241  ;  9 
R.  P.  C.  46  (1891), V.  Williams,  J., 
and  C.  A. 
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Mae  and  leptitation  a  secondary  distinotiye  meaning  («),  so  daiy  distinc- 
that,  although  no  longer  treated  as  trade-marks  proper,  even  ^®  r^'^^^g- 
idiere  they  are  used  as  such,  and  not  admitted,  unless  as  old 
marks,  to  registration  under  the  Acts,  they  may  be  practi- 
cally monopolized  for  use  in  connection  with  certain  classes 
of  goods  by  a  particular  trader,  since  their  employment  by 
anyone  else  would  be  calculated  to  deceive  {t).  ^^  I  take  it 
to  be  dear  from  the  evidence,"  Lord  Westbury  said,  in  1%$ 
Gknfield  Starch  Cas€{u)y  "that  long  antecedently  to  the 
operations  of  the  respondent,  the  word  Olenfield  had 
acquired  a  secondary  signification  or  meaning  in  con- 
nection with  a  particular  manufacture — in  short,  it  had 
become  the  trade  denomination  of  the  starch  made  by  the 
appellants.  It  was  wholly  taken  out  of  its  ordinary  mean- 
ing, and  in  connection  with  starch  had  acquired  that 
peculiar  secondary  signification  to  which  I  have  referred. 
The  word  Glenfield^  therefore,  as  a  denomination  of  starch, 
had  become  the  property  of  the  appellants." 

This  is  weU  illustrated  by  the  recent  case  of  RedduicaySf 
Co.  V.  Bentham  Hemp  Spinning  Co.  («?),  in  which  the  Court 
of  Appeal  ordered  a  new  trial  on  the  ground  that  there  was 
evidence  that  the  use  of  the  expression  Camel  Hair  Belting 
by  the  defendants  was  calculated  to  pass  off  their  goods  as 
the  goods  of  the  plaintiffs. 

The  name  of  the  inventor  or  first  introducer  of  goods  Name  of 
which  are  new  to  the  market,  or  the  name  which  he  gives  ^tenteeT  °' 
to  those  he  manufactures  or  sells,  is  very  readily  adopted 
as  the  name  of  goods  by  whomsoever  they  are  made ;  and  in 
the  case  of  goods  made  under  a  patent,  the  Court  is  careful 
not  to  extend  the  patentee's  monopoly  by  forbidding  other 
manufacturers,  after  the  patent  has  expired,  to  sell  goods 
lawfully  made  by  them  according  to  its  specification  under 
the  only  name  by  which  they  are  known  (a?). 

W  Chap,  n.,  p.  36.  («)  See  note  (r),  p.  404. 

(0  See  the  caaes  dted  in  the  last  W  (1892)  2  Q.  B.  639 ;  9  E.  P. 

thioe   notes,   and   Montg<mery  r.  C.  603.    See  the  Pleadings,  Ap- 

Thmpton,  41  C.  D.  86;  (1891)  A.  0.  pendix,  p.  646. 

217 ;  8  B.  P.  0.  361,  (Stone  AUt).  (x)  See  Chap.  H.,  p.  42. 
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In  Jame%  v.  Jame%  (y),  Romilly,  M.E.,  said  that  any- 
one who  was  possessed  of  the  secret  of  an  invention  might 
make  the  goods  according  to  it,  and  might  sell  them  under 
the  name  of  the  inventor  after  his  death,  but  might  not 
sell  them  in  his  lifetime,  so  as  to  suggest  that  they  were 
made  by  him.  But  the  distinction  here  suggested  was 
questioned  by  James,  L.J.  (z),  in  a  later  case,  for  the 
death  of  the  inventor  would  not  necessarily  prevent  the 
use  of  his  name  being  calculated  to  pass  off  the  goods  of 
others,  as  goods  manufactured  in  the  business  lately 
earned  on  by  him,  if  his  successors  were  continuing  it, 
and,  on  the  other  hand,  during  his  lifetime,  if  there  was 
no  monopoly  in  the  manufacture,  anyone  might  state  that 
the  goods  were  made  according  to  his  system.  It  is 
material  also  to  remember  that  the  name  of  the  first 
maker  or  inventor  is  often  understood  to  imply  the  good 
quality  of  work  or  materials  which  has  brought  the  new 
goods  into  favour  rather  than  the  mode  of  manufacture  or 
the  nature  of  the  ingredients  employed  (a).  Where  this 
is  the  case  the  use  of  the  name  by  traders  who  have  no 
connection  with  him  must  almost  always  be  calculated  to 
deceive. 
Names  mav  On  the  other  hand,  names  which  once  carried  a  dis- 
juri^^  tinctive  reference  to  a  particular  trader  may,  in  conse- 

quence of  successful  piracies,  or  of  their  use  by  the  trader 
himself  for  goods  which  are  the  goods  of  others,  or  are 
put  forward  as  such  (b),  or  for  other  rea.sons,  lose  it  and 
fall  into  common  use  and  become  publici  juris  (c),  in  the 
same  way  as  trade-marks  may  be  lost  or  abandoned. 
HerenMof  No  case  of  passing-off  can  be  made  out,  therefore, 
^^OTiptive      xnerely  by  showing  that  the  defendant  has  adopted  and 

(y)   L.  E.   13  Eq.  421    (1872),  {h)  WoodY.  Butler,  Z%  O.J},  W\ 

{ZietOemmi  Jamea'  Morse  BlUter).  3  R.  P.  G.  81  (1886),  0.  A.,  {Etw 

(x)  Maseam   v.    Thorley'e    Cattle  dgarettet). 
Food  Co,,  U  0.  D.  p.  764  (1880).  (r)  Chap.  II.,  p.  37 ;  and  Chap. 

(a)  Seethe  last  case ;  and  cf.  the  XIV. ,  p.  283. 
uae of  "original/*  above,  p.  44. 
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used  a  deaoriptive  or  other  "  open  "  word  previonflly  used 
hy  the  plaintiff  (d). 

A  wordy  or  other  partioular,  forming  part  of  a  regis-  DisdaisMd 
tered  label  or  other  trade-mark,  and  which  the  plaintiff  ^ 
has  disclaimed  as  a  condition  of  registration,  is  necessarily 
open,  for  the  plaintiff  cannot,  it  would  appear,  be  heard 
to  all^  that  it  forms  a  distinctive  mark  (e).  The  same  Exvunged 
rule  does  not  hold  good  of  a  word  or  particular  which  has  ®"""  ' 
been  expunged  from  the  register  without  the  plaintiff's 
aaeent,  for  the  removal  of  the  mark  does  not  prevent  the 
plaintiff  from  showing  that  the  mark  is,  nevertheless, 
distmctive  of  his  goods.  It  has  already  been  shown  that 
a  trade-mark  which  has  never  been  registered,  or  which 
has  been  removed  from  the  register,  may  be  the  basis 
of  a  passing  off  case  (/).  The  John  Bull  Beer  Case  (g')— in 
which  the  Court  of  Appeal  assumed  that  the  plaintiff's 
action  must  fail  if  Us  trade-mark  were  expunged  from  the 
register,  although  it  was  brought,  not  only  in  respect  of 
infringement,  but  also  in  respect  of  passing  off — ^is  not  in 
conflict  with  this,  for  the  only  matter  which  led  the  Court 
to  think  the  defendants'  conduct  was  calculated  to  pass  off 
their  goods  as  those  of  the  plaintiffs,  was  the  use  by  the 
fonner  of  a  label,  bearing  the  words  Registered  and  John 
BuH^  whereas,  in  fact,  the  only  registered  John  Bull  mark 
was  that  of  the  plaintifb. 


((Q  Kelfyr.  ByUa,  13  0.  D.  682 
(1880),  Baoon,  V.-C,  and  C.  A., 
(Art  OfiM  JHnetory);  Sehove  v. 
Sekmineke,  33  G.  D.  646  (1886), 
Chittj,  J.,  {Cattle  Album) ;  Oreat 
Tower  Stnet  Tta  Co.  y.  Smiih,  6  B. 
P.  C.  166  (1889),  North,  J.,  (Tow^r 
T^) ;  Burlemd  y.  Broxburn  Oil  Co,, 
42  C.  D.  274 ;  6  R.  P.  0.  482 
(1889),  Ghitty,  J.,  {7Fa»herine); 
^by  Fn-iland  Oemmt  Co,,  Id.  y. 
^ly  and  Newboid  Ftrtland  Cement 
Co.,  8  R.  P.  0.  241 ;  9  R.  P.  0.  46 
(1891), y.  WiUiams,  J.,  and  0.  A., 


(Rugby  Portland  Cemenfj ;  and  of. 
Chap.  Z.,  p.  201 ;  and  The  Colonial 
Fire  Aaeuranoe  Co.  y.  2%e  Some  ^ 
Colonial  Assurance  Co.,  Zd.,  ante, 
p.  398. 

(e)  Bosenthal  y.  Reynolds,  (1892) 
2Ch,301;  9  R. P.O.  189, North,  J., 
{jr.  S.  Corsets),  interim  injnnotion 
refnsed,  ante,  p.  203. 

(/)  Aboye,  p.  282 ;  Chap.  XII., 
p.  266. 

(ff)  Paine  f  Co.  y.  DanieUs  ^  Sons* 
Breweries  Co.,  Id.,  (1893)  2  Gh. 
667;  10  B.  P.  0.217. 
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Use  of  com-    ;    But  an  open,  that  is  to  say,  a  non-distinctive  word, 
^^widMit        or  open  words,  may  be  an  important  element  in  the 

xnay  be  an.      plaintiff's  labels,  and  the  use  of  the  same  word  or  words 

element  in  a  , 

get-up  case,      by  the  defendant  in  the  same  manner,  especially  if  coupled 

with  the  use  of  other  details  of  "get-up"  which  are  similar 
to  those  which  the  plaintiff  uses,  may  be  strong  eyidenoe 
to  support  a  passing  off  case  based  upon  imitation  of 
get-up  {h). 

This  was  pointed  out  by  "Wood,  V.-C,  in  Woollnm  v. 
Ratcliffii)^  where,  in  commenting  upon  Th^  Omnibus 
Case  {k)^  he  said,  "the  words  Conveyance  Company^  the 
green  omnibus,  &c.,  were  held  sufficient  together  to 
entitle  the  plaintiffs  to  an  injunction.  The  defendant 
might  have  had  those  words  painted  on  a  yellow  omnibus 
without  objection,  and  so  of  ihe  other  resemblances ;  the 
wrong  lay  in  their  accumulation,  not  in  any  one  of  tiiem 
alone." 

As  personal  names  which  are  adopted  as  trade-names 
or  trade-marks  are  subject  to  the  inconvenience  that  they 
may  lawfully  be  used  by  anyone  who,  in  using  them,  is 
only  honestly  trading  in  his  own  name  (/) ;  so  a  Irade- 
name  which   is  primd  fade  geographical,   or  otherwise 
descriptive,  is  subject  to  a  similar  interference  by  its 
.honest  and  proper  use  by  persons  other  than  the  owner  of 
Mere  honesfc     the  trade-name.     Thus,  in  Braham  v.  Beachim  (m),  the 
thedJen^      plaintiff,  being  owner  of  all  the  collieries  in  Badstock, 
dant'8  goods,  ©xcept  a  very  small  one,  traded  as  the  "  Radstock  Coal 
Co.,"  and   the  defendants  began  to  sell  coal  under  the 
same  name,  and  also  as  "The  Eadstock  Colliery  Pro- 
prietors."   An  injimction  was  granted,  "  to  restrain  the 
defendants,  unless  and  until  they  shall  acquire  a  oolliory 

(A)  As  in  Lever  t.  Goodwin,  36  p.  165. 

C.  D.  1 ;  4  R.  P.  C.  492  (1887),  (t)  1  H.  &  M.  269  (1863). 

Ghitty,  J.,  and  G.  A.,  {Sunliffht  {k)  Knott  v.  Morgan,   2  Keen, 

*  Self 'Washer,  and  Goodwin' e  Self-  213  (1836),  Lord  Langdale,  M.B., 

'  Waehing  Soap) ;  and  see  the  report  and  Gottenham,  L.G. 

of  Lord  HersoheU's  Gommittee  on  (Q  Below,  p.  420. 

disdaiined  additions,  Ghap.  DC.,  (m)  7  G.  D.  848  (1878)^  Fry,  J. 
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*'  or  coal  mine  within  the  pariah  of  Eadstook,  from  trading 

imder,  or  using,  the  name  or  style  of  *  The  Eadstook 

CoUieiy  Proprietors,'  or  any  other  name  or  style  signifying 

that  the  defendants  or  either  of  them  are  proprietors  of 

any  colliery  or  collieries  at  Eadstook."     Subsequently  the 

defendants  acquired  a  colliery,  but  not  in  Badstock,  and 

began  to  trade  as  ^^  The  Badstock  Coal  and  Waggon  Co., 

Colliery  Proprietors,  Badstock,  Somerset,"  and  a  motion 

to  oommit  for  breach  of  the  injunction  was  refused  on  the 

groimd  that  the  terms  used  by  them  did  no  more  than  imply 

that  they  were  proprietors  of  collieries,  and  that  their  place 

of  business  was  at  Badstock,  and  this  was  true  (n).    So,  in 

Uie  WhiUtable  Oyster  Case  (o),  where  it  was  held  that  the 

name  "  Whitetable  Native  Oysters  "  meant  the  plaintiffs' 

oysters,  and  could  not  be  fairly  used  of  French  oysters 

relaid  and  brought  to  maturity  at  Whitstable ;  the  learned 

judge  said,  the  plaintiffs'  right  in  respect  of  the  name  was 

subject  to  the  inconvenience  that  the  name  might  honestly 

be  used  by  anyone  to  describe  real  Whitstable  natives, 

whether  the  plaintiffs'  oysters  or  not. 

It  may,  perhaps,  be  doubted  whether  the  decision  in 
The  Raddock  Colliery  Case^  and  the  dicta  just  referred  to, 
are  quite  consistent  with  the  judgments  delivered  in  the 
House  of  Lords,  in  ITie  Stone  Ales  Case  (jo),  where,  although 
the  right  of  the  appellant  to  state  that  his  beer  was  brewed 
at  Stone  was  recognized,  it  was  held  to  be  subject  to  an 
obligation  not  to  do  so  in  any  manner  calculated  to  cause 
the  appellant's  beer  to  be  passed  off  as  that  of  the  respon- 
deDts,  which  was  commonly  known  as  Stone  Ale^  and  the 
learned  lords  were  clearly  of  opinion  that  the  obligation 
would  prevent  the  appellant  from  using  the  last-mentioned 
tematalL 

(n)  Seb.    I>ig.   p.   633    (1878),  to  restram  the  use  of  im/iV^. 
^xTi  J-  (p)   Montgomery    v.    Thompton, 

(o)  Fre$  FUher$  of  WhUttabU  v.  (1891)  A.  0.  217  ;    8  E.  P.  C. 

flK  4  Times  L.  R.  273  ;  W.  N.  361. 
(1888)  27,  Stirling,  J.,  injonotion 
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Aathor's  An  author  oan  restram  the  publication  under  his  name 

^^^'°^'  of  books  which  are  not  written  by  him,  on  the  same 

principles  as  a  trader  can  obtain  an  injunction  to  protect 
his  trade-name,  or  that  of  his  goods  {q).  And,  further,  it 
has  been  held  that  the  writer  of  a  work  can  maintain  an 
action  against  the  owner  of  the  copyright  for  the  damiige 
occasioned  to  his  reputation  by  the  publication  of  a  new 
edition  of  the  book,  purporting  to  be  prepared  by  him,  but 
in  fact  not  so  prepared  (r).  But  in  the  case  of  a  serial 
publication,  the  purchaser  of  the  goodwill  of  the  business 
of  conducting  it — sometimes,  but  erroneously,  called  the 
copyright  in  the  publication — is  at  liberty  to  publish  sub- 
sequent numbers  under  the  old  name  after  determiniug  his 
business  relations  with  the  author  or  editor  of  earlier 
numbers,  and  notwithstanding  that  the  name  is  that  of  the 
first  editor  or  author  («). 
Tide  of  book.  Titles  of  books,  newspapers,  or  other  publications  (in 
regard  to  which  no  copyright  can  exist  (^) ),  are  also  pro- 
tected on  the  same  principles,  that  is,  as  trade-names,  and 
no  cause  of  action  arises,  therefore,  unless  it  is  shown  that 
the  title  is  known  to  indicate  the  plaintifi's  book  or  paper, 
so  that  its  use  by  the  defendant  would  be  calculated  to 
lead  to  deception  (u). 

{q)  Lord  Byron  t.  JohnsoHj  2  Her.  Bradhttry  ▼.  LiekerUf  27  Bear.  53  ; 

29  (1816),  Eldon,  L.G.;  of.  Barnard  28  L.  J.  Gi.  667  (1869),  Bommj, 

▼. FiUoWy  W.  N.  (1868)  94,  Romilly,  M.E.,  {Sauiehcld  JFordt). 

H.B. (music);  and Jfar^mT.TTiv^^f  (4  J>ick*  y.  TaUi,  18  0.  D.  76 

6  Sim.  297  (1833),  ShadweU,  V.-C,  (1880),  Bacon,  V.-C,  and  C.  A., 

oopy  of  work  of  diorama  painter.  (Splendid  MUery) ;  Zieemed  ViehiaU 

(r)  Arehbold  v.  SweH,  1  M.  &  B.  UrB^  Newtpaper  Co,  v.  Binghamy  38 

162 ;  6  C.  &  P.  219  (1832),  Lord  C.  D.  139  (1888),  North,  J.,  and 

Tenterden,  G.J.  G.  A.  [Lieentcd  Fietuallen*  Mirror.) 

(<]  JTard  y.  Beeton,  L.  B.  19  Eq.  (w)  Shove  y.  Sehmineke,  33  O.  D. 

207  (1874),  MalinB,y.-G.,(J}M<on't  546    (1886),    Ghitty,    J.,    {CaetU 

Chrietnuu  Annual} ;    cf .   Oondy  y.  Alhum) ;  Borthwiek  y.  The  Etemng 

Mitchell,  37  L.  T.  N.  S.  766  (1877),  JPtet,  87  0.  D.  449  (1888),  Kay,  J., 

G.  A.,  {Condi/*a  Fluid) ;  a  late  editor  and  G.  A. ;  and  cases  in  the  last 

would  be  restrained  from  adyer-  note, 
tifling  that  a  serial  is  discontinued ; 
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C.  Imitation  of  Oet-np. 

The  general  appearance  of  a  trader's  goods  as  they  are 
presented  to  purchasers  is  often  the  most  important  of  the 
signs  by  which  the  goods  are  recognized  as  his,  and  an 
imitation  of  it  frequently  affords  the  readiest  means  by 
which  a  fraudulent  rival,  and  fraudulent  retail  dealers  in 
collusion  with  him,  can  pass  off  his  goods  as  the  goods  of 
the  other.  The  cases  falling  under  this  head  are  almost 
neoessarily  oases  of  deliberate  fraud,  for  such  similarity  of 
"get-up"  as  is  calculated  to  deceive  is  the  result,  as  a  rule, 
of  a  resemblance,  more  or  less  close,  in  a  number  of  corre- 
sponding details,  and  this  can  hardly  happen  by  accident 
or  coincidence.  In  effect,  if  the  get-up  of  the  defendant's  Get-up  oom- 
goods  appears,  on  first  inspection,  to  closely  resemble  that  ^^^ 
of  the  plaintiff's,  and  it  is  shown  that  it  has  recently  been 
adopted  by  him,  the  only  explanation,  consistent  with 
honest  conduct,  that  can  ordinarily  be  given  is,  that  the 
leading  features  of  the  get-up,  as  the  square  tin  box 
covered  in  yellow  paper,  bearing  red  and  black  letters,  for 
the  mustard  trade  {z),  are  common  to  the  trade  in  question. 

What  is  compendiously  called  the  "  get-up  "  of  goods — 
tbe  dress  in  which  they  are  presented  to  the  buyer  (y) — 
oomprises,  in  particular,  the  size  and  shape  of  the  packages, 
where  the  goods  have  no  definite  outline,  or  none  which  is 
shown  to  the  buyer,  the  material,  colour,  and  decoration  of 
their  wrappers,  and  the  lettering  and  arrangement  of  their 
labels.  Thus,  in  Lever  v.  Chodmn  (2) ,  the  plaintiffs  sold  their 
soap  in  packets  wrapped  up  in  a  peculiar  parchment  paper, 
with  Sunlight  Self^aaher  printed  in  spaced  type  upon  the 
wrapper;  the  defendants  began  to  use  similar  packets  and 

(jr)  See  Farrow'9  Tm.,  7  B.  P.  0.  the  plaintiff's  omnibuseB,  the  nni- 

»0;  63  L.  T.  233  (1890),  Stir-  fomifl  of  their  servBats,  and  the  use 

linff,  J.  of  their  desoriptiye  title — ^the  Lon- 

(y)  In  JSnoit  y.  Morgany  2  Keen,  don  Gonyeyanee  Go. 
213  (1836),  Langdale,  M.R.,  and  (z)  36  0.  D.  1 ;  4  R.  P.  G.  492 

Cottaihain,L.O.,thefraadoon8ist6d  (1887),  Ghitiy,  J.,  and  0.  A. 
ia  the  imitation  of  the  painting  of 
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in  the  oon- 
stituent 
elements. 


Imitation  of 
X>art  of  get- 
up. 


paper,  with  the  words  Ooodwin^s  Self-washing  Soap  printed 
upon  it  in  Eomilar  type.  It  was  treated  as  an  obvions  case 
of  fraud  (a). 

"  Looking  at  the  two  tablets,"  Cotton,  L.J.,  said,  "  one 
cannot  but  see  that  there  is  a  strong  general  resemblance 
between  them,  and  especially  in  the  eyes  of  people  who 
cannot  read.  But  (the  defendants')  contention  was  this : 
there  is  no  trade-mark  in  Self-washer  or  Self-icashing  (J)  ; 
there  is  no  monopoly  in  this  parchment  paper ;  there  is  no 
monopoly  in  the  spaced  printing ;  then  why  should  we  be 
restrained,  in  carrying  on  business,  from  using  those  things 
as  to  which  the  plaintiffs  cannot  claim  any  monopoly  P 
That  is  an  obvious  fallacy.  There  may  be  no  monopoly 
at  all  in  the  individual  things,  but  if  they  are  so  combined 
by  the  defendants  as  to  pass  off  the  defendants'  goods  as 
the  plaintiffs'  then  the  defendants  have  brought  themselves 
Vfrithin  the  old  common  law  doctrine  in  respect  of  which 
equity  will  give  to  the  aggrieved  party  an  injunction  to 
restrain  the  defendants  from  passing  off  their  goods  as 
those  of  the  plaintiffs  "  {c). 

It  is  not,  however,  necessary  that  every  part  of  the 
get-up  should  be  imitated,  for,  though  no  exclusive  right 
to  the  use  of  any  single  feature  of  it  which  is  not  a  regis- 
tered trade-mark  is  recognized,  yet  a  part  of  the  get-up,  a 
picture,  for  instance,  which  is  used  on  the  label  or  wrapper, 
may  be  shown  to  be  so  identified  with  the  plaintiff's  goods 
that  its  use  for  similar  goods  }b  calculated  to  pass  them  off 
as  his.     The  picture,  in  effect,  may  become — ^as  the  trade- 


(a)  ImitationB  of  the  descriptiTe 
and  commendatory  inscriptionBi  and 
of  the  directions  for  use  printed  on 
the  coTera  of  patent  medicines  and 
proprietary  articles  are  very  com- 
mon; Franks  v.  Weaver ^  10  Beav. 
297  (1847),Langdale,  M.R.;  and 
Masmm  t.  ThorUy's  Cattle  Food  Co., 
14  0.  D.  748  (1880),  C.  A.,  are 

•instances. 

(b)  It  had  been  struck  off  the 


register  on  the  defendants*  appli- 
cation. 

(e)  BlqfieldY.  Fayne,  4  B.  &  Ad. 
410 ;  2  L.  J.  Z.  B.  N.  S.  68  (1833), 
imitation  of  envelope ;  Great  Thtcer 
Street  Tea  Co,  v.  Longford  ^  Oi.,  5 
B.  P.  0.  66  (1887),  Stirling  J., 
of  packets ;  Mammond  t.  BrunkeTf  9 
R.  P.  C.  301  (1892),  Chitty,  J.,  of 
label;  Stephens  t.  Feely  16  L.  T. 
N.  S.  145  (1867),  Wood,  V.-C,  of 
botUe,  and  Steel-pena  for  Stephms, 
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name  of  the  plaintifE's  goods  may — a  "  common  law  trade- 
mark "(rf). 

Thufl,  in  Jap  v.  Ladler  (g),  the  plaintiff  used  the  device 
of  a  lady  and  a  bear,  in  his  trade  as  a  furrier,  by  attaching 
it  to  the  wrappers  and  boxes  in  which  he  sent  out  his 
goods,  but  he  had  registered  it  only  as  a  trade-mark  for 
sealskin  mantles  and  coats.  The  defendant  began  to  issue 
a  circalar,  bearing  a  similar  mark,  in  connection  with  his 
trade,  which  was  also  that  of  a  furrier.  Two  injunctions 
were  granted,  one,  restricted  to  the  mantles  and  coats,  to 
restrain  infringement  of  the  trade-mark,  the  other,  not  so 
restricted,  to  restrain  the  defendant  from  using  the  device 
so  as  to  deceive  the  pubKc. 

And,  on  the  other  hand,  the  imitation  of  a  number  of 
things,  each  of  which  is  in  itself  not  distinctive  of  the 
plaintLfiTs  goods,  may  make  a  strong  case  on  account  of  the 
cmnulative  effect  of  the  detailed  resemblances  (/). 

3.  Use  in  Connection  with  the  Defendant's  Goods. 

The  spurious  badges  must  be  used  in  connection  with  Name,  &o. 
goods  which  are  not  the  plaintiff's,  but  they  need  not  be  ^^hlS  ^ 
stamped  or  printed  upon  them  or  their  envelopes.     The  t^e  goods, 
iraudulent  trade*names,  for  instance,  in  most  of  the  cases 
where  injunctions  have  been  granted,  were  used  as  descrip- 
tions of  the  defendants  for  general  purposes,  and  in  their 
advertisements  and  circulars  {g)j  or  were  placed  over  their 
8hop  doors  (A).    In  Jat/  v.  Ladler  (t),  the  deceptive  repre- 

(4  Abore,  p.  383.  elif,  1  H.  &  H.  259,  oited  ante, 

(«)  40  C.  D.  649 ;  6  B.  P.  C.  136      p.  408. 


y),  Kekewich,  J. ;  see  also  Mart  {ff)  See  the  injunotions  in  Kmd' 

▼■  Coiley,  44  C.  D.  193 ;  7  R.  P.  0.  rikt  v.  Mtmtagu,   17  0.  D.  638  ; 

93  (1890),  North,  J. ;   and  Great  and  Massam  t.  ThorUy,  14  G.  D. 

Tbiofr  Strut  Tea  Co,  y.  Langford  ^  748  ;  Appendix,  p.  660. 

G».,  6  E.  P.  O.  66   (1887),  Stir-  (A)  Burgen  v.  Surgeas,  3  De  G. 

Kog,  J. ;  and  see  p.  408  above.  M.  &  G.  896 ;  22  L.  J.  Gh.  676. 

(/)  See  the  judgment  in  lever  t.  (i)  40  C.  D.  649  ;  6  B.  P.  0.  136 

Goodwin,  qaoted  above ;    and  per  (1888),  Zekewioh,  J. 
Voo^  V.-C,  in  JTooUaih  v.  Bad' 
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sentation  was  e&cted  by  sending  to  the  defendant's  cus- 
tomers a  circular  inclosing  a  print  of  a  design  resembling 
the  plaintiff's  distinctive  design.  The  action  extends  to 
every  kind  of  representation  which  is  calculated  to  pass  o£E 
the  defendant's  goods  as  the  plaintiff's. 


Where  de- 
ception is 
intended. 


Badges  of 
fraud: 

unexplained 
siniilaritiee ; 

colourable 
differences; 


gradual  ap- 
proximation. 


4.  Probability  of  Deception. 

The  Court  must  be  satisfied  that  the  defendant's  conduct 
is  calculated  to  pass  off  other  goods  as  those  of  the  plaintiff, 
or,  at  least,  to  produce  such  confusion  in  the  minds  of 
probable  customers  or  purchasers  as  would  be  likely  to  lead 
to  the  other  goods  being  bought  and  sold  for  his  (A).  This 
is  the  foundation  of  the  action. 

But  if  it  is  shown  to  have  been  intended  to  deceive  in 
this  way,  the  Court  will  not  generally  push  the  inquiry 
further  (/). 

The  existence  of  unexpected  and  unexplained  simi- 
larities {m)  between  the  goods  of  the  defendant  and  those 
of  the  plaintiff,  or  of  similarities  which  have  been  modified 
by  colourable  differences  (n)  or  by  differences  and  distinc- 
tions so  arranged  as  to  escape  notice  (o) ;  the  use  by  the 
defendant  of  descriptions,  which,  as  applied  to  himself  or 
his  own  trade,  are  inaccurate,  and  by  reason  of  their 
inaccuracy  approach  more  nearly  to  the  proper  description 
of  the  plaintiff  {p)y  and  the  gradual  approximation  of  the 
defendants'  names,  get-up,  or  description  to  those  of  the 
plaintiff  (q),  are  all  obvious  badges  of  fraudulent  intention 


(k)  Eendriks  y.  Montagu^  17 
G.  D.  638  (1881);  see  p€r  James, 
V.-C,  p.  646. 

(/)  ''Why  shonld  we  be  astate 
to  say  that  (the  defendant)  cannot 
succeed  in  doing  what  he  is  strain- 
ing every  nerve  to  do  "  ?  Lindley, 
L.J.,  asked,  in  Slazenger  v.  Fellham, 
6  B.  P.  C.  p.  538  (1889). 

(m)  Tayiar  v.  Taylor^  2  Equity, 
290;  23  L.  J.  Ch.  266  (1864), 
Wood,  V.-C. 


(n)  SUuenger  ^  Sons  y.  FeUham 
#  Co.,  6  R.  P.  C.  631  (1889),  C.  A., 
(Demon,  Demotic), 

(oj  e.g.,  "  late  of,"  &o.,  in  smaU 
letters,  Chap.  XV.,  p.  322. 

{p)  HoUoway  y.  Mollotcay,  18 
Beav.  209  (1860),  Langdale,  M.R. 

{q)  Boulnoie  v.  Feake,  IS  C.  D. 
618  n.  (1868),  GiflEard,  V.-C, 
Carriage  depository  changed  to  Ifew 
Carriage  Bazaar;  Apollinaria  Co,  y. 
Serrfeldt,  4  B.  P.  C.  478  (1887), 
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frequently  recurriiig  in  the  cases  which  come  before  the 
Court  (r). 

Instances  of  actual  deception  need  not  be  proved  if  the  Proof  of 
Court  is  otherwise  satisfied  of  the  probability  of  deoep-  deoeptkm. 
tion  (s) ;  and  on  the  other  hand,  they  are  not  necessarily 
oonolusiYe  where  they  have  occurred,  in  cases,  for  example, 
where  their  number  is  comparatively  insignificant  (f). 

The  question  what  resemblance  is  calculated  to  de-  Proof  of  pro- 
oeive,  and  the  modes  of  comparison  adopted,  have  been  dewpSon! 
sufficiently  considered  in  the  preceding  chapters  {u). 

5.  Proof  of  Damage. 

Proof  of  damage  is  not  in  every  case  essential  to  enable 
the  plaintifi  to  maintain  his  action,  for  if  he  shows  that  the 
defendant  is  acting  so  as  to  pass  off  goods  which  are  not 
the  plaintiff's  as  his,  it  will  generally  be  assumed  that  the 
plaintiff  is  thereby  prevented  from  selling  as  many  of  the 
goods  as  he  otherwise  would.    But  if  this  assumption  is  Probability 
negatived  by  the  circumstances  of  the  case,  proof  of  actual  da^^e  L 
or  probable  dami^e  is  necessary  (x).    For  the  assumption  eBeential. 
of  a  name  (^),  or  an  address  (z),  similar  to  the  name  or 
address  of  the  plaintiff,  without  malicious  intent,  although 
it  may  oause  annoyance  and  inconvenience  to  him, — for 

C.  A.,  {Apollinis) ;  Sanitas  Co,,  Id.  (1889),  Chatterton,  V.-C,  (defen- 

T.  Candy,  4  B.  P.  C.  196,  530;  66  dant  called  bia  wine-shop  in  Belfast 

L.T.  621  (1886),  Kay,  J.,  {Condi-  Bodega;  plaintifl  had  no  Bodega 

Smtat).  shop  in  Ireland  ontaide  Dublin); 

(r)  See  farther,  p.  322.  and  the  cases  in  the  last  note. 

(«)  See  the  last  chapter,  p.  316.  {x)  So  that  a  non-trader  has  no 

(0  Civil  Service  Supply  Association  action,  ante,  p.  303 ;    Delondre  y. 

T.  Dean,  13    C.   D.    512    (1879),  Shaw,  2  Sim.   237  (1828),   Shad- 

Malins,  V.-C. ;  Borthwick  y.^  The  wdl,  V.-C. 

IwuMi/  Fott,  37  C.  D.  449  (1888),  (y)  Borthwick   y.    The   Evening 

G.  A.;  Leahy,  Kelly,  #  Zeahy  y.  I*08t,»upra; DuBoulayv.DuBoulay, 

Ohm,  10  R.  P.  C.   141   (1893),  L.  B.  2  P.  C.  430. 
H.L.  («)  Bayy,  Brotonrigg,  10  0.  D. 

(ii)Chap.  XV.,  p.  314;  Chap.X.,  294  (1878),  C.  A. ;  Street  y.  Bank 

p.  186 ;  see  also  OoodfeUow  y.  Prince,  qf  Spain  and  England,  30  C.  D.  156 

KC.D.9(1887),C.A.,(plaintiffand  (1886),  Peajpson,   J.,  adoption  by 

defendant  both  mere  importers) ;  the   defendants  (bankers)   of   the 

Bedega  Co.  y.  Owene,  6  B.  P.  C.  236  ;  same  cypher  telegraphic  addresB  as 

7  B.  P.  C.  31 ;  23  L.  B.  Ir.  371  that  of  the  plaintiff , 
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instanoe,  by  delaying  his  letters, — is  not  actionable,  unless 
it  is  shown  to  be  oaloolated  to  injure  him  in  his  trade. 
And  no  aotion  lies  at  the  suit  of  any  private  individual  for 
deception  practised  upon  the  public,  unless  it  incidentally 
causes,  or  is  calculated  to  cause,  damage  to  him  as  an 
individual ;  if  this  is  not  the  case,  the  wrongdoer  can  only 
be  punished  through  the  criminal  law,  or  in  a  civil  action 
on  information  brought  in  the  name  of  the  Attorney- 
General  (a). 

6.  Defences. 

The  defences,  other  than  a  simple  denial  of  the  acts 
alleged,  which  are  commonly  set  up,  may  be  tabulated  as 
follows:  that — 

(1.)  The  name,  or  other  badge,  which  the  plaintifE 
charges  the  defendant  with  having  imitated, 
carries  no  distinctive  reference  to  the  plaintiff's 
goods. 

(2.)  The  defendant  has  an  independent  or  a  concurrent 
right  to  use  them  (6). 

(3.)  The  name  or  other  badge  which  the  defendant  is 
using,  is  not  such,  or  is  not  so  used,  as  to  be 
calculated  to  pass  ofi  other  goods  for  those  of  the 
plaintiff  (c). 

(4.)  The  plaintiff  is  barred  from  suing  the  defendant 
for  all  or  part  of  the  relief  he  seeks  by  (a)  an 
agreement,  or  some  personal  estoppel  ((f)  (other 
than  those  next  alluded  to) ;  (b)  acquiescence  (e) ; 
(c)  delay  (/) ;  (d)  deceptive  use  of  the  name 
or  badges  he  relies  on,  or  because  his  trade  is 
fraudulent  (^). 

(a)  Per  Cotton,  L.J.,  in  Ths  the  place  of  origin,  fto.  of  kii 
Native  Guano  Co.  y.  The  Sewage  goods,  p.  408;  and,  further,  the 
Manure  Co.,  8  R.  P.  C.  p.  128  last  chapter,  "  infringement,"  pp. 
(1891) ;  see  also  (^rk  y.  Freeman,  326  et  esq. 

and  WUliamt  y.  Sodge,  cited  aboye,  (e)  Aboye,  p.  414  ;  and   Chap, 

p.  389 ;  Batty  y.  JBRtf,  1  H.  &  M.  XV.,  p.  314. 
264  (1868),  Wood,  V.-C,  false  pre-  (rf)  Page  380. 

tence  of  award  of  gold  medal.  (e)  Page  332. 

(b)  See,  as  to  the  right  to  nse  a  (/)  Page  383. 
man's  own  name,  p.  420 ;  and  as         (ff)  Page  846. 

to  the  right  to  honestly-  describe  ... 
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(1.)  This  is  a  trayerse  of  part  of  the  plaintiff's  case.    It  Denial  of 
may  take  the  f  onn  of  an  allegation  that  the  name  or  other  '^P^*®- 
badge  is  merely  descriptive  (A).    If  so,  the  defence  falls 
under  the  second  head  also. 

(2.)  This  defence  is  discussed  below.     The  most  im-  Concurrent 
portwit  case  is  the  right  of  any  man,  apart  from  restriction  "^^** 
by  contract,  to  trade  honestly  under  his  own  name.     That 
right  is,  of  course,  an  answer  only  to  a  case  which  rests 
wholly  upon  an  alleged  imitation  or  adoption  of  the  trade- 
name which  the  plaintiff  is  using. 

(3.)  This  defence  also  is  a  mere  traverse.     It  has  been  Denial  of 
considered  already  (k).  deception. 

(4.)  The  defences  collected  under  the  fourth  head  are  Estoppel, 
preciflely  analogous  to  those  discussed  in  the  last  chapter ; 
tbey  depend  on  the  same  considerations,  and  are  governed 
by  the  same  rules  (/). 

Concurrent  Bight. 

The  defendant  may  have  as  good  a  title  to  use  the  name 
or  other  matters  in  question  as  the  plaintiff  has  to  use  that 
with  which  it  or  they  are,  as  he  alleges,  likely  to  be  con- 
tosed.  For  instance,  on  the  dissolution  of  a  partnership,  Partners  after 
in  the  absence  of  special  agreement,  and  unless  the  firm  ^^ol^*^on. 
name  is  sold  with  the  goodwill,  as  it  may  be  (m),  each 
putner  has  an  equal  right  to  use  it,  if  he  continues  to 
(any  on  the  same  business  as  that  of  the  late  firm  (n). 

It  is  convenient  to  note  here,  in  passing,  that  the  pur-  Parchaser  of 
chaser  of  the  goodwill  of  a  business,  or  a  partner  succeeding  8^^^- 
to  it  under  agreement  upon  dissolution  of  partnership, 
bas  a  right  to  use  the  trade-name  under  which  it  was  con- 

{h)  AboTB,  pp.  406  et  uq.  on  Partnership,  6th  ed.,  p.  445. 

{i)  Note  (e),  above.  (n)  Banks  t.   Gibion,   34  Beav. 

(2)  See  Sead  y.  Riehardtm,  45  566 ;    34  L.  J.    Gh.   591    (1865), 

L  T.  N.  8.  54  (1881),  C.  A.  {Dog* a  Eomilly,   M.R. ;  Levy  v.   WaUe^, 

iEwT  Beer),  and  Chappell  y.  Oriffitha,  infra  ;  and 

(m)  ffaU  y.  Barrowif  4  De  G.  J.  see  further  on  thU  subject,  Sebas- 

*8. 150 ;  33  L.  J.  Oh.  204  (1863),  tian,  3rd  ed.,  p.  289. 
Veithary,  L.C. ;  and  see  Lindley 

£  E 
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Trader  may 
use  his  own 
name  after 
the  sale  of 
his  business, 
where  no 
oontnuy 
agreement; 


ducted  (o) .  And  this,  even  though  it  comprise  the  petsonal 
name  of  a  late  partner  (jo),  or  of  any  other  late  owner  of 
the  goodwill,  but  not  so  as  to  oast  any  risk  of  liability  upon 
the  late  owner  (q)  or  his  late  partners  by  using  their  per- 
sonal names  in  such  manner  as  to  represent  that  they  are 
still  members  of  the  firm  (r). 

But  where  the  goodwill  of  a  business  is  sold,  or  is  taken 
over  on  the  dissolution  of  a  partnership  by  agreement, 
without  any  restrictive  condition  being  imposed  upon  the 
late  owner  or  the  retiring  partner  which  restrains  him  from 
exercising  his  ordinary  right,  he  is  at  liberty  to  start  in  the 
same  trade  again  at  once  under  his  own  name,  so  long  as 
he  uses  it  honestly,  even  though  it  be  the  same  as,  or  be 
similar  to,  the  name  under  which  the  old  business  was,  and 
continues  to  be,  carried  on  («).  The  case  most  commonly 
arises  after  a  sale,  by  the  trustee  in  bankruptcy  of  a  trader, 
of  the  goodwill  of  the  debtor's  business  (^),  for  a  careful 


{o)  Levy  v.  Walker,  10  C.  D.  486 
(1879),  0.  A. 

(p)  Ciwrfy  v.3«fcA<jK,37L.T.N.S. 
268,  766  (1877),  Bacon,  V.-C,  and 
C.  A.  {Condy'a  Fluid  Co,) ;  Chappell 
V.  Griffith,  53  L.  T.  N.  S.  469 
(1886),  Kay,  J. 

{q)  Chatteris  v.  Isaacton,  57  L.  T. 
N.  S.  177  (1887),  Kekewich,  J. 
The  vendor  of  the  business  of 
"Mme.  Elise"  agreed  that  the 
purchaser  should  have  the  exclu- 
sive right  to  use  the  name  **  Mme. 
Elise  &  Co."  Hme.  Elise  was  his 
-wife's  name.  Held,  the  purchaser 
must  use  the  addition  *'  &  Go." 

(r)  Dickson  v.  MeMaster  ^  (7o.,  18 
Ir.  Jut.  202  (1866),  Brady,  0. ; 
Seott  V.  Rowland,  26  L.  T.  N.  S. 
391  (1872),  Wickens,  V.-C. ;  Gray 
V.  Smith,  43  C.  D.  208  (1889), 
C.  A. ;  Thytme  v.  Shove,  46  C.  D. 
677  (1890),  Stirling,  J.  There  can 
be  no  risk  where  the  late  partner 
ia    dead,    Webster    v.    Webster,    3 


Swan.  490  (1791),  Thurlow,  L.O. ; 
see  Lindley  on  Partuenihip,  5th 
ed.,  p.  446. 

(s)  Churton  v.  Douglas,  Johnson^ 
174;  28  L.  J.  Ch.  841  (1859), 
Wood,  V.-C. ;  Johnson  ▼.  SW&fcy, 
34  Beav.  63  ;  34  L.  J.  Gh.  32,  179 ; 
2  De  a.  J.  &  S.  446  (1864), 
Bomilly,  M.R.,  and  L.J  J.;  Zabou^ 
ehere  v.  Dawson,  L.  R.  13  Eq.  322 
(1872),  Bomilly,  M.R.  The  deci- 
sions in  this  case  and  in  Mogford  v. 
Courtenay,  46  L.  T.  N.  S.  303 
(1881),  'Fry,  J.,  that  the  vendor 
must  not  solicit  the  old  customera 
to  trade  with  him,  are  now  over- 
ruled ;  Pearson  v.  Pearson,  27  C.  D. 
146  (1884),  Baggallay  and  Cotton, 
L.JJ.,  Lindley,  L.J.,  dissentangp; 
Vernon  v.  Bailam,  34  C.  D.  748 
(1886),  Stirling,  J. 

(0  CrutiweU  v.  Zye,  17  Ves.  335 
(1810),  EldoD,  L.C. ;  Sudson  t. 
Osborne,  39  L.  J.  Ch.  79  (1869), 
James,  V.-C. 
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pmohsBeor  would  hardly  consent  to  buy  the  goodwill  of  a 
boamess  from  its  owner  without  stipulating  for  the  exolusiYe 
use  of  the  trade-name ;  but  the  trustee  in  bankruptcy  has 
no  power  to  contract  on  the  debtor's  behalf,  so  as  to  restrict 
ibe  light  of  the  debtor  to  trade  under  his  own  name  (ti). 

''  It  has  been  settled,"  James,  Y.-C,  said,  in  Hudson  y. 
OAome  (a?),  "  that  there  is  no  implied  covenant  of  any 
kind  in  the  sale  by  an  individual  himself  of  the  goodwill 
of  his  business ;  but  it  seems  to  be  settled  that  a  trader, 
whose  business,  and  the  goodwill  of  whose  business,  have 
been  sold  by  himself,  or  by  any  person  deriving  title  under 
bim,  has  no  right  to  represent  himself  as  carrying  on  that 
identical  business ;  he  has  no  right  to  use  the  trade-marks 
wbich  were  the  marks  of  that  business,  or,  by  the  use  of 
the  name,  or  of  a  title  of  the  firm,  to  represent  himself  as 
bdng  the  oontinuer  of  that  identical  business  which  has 
been  sold."  If  the  restriction  stated  in  the  last  sentence 
of  the  quotation  covers,  as  it  appears  to,  the  mere  honest 
use  of  the  trader's  own  name,  it  is,  according  to  other 
decisions,  too  widely  expressed  (y).  But  it  is  clear  that  butnofrepro- 
tiie  late  owner  or  partner  must  do  nothing,  other  than  such  i^nees  is  the 
honest  use  of  his  own  name,  calculated  to  suggest  that  he  old  buainees, 
18  canying  on  the  old  business  (2). 

Thus,  in  Churton  v.  Douglas  (a),  a  partner  who  had  sold 
his  share  in  the  business  of  "  John  Douglas  &  Co."  to  his 
oo-partners,  who  continued  to  trade  as  "  Churton,  Bankart, 
and  Hirst,  late  John  Douglas  &  Co.,"  was  restrained  from 
trading  as  "  John  Douglas  &  Co."  The  question  whether 
a  late  partner,  or  other  late  owner  of  a  business  which  has 
passed  into  the  hands  of  the  plaintiff,  is  representing  that 
he  is  still  carrying  it  on,  or  that  his  present  business  is  its 
Boooessor,  or  is  only  fairly  working  and  advertising  the 

(»)  ITalker  v.  Moitram,  19  0.  D.  "late,"  see  above,  p.  322. 
M6  (1881),  O.  A.  (a)  Note  (») ;  Witt  v.  Concoran,  2 

(x)  Sitpra,  note  (0.  0.  D.  69  (1873),  Bacon,  Y.-C,  is  a 

(y)  See  the  next  division  of  this  similar  case.    Bmbow  v.  Lew,  44 

<*«l?ter.  L.  T.  876;  29  W.  R.  837  (1881), 

(s)  Ab  to  the  use  of  the  word  Bacon,  V.-C. 
SB2 
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latter  business  as  his  ows,  is  often  one  of  great  nicety  (6). 
The  ease  of  Mogfoi^d  v.  Courtenay  (6),  probably  falls  very 
near  the  line.  There  the  partnership  between  the  parties 
having  expired  by  effluxion  of  time,  and  the  goodwill 
passing  under  the  partnership  articles  to  the  plaintiff,  but 
without  any  restrictive  covenant  binding  the  defendant  not 
to  use  the  firm  name  or  any  similar  name,  the  defendant 
was  restrained  from  issuing  a  circular  to  the  old  customers 
stating  the  fact  of  dissolution,  and  that  he  had  joined  a 
new  firm,  and  asking  the  customers  for  a  *^  continuance  " 
of  their  custom.  This  was  held  to  be  a  suggestion  that  he 
was  about  to  carry  on,  not  merely  a  similar  business,  €L8  he 
lawfully  might,  but  the  identical  business  which  had  passed 
to  the  plaintiff. 

The  right  to  Trade  under  one's  own  Kame. 

Anyone  may  The  most  important  limitation  of  the  principle  stated 
under  lus  own  c^bove  is  the  rule  that  a  man  may  honestly  trade  under  his 
name.  q^^^^  name,  or  the  names  of  himself  and  his  partners, 

even  though  their  similarity  to  the  name  under  which 
other  persons  have  been  previously  carrying  on  business  in 
the  same  trade  may  occasionally  cause  his  goods,  or  his 
firm's  goods,  to  be  passed  off  for  theirs. 

"All  the  Queen's  subjects  have  a  right  to  sell  (their 
goods),"  Knight-Bruce,  L.J.,  said,  in  a  suit  between  father 
and  son (c),  "in  their  own  names,  and  not  the  less  that 
they  bear  the  same  name  as  their  father  " ;  but,  he  added, 
"  if  any  circumstance  of  fraud  had  accompanied,  and  were 
continuing  to  accompany,  the  case,  it  would  stand  very 
differently." 

And  where  a  man  named  Warner  bought  a  business  in 
a  medicine,  at  the  time  known  as  Ashton's  G-out  and 

{h)  45  L.  T.  N.  S.  803  (1881),  P«irw»  v.  Pearson,  27  C.  D.  146. 

Fiy,    J.    The    decision   that  the  {e)  Burgess  v.  Burgess,  8  De  Q. 

defendant  might  not  solicit  the  old  M.  &  G.  896 ;  22  L.  J.  Ch.  675 

onstomers    is,    as    already   stated  (1853),  infra, 
(p.  418,  note  («)),  not  now  law; 
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Bheumatio  Cure,  and  proceeded  to  sell  his  goods  as 
Warner* %  Curcy  in  imitation  of  a  well-known  and  widely 
adTertised  medicine  called  Warner* s  Cure,  or  Warner's  Safe 
Cure,  the  Court  of  Appeal  said  that  no  injunction  could 
be  granted  unless  it  were  shown  that  the  defendant  was 
making  a  fraudulent  use  of  his  name  (d). 

The  subject  was  recently  fully  discussed  by  the  Court  l^ton  y. 
of  Appeal  in  the  important  case  of  Turion  v.  Turton{e).  ^  ' 
In  that  case  the  plaintiffs,  Thomas  Turton  and  Sons, 
limited,  were  carrying  on  a  widely  known  and  extensive 
business  acquired  by  the  company  in  1886,  but  established 
many  years  previously,  under  the  name  of  Thomas  Turton 
and  Sons,  in  Sheffield,  and  one  of  the  trade-marks  of  the 
company  bore  that  name  upon  it.  The  defendants,  John 
Turton  and  his  two  sons,  were  carrying  on  a  business  of  a 
similar  description  in  the  same  town.  Their  business  had 
alfio  been  established  for  many  years,  although  not  for  so 
long  as  that  of  the  plaintiffs.  For  ten  years  before  June, 
1888,  its  style  had  been  John  Turton  8f  Co.,  but  John 
Turton  then  took  his  sons  into  partnership,  and  changed 
the  style  to  John  Turton  and  Sons,  the  name  the  plaintiffs 
complained  of.  There  was  evidence  that  the  plaintiff 
company  were  often  referred  to  as  Turton  and  Sons,  and 
Tkmas^  or  T.  Turton  and  Sons,  and  there  were  conflicting 
affidavits  by  persons  engaged  in  the  trade  as  to  whether 
the  distinction  between  the  trade-names  was  sufficient  to 
prevent  mistakes  being  made.  It  was  also  shown  that 
letters  intended  for  the  plaintiffs  had,  in  some  instances, 
been  delivered  to  the  defendants,  but,  apart  from  the 
adoption  of  the  addition  and  Sons,  in  place  of  and  Co.y 
there  was  no  evidence  that  the  defendants'  conduct  was 
intended  or  calculated  to  pass  ofi  their  goods  as  those  of 
the  plaintifb. 

[i)  The  C.  A.  thought  it  very  6  Times  L.  R.  327,  359  (1889). 
probable  the  plaintiff  would  succeed  {e)  42  G.  D.  128  (1889),  C.  A., 

in  proving  fraud,  and  accordingly  reversing  North,  J. 
thej  granted  an  interim  injunction, 


422 


THE  ACTION  FOR  "  PASSING  OFF. 


,  w 


Lord  Esher^s 
judgment. 


Lord  Jnstioe 
Cotton's 
j  adgment. 


Mr.  Justioe  North,  at  the  trial,  granted  an  injunoiion 
in  the  terms  of  that  in  Hendriks  v.  Montagu  (/) ;  but  the 
Court  of  Appeal  reversed  this  order,  and  dismissed  the 
action. 

In  the  view  of  the  facts  taken  by  the  Court  of  Appeal, 
the  defendant,  John  Turton,  was  not  shown  to  have  done 
anything  to  give  to  the  name  objected  to  any  other 
meaning  than  that  he  was  carrying  on  business  in  partner- 
ship with  his  sons ;  he  had  not  done  anything  with  the 
intent  or  for  the  purpose  of  making  the  use  of  his  simple 
name  look  as  if  his  name  were  the  name  of  the  plaintrSs. 
''In  some  cases,"  Lord  Esher  said,  ''brides  using  the 
names,  parties  have,  to  use  what,  I  think,  is  a  happy 
phrase  of  my  brother  Cotton's,  *  garnished  that  use' — ^that 
is,  they  have  done  things  besides  using  the  name,  in  order 
that  the  use  of  that  name  might  look  as  if  it  were  being 
used  by  the  old  firm.  There  is  nothing  of  that  kind 
here." 

The  principle  to  be  applied,  said  Cotton,  L.  J.,  is  this : 
''  No  man  must  pass  off  his  goods  as  the  goods  of  another. 
Of  course,"  he  added, "  that  may  be  done  unintentionally ; 
but  where  there  is  a  manifest  and  natural  meaning  in  the 
words  used,  that  the  goods  are  the  goods  of  somebody 
else,  and  the  man  who  uses  those  terms  uses  not  his  name 
only,  but  somebody  else's,  he  would  be  stopped  from  doing 
so  as  soon  as  he  is  aware  of  the  facts  which  make  the  primd 
facie  intention  and  result  of  what  he  is  doing — ^passing  off 
his  goods  £is  the  goods  of  somebody  else.  It  was  formerly 
said  that  no  action  could  be  maintained  unless  a  man  had 
done  so  fraudulently  and  intentionally ;  but  when  he  finds 
out  that  the  natural  construction  of  what  he  is  domg,  when 
the  facts  are  known,  is  to  represent  his  goods  to  be  some- 
body else's,  then  he  would  be  stopped,  even  though  be  had 
originally  done  that  unintentionally  and  innocently." 

Notwithstanding  the  possibility  of  mistakes  between  the 
two  firms  being  made  by  careless  people,  therefore,  the 


(/)  Ante,  p.  396. 
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Comt  held  that  the  defendants  were  justified  in  adopting 
the  name  oomplained  of ,  and  in  continmng  its  use  after 
die  possibility  of  mistake  had  been  brought  to  their  know- 
ledge,  and  the  action  was  accordingly  dismissed. 

The  deoiBion  isoertainly  not  in  conflict  with  the  earlier 
oasesy  and  it  is  probably  a  final  authority  on  the  question 
inTolvedj  but  one  may  venture  to  regret  that  the  Court 
did  not  adopt  the  slight  extension  of  the  principles  appealed 
to  which  would  have  been  necessary  to  forbid  the  defendants 
from  choosing  out  of  several  alternative  styles,  aU  equally 
accurate  as  descriptions,  and  equally  convenient  according 
to  business  usage,  the  only  one  which  was  calculated  to  lead 
to  mistake.  If  Turton  8f  Co.  did  not  suit  the  defendants, 
ihey  might  have  been  satisfied  with  Turton^  Turton  and 
Turton^  or  Turton  preceded  by  the  initials  of  the  partners. 

The  foundation  of  the  judgments  of  all  the  Lords  A  man  may 
Justices  was  that  the  statement  comprised  in  the  def  en-  fi^^  the^ 
dant's  name  was  nothing?  other  than  a  statement  of  the  ordi^aiy 

^,  ,  meroantild 

actual  fact  that  their  business  was  the  business  of  Joseph  way; 
Tuiton  and  his  sons,  expressed  in  the  ^'ordinary  mercantile 
way"(^),  and  made  *' truly,  honestly,  and  in  the  usual 
manner  in  which  such  statements  are  made  in  the  course 
of  business  "  (A) .    The  case  is,  therefore,  readily  distinguish-  not  neoesaa- 
able  from  cases  where  a  "fancy  name"  which  is  not  de-  ajj^^^^ 
wriptive  of  actual  facts  in  ordinary  language  is  adopted  (t),  name." 
such  as,  for  instance,  the  name — ^the  "Universal  life 
Assurance  Association  " — in  Hendrika  v.  Montagu  (i) ;  and 
there  is  no  justification  for  the  adoption  and  use  of  any 
SQch  name  if  it  is  calculated  to  deceive.    And  the  decision 
accords  with  the  earlier  authorities  next  referred  to. 

In   Burgess  v.  Burgess  {k)^  the  defendant,  who    had  SurffeasY. 
recently  left  the  employment  of  his  father,  the  plaintiff,    "'^*"' 
and  set  up  a  rival  business  in  King  William  Street,  was 

(y)  Cotton,  L.J.,  p.  142.  (k)  3  D.  M.  &  G.  896  ;  22  L.  J. 

(i)  Pry,  L.J.,  p.  147.  Ch.  676  (1863),  Kinderdey,  V.-C, 

(i)  AnUj  p.  396;   and  see  the  and    Enight-Bznce   and   Tomer, 

litter  port  of   tlie   judgment  of  L.JJ. 

Cotton,  L.J.,  42  C.  D.  146. 
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restrained  from  describiiig  his  business  as  ''  late  of  107, 
Strand,"  his  father's  address;  but  the  Court  refused  to 
forbid  him  to  trade  under  his  own  name,  or  to  describe  his 
goods  as  "  Burgess'  Essence  of  Anchovies." 
Kimamy.  Mossam  V.  J.   W.   Thorleyh  Cattle  Food  Co.,  Ld.{l), 

^'  closely  resembled  the  case  of  Tmsaud  v.  Tmsaud  already 

referred  to  (w).  There  the  plaintiffs,  as  executors  of  one 
Joseph  Thorley,  were  carrying  on  a  well-known  businees 
in  a  particular  food  for  cattle  established  by  their  testator. 
The  defendant  company  had  engaged  as  their  manager 
J.  W.  Thorley,  who  was  a  brother  of  Joseph  Thorley,  and, 
having  been  in  his  employment  some  ten  years  previously, 
had  become  possessed  of  the  recipe  according  to  which  the 
cattle  food  was  made  by  the  plaintiffs'  testator.  J.  W. 
Thorley  was  also  the  holder  of  a  one-shiUing  share  in  the 
company.  The  defendants  endeavoured  to  defend  their 
use  of  the  name  they  had  adopted  on  the  ground  of  their 
relations  with  J.  W.  Thorley,  but  unsuccessfully,  and  the 
Court  of  Appeal  were  further  of  opinion  that  the  defen- 
dants had  imitated  the  get-up  of  the  plaintiffs*  goods,  and 
had  intentionally  acted  so  as  to  induce  buyers  to  take  their 
goods  for  them. 

The  injunction  granted  left  the  defendants  at  liberty  to 
use  their  name,  and  to  use  the  word  Thorley  in  connection 
with  their  goods  (if  they  could)  in  any  way  not  calculated 
to  mislead  the  public  (n). 

The  injunction  in  this  case  might,  in  the  view  of  the 
facts  the  Lords  Justices  took,  have  been  granted  on  the 
fraudulent  intention  of  the  defendants  alone,  for,  as 
appears  from  the  judgments  quoted  above,  it  is  only  the 
honest  use  of  a  man's  own  name  which  is  a  defence  (o). 

(/)  14  C.  D.  748  (1880),  C.  A.,  5    Times    L.    R.   327,   359,   cited 

reversing  Malins,  V.-C.  p.  420  ;  Huntley  ^  Palmer  v.  The 

(m)  Ante,  p.  400.  Reading  Biscuit  Co,^  10  R.  P.  C. 

(n)  See  the  fonn  of  injunction,  277  (1893),  Chitty,  J. ;  and  ClayKm 

14  C.  D.  762 ;  and  Appendix,  p.  v.  Lay^  where  one  Day  joined  one 

651.  Martin  in  a  fraudulent  attempt  to 

(o)  See  also  Warner  v.  Warner ^  carry  on  business  as   "Day  and 
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And  the  justification  only  extends  to  the  use  of  a  man's  Name  must 
own  name,  or  that  of  his  predecessor  who  founded  his  dant'sown  " 
bnsinees  and  established  it  under  the  name  which  the  def en-  ^^*™®  J 
dant  is  using  {p) ;  not  to  the  use  of  that  of  his  servant  {q)^ 
or  of  an  alleged  partner  who  has  really  no  interest  in  his 
business  and  has  been  brought  into  it  only  in  aid  of  an 
attempt  to  cover  the  employment  of  a  deceptive  name  (r). 
Still  less  to  the  Tise  of  the  name  of  a  stranger  («),  even  not  a  bought 
though  it  is  alleged  that  he  has  authorized  the  defendant  '^^^^ 
to  use  it  (t). 

Such  practices  are  badges  of  fraud  rather  than  grounds 
of  defence.     So,  where  the  defendant  has  altered  his  name  or  a  name 
in  guch  a  way  as  to  make  it  more  nearly  resemble  the  resemble  the 
plaintifFs,  the  inference  is  almost  inevitable  that  fraud  is  phuntiff's ; 
intended  (ti),  and  whether  it  is  or  not,  the  rule  in  question 
only  applies  to  the  use  of  the  defendant's  name  in  its 
ordinary  form. 

But  it  is  submitted  that  the  name  need  not  be  that 
▼hioh  the  defendant  received  from  his  parents.    A  name  but  may  be 
lie  has  adopted  and  used  until  it  has  come  to  be  his  name  a^t's  name 
by  repute  is  as  much  his  name  as  that  by  which  his  parents  ^^  repute. 

Haitin,"    in    unfair    competition  Gh.    101     (1871),    Baoon,    Y.-C, 

vidi  the  weU-known  firm,  26  Sol.  {Madame  ZouUe),  defendant   used 

J.  43  (1881),  Ghitty,  J.  his  daughter's  name,  E.  Zouite; 

{p)  See  Turton  y.  Turton^  ante,  interim  injunction  refused  on  ao- 

p.  421 ;  Barber  y.  Manico,  10  B.  P.  count  of  delay. 
C.  93  (1893),  A.  L.  Smith,  J.  (0  Croft   v.    Day,   7    Beav.   84 

is)  SoiUhom  y.  Meynolde,  12  L.  T.  (1843),  Langdale,  M.R.,  (Lay  and 

N.  8.  76    (1865),  Wood,   V.-C,  Martin);  Shrimpton  v.  Laight,  18 

[Swthom's  Brouley  Piped)  \  JBirm-  Beav.  164  (1864),  Eomilly,  M.R. ; 

wfAoM    Vineyar    Brewery    Co.    y.  Melaehrino  ^  Co.  y.  The  Melaehrino 

Iwerpool  Vinegar  Co.y  W.  N.  (1888)  Egyptian  Cigarette  Cb.,  4  R.  P.  0. 

139,  North,    J.,    dted    p.    394 ;  216  (1887),  Chitty,  J. 
IWwiMiy.  Tuaaaud,  anU,  p.  400.  (tf)  Taylors.  Taylor,  23  L.  J.  Ch. 

(r)  See    Croft    v.   Bay,    infra;  266  (1864),  Wood,  V.-C. ;  Jam**  v. 

Sckiceitzer  v.  Atkim,  37  L.  J.  Ch.  Jamet,  L.  R.  13  Eq.  421  (1872), 

847  (1868) ;  I>enee  v.  Maeon,  W.  N.  RomiUy,  M.R.,  {Robert  Joseph  Jm 


(1877)  23,  (1878)  42,  {Brand's  Essence      oaUed  himself  Bobert  James) ;  and 
»/ W))  both  Malins,  V.-C.  see  Slazenger  y.  Feltham,  6  R.  P.  C. 

(«)  iioactony.  Thompson,  41  L.  J.      681  (1889),  G.  A. 
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were  known  (x).  Of  oonrse,  a  new  name  adopted  at  the 
time  of,  or  shortly  before,  the  alleged  deoeptive  nser  of 
it  would  generally  be  taken  to  have  been  adopted  for 
fraudulent  purposes,  even  if  it  could  be  shown  by  the 
date  of  the  trial  to  have  beoome  the  defendant's  name  by 
repute. 
It  miut  be  In  most  of  the  reported  oases  in  which  a  defendant  has 

eUer, 'not  gta-  ^^  restrained  from  passing  off  his  goods  as  those  of  the 
uf'^  ^  ^^  plaintiff  under  cover  of  a  similar  name,  the  defendant  has 
plaintifrs.  added  the  ^'circumstances  of  fraud,"  to  which  Knight- 
Bruce,  L.J.,  referred,  in  Burgess  v.  Burgess  (y),  or,  in  the 
phrase  of  Cotton,  L.J.,  in  Turton  v.  Turton  (s),  has  "gar- 
nished the  use  of  his  name  "  by  imitating  the  get-up  of 
the  plaintiff's  goods  (a),  or  his  labels  and  show-cards  (6), 
or  has  issued  circulars  or  advertisements  (c)  calculated  to 
foster  the  error  which  the  resemblance  of  his  name  and 
that  of  the  plaintiff's  was  calculated  to  produce. 

Thus,  in  Moet  v.  Clybouw  (^),  the  defendant  claimed  to 
be  entitled  to  use  the  names  Meadows  and  Clyhouw^  and,  by 
virtue  of  such  right,  to  brand  upon  the  corks  of  his  cham- 
pagne bottles  the  letters  M.^C.in,B,  circle  on  the  bottom, 
and  the  word  England  at  the  side,  in  obvious  imitation  of 
the  plaintiff's  practice.  And  in  Holt  v.  Smith  {e),  the 
defendant  bought  the  business  of  H.  Newman  and  changed 

{x)  See  per  James,    L.J.,    and  Taylory.TayloTf  note  (u);  Schweitzer 

Bramwell,    L.J.,    in    Maesam    y.  T.Atkim,note{r);  Fuliwoody.JFkU' 

Thorley,  %e,,  14  C.  D.  pp.  767  and  wood  (1),  W.  N.   (1873)  93,  185, 

760.    It  has  already  been  shown  Halin8,y.-C.,  and  L. JJ. 
that  a  name  of  repute  is  protected  {h)  Crofi  y.  Day ;  Melaehrino  y. 

as  a  trade-name,  aboye,  p.  394.  The  Melaehrino  Egyptian  Cigarette 

(y)  Ante,  p.  420  ;  e.g,^  by  adding  Cfe.,  note  {t), 
#  Co, ;  Graveleg  y.  Winchester,  Seb.  (e)  Maeaam  y.   /.    W.    Thorleg'e 

Dig.  p.  162  (1867),  Giflard,  V.-C. ;  Cattle  Food  Co.,  supra. 
GhurUm  y.  Douglas,  Johnson,  174 ;  (rf)    Seb.    Dig.    p.    316    (1877), 

28  L.  J.  Ch.   841  (1859),  Wood,  Jessel,  M.R.,  (MoH  and  Chandon). 
V.-O. ;   JTitt  y.  Coneoran,  2  0.  D.  (e)  4  Times  L.  B.  329  (1888), 

69  (1873),  Bacon,  Y.-O.  Kay,  J.     Action   stayed  on  the 

(z)  Ante,  p.  422.  defendant  undertaking  to  use  S, 

(a)    EoUoway   y.    SoUoway,    18  and  drop  Co. ;  defendant  to  pay 

Beay.  209  (1860),  Langdale,  K.B. ;  costs. 
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lis  name  to  Ne\mian  &  Co.,  in  imitation  of  the  plaintifi's 
trade-name. 

The  pioximiiy  of  the  place  where  the  defendant  sets  up  Prozimiiy 
his  businefls  to  that  where  a  well-known  firm  is  already  ^^^  ^f 
trading  may  be  evidence  to  show  that,  although  trading  ^"^ 
under  his  own  name,  the  defendant  is  seeking  to  take 
fraudnlent  adyantage  of  its  similarity  to  the  plaintiff's 
name.  The  case  of  somebody  finding  a  man  named  Bass 
and  setting  up  a  brewery  at  Burton  as  Bass  &  Co.  (/), 
and  the  case  of  a  man  starting  business  as  a  banker  in  the 
Strand  under  the  name  of  Coutts  (g)^  have  been  cited  as 
instances  in  which  it  is  scarcely  conceivable  that  the  use 
of  the  name  could  be  honest  (A).  In  Turton  v.  Turton  (t), 
the  defendants  were  trading  in  the  same  town,  Sheffield, 
as  the  plaintiff,  but  their  presence  there  was  reasonably 
accounted  for,  because  their  business  had  been  established 
in  the  town  long  before  the  circumstances  which  led  them 
to  adopt  the  name  complained  of  arose. 

7.  The  Belief  granted. 

The  relief  granted  to  the  plaintiff,  if  he  succeeds  in  a 
passing  off  action,  corresponds  to  that  granted  in  the  action 
for  infringement  of  a  registered  trade-mark  to  which  the 
first-mentioned  action  is  so  closely  allied.  It  comprises, 
therefore — (i.)  an  injunction  restraining  the  defendant 
from  passing  off,  or  doing  or  continuing  acts  which  are 
calculated  to  pass  off,  his  goods  as  those  of  the  plain- 
tiff {k) ;  (ii.)  an  order  for  the  delivery  up  for  destruction, 

(/)  James,  L.J.,  in  Mattam  t.  plaintiffs  traded,  at  22,  PaU  MaU, 

ThorUy,  fe,,  14  C.  D.  p.  757.  as    ''  The     Guinea     Coal     Go." 

(ff)  Chitty,  J.,  in  Melaehrino  y.  An    injunction  was    granted;   21 

TU  Melaehrino,  ^c.  Co,,  4  B.  P.  C.  L.  T.  N.  S.  646  ;  22  ib,  261 ;  L.  R. 

p.  221.  6    Gh.    166,    Halins,  Y.-C,  and 

(h)   Lee    T.    Haletf   is    anotlier  Qiffard,  L. J. 

Ulnstration.    There  the  plaintiff's  (t)  Page  421. 

late  manager  set  up  in  business  as  (k)  Last  chapter,  p.  348.     See 

the  *'PaU  MaU  Ghiinea  Goal  Go.,"  the  orders  collected  in  the  Appen- 

in  the  Strand,  and  afterwards  re-  diz,  pp.  648  et  teq, 
mored   to    46,    PaU   Mall.     The 
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Injunction. 


Form  of  the 
injunction. 


Injunction  in 
Massam  y. 
Thorley, 


or  for  the  erasure  of  the  names  or  other  badges,  of  any 
goods  already  marked  with  the  deceptive  names  or  badges, 
and  in  the  possession  or  under  the  control  of  the  defen- 
dant (/) ;  and  (iii.)  damages  in  respect  of  the  past  inter- 
ferences with  the  plaintiff's  rights  {m) ;  or  (iv.)  an  account 
of  the  profits  made  by  the  defendant  by  the  sale  of  goods 
under  the  deceptive  names  or  badges  (n),  or  some  one  or 
more  of  these. 

The  general  principles  governing  the  grant  of  an 
injunction  have  been  sufficiently  considered  in  the  last 
chapter. 

The  form  of  the  injunction  granted  varies  considerably, 
according  to  the  nature  of  the  deceptive  representation 
which  the  defendant  is  shown  to  have  made  use  of,  or 
threatened  to  make  use  of. 

"Where  he  has  imitated  or  adopted  the  plaintiff's  trade- 
name, the  order  may  be  an  absolute  injunction  that  he 
shall  not  carry  on  business  under  that  name  (o). 

A  very  full  form  of  order  was  adopted  in  Massam  v. 
Thorky^a  Cattle  Food  Co.  {p).  It  restrained  the  defendant 
company  and  their  servants  from  selling,  or  procuring  to  be 
sold,  and  from  in  any  manner  representing  any  goods  manu- 
factured by  them  as  the  goods  of  the  late  Joseph  Thorley 
or  the  plaintiffs,  his  successors;  from  in  any  manner  repre- 
senting, or  doing  anything  which  should  lead  to  the  belief 
that  the  defendant  company  were  carrying  on  the  business 
of  the  late  Joseph  Thorley ;  from  affixing  to  their  goods, 
or  otherwise  employing,  any  labels,  wrappers,  or  marks 
used  by  him  or  the  plaintiffs,  or  so  contrived  as  to  repre- 
sent, or  lead  to  the  belief,  that  the  goods  manufactured  or 
sold  by  the  defendant  company  were  his  goods  or  those  of 
the  plaintiffs ;  and  from  using  or  circulating  any  circulars 
or  advertisements,  used  or  circulated  by  him  or  the  plain- 
tiffs, or  which  should  in  any  manner  represent  or  lead  to 


(I)  Page  356. 

\m)  Page  369. 

(n)  Page  360. 

(o)  Afi  in  Mendrika  y.  Montagu, 


17    C.    D.    638,  set    out    above, 
p.  396. 

{p)  14  C.  D.  p.  762,  act  out  in 
the  Appendix,  p.  650. 


THE  BELIEF  GRANTED. 


429 


the  belief  that  the  defendant  company  had  been  or  were 
carrying  on  the  business  of  the  late  Joseph  Thorley,  or 
were  his  saccessors. 

But  a  device  or  name,  which  is  not  a  trade-mark  or  the  Only  decOT- 
trade-name  of  the  plaintiff,  may  always  be  used  by  the  open  word, 
defendant  in  any  way  which  is  not  calculated  to  deceive,  &c.  restrained, 
if  such  way  can  be  found ;  and  the  injunction  in  passing 
off  cases  is  usually  drawn  so  as  to  preserve  this  right,  the 
order  not  to  use  a  particular  device  or  word  being  qualified 
by  the  addition  "  so  as  to  represent,  or  lead  to  the  belief," 
that  the  defendant's  goods  are  the  plaintiff's  (q). 

Thus,  in  Ma^am  v.  Thorletfs  Cattle  Food  Co.^  the  Lords 
Justices  refused  to  prohibit  the  defendants  from  using  the 
word  Thorley  in  connection  with  cattle  food  altogether  (r). 
And  in  Slazmger  v.  Feltham,  the  Court  of  Appeal  modi- 
fied the  order  of  Kekewich,  J.,  forbidding  the  defendants 
to  stamp  Demotic  on  their  lawn-tennis  bats,  by  adding  the 
words  "  so  as  to  represent  that  (they)  are  manufactured  by 
the  plaintiffs,  or  in  any  other  way  from  passing  off  their 
kwn-tennis  bats  as  the  goods  of  the  plaintiffs." 

So,  where  a  word  is  an  open  word,  although  associated 
with  the  plaintiff's  trade  or  goods,  the  form  of  injimction 
is  sometimes  directed  to  prevent  the  defendant  from  using 
it  without  clearly  distinguishing  his  goods  from  the  plain- 
tiffs. This  was  the  form  adopted  in  the  infringement 
cases  Seixo  v.  Provezende  («),  and  Johnston  v.  Orr-JEiving  (^), 
and  in  T/te  Stone  Ales  Case,  where  the  action  was  to  restrain 
passing  off,  several  of  the  Lords  of  Appeal  referred  to  it  as 
the  proper  form  to  adopt  unless  the  plaintiff  had  a  claim 
to  the  exclusive  use  of  the  word,  name,  or  other  mark  in 
question  (u). 

(q)  Slazenger  %  Sons  y.  FeUham  %  [t)  13  C.  D.  434  ;  7  App.  Gas. 

Co.,  6  R.  P.  0.  631  (1889) ;  Jay  v.  219,  Fry,  J.,  0.  A.,  and  H.  L. 

LadUr,  40  G.  D.  p.  656 ;  6  K.  P.  G.  (a)  Lord  Watson  and  Lord  Mac- 

136  (1888),  Kekewioh,  J.  naghten,  Montgomery  v.  Thompson, 

(r)  14C.  D.  763.  (1891)   A.    C.   217;    8  R.  P.   G. 

(«)   L.   R.    1   Gh.    194    (1865),  361 ;  see  also  Thompson  y.  BenVs 

Wood,  V.-G.,  and  GnmworthjL.C.  Brewery  Co,,  Ld,,  8  R.  P.  G.  479 

(1891),  Ghitty,  J. 
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The  sums  In  the  last-mentioned  case,  however,  the  injnnotion  to 

restrain  the  defendant  {inter  alia)  from  selling  beer  not  of 
the  plaintiff's  manufacture,  under  the  term  Stone  Ales  or 
8tone  Akf  or  in  any  waj  so  as  to  induce  the  belief  that 
such  ale  was  of  the  plaintiff's  manufacture,  was,  imder  the 
circumstances,  maintained,  the  Lords  of  Appeal,  referred 
to  above,  holding  that  the  8etxp  v.  Provezende  form  of 
injunction  would  be  more  stringent,  as  it  would,  in  effect, 
prevent  the  defendant  using  the  term  8tone  Ale  at  all  (ar). 

And  the  defendant  has,  in  some  instances,  been  restrained 

from  using  a  word  or  words  which  could  not  be  used  by  him 

at  all,  except  deceptively,  so  long  as  this  should  continue  to 

be  the  case;  for  instance,  from  calling  his  bitters  Angostura 

Bittern  imtil  he  should  find  out  how  to  make  the  real 

Angostura  Bitters  {y) ;  or  from  using  the  name  Radstock 

^         Colliery  Proprietors  imtil  he  should  be  able  to  sell  coal 

from  Badstock  {x). 

Interim  Interim  injunctions  are  granted  in  passing  off  actions 

^^        ^'     on  the  same  terms  and  according  to  the  same  principles 

as  in  infringement  actions  (s). 

8.  Costs,  Appeals,  and  Practice. 

And  the  rules  and  principles  in  regard  to  costs  (a), 
appeals  (i),  and  practice  (c),  are  also  the  same  in  both  actions, 
except  in  so  far  as  they  depend  upon  registration  and  the 
Begistration  Acts,  which  do  not  extend  to  or  affect  passing 
off  actions. 

{x)  See  above,  p.  408 ;  and  Braham  (a)  Page  364. 

T.  Beachim,  there  cited.  (b)  Page  371. 

(y)  Siegert  v.  Ftndlatery  7  C.  D.  (e)  Page  372 ;  fonns  of  plead* 

801  (1878),  Fry,  J.  inga,  p.  643. 

(«)  Chap.  XV.,  p.  862. 
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It  is  proYided  by  sect.  17  of  the  Merohandise  Marks  Act, 

1887,  that:— 

'^  On  the  sale  or  in  the  contract  for  the  sale  of  any 
goods  to  which  a  trade-mark  (5),  or  mark,  or  trade 
description  (c)  has  been  applied  {d),  the  vendor  shall 
be  deemed  to  warrant  that  the  mark  is  a  genuine  {e) 
trade-mark  and  not  forged  (/)  or  falsely  applied  (g)^ 
or  that  the  trade  description  is  not  a  false  trade 
description  (A)  within  the  meaning  of  this  Act,  unless 
the  contrary  is  expressed  in  some  writing  signed 
by  or  on  behalf  of  the  vendor  and  delivered  at  the 
time  of  the  sale  or  contract  to  and  accepted  by  the 
vendee." 
This  section  corresponds  to  sect.  19  of  the  Merchandise 

(a)  The  references  in  tbis  chapter  {d)  ''applied,*'  sect.  3  (2),  and 

ne  to  the  Merchandise  Marks  Act,  sect.  6  (1),  p.  473. 
1887,  -which  is  set  out  and  com-  {e)  "  genuine,"  of.  sect.  2  (2)  (a), 

meated  on  in  Book  11.  p.  611. 

(h)  "trade-mark,"    sect.    3  (1),  (/)  ''forged,"  sect.  4,  p. 468. 

aee next  page.  {ff)  "falsely  applied,"  sect.  5(8), 

(e)  "trade  deeoriptum,"  sect.  8  p.  474. 
(l),p.476.  (h)  ''false  trade  desoription," 

seoi.  8  (1),  pp.  476,  478. 
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Trade-mark. 


Implied 
warranty  at 
oommon  law. 


Marks  Aot,  1862,  but  the  older  section  applied  only  to 
trade-marks  which  were  appKed  to  goods  sold,  and  the 
implied  warranty  was  that  the  trade-marks  were  "  gemiino 
and  true,  and  not  forged  or  counterfeit,  and  not  wrong- 
fully used." 

Trade-mark  (^)  here  means  registered  trade-mark  or 
trade-mark  protected  by  law  in  any  British  possession  or 
foreign  state  to  which  sect.  103  of  the  Patents,  &c.  Act, 
1883,  is  applicable  (A).  The  section,  however,  imports  a 
warranty  of  the  genuineness  of  imregistered  English  trade- 
marks, at  any  rate  when  the  application  of  them  to  the 
goods  is  reasonably  calculated  to  lead  persons  to  believe 
that  the  goods  are  the  manufacture  or  merchandise  of  the 
proprietor  of  the  trade-mark,  and  also  of  any  trade-mark, 
whether  registered  or  not,  which  the  mark  applied  to  the 
goods  purports  to  be,  for  in  such  cases  the  unregistered 
trade-mark  is  a  false  trade  description  applied  to  the 
goods  (e).  "Mark,"  where  it  first  occurs  in  the  section, 
can  hardly  include  an  unregistered  trade-mark,  for  the 
warranty  implied  is  that  the  mark  is  a  genuine  trade- 
mark, that  is,  a  genuine  registered  trade-mark,  and  that 
it  does  not  purport  to  be.  "  Mark,"  where  it  occurs  the 
second  time,  should  be  trade-mark  or  mark. 

The  several  terms  occurring  in  the  section  have  the 
meanings  given  to  them  respectively  by  the  sections  of  the 
Merchandise  Marks  Act,  1887,  which  are  referred  to  in 
the  notes  (k).  The  general  effect  of  the  implied  warranty- 
is  that  the  trade-marks,  or  marks  purporting  to  be  trade- 
marks, applied  to  the  goods,  are  used  with  the  assent  of 
the  proprietor  of  the  trade-marks  which  they  purport  to 
be,  and  that  the  statements  made  or  implied  by  the  trade 
descriptions  are  true. 

Apart  from  the  statutory  warranties  implied  by  the 
Merchandise  Marks  Act,  it  is  held,  at  oommon  law(/). 


(j^)  <<  trade-mark,"  aect.  3  (1), 
p.  465. 

(A)  See  Chap.  XX.,  p.  454,  and 
the  Uflt  in  the  Appendix,  p.  666. 


(0  Sect.  3  (2),  p.  478. 
\k)  See  Book  II., Chap.  I.,p.  460. 
(/)  Warranties  of  the  genuine* 
neas  of  marks  are  implied,  in  re« 
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that  wlien  a  purchaser  orders  goods  from  a  firm  who  are 
mannf  aoturers  only  of  such  goods,  and  not  dealers  in  them/ 
then,  unless  it  is  shown  that  in  the  particular  trade,  or  as 
r^ards  the  particular  goods,  there  is  a  custom  for  the 
manufaoturer  to  supply  the  goods  of  other  makers,  the 
purchaser  must  be  assumed  to  have  contracted  with  the 
particular  manufacturers  in  reliance  on  the  general  excel- 
lence of  the  work  of  their  firm,  and  he  is  entitled  (in  the 
absence  of  any  express  stipulation  to  the  contrary)  to  have 
goods  of  the  manufacturer's  own  make  delivered  in  per- 
formance of  the  contract  (m). 

It  is  a  question  of  fact,  or,  if  there  is  a  written  contract,  Warranty 
of  construction,  whether  a  manufacturer  or  vendor  has  agreed  ^e^a^^^Sl 
to  deliver  goods,  which  are  referred  to  by  a  trade-mark  in  ^7  a  trad«- 
the  contract,  stamped  with  the  mark,  and  being,  therefore, 
goods  of  the  kind  properly  denoted  by  it,  or  whether  he 
has  agreed  only  to  deliver  goods  of  the  same  quality  as 
those  which  are  denoted  by  the  mark.  Thus,  in  Hopkim 
V.  Hitchcock  (w),  where  the  contract  was  for  iron  described  as 
"  S.  and  H.  (crown)  bars,"  and  the  vendors  were  Hopkins 
&  Co.,  the  successors  of  Snowden  and  Hopkins,  iron 
marked  "  H.  &  Co.  "  with  a  crown  was  delivered,  and  the 
jury  found  that  the  mark  was  not  a  material  part  of  the 
bargain.  Judgment  was  given  for  the  vendors  in  an  action 
for  the  price  of  the  iron,  and  the  Court  of  Queen's  Bench 
nplield  the  judgment,  on  the  ground  that  the  contract  was 
for  iron  of  a  particular  quality,  not  for  iron  bearing  a 
particular  mark, 

A  somewhat  similar  question  has  arisen  upon  sales  of  Picture 

asoriDcd  to 

pictures  under  the  names  of  the  supposed  painters  of  them,  particular 
and  in  sudi  cases  the  matter  to  be  decided  is  whether  the  "tiatB. 


apect  of  anchors  and  chain  cables,  by  Cotton  and  Brett,  L.JJ.,  Bram- 

37  Sc  88' Vict.  c.  51,  s.  4;  and  in  well,  L.J.,  dissenting;   Stareyy. 

respect  of  hops,  hj  29  &  30  Vict  Chihcorth  Gunpowder  Co.,  24  Q.  B.- 

c  37,  a.  8.  D.  90  (1889),  Div.  Conrt. 

(m)  Fer  Ck>tton,  L.  J.,  in  Johnson  (n)  14  C.  B.  N.  S.  65  ;  32  L.  J. 

T.  Sa^liim,  7  Q.  B.  D.  438  (1881),  C.  P.  154  (1863). 

R.  •       F  F 
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use  of  the  artist's  name  amounts  to  a  warranty  by  the 
vendor  that  the  picture  in  question  is  his,  or  merely  to  an 
expression  of  the  vendor's  opinion. 

In  a  case  where  pictures  had  been  sold  as  "  Views  in 
Venice,  Canaletto,"  and  they  were  not  by  Canaletto  (o), 
the  question  was  left  to  the  jury ;  but  where  the  supposed 
artist  was  an  old  master,  Lord  Kenyon,  at  Nisi  PriuSy  held 
that  it  was  impossible  to  make  the  case  one  of  warranty. 
The  pictures,  he  said,  were  the  work  of  artists  of  some 
centuries  back,  and,  there  being  no  way  of  tracing  the 
.  picture  itself,  it  could  only  be  matter  of  opinion  whether 
the  picture  in  question  was  the  work  of  the  artist  whose 
name  it  bore  or  not,  the  catalogue  only  expressed  the 
opinion  of  the  vendor,  but  left  the  determination  to  the 
buyer's  own  judgment"  (p). 
Ramedyfor  The  remedy  for  breach  of  warranty,  whether  implied 
wammty.  under  the  section  set  out  above,  or  at  common  law  {q)j  or 
imported  by  express  agreement  in  any  contract  in  regard 
to  goods  sold  or  agreed  to  be  sold,  is  an  action  for  damages, 
reduction  of  the  agreed  price,  or  rescission  of  the  contraot. 
The  rules  determining  the  nature  and  extent  of  the  remedy 
are  now  contained  in  the  Sale  of  Ghoods  Act,  1893  (r),  from 
which  the  following  sections  are  quoted: — 

"  63. — (1.)  Where  there  is  a  breach  of  warranty  by 
the  seller,  or  where  the  buyer  elects,  or  is  compelled, 
to  treat  any  breach  of  a  condition  on  the  part  of  the 
seller  as  a  breach  of  warranty,  the  buyer  is  not  by 
reason  only  of  such  breach  of  warranty  entitled  to 
reject  the  goods ;  but  he  may — 

*^  (a)  Set  up  against  the  seller  the  breach  of 
warranty  in  diminution  or  extinction  of  the 
price;  or 

.  (o)  Bnoer  v.  Sarham,  7  0.  &  P.  P.  0.   672  (1797),   (Temere  and 

356  ;  4  Ad.  &  E.  472  ;  6  L.  J.  E.  Glande  Loxraine,  vho  died  in  1694 

B.  N.  S.  88  (1836) ;  (Canaletto  died  and  in  1682  rectpectiyely). 

in  1768).  The  jniy  found  there  was  {q)  See  BeDJamin  on  Sale,  Book 

a  warranty.  IV.,  Part  IE.,  Chap.  I. 

{p)  Jendtoine  T.  Slade,  2  Esp.  N.  (r)  56  &  57  Vict  c.  71. 
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"(b.)  Mamtain  an  action  against  the  seller  for 

damages  for  the  breach  of  warranty. 
"(2.)  The    measure  of    damages   for   breach   of 
iraiianty  is  the  estimated  loss  directly  and  naturally 
resulting,  in  the  ordinary  course  of  events,  from  the 
breach  of  warranty. 

"  (3.)  In  the  case  of  a  breach  of  warranty  of  quality 
such  loss  is  primd  facie  the  difference  between  the 
value  of  the  goods  at  the  time  of  delivery  to  the 
buyer  and  the  value  they  would  have  had  if  they  had 
answered  to  the  warranty. 

"  (4.)  The  fact  that  the  buyer  has  set  up  the  breach 
of  warranty  in  diminution  or  extinction  of  the  price, 
does  not  prevent  him  from  maintaining  an  action  for 
the  same  breach  of  warranty  if  he  has  sustained 
further  damage. 

"  (6.)  Nothing  in  this  section  shall  prejudice  or 
affect  the  buyer's  right  of  rejection  in  Scotland  as 
declared  by  this  Act.'* 

64.  *^  Nothing  in  this  Act  shaU  affect  the  right  of 
the  buyer  or  seller  to  recover  interest  or  any  special 
damages  in  any  case  where  by  law  interest  or  special 
damages  may  be  recoverable,  or  to  recover  money  paid 
where  the  consideration  has  failed.'' 
The  right  to  rescind  the  contract  and  return  the  goods  Rescissioii  of 
18  dealt  with  by  an  earlier  section  of  the  same  Act.  for  i^^ch  of 

**1L— (1)  In  England  or  Ireland—  warranty. 

"  (a.)  Where  a  contract  of  sale  is  subject  to  any  When  con- 
condition  to  be  fulfilled  by  the  seUer,  the  buyer  Sd^w  ^ 
may  waive  the  condition,  or  may  elect  to  treat  warranty. 
the  breach  of  such  condition  as  a  breach  of 
warranty,  and  not  as  a  ground  for  treating  the 
contract  as  repudiated. 
'*  (b.)  Whether  a  stipulation  in  a  contract  of  sale 
is  a  condition  the  breach  of  which  may  give 
rise  to  a  right  to  treat  the  contract  as  repu- 
diated, or  a  warranty,  the  breach  of  which  may 
fp2 
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'^  give  rise  to  a  daim  for  damages^  buf  not  to  a 
right  to  reject  the  goods  and  treat  the  contract 
as  repudiated,  depends  in  each  case  upon  the 
construction  of  the  contract.     A  stipulation 
may  be  a  condition,  though  called  a  warranty 
in  the  contract  («). 
"  (c.)  "Where  a  contract  is  not  severable,  and  the 
buyer  has  accepted  the  goods,  or  part  thereof, 
or  where  the  contract  is  for  specific  goods,  the 
property  in  which  has  passed  to  the  buyer,  the 
breach  of  any  condition  to  be  fulfilled  by  the 
seller  can  only  be  treated  as   a  breadi   of 
warranty,  and  not  as  a  ground  for  rejecting 
the  goods  and  treating  the  contract  as  repu- 
diated {t)y  unless  there  be  a  term  of  the  con- 
tract, express  or  implied,  to  that  effect 
"  (2.)  In  Scotland,  failure  by  the  seller  to  perform 
any  material  part  of  a  contract  of  sale  is  a  breach  of 
contract,  which  entitles  the  buyer  either  within  a 
reasonable  time  to  reject  the  goods  and  treat  the 
contract  as  repudiated,  or  to  retain  the  goods  and 
treat  the  failure  to  perform  such  material  part  as  a 
breach  which  may  give  rise  to  a  claim  for  compensa- 
tion or  damages. 

"  (3.)  Nothing  in  this  section  shall  affect  the  case 
of  any  condition  or  warranty,  fulfilment  of  which  is 
excused  by  law  by  reason  of  impossibility  or  other- 
wise." 
Damagee  for       The  warranty  implied  by  the  Merchandise  Marks  Act 
warranty  of     "^^  accordingly  operate  to  enable  an  innocent  purchaser 
trade-mark,     of  goods  which  have  been  forfeited  imder  that  Act,  or 
which  have  led  to  a  prosecution,  entailing  expenses  upon 
him,  to  recover  damages,  in  respect  of  the  loss  or  expenses 


Tbe  Scotch 
rule. 


(«)  See  Behn  v.  Bumeas,  3  B.  & 
S.  766  ;  32  L.  J.  Q.  B.  204  (1863), 
Blackburn  on  Sale,  2nd  ed.,  p.  198. 

(t)  Street  ▼.  Slay,  2  B.    &  Ad. 


460(1831);  Hey  worth  Y.SutehinsoHy 
L.  R.  2  Q.  B.  447  (1867) ;  Eooper  v. 
.Bfl//o«r,62L.T.646(1890);  fi^^mfi 
and  Balfour,  63  L.  T.  97, 326  (1890). 
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from  the  vendor,  for  suoh  damages  directly  and  naturally 
result  in  the  ordinary  course  of  events  from  the  breach  of 
wairanty.  It  will  also  enable  the  purchaser  to  recover 
from  the  vendor  any  damages  which  may  have  been 
recovered  from  the  purchaser  by  a  sub-purchaser  upon  a 
resale  by  him,  at  any  rate  where  the  goods  were  known 
by  the  vendor  to  have  been  bought  for  the  purpose  of 
jeeale  (ti). 

A  manufacturer  has  at  common  law,  and  apart  from  Indemnity  to 
any  question  of  implied  warranty,  a  right  of  indemnity  SfSn^g^' 
by  his  customer,  if,  in  compliance  with  the  customer's  ta;ade-mark  at 

•  •  •  his  ouBtomcr  8 

orders,  he  innocently  places  a  mark  upon  goods  made  for  inquest. 
him^and  the  mark  turns  out  to  be  an  infringement  of 
some  third 'person'ij  trade-mark,  so  that  the  manufacturer 
is  rendered  liable  to  aji  action  by.  the  owner  of  the  trade- 
mark (x). 


{uj  ffanimondY.'Butseyf  2(T  Q.  B. 
D.  79  (1887),  C.  A.  See  further, 
M  to  ooiisequentikl  damages,  The 
Aryekiinoy  L.  R.  13  P.  D.  191 
(1888),  C:  A. 

{s)  Dixon  Y.  FoHcus,  3  EU.  &EU. 
537;  80  L.  J.  Q.  B.  137  (1861). 


'  As  to  the  defence  of  the  mannfao- 
torer  in  any  such  case  upon  pro- 
ceedings under  the  Herchandise 
Marks  Act,  see  sect.  2  (2),  sect.  6^ 
and  sect.  19  (3)  of  that  Act,  and 
Book  n..  Chap.  I.,  below. 
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There  IS  no      TTnder  sect.  32  of  the  Patents,  &c.  Act,  1883,  an  action 

threats  action    »        -i  •    •        i.*        i«  •     i 

in  respect  of  a  ^or  damages  or  an  injunction  lies  against  anj  person 
trade-mark;  claiming  to  be  a  patentee,  who  by  oironlars,  advertise- 
ments, or  otherwise,  threatens  any  other  person  with  legal 
proceedings  or  liability,  at  the  instance  of  anyone  who  is 
aggrieved  by  the  threats  {a).  But  the  section  does  not 
extend  to  threats  in  respect  of  the  use  of  a  trade-mark  or 
trade-name,  and  there  is  no  precisely  corresponding  right 
apart  from  it.  So  that  the  publication  in  good  faith  of  a 
statement  that  the  plaintiff  is  infringing  the  defendant's 
trade-mark,  and  that  the  defendant  intends  to  take  pro- 
ceedings against  all  persons  dealing  in  the  infringiiig 

{a)  See  Edmunds    on   Patents,      C.  A. ;  Johnson  v.  £dge^  (1892)  2 
p.  348  ;   ChalUnder  t.  RoyU,  36  C.       Ch.  1 ;  9  R.  P.  C.  142,  0.  A. 
D.  425  ;   4  R.  P.  C.  363  (1887), 
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goods,  18  not  aotionable,  and  cannot  be  restrained  by 
injunction  (b). 

But  disparaging  statements  caloulated  to  injure  the 
plaintifTs  trade  or  to  diminish  the  value  of  his  goods,  if 
they  are  not  made  in  good  faith,  are  actionable ;  and  the 
continued  publication  of  them  after  they  have  been  shown, 
or  haye  been  held  by  the  Court  to  be  untrue  may  be 
restrained  (c).  For  they  amount  to  libels  on  the  plaintiff 
in  the  way  of  his  trade,  or  to  slander  of  title  (rf). 

A  fair  warning  to  the  public,  or  to  probable  purchasers 
of  the  goods,  or  customers  of  the  businesses  concerned,  by 
a  trader  that  he  regards  the  conduct  of  another  as  an 
infringement  of  his  rights,  for  instance,  that  the  latter's 
marks  are,  in  his  view,  an  infringement  of  his  trade-marks, 
published  in  good  faith,  and  in  the  belief  that  it  is  well- 
founded,  is  not  libellous  (^),  although  it  may  turn  out  to 
be  mistaken  (/).  So,  anyone  who  thinks  his  trade-name 
is  likely  to  be  confused  with  that  of  another  business  may 


bnt  the 
threats  may 
amount  to 
libel  or  slaii- 
der  of  title. 


A  wamingf 
against  in- 
fringements, 
&oi  may  be 
issued  in  good 
faith. 


{b)  Collet  y.  Mart,  44  G.  B.  179 ; 
6  K.  P.  0.  17  (1888),  North,  J. 
(interim  injunction  refused  as  to 
the  trade-mark). 

(e)  WrmY,Weild,L.U,iQ,B. 
213  and  730  (1869);  Malsey  y. 
Brothsrhood,  16 CD.  5U;  19 CD. 
386  (1880),  Jessel,  M.R.,  andC.  A. 
(both  patent  cases  before  the  Act). 

(d)  A  false  and  malicious  state- 
ment in  writing,  printing,  or  by 
word  of  mouth,  injurious  to  any 
person's  title  to  property,  and 
causing  special  damage,  is  an 
actionable  slander  of  title.  Tindal, 
C.J.,  in  Malaehy  y.  Soper,  3  Bing. 
K.  0.  371  (1836). 

(#)  Wrm  y.  WeUd,  L.  R.  4  Q.  B. 
730  (1869),  a  patent  threats  action 
before  the  Act  of  1883.  In  HaUey 
T.  Brotherhood,  19  0.  B.  p.  392 
(18S1),  a  similar  action,  Liudley, 
L. J.,  said :  **  Wrm  y.  Weild  comes 
to  this :  that  if  I  am  a  patentee,  so 


long  as  I  act  honestly,  I  am  entitled 
to  say,  without  running  the  risk 
of  having  an  action  for  damages 
brought  against  me,  that  somebody 
is  infringing  my  patent,  or  that 
somebody  else's  manufacture  is  an 
infringement  of  my  patent.  .  .  . 
If  I  say  it  dishonestly,  I  am  so 
liable ;  and  if  I  know  that  what  I 
say  is  untrue,  it  would  not  take 
much  to  persuade  a  jury  that  I  was 
acting  dishonestly." 

(/)  In  Dicks  y.  Brookt,  16  C.  D. 
p.  40  (1880),  Bramwell,  L.J.,  said: 
*' Although,  according  to  our 
opinion,  they  would  have  been 
wrong  in  their  law  with  respect 
to  its  being  a  piracy,  I  think  their 
saying  so  would  not  haye  been 
actionable,  because  a  man  is  not 
bound  to  be  correct  in  his  state- 
ment of  law,  though  he  is  bound 
to  be  correct  in  his  etat^ment  of 
facte." 
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publish  a  warning  that  there  is  no  connection  between  his. 
business  and  the  other  (g).  And  this,  notwithstanding  tha^ 
pendency  of  proceedings  in  which  the  right  of  the  pro- 
prietor of  the  other  to  use  the  name  or  marks  he  ha^ 
adopted  comes  into  question  (h).  But  under  pretence  of 
the  honest  publication  of  a  fair  warning  there  is  no  excuse 
for  an  allegation  that  the  goods  of  the  other  party  are 
spurious  {i)j  or  that  he  is  foisting  a  fictitious  article  upon 
the  public  (^),  or  is  fraudulently  endeavouring  to  pass  o£E 
his  goods  as  those  of  the  person  who  issues  the  advertise- 
ment or  circular  complained  of  (A). 
Suggestion'  Thus,  in  Thorley's  Cattk  Food  Co.  v.  Massam  (/),  the 
plaintiff's  defendants  had  published  an  advertisement  warning  the 
goods  are  public  that  any  goods  purporting  to  be  Thorley's  Cattle 
Food,  and  not  signed  by  their  trade-name  "  Joseph 
Thorley,"  were  not  of  their  manufacture,  and  alleging 
that  they  were  the  only  persons  possessed  of  the  secret 
recipe  according  to  which  the  food  was  compounded,  and 
also  a  circular  stating  that  the  plaintiflFs  were  seeking  to 
"  foist  upon  the  public  an  article  which  they  pretend  is  the 
same  as  that  manufactured  by  the  late  Joseph  Thorley/* 
The  defendants  were  the  executors  of  the  .late  Joseph 
Thorley,  the  inventor  of  the  cattle  food,  and  they  were 
carrying  on  his  business;  but  the  statement  that  they 
alone  possessed  the  secret  recipe,  and  the  suggestion  that 
the  goods  of  the  plaintiffs  were  jiot  prepared  according  to 
it,  were  false,  for  one  Josiah  Thorley,  a  brother  of  Joseph 
Thorley,  who  had  obtained  the  recipe  from  him,  was 
manager  of  the  plaintiff  company  (/«).    An  injunction 

(^)  Thorley's  Cattle  Food  Co.  v.  below ;  Anderson  v.  Liebiff,  ^e.  Co,^ 

Massam,    14    C.    D.    763    (1880),  45  L.  T.  757  (1881),  Chitty,  J. 

C.  A. ;   William  Coulson  and  Sons  t.  (i)  Thorley* s  Case,  supra, 

James  Coulson  and  Sons,   3  Times  {k)  Coats  y.  Chadunck,  supra. 

L.  R.  740  (1887),  Div.  Court.      In  {l)  Supra;  Lielng,  ^e.  Co,  Y.Ander- 

this  case  the  defendants  added  to  son,  55  L.  T.  206  (1887)»  Chitty,  J. 

their  warning  a  statement  that  the  (m)  A  suit  for  an  injunction  by 

plaintiff  firm  was  lately  bankrupt.  the  defendants  to  restrain  the  nae 

(h)  Coats  V.  ClMdwick,  (1894),  1  of  the  name  Tkorley^s  Cattle  Food 

Oh.  347,  Chitty,  J. ;   see  p.  443,  by  the  plaintiffs  had  been  .aban- 
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vas  granted  at  the  trial  to  restrain  the  defendants  from 
adyertising,  or  representing,  or  suggesting  in  their  adver- 
tisements or  circulars  that  they,  or  the  proprietors  of  their 
testator's  business,  were  alone  possessed  of  the  secret  recipe, 
and  from  representing  or  suggesting,  or  doing  anything 
calculated  to  represent  or  suggest,  that  the  cattle  food 
manufactured  or  sold  by  the  plaintiffs  was  spurious  or  not 
genuine. 

.  And  in  Thomas  v.  Williams  (n),  the  publication  of  cir- 
culars suggesting  that  the  goods  of  the  plaintiff  were  not 
genuine,  but  were  imitations  of  goods  sold  by  the  defen- 
dants, was  restrained. 

But  a  mere  puff  of  the  defendant's  own  goods,  such  as 
a  statement  that  his  patent  food  is  '^  far  more  nutritious 
than  any  other  preparation  known  "  is  not  a  libel  of  the 
goods  of  rival  traders  (nn). 

In  the  cases  just  cited  it  was  held  that  no  evidence  of  Evidence  of 
special  damage  was  necessary  in    order  to  obtain    the  j^™  jg  j^q^ 
injunction  where,  in  the  opinion  of  the  Court,  the  libellous  eflaential, 
utatement  was  calculated  to  do  a  serious  injury  to  the 
plaintiff's  business  (o) ;  but  if  this  is  not  clear  and  no  but  proof  of 
appreciable  damage  is  proved  to  have  been  caused  by  the  ^^^^^jg 
publication  of  the  statement,  an  inquiry  as  to  damageawill 
be  refused,  and  if,  in  addition  to  this, — ^there  being  no  threat 
to  continue  the  publication, — there  is  no  case  for  an  injunc- 
tion, the  action  should,  it  seems,  be  dismissed  with  costs  (p) . 

doned,  after  an  application  in  it  for  34  0.  D.  207  (1886),  dted  below, 
sn  interim  injunction  had  failed  ;  {p)  Dicks  y.  Brooks,  15  C.  D.  22 

6  C.  D.  583,  HaUna,  V.-C.    The  (1879),  C.  A.      There  the  defen- 

defendants  sabaequently  snooeeded  danta,  who  owned  the  copyright 

in  a  trade-name  and  passing-off  in     an     engraTing     of     MUlais' 

action  against  t^e  plaintiffs,  ante,  **  Hugaenots,"    had     threatened 

p-  424.  proceedings  against  persons  who 

(«)  14  G.  D.  864  (1880),  Fry,  J. ;  bonght  copies   of   the   plaintiff's 

Xte^,  fc,  Co,  Y.  Andert<m,  note  (A),  paper    containing     a   wool-work 

"only  genuine  brand."  pattern,  wrongly  alleged  to  be  an 

(na)  MtUin  y.  JFhiiey  (1894)  W.  infringement    of    the    copyright. 

^'  59,  Bomer,  J.  Only  two  or  three  nombers  were 

(o)  So  also,  per  North,  J.,  in  shown  to  haYe  been  returned  or  not 

Se}fu>ard  ^  Co,  ▼.  Saytcard  j-  SonSf  sold  in  oonsequenoe  of  the  threats. 
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And  in  a  case  where  the  only  evidenoe  of  damage  to  tiie 
plaintiff  having  been  oooasioned  bj  the  publication  of  a 
libellous  oiroular  misstating  the  result  of  an  aotion  for 
passing  off  the  plaintiff's  goods  as  those  of  the  defendant^ 
was  the  plaintiff's  own  affidavit  alleging  that  his  business 
had  fallen  off,  and  the  plaintiff  had  delayed  bringing  his 
aotion  for  three  months  after  he  first  knew  of  the  publica- 
tion, North,  J.,  assessed  the  damages  at  5/.,  but  granted  an 
injunction,  and  gave  the  plaintiff  the  costs  of  the  action  {q). 
The  threat  or  It  is  essential,  in  order  to  entitle  the  plaintiff  to  redress 
he^^jSe!^  in  respect  of  the  publication  of  a  threat  or  warning,  that  he 
should  mal^e  out  that  the  statements  complained  of  are  not 
published  in  good  faith,  and  upon  an  application  for  an 
interim  injunction  to  restrain  the  publication  of  threats  hy 
the  defendant,  it  is  not  sufficient,  if  it  is  any,  proof  of  want 
of  good  faith,  to  show  that  he  has  commenced  an  action 
for  infringement  of  trade-mark,  or  for  passing  oft  goods 
as  his  against  the  plaintiff,  but  has  neglected  to  apply  in 
it  for  an  interlocutory  injunction  (r). 

The  publication  of  a  misleading  report  of  a  trade-mark 
action,  or  of  an  order  obtained  by  the  successful  party 
therein  either  at  the  trial  or  on  an  interlocutory  applica- 
tion, may  be  a  trade-libel  falling  within  the  principles  of 
the  cases  referred  to  in  this  chapter.  Thus,  where  an 
action  for  passing  off  had  failed  and  been  dismissed  with- 
out costs,  the  evidence  showing  only  a  few  instances  of 
representations  that  the  defendant's  goods  were  those  of 
the  plaintiff's,  and  that  these  were  made  by  the  defendant's 
agents  without  his  knowledge  or  authority,  but  the  defen- 
dant had  offered  an  undertaking  that  he  would  never  make 
such  representations,  and  this  imdertaking  was  inserted  in 
Ihe  order  at  the  desire  of  the  judge,  the  plaintiffs  published 
a  circular  headed ''  Caution,"  which,  referring  to  the  action, 
alleged  that: — 

"  By  the  judgment  the  defendant  was  ordered  to  undertake 

(r)  Anderton  y.  LiM^s  Sxtraet 
rf  Meat  Co.,  46  L.  T.  N.  8.  767 
(1881),  Ohittj,  J. ;  aee  next  note. 


Miflleading 
report  of  a 
trade-mark 
action. 


(q)  Eayward  %  Co.  t.  Hayward 
i  Sans,  34  G.  D.  198  (1886). 
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^not  to  represent  that  his  firm  is,  or  that  the  plamti£Ps  firm  is 
not,  theoriginal  firm  of  Biohard  Hayward  &  Co./'  and  added 
that  the  plamtiffs,  ''finding  that  serious  misrepresentations 
were  in  oiroulation  to  their  prejudice,  felt  themselves  com- 
pelled to  bring  the  above  action."  In  a  subsequent  action  (s) , 
brought  bj  the  former  defendants  against  the  former 
plaintiffs^  this  circular  was  held  to  be  untrue  and  libellous, 
and  to  have  been  published  maliciously,  and  an  injunction 
iras  granted  to  restrain  its  further  publication. 

So  far  as  the  case  against  an  advertisement  or  other  Trae  state- 
pnblication  rests  upon  its  being  a  libel,  proof  that  the  ™^]J^^^*^* 
statements  complained  of  in  it  are,  in  fact,  true,  is  an 
answer  to  any  action  for  damages,  or  an  injunction  in 
respect  of  its  publication  (t). 

Accordingly,  an  action  for  publishing  a  statement  that 
certain  persons,  meaning  the  plaintiff  company,  had 
wrongfully  used  the  word  Singer  to  designate  machines 
not  manufactured  by  the  defendant  company,  which  came 
on  for  trial  after  the  latter  company  had  established,  in  a 
passing  off  action  against  the  former,  that  the  use  of  the 
word  by  the  plaintiff  company  was  actually  wrongful,  was 
dismissed  with  costs  {t). 

So  the  publication  of  an  apology  actually  made  by  the  Publication  of 
plaintiffs  to  the  defendants  is  justifiable,  though  it  may  ^  ^P^^^^fiT- 
have  been  extracted  from  the  plaintiffs  under  duress  of 
civil  or  criminal  proceedings  in  respect  of  the  false  marking 
of  their  goods  (w). 

But  the  publication  of  a  statement  which  turns  out  to  be  Bat  a  state- 
true  may  be  improper  pending  legal  proceedings  in  which  ™roceed^^^^ 
the  matters  it  refers  to  are  in  issue,  not  as  being  libellous,  whether  true 
but  as  contempt  of  Court,  if  it  tends  to  interfere  with  the  be  a^contompt 
fair  trial  of  the  action,  or  to  embarrass  one  of  the  parties  o^  Coiirt. 
in  the  preparation  or  conduct  of  his  case.    And  such  con- 

(<)  Hayward  %  Co,  y.  Sayvoard  {fi  Nahmasehinm  Fcibrik,  ^e.  y. 

#    Sons,    34    0.    D.    198    (1886))       Singer  Manitfacturing  Co.,  10  R.  P. 
Korth,  J. ;  LiehigU  ^e,  Co.  y.  Ander-      G.  310  (1893),  Romer,  J. 
«em,  65  L.  T.  206  (1887),  Chitty,  J.  (m)   Fisher    y.    ApoUmaria    Co,, 

L.  R.  10  Ch.  297  (1876),  L.JJ, 
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tempt  may  be  punished   by  imprifionment  (^),  fine,  or 
sequestration  of  goods,  or  the  publication  may  be  re* 
strained  by  injunction,  upon  a  summary  application  by 
motion  in  the  action  {y).    The  reluctance  of  the  Court  to 
interfere  by  interlocutory  injunction  to  restrain  the  further 
publication  of  an  alleged  libel  which  the  defendant  jus- 
tifies, does  not  extend  to  such  cases  as  these.    As  already 
stated,  the  parties  are  at  liberty  to  warn  the  trade  as  much 
as  they  like,  notwithstanding  the  pendency  of  the  action ; 
but  they  are  bound  to  refrain  during  its  pendency  from 
public  discussion  on  the  merits  or  demerits  of  the  case  (s). 
^^  You  can  warn  as  much  as  you  like,"  Eay,  J.,  said,  in 
Ooulard  v.  Lindmy{y)y  "but  can  you  advertise:  *I  have 
brought  an  action  against  A.   B.   which  is  certain  to 
succeed '  P  "    And  the  learned  judge  added  that  to  adver- 
tise a  positive  statement  that  the  defendants  had  infringed 
the  plaintiff's  patent  was  wrong. 
Statement  in        It  is  no  answer  to  an  application  for  an  injunction  in 
r^Uahed^     Tcspcct  of  a  publication  alleged  to  be  a  contempt  of  Court, 
the  other  sido.  to  say  that  it  was  made  in  reply  to  a  statement  published 
by  the  applicant  himself  with  reference  to  the  same  matter, 
although  this  circumstance  may  influence  the  Court  in 
dealing  with  the  costs  of  the  application  {a). 

But  every  publication  bearing  upon  the  matters  in 
question  pendente  lite  is  not  a  contempt.  A  fair  and 
accurate  report  of  interlocutory  proceedings,  for  instanoe, 
is  allowable  (6).    And  the  Court  may  refuse  to  restrain  & 

{x)  Eoaeh  t.  HaUy   2  Atk.  469  lar  charging  the  defendants  -with 

(1742),    Hardwioke,    L.C.      The  fraadnlent  imitation  of  their  gooda. 

respondents  were   imprisoned  for  Goulard  v.  Lindtay^  4  B.  P.  G.  189 

publishing  statements  calling  some  (1887),  Kaj,  J.,  (a  patent  case), 

of  the  witnesses  **  affidavit  men."  (e)  P«-Chitty,  J.(1894),  lCh.350. 

Kiteat  y.   Sharp^   31  W.  B.    227  (a)  Coleman  y.    Wmt   Hartlepool 

tl883),    Fry,    J.,   (defendant   re-  Ry,   Co,,    8  W.    R.    734   (1860), 

strained  from  publishing  the  state-  Wood,  V.  -0. 

ment  of  claim  and  correspondence).  {b)  A   newspaper   report    pub- 

(y)  Coats  Y.  Chadtpiek,  (1894)  1  lished  contemporaneously,  if  other- 

Gh.  347,  Ghitty,  J.   The  plaintiffs,  wise  libeUous,  would  be  privile^^ 

in  an  action  for  passing  off,  were  under  the  Law  of  Libel  Amendment 

restrained  from  publishing  a  circu-  Act,  1888. 
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Teport  -which  it  thinks  unfair"  or  discreditable  to  the  persons 
Tesponsible  for  it,  if  not  oonyinoed  that  the  report  is 
oalcolated  to  obstraot  the  coarse  of  justice,  or  to  prejudice 
the  piibKc  mind  (c). 

"Wlere  the  publication  of  a  statement  pendente  lite  is  Undertakbg 
lestrained  as  being  a  contempt  of  Court,  the  applicant  is  "*^™^'^*fi^®'»- 
not  required  to  give  an  undertaking  to  be  answerable  in 
daixiages  to  the  respondent  for  any  loss  occasioned  by  the 
injunction  if  it  turns  out  that  the  respondent  was  in  the 
li^^bt  (e^),  as  is  usual  upon  the  grant  of  an  interlocutory 
injunction,  for  the  publication  is  wrong  in  any  event, 
-whether  the  statements  are  found  in  the  end  to  be  false  or 
to  be  well-f  oxmded. 

The  rule  under  which  the  publication  of  biassed  comments  Contempts  by 
reflecting  on  matters  in  issue  in  pending  litigation,  and  ^^^^ 
calculated  to  interfere  with  the  fair  trial  of  the  action,  is 
restrained,  is  of  general  application,  and  it  is  not  confined 
to  publications  made  by,  or  at  the  instance  of,  interested 
parties.  Applications  under  it  to  commit  the  editors  of 
newspapers  have,  of  late  years,  become  very  frequent,  and, 
in  spite  of  the  constantly  expressed  reluctance  of  the 
judges  to  interfere  where  it  is  not  necessary  to  protect  the 
fair  prosecution  of  the  action  (^),  the  applications  generally 
result  in  the  costs  incurred,  or  part  of  them  (/),  and  some- 

(c)  Brook  Y.  EvanSf  29  L.  J.  Gh.  «  I  saj  that  a  judge  should  be 

616    (1860),    Stuart,    V.-G.    and  most  careful  to  see  that  the  cause 

L.JJ.     The  plaintiffs   advertised  cannot  be  fairlj  prosecuted  to  a 

that    they  had   established    that  hearing  unless  this  extreme  mode 

they  first  used    the  vord  Glaeij  of  dealing  with  persons  brought 

bat  that  the  defendants  relied  on  before  him  on  accusations  of  con- 

the  lapse  of  time  as  an  answer  to  tempt  should    be  adopted."      In 

the  motion,  although  the  plaintiffs  The  Flating  Co,  t.  FarquhartoHy  17 

had  constantly  protested  against  0.  D.  49  (1881),  the  G.  A.  dismissed 

the  defendants'  use  of  the  word.  an  application  to  commit  the  editor 

The  defendants,  in  fact,  had  not  of  a  paper  in  respect  of  an  adyer- 

been  called  upon  on  the  motion.  tisement  asking  for  subscriptions 

(<Q  Fmnery.  Wilton,  (1893)  2  Gh.  and  evidence  to  assist  the  appeal 

656,  Kekewich,  J.  in  a  patent  case. 
.  («)  In  re  Clements,  46  L.  J.  Gh.  (/)  See  Dunean  y.  Sparling,  The 

3S3  (1877),  ^Jeasel,  M,B.»   said:  Times,  9th March,  1894. 
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times  a  substantial  fine  (^),  being  thrown  upon  the  respon- 
dents if  they  have  ventured  at  all  beyond  a  mere  aoourate 
report,  or  a  colourless  account  of  the  proceeding. 

Before  the  Judicature  Act  the  Courts  had  no  jurisdiction 
to  restrain  the  publication  of  a  libel,  even  though  it  affected 
the  plaintiff's  trade  or  property  (A) ;  but  the  jurisdiction  is 
conferred  by  that  Act  upon  all  the  divisions  of  the  High 
Court,  and  it  has  been  exercised  in  many  cases  (t). 

The  Court  has  also  jurisdiction  to  interfere  by  inter- 
locutory injunction  to  restrain  the  further  publication  of 
an  alleged  trade  libel,  which  is  the  subject  of  an  action, 
until  the  hearing.  But  it  will  only  do  so  if  it  is  satisfied, 
upon  the  facts  and  evidence  before  it,  that  the  state- 
ments complained  of  are  false  {k),  however  much  the 
balance  of  convenience  may  be  in  favour  of  staying  the 
publication  {kk)y  and  only  in  the  clearest  cases  (/) — where, 
as  it  has  been  put,  the  plaintiff's  case  is  so  strong  that  if 
the  jury  at  the  trial  found  for  the  defendant,  their  verdict 
would  be  set  aside  as  unreasonable  (m). 

For  the  question,  libel  or  no  libel,  is  peculiarly  a  question 
for  a  jury ;  and  in  order  to  interfere  before  the  hearing 
the  Court  must  determine  that  question  in  advance,  without 
the  jury's  assistance  (m).    The  reluctance  to  interfere  by 


(^)  £e  The  Crown  Bank,  44  G.  D. 
649  (1890),  (a  bad  case  of  oontempt). 

(A)  Pirudeniial  Asturanee  Aaaocia' 
Hon  T.  Xnott,  L.  B.  10  Gh.  142 
(1876),  Cainis,  L.C.  and  L.JJ. 

(t)  ThorUy'8  Cattle  Food  Co.  v. 
Ifaesam,  6  G.  D.  682  (1877),  ICalinB, 
V.-G. ;  14  G.  D.  763  (1880),  Malinfl, 
V.-G.,  and  C.  A. ;  Thomas  v.  JFU- 
lianu,  14  G.  D.  864  (1880),  Ery,  J. ; 
Saxby  t.  JSaaterbrook,  8  0.  P.  D. 
339  (1878),  Diy.  Gonrt,  and  the 
oasee  dted  below. 

{k)  Collard  v.  MarthdU,  (1892)  1 
Gh.  671,  Ghitty,  J.  The  libel  was 
that  the  plaintifls  were '  *  sweaters,' ' 
and  that  their  work  was  not  pro- 
perly executed.     The  defendants 


said  the  statements  were,  in  sub- 
stance, tme,  but  did  not  sug- 
gest that  thej  had  any  farther 
evidence  not  before  the  Gourt. 
They  were  willing  to  treat  the 
motion  as  the  trial.  An  interim 
injunction  was  granted.  Jhmeh  t, 
Boyd,  16  L.  B.  Ir.  476  (1885). 

(kk)  SocUU  dee  Manufactures  dee 
Olaees  v.  TilghmanU  Patent  Sand 
Blast  Co,,  26  G.  D.  1  (1883),  C.  A. 

(t)  Monson  y.  Iksesaud,  (1894)  1 
Q.  B.  D.  671,  G.  A.,  per  Davey, 
L.J.,  (case  of  a  personal  libel). 

(m)  Per  Lord  Esher,  M.B.,  in 
Coulson  V.  Coulsony  3  Timee  L.  B. 
846,  adopted  in  Bonnard  v.  Ferr^' 
man,  (1891)  2  Gh.  269,  0.  A. 
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interlocutory  injunetioii  is  so  strong,  that  the  cases  cited  of 
B&nnard  v.  Perry  man  {mm)^  and  Momon  v.  Tmsaud  (w),  seem 
to  show  that,  where  the  defendant  alleges  justification,  and 
reserves  the  particulars  of  his  case,  and  the  evidence  in 
support  of  it,  the  injunction  ought  never  to  be  granted. 
In  any  case,  the  probability  of  very  serious  injury  to  the 
plaintiff  if  the  libellous  statements  are  allowed  to  continue 
must  be  made  out  (o). 

An  action  in  respect  of  a  trade-mark  for  slander  of  title,  Action 
unlike  a  mere  personal  libel,  survives  to  the  executors  executors, 
ance  it  occasions  an  injury  to  the  estate  of  the  testator  (p). 

[mm]  See  note  (m)  anU,  p.  446.  (o)  Salomons  y.  Knighty  (1891)  2 

(ii)Note(/).  These  were  not,  how-  Ch.  294,  North,  J.,  and  C.  A.; 

erer,  trade  libels,  but  the  rule  was  Mogul  Steamship  Co.  t.  McGregor, 

ippHed  in  Champion  ^  Co,  v.  The  Oow  ^  Co,,  15  Q.  B.  D.  476  (1886), 

Birminghain  Vinegar  Brewery  Go,,  Coleridge,  L.C.J.,  and  Fry,  L.J. 
10  'nines  L.  R.  168  (1898),  IHv.  {p)  EaiehardY.Mhge,  18Q.B.D. 

Coort^  (which  was  a  trade  case).  771  (1887),  Div.  Gt. 
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Use  of  the  trade-name  of  a  secret  preparation 

The  nse  of  the  name  or  secret  may  be  a  breach  of  contract  or 

confidence 
Sommaxj  of  the  leading  cases  of  trade-secret 

Frinee  Albert  y.  Strange  ;  Iforison  y.  Moat 

other  examples     . . 
The  jurisdiction  rests  on  implied  contract 

Neuter**  Telegram  Co,  v.  Bgron 
No  injunction  where  no  threat  to  use  the  infoimation . . 
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It  has  been  shown  that  anyone  is  entitled  to  nse  a  name 
or  mark  for  the  goods  to  which  that  name  or  mark  is  pro- 
perly applied  («).  Thus,  anyone  who  is  in  possession  of 
goods  made  or  sold  by  the  owner  of  a  trade-mark  or  trade- 
name, may  apply  the  trade-name  or  trade-mark  to  them  (A), 
and  may,  for  instance,  replace  the  old  labels  upon  the 
goods  by  new  ones  (c).  So,  the  name  of  a  secret  prepara- 
tion may  be  used  by  anyone  for  goods  actually  prepared 
according  to  the  recipe  (rf),  for  they  are  the  goods  indicated 
by  the  name,  whether  prepared  by  the  original  inventor 
of  the  recipe,  or  his  successors  in  business,  or  not.    Until 


(a)  See  Chap.  II.,  p.  32,  and 
Chap.  XV.,  p.  309. 

{b)  Condyy.  Taylor,  66  L.  T.  891 
(1887),  Kekewich,  J. 

(e)  Farina  v.  Silverloek,  6  De  G. 
H.  &  a.  214;  26  L.  J.  Ch.  11 
(1856),  Granworth,  L.G.,  cited, 
p.  32. 

(rf)  Canham  v.  Jones,  2  V.  &  B. 
218  (1813),  Plumer,  V.-C,  (T^ftio'i 
Vegetable  Syrup) ;  Jamet  y.  Jamet, 
L.  B.  13  Eq.  421  (1872),  Bomilly, 


M.B.,  {Lieutenant  Jamee'  JSoree 
Blister) ;  Condy  y.  Mitchell,  37  L.  T. 
N.  S.  268,  766  (1877),  Bacon,  V.-C, 
and  G.  A.,  {Condy* s  Fluid);  and  see 
the  injunction  in  Siegert  y.  Fimd- 
later,  7  0.  D.  801  (1878),  Ery,  J., 
cited  p.  309,  {Angostura  BiUere) .  In 
Benbow  y.  Low,  44  L.  T.  K  S.  875 
(1881),  Bacon,  V.-G.,  held  that  an 
outgoing  partner  who  retained  the 
receipt  could  use  the  name  of  a 
secret  preparation. 
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the  secret  Ib  discovered  or  betrayed  the  goods  of  the 
original  inventor  or  his  successors  can  be  the  only  goods 
to  which  the  name  is  applicable,  or  ii^hioh  are  denoted  by 
it;  but  when  other  people  can  make  them,  the  dif&cult 
question  of  fact,  discussed  in  a  previous  chapter  of  this 
book  (e),  arises,  whether  the  name  is  merely  that  of  the 
goods  themselves,  or  that  of  goods  of  the  kind  prepared 
or  sold  by  the  original  inventor  or  his  successors  in  business. 
This  was  well  put  by  Fry,  J.,  in  the  Angostura  Bitters 
Cau  (/).  "  I  cannot  say,"  the  learned  judge  said,  "  that 
Meinhard  (g)  may  not,  if  he  can,  make  a  bitter  identical 
with  the  plaintiffs',  and,  if  he  does,  I  cannot  prevent  him 
from  selling  it  as  Angostura  Bitters.  It  is  to  be  observed 
that  the  person  who  produces  a  new  article,  and  is  the  sole 
maker  of  it,  has  the  greatest  difficulty  (if  it  is  not  an 
impossibility)  in  claiming  the  name  of  that  article  as  his 
own,  because,  until  somebody  else  produces  the  same 
article,  there  is  nothing  to  distinguish  it  from.  No 
distinction  can  arise  from  using  the  name  of  the  dass,  so 
long  as  the  class  consists  of  only  one  species,  for  then  the 
name  of  the  species  and  the  name  of  the  class  will  be  the 
same." 

But,  as  regards  any  particidar  person  or  persons,  the  The  use  of 
iwe  of  a  mark  or  name  which  is  open  to  the  world  at  large  ^OTefmay  be 
may  be  restrained  by  reason  of  a  contract  he  has  entered  a  breach  of 
into,  or  of  circumstances  which  make  it  contrary  to  con-  confidence, 
sdenoe  for  him  or  them  to  avail  themselves  of  their  general 
right.    Putting  aside  cases  of  express  contract, — as  where, 
for  instance,  a  partner  or  servant  has  covenanted  not  to 
nse  the  firm  name,  or  any  particular  name  or  marks,  or 
not  to  engage  in  any  particular  business,  after  the  deter- 
niination  of  the  partnership  or  employment, — ^the  most 
important  cases  of  this  kind  are  cases  of  trade  secrets. 
The  law  relating  to  trade  secrets  does  not  properly  fall 
within  the  scope  of  this  book,  but  as  it  touches  upon  the 

(«]  Aboye,  pp.  36  et  seg,  (^)  The  maker  of  the  defendant's 

(/)  Sie^ert  v.  Findlaier,  7  0.  D.      bitters, 
p.  813. 

K.  GO 
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limitation  of  trade-mark  and  trade-name  rights  referred 
to  above,  it  is  convenient  to  shortly  refer  to  the  leading 
cases  on  the  subject. 

Wherever  a  secret  information  has  been  obtained  under 
circumstances  which  import  a  contract  not  to  disclose  or 
make  use  of  it,  or  by  breach  of  confidence,  or  under  other 
circumstances  which  make  the  disclosure,  or  the  use  of  the 
information,  contrary  to  conscience,  the  Court  will  restrain 
the  person  who  has  obtained  it,  or  anyone  to  whom  it  has 
been  communicated  by.  him,  from  using  or  disclosing  it. 
Information  Thus,  in  Priiice  Albei^t  V.  Strange  (A),  the  publication  of 
breach  of  *  catalogue  of  a  number  of  etchings  made  by  the  Queen 
oo^^ract  or  of  and  Prince  Albert  for  their  private  use  and  amusement, 
and  never  published  or  authorized  to  be  published  by 
them,  and  the  exhibition  of  the  etchings,  was  restrained, 
the  copies  of  the  etchings  which  had  passed  into  the 
defendant's  possession  having  been  obtained  surrepti- 
tiously and  in  breach  of  confidence  from  or  through  a 
printer  employed  to  print  them.  And  in  Moriwn  v. 
Moat  (?)  the  defendant,  who  had  obtained  the  secret  of 
manufacturing  Morisonh  Universal  Medicine  from  his 
father,  was  restrained  from  using  it.  Both  the  defendant 
and  his  father  had  formerly  been  in  partnership  with  the 
plaintiff,  but  the  father  of  the  plaintiff,  to  whom  alone 
the  original  inventor  had  disclosed  the  secret,  had  entered 
into  a  covenant  not  to  divulge  it  to  any  other  person.  The 
injunction  restrained  the  defendant,  his  agents,  &c.,  from 
seUing,  under  the  title  of  Morison^  a  ^Universal  Medicine^  any 
medicine  made  by  him  or  under  his  directions,  and  also 

(A)  2  De  a.  &  Sm.  652  ;  1  Mao.  Y.-C,  on  the  ground  that  it  was 

&  G.  25  ;  18  L.  J.  Ch.  120  (1849),  not  put  forward  as  one  of  breach 

Knight- Bruce,  V.-C,  and  Gotten-  of  confidence  or  contract ;  but  the 

ham,  L.-G.  report  shows  that  the  bill  stated 

(0  9  Hare,  241;  20  L.  J.  Gh.613;  the  employment  of  the  defendant, 

21  ibid.  248  (1851),  Turner,  V.-C.,  and  that  the  plaintiff's  counsel,  on 

and  Knight- Bruce,  and  Lord  Gran-  the  demurrer,  to  some  extent  rested 

worth,  L.J  J.,  App.,  p.  648.    The  their  case  on  breach  of  confidence, 

case  of  Canham  v.  Jones,  2  Ves.  &  B.  The  case  would  now  be  differently 

219,  was  di^itinguished  by  Turner,  decided  on  the  alleged  facts. 
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from  making  any  medicines  according  to  the  secret,  or  in 
fmy  manner  using  the  secret  of  compoimding  the  medicines, 
or  any  part  thereof. 

Injunctions  have  been  granted  on  the  same  principles  Infonnatioit 
to  restrain  the  use  or  publication  of  secret  information  ^g^j^.     ^* 
obtained  by  a  derk  or  servant  in  the  course  of  his  employ- 
ment (A-),  and  it  is  said  that  "  every  clerk  employed  in  a 
merchant's  counting-house  is  under  an  implied  contract 
that  he  will  not  make  public  that  which  he  learns  in  the 
execation  of  his  duty  as  a  clerk  "  (l) ;  of  a  table  of  details  table  of  di- 
of  the  dimensions  of  machinery  designed  by,  or  for  the  ^^^»b 
plaintiffs,  collected  from  their  plans  by  one  of  their  drafts-  draftsman; 
men,  although  the  details  could  all  have  been  gathered  from 
the  machines  made  according  to  the  designs  and  sold,  if 
access  could  have  been  obtained  to  them  (m) ;  of  materials  book  of  ad- 
for  the  construction  of  a  book  of  advertisements  collected  j^  <^^^er; 
hy  the  plaintiff's  advertising  canvassers  (n) ;  of  lectures  lectures; 
delivered  to  a  class  of  students,  and  not  published  or 
authorized  to  be  published  by  the  lecturer  (o) ;  of  private  ?^7^, 
letters  written  by  the  plaintiff,  or  by  a  person  whose  estate 
the  plaintiff  represents  (jt)) ;  of  copies  of  the  plaintiffs'  ^P^®*®*^ 
pictures,  delivered  to  the  defendants  for  the  making  of  uthographer; 
copies,  in  excess  of  the  number  made  for  and  delivered  to 
the  plaintiffs  (q) ;    and  of   prints  from  a  photographic  Pj^^^^^* 
negative  likeness  of  the  plaintiff,  which  the  defendants  tiff, 
had  been  employed  by  the  plaintiff  to  take  (r) . 

(*)  Touatt  V.  Winyard,  1  Jac.  &  462 ;  (1893)  1  Ch.  218,  Chitty,  J., 

W.  394  (1820),  Eldon,  L.C.  and  C.  A. 

(/)  Per  Wigram,  V.-C,  in  Tip'  {o)  Ahemethy  v.    Hutchinson,   3 

^  T.  Clarke^  2  Hare,  383  (1842) ;  L.  J.  Gh.  O.  S.  214  (1824),  Eldon, 

■nd  per  North,  J.,  in  FoUard  v.  L.C. ;  Cairdy,  Sime,  12  App.  Cas. 

PhotograpMe[Cd.,40C.'D.Zi6{lSSS).  326  (1887). 

(«)  Merry weath&TY.  Moore,  (1892)  {p)  Perceval  v.  PMpps,  2  Ves.  & 

2  Ch.  618,  Kekewioh,  J.    The  de-  B.  19  (1813),  Humer,  V.-C. ;  £arl 

lendant  had  been  apprenticed  to  of  LytUm  y.  Devey,  64  L.  J.  Ch. 

the  plaintiffs,  and  had  remained  in  293  (1884),  Bacon,  V.-C. 

fteir  employment  after  his  articles  (q)  Tuck  and  Sons  y.  Priester,  19 

«piied;  cf.  Beuter^s  Telegram  C$.  Q.  B.  D.  629  (1887),  C.  A. 

▼.  Byron,  cited  below,  p.  462.  (r)  Pollard  y.   Phoioyraphio  Co. 

(n)  lamb  y.  JSvant,  (1892)  3  Ch.  note  (/). 
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Use  of  a^^t's 
infonnatioii 
where  no 
breaokof 
contract  or 
confidence. 


Bmtev^t  Co,  v. 
Bynm. 


"  Different  grounds  have  been  aasigned  for  the  exeroifie 
of  the  jurisdiction.  In  some  cases  it  has  been  referred  to 
property,  in  others  to  contract,  and  in  others,  again,  it 
has  been  treated  as  founded  upon  trust  or  confidence, 
meaning,  as  I  conceive,  that  the  Court  fastens  the  obliga- 
tion on  the  conscience  of  the  party,  and  enforces  it  against 
him  in  the  same  manner  as  it  enforces,  against  a  party  to 
whom  a  benefit  is  given,  the  obUgation  of  performing  a 
promise,  on  the  faith  of  which  the  benefit  has  been  con* 
f erred"  («).  But  it  is  submitted  that  the  true  ground  is 
always  implied  contract  (^),  for  if  information,  which  both 
parties  imderstand  the  present  possessor  intends  to  be 
kept,  and  to  remain  secret,  is  communicated  by  him  to 
another,  or  the  means  of  obtaining  it  are  placed  by  him 
within  the  reach  of  another,  for  particular  purposes,  for 
instance,  in  the  course  of  an  employment,  an  imdertaking 
not  to  use  or  disclose  the  information  ought  almost  neces- 
sarily to  be  inferred. 

The  mere  fact  that  the  defendant  obtained  the  infor- 
mation in  question  as,  and  while  he  was  the  agent  of  the 
plaintiff,  is  not  a  sufficient  ground  for  restraining  him 
from  using  it,  provided  there  is  nothing  of  a  secret 
character  in  the  information  itself,  or  confidential  or 
surreptitious  in  the  manner  in  which  it  was  communicated 
or  obtained,  so  that  a  contract  not  to  communicate  or  use 
it  can  be  implied.  ^^  The  plaintiffs  here  do  not  seek  to 
restrain  the  defendant  from  publishing  anything,"  Jessel, 
M.R.,  said,  in  Eeuter's  Telegram  Co.  v.  Bi/ron  (^),  "  but 
from  making  use  of  knowledge  acquired  while  the  relation 
of  principal  and  agent  subsisted,  after  that  relation  had 
terminated.  Now  I  am  not  aware  of  any  authority  in 
which  this  has  been  done  in  the  absence  of  a  contract, 
expressed  or  implied."  But  he  added,  "  that  being  so,, 
the  jurisdiction  of  the  Court  cannot  be  stretched  on  an 


(s)  iVr  Turner,  V.-C,  inMoriton 
T.  Moatf  20  L.  J.  Ch.  p.  622.  So, 
per  Kekewich,  J.,  in  Merryweaiher 
V.  Moore,  (1892)  2  Ch.  p.  622. 


(t)  Merryweathery,  Moore,  tupra; 
B^uterU  Telegram  Co.  y.  Byrom,  4t 
L.  J.  Ch.  661  (1874),  Jeesel,  M.R. 
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"  interlocutory  appKcation.  I  do  not  mean  to  say  it  cannot 
1)6  done  at  all.^'  The  circumstances  of  the  case  just  cited 
^ware,  that  the  plauitifis  had  invented  a  large  number  of 
telegraphic  cyphers  indicating  the  names  of  their  customers, 
which  were  communicated  to  the  defendant  while  he  was 
the  plainti&'  agent,  and  after  he  had  left  their  employ- 
ment, and  started  a  rival  business,  he  sent  circulars  to  the 
customers,  stating  that  he  had  their  cyphers,  and  soliciting 
their  custom.  It  was  said  that  the  defendant  had  com- 
mitted no  breach  of  confidence  with  regard  to  the  cyphers, 
because  these  were  known  to  the  customers,  and  could 
have  been  obtained  by  the  defendant  from  such  of  them 
as  chose  to  do  business  through  him.  It  may  be  doubted 
whether  the  importance  of  having  access  to  the  large 
nmnber  of  cyphers  invented  or  collected  by  the  plaintiffs 
was  fully  appreciated  in  this  case,  and  whether  the 
decision  is  consistent  with  the  reasoning  accepted  in  the 
later  cases  of  Lamb  v.  JEvanSy  and  Merryweather  v.  Moore^ 
dted  above  {u) .  It  was,  however,  as  appears  from  the  judg- 
ment of  the  learned  Master  of  the  EoUs,  a  decision  on  an 
interlocutory  application  only.  The  principle  stated  in  the 
judgment,  and  quoted  above,  is  undoubtedly  sound,  what- 
ever may  be  thought  of  its  application  to  the  facts  of  the 


Following  the  ordinary  rule  in  regard  to  injunctions,  no  No  injunction 
injunotion  to  restrain  the  communication  of  a  secret  will  San^r  oftiio* 
he  granted  unless  by  reason  of  a  threat  or  otherwise,  the  8®°^  hexn^ 
Court  is  satisfied  that  there  is  a  danger  of  the  communi-  oated. 
cation  being  made  {x). 

{u)  Page461.  (x)  MorUon  y.  JIfoat,  20  L.  J.  Gh. 

p.  529. 
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CHAPTER  XX. 

BEOISTRATION  OF  FOREIGN  AND  COLONIAL  TRADE-MARKS. 

Before  the  mfrodaction  of  a  register  of  trade-marks  a 
foreigner,  not  being  an  alien  enemy,  was  allowed  to  sue 
for  the  infringement  of  his  trade-mark  in  the  Engliah 
Courts  (a),  provided  the  trade-mark  had  become  his 
trade-mark  in  England  by  user,  or  to  prevent  or  obtain 
damages  for  the  passing  ofl  the  goods  of  others  as  his 
goods,  in  the  same  way  and  on  the  same  terms  as  an 
English  subject.  And  many  treaties  existed  by  which 
this  country  agreed  to  give  to  the  subjects  of  other 
countries  the  same  right  of  protection,  in  respect  of  their 
trade-marks,  as  it  gave  to  its  own  subjects  (b).  The  pro* 
hibition  contained  in  sect.  77  of  the  present  Act,  and  the 
corresponding  section  of  the  Act  of  1875,  restraining 
actions  in  respect  of  the  infringement  of  unregistered 
trade-marks  (e),  however,  apply  to  the  trade-marks  oi 
foreigners  (rf),  and  therefore  actions  for  infringement 
could  not,  since  1875  (in  general  (c)),  be  brought  by  a 
foreigner  without  his  trade-mark  being  registered  in 
England ;  actions  for  passing  off,  to  which  the  prohibitory 
sections  of  the  former  or  the  present  Acts  do  not  apply^ 
remaining  as  before. 

A  foreigner,  or  any  resident  in  a  British  possession,  may 
apply  for  and  obtain  registration  under  sect.  62 ;  but  if  he 
does  not  apply  under  the  convention  mentioned  below, 

(a)  The  CoUim  Co.  t.  Beeves^  28  seotion,  see  its  terma,  and  Chap. 

L.  J.  Ch.  66  (1858),  Stuart,  V.-C.  XII.,  pp.  260,  268. 

{b)  See    a    paper   presented   to  (rf)  Ooodfellow  v.  Hinety  35  C.  D. 

Parliament,  1872,  C.  633.  9  (1887),  0.  A.,  see  above,  pp.  264, 

(r)  For  the  precise  effect  of  the  270. 
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and  is  oat  of  the  United  Kingdom  at  the  time  of  making 
the  application,  he  must  give  an  address  for  service  in  the 
United  Kingdom  (e) ;  and  under  sects.  103  and  104  of 
the  Act,  further  provisions  are  made  in  his  favour  if  he 
is  a  subject  of  a  state  in  respect  of  which,  or  a  British 
subject  resident  in  a  British  possession  to  which,  these 
sections  have  been,  by  Order  in  Council,  declared  to  be 
applicable. 

The  sections  referred  to,  so  far  as  they  relate  to  trade- 
marks (/),  provide  that— ;• 

"  103.  (1.)  If  her  Majesty  is  pleased  to  make  any  Intematioiial 
arrangement  vrith  the  government  or  governments  of  ^protection 
any  foreign  state  or  states  for  mutual  protection  of  ^  inventioM, 
trade-marks,  then  any  person  who  has  applied  for  trade-marks, 
protection  for  any  trade-mark  in  any  such  state,  shall 
be  entitled  to  registration  of  his  trade-mark  under 
this  Act,  in  priority  to  other  applicants;  and  such 
registration  shall  have  the  same  date  as  the  date  of 
the  protection  obtained  [the  application  (</)]  in  such 
foreign  state. 

"  Provided  that  his  application  is  made,  in  the  case 
of  a  trade-mark,  within  four  months  from  his  apply- 
ing for  protection  in  the  foreign  state  with  which  the 
arrangement  is  in  force. 

"Provided  that  nothing  in  this  section  contained 
shaU  entitle  the  proprietor  of  the  trade-mark  to 
recover  damages  for  infringements  happening  prior 
to  the  date  of  the  actual  registration  of  his  trade* 
mark  in  this  country  (A). 
"  (2.)  The  use  in  the  United  Kingdom,  or  the  Isle 

(«)  Act  of  1888,  8.  8  (62  (6)),  damages  for  infringements  before 

M^,  p.  60.  the  registration  may  be  recoyered  ; 

{/)  The  words  referring  only  to  Barlow  ▼.  Johnaon^  7  B.  P.  0.,  p.  41 1 

patents  or  designs  are  here  omitted;  (1890),   Ghitty,    J.,  ante^  p.  266. 

the  full   text   is   printed  in  the  Cf.    with    this    sub-section    the 

Appendix,  p.  572.  International  Copyright  Act.    See 

(^)  Act  of  1888,  B.  6.  Moul  y,   Groeninga,    (1891)    2    Q. 

(A)  The  ordinary  role  is,  that  B.  iiZ;  taidSehauer  y.  Fields  {IS9Z) 

^here  trade-mark    rights    exist,  1  Gh.  35. 
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"  of  Man,  during  sach  period  of  the  trade-mark,  eihall 
not  invalidate  the  registration  of  the  trade-mark. 

"  (3.)  The  application  for  the  registration  of  a 
trade-mark  imder  this  section  must  be  made  in  the 
same  manner  as  an  ordinary  application  under  this 
Act(i).  Provided  that,  in  the  case  of  trade-marks, 
any  trade-mark  the  registration  of  which  has  been 
duly  applied  for  in  the  country  of  origin  may  be 
registered  under  this  Act  (tY). 

"  (4.)  The  provisions  of  this  section  shall  apply- 
only  in  the  case  of  those  foreign  states  with  respect 
to  which  her  Majesty  shall  from  time  to  time  by 
Order  in  Council  declare  them  to  be  applicable,  and 
so  long  only  in  the  case  of  each  state  as  the  Order  in 
Council  shall  continue  in  force  with  respect  to  that 
state  (k). 
ProvUionfor  "104.  (1.)  Where  it  is  made  to  appear  to  her 

Xixdia.  Majesty  that  the  legislature  of  any  British  possession 

has  made  satisfactory  provision  for  the  protection 
of  (inventions,  designs,  and)  trade-marks,  (patented 
or)  {kk)  registered  in  this  country,  it  shall  be  lawful  for 
her  Majesty  from  time  to  time,  by  Order  in  Coimcil, 
to  apply  the  provisions  of  the  last  preceding  section, 
with  such  variations  or  additions,  if  any,  as  to  her 
Majesty  in  Council  may  seem  fit  to  such  British 
possession. 

"  (2.)  An  Order  in  Council  under  this  Act  shall, 
from  a  date  to  be  mentioned  for  the  purpose  in  the 
Order,  take  effect  as  if  its  provisions  had  been  con- 
tained in  this  Act;  but  it  shall  be  lawful  for  her 
Majesty  in  Council  to  revoke  any  Order  in  CoundDL 
made  under  this  Act "  (k). 
At  the  time  when  these  sections  were  passed  into  law 
the  international  convention  for  the  protection  of  industrial 
property,  as  it  was  originally  settled  at  Paris,  had  been 

(•)  Sect.  62,  Chap.  IV.,  p.  68.  see  Appendix,  p.  656. 
(it)  See  p.  459.  {kk)  The  brackets  are  not  part 

{k)  For  list  of  States  and  Posses-  of  the  Act ;  see  note  (/)  above, 
sions  to  which  the  sections  applj, 
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drawn  up  and  agreed  to  by  several  of  the  countries  which  The  inter- 
are  parties  to  it,  and  in  the  following  jeax  (/)  this  country  ^nvaition. 
acceded  to  the  convention.  Amendments  of  the  conven- 
tion were  agreed  to  at  the  subsequent  Conference  at 
Madrid,  in  1891,  and  practically  all  civilized  states, 
except  Germany,  Austria  and  Eussia,  and  Norway  and 
Denmark,  have  now  acceded  to  the  original  convention. 
The  text  of  the  convention,  and  a  list  of  the  countries  and 
BritiBh  possessions  to  which  the  above  sections  have  been 
made  applicable  by  Orders  in  Council,  are  set  out  in  the 
Appendix  {m). 

The  convention  and  the  accession  thereto  of  this  country 
may  be  referred  to  by  the  Court  as  a  matter  of  history,  in 
order  to  enable  it  to  understand  imder  what  circumstances 
the  sections  were  passed  (n) ;  but  the  terms  of  the  con- 
vention cannot  be  employed  as  a  guide  to  interpret  the 
sections  (o),  for  a  treaty  with  a  foreign  state  binds  the 
subjects  of  the  Crown  only  in  so  far  as  it  has  been 
embodied  in  legislation  passed  into  law  in  the  ordinary 

The  provisions  of  the  sections,  in  fact,  do  not  carry  out  Foreign 
the  international  agreements  constituted  by  the  convention,  j^j  {^  re- 
fer, by  Art.  VI.  of  the  Convention,  it  is  agreed  that "  every  ^^  ^«^' 
trade-mark  duly  registered  in  the  country  of  origin  shall 
be  admitted  for  registration,  and  protected  in  the  forms 
originally  registered  in  all  other  countries  of  the  Union  "(g) ; 
and  by  clause  4  of  the  final  protocol,  it  is  explained  that 
this  article  '^  is  to  be  understood  as  meaning  that  no  trade- 
mark shall  be  excluded  from  protection  in  any  State  of  the 
Union,  from  the  fact  alone  that  it  does  not  satisfy,  in 
r^;aid  to  the  signs  composing  it,  the  conditions  of  the 

(Q  20th  March,  1883.  (1888),  Starling,  J. 

(«i)  Pages  656,  668.  (p)  See  last  ease,  and  Walker  y. 

(Ji)  CarUr  Medicine  Oo.'t   Tms.,  JBaird,  (1892)  A.  G.  491. 
(1892),  3  Ch.  472  ;  9  R.  P.  C.  401,  {q)  t.  *.,  the-  union  of  the  con- 
North,  J.  traoting  states  for  the  protection 

(o)  Califomian   Fig  Syrup  CoJ's  of  industrial  property. 
Tm,,  40  0.  D.  620  ;  6  R.  P.  C.  126 
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'legislation  of  the  State,  provided  that  on  this  point  it 
oomplj  with  the  legislation  of  the  country  of  origin,  and 
that  it  had  been  properly  registered  in  the  said  country  of 
origin";  but  it  has,  nevertheless,  been  decided  that,  in 
order  to  be  qualified  for  registration,  a  mark  tendered 
under  these  sections,  just  as  any  other  mark  which  is 
sought  to  be  registered,  must  fall  within  the  descriptions 
of  sect.  64.  So  that  the  words  Syrup  of  Figs  (r),  and  the 
words  Carter^  Little  Liver  Pills  («),  were  refused  registra- 
tion as  trade-marks,  although  registration  of  them  respeo* 
tively  had  been  duly  applied  for  and  actually  obtained  in 
the  United  States,  one  of  the>  states  to  which  sect.  103  has 
been  applied. 

The  effect  of  the  decisions  just  referred  to  is  to  reduce 
the  operation  of  the  convention,  in  regard  to  trade- 
marks {t)  in  this  country,  to  very  narrow  limits.  As 
between  applicants  for  the  registration  of  new  marks,  or 
marks  acquired  as  trade-marks  since  the  application  for 
protection  in  a  foreign  state  within  the  Union,  the  appli- 
cant in  the  foreign  state  is  to  have  priority,  provided  that 
he  makes  his  application  in  this  country  within  four  months 
from  the  date  of  the  foreign  application  on  which  he  relies. 
And  this  priority  is  not  affected  by  the  success  or  failure 
of  the  foreign  application. 
Publication  The  proviso  that  use  of  the  trade-mark  in  this  country 
tei^'-^k.  during  the  period  of  four  months  shall  not  invalidate  the 
registration,  is  surplusage,  if  it  is  directed  to  use  by  the 
applicant  himself,  as  it  seems  intended  to  be,  for  the 
publication  or  use  of  a  mark  by  the  applicant  before 
registration  in  no  case  prejudices,  although  it  may 
confer  (ti),  a  right  to  registration.     The  proviso  might 

(r)  Califomian   Fig  Syrup  Co.^s  false    trade    description   and   the 

Tm,y  40  G.  D.  620 ;  6  B.  P.  G.  126  seizure  on  importation  of  falsely 

(1888),  Stirling,  J.  marked  goods,  has   been  carried 

(«)  Carter  Medicine    CoJ*s   Tnu,^  into    effect   by  the    Merchandise 

(1892)  3  Gh.  472  ;   9  R.  P.  C.  401,  Marks  Act,  see  p.  626,  below. 
North,  J.  (m)  t.  «.,     if   the    mark,    being 

{t)  Another  part  of  the  conyen-  capable  of  registration,  is  aoqnired 

tion,  relating  to  false  marking  and  by  user  as  a  trade-mark. 
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IsYe  some  useful  meaning  and  operation,  if  it  were  oon- 
Btraed  to  prevent  an  opponent,  who  had  first  used  the 
tnde-mark  in  question  after  the  application  in  a  foreign 
state  by  the  applicant  for  registration  here,  relying  on  his 
use  of  the  mark,  or  the  title  acquired  by  him  in  consequence 
of  that  use,  as  an  objection  to  the  registration  of  the  appli- 
cant. But  so  long  as  the  conyention  is  not  embodied  in 
legislation,  as  already  stated,  it  can  have  no  operation  upon 
the  right  to  registration  at  all.  It  might,  however,  it  is 
submitted,  properly  affect  the  comptroller's  discretion. 

The  last  clause  of  sub-sect.  (3),  providing  that "  any 
tiade-mark  the  registration  of  which  has  been  duly 
applied  for  in  the  country  of  origin  may  be  registered 
under  this  Act,"  does  not  give  an  independent  or  new 
right  of  registration  under  the  Act  (.t),  and  it  seems  to 
bear  no  other  construction  than  that  suggested  on  behalf 
of  the  comptroller  in  The  Carter  Medicine  Co.  Case  (a?), 
namely,  that  "  may  be  registered  "  is  to  be  read  as  "  may 
be  the  subject  of  application  for  registration,"  although 
this  construction  reduces  it  also  to  surplusage. 

The  application  of  the  sections  to  any  foreign  state  can, 
imder  no  circumstances,  afford  any  answer  to  a  motion 
under  sect.  90  to  remove  from  the  register  a  mark  which 
was  originally  registered  without  sufficient  cause  (y). 

(x)  Califwnian    Fig  Syrup   Co: 8  (y)   Ft^wwr'*  Tm.,  6  R.P.  C.  490 

Ik,andCarf^Jf(^icm«C70.'«2VfM.,       (1889),  Kay,  J.,  {Monobrui  Cham" 

pagne). 
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A  SHOHT  introduotoiy  aooount  of  the  MerchandiBe  Marks 
Act,  1887  (a),  and  of  tlie  Act  of  1862,  which  it  repealed  and 
replaced,  will  be  found  in  Chap.  I.  of  Book  I.  (p.  17),  and 
the  nature  of  the  contents  and  subject-matter  of  the  Act 
can  be  readily  gathered  from  the  table  placed  at  the  head 
of  this  chapter,  and  sect.  2  of  the  Act  which  is  set  out 
on  the  following  page.    The  table  of  sections  given  in  the 


(a)  This  Act  is  quoted  through- 
out this  and  the  following  chapter 
to  "M.  M.  A.  1887,"  and  the 
Merchandise  Karks  Act,  1891,  as 
"M.  M.  A.  1891."  The  Eeport 
^  Ihe  Select  Committee  of   the 


House  of  Commons  of  1862  is 
quoted  as  <*M.  K.  A.  Beport, 
1862,"  that  of  the  Committee  of 
1887,  as  "M.  M.  A.  Report,  1887," 
and  that  of  the  Committee  of  1890, 
as  "  M.  M.  A.  Report,  1890." 
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Offences  as 
to  trade- 
marks and 
trade  de- 
scriptions. 


Queen's  Printers'  copy  and  the  text  of  tlie  statute  itself,  are 
printed  .in  the  A-PP^n^ix  (p.  666). 

The  most  important  substantive  enactments  of  the 
Merchandise  Marks  Act,  1887,  are  comprised  in  the  sub- 
sects.  (1)  and  (2)  of  sect.  2  of  the  Act,  which  enumerate  the 
principal  offences  against  which  the  Act  was  directed,  the 
greater  part  of  the  remainder  of  the  statute  being  directed 
to  the  definition  and  explanation  of  the  terms  employed  in 
the  sub-sections  referred  to,  and  the  provision  of  machinery 
for  the  prosecution  and  punishment  of  the  offences  created 
by  them.  In  addition  to  the  provisions  relating  to  these 
offences,  the  Act  contains  a  very  important  provision 
(sect.  16)  prohibiting  the  importation  of  deceptively  or 
spuriously  marked  goods,  and  some  special  provisions  as 
to  marks  on  watches  (sects.  7  and  8).  Two  subsidiary 
sections  of  the  Act,  namely,  sect.  17,  dealing  with  the 
statutory  warranty  implied  by  the  sale  of  marked  goods  (ft), 
and  sect.  20,  imposing  a  penalty  for  false  representations  as 
to  royal  warrants  (c),  are  considered  in  other  chapters  of 
this  work. 

Sect.  2  is  divided  into  six  sub-sections,  which  deal  respec- 
tively with  the  offences  against  the  Act,  (1)  and  (2) ;  penal- 
ties, (3)  {d) ;  destruction  of  forfeited  articles,  (4)  {e) ;  appeals 
against  convictions,  (5)  (/) ;  and  prosecutions,  (6)  {e). 
Sub-sects.  (1)  and  (2)  are  as  follows : — 
"  2. — (1.)  Every  person  who — 
"  (a)  forges  any  trade-mark ;  or 
''  (b)  falsely  appUes  to  goods  any  trade-mark  or 
any  mark  so  nearly  resembling  a  trade-mark 
as  to  be  calculated  to  deceive ;  or 
'^  (c)  makes    any  die,   block,  machine,  or    other 
instrument  for  the  purpose  of  forging,  or  of 
being  used  for  forging,  a  trade-mark ;  or 
"  (d)  appUes  any  false  trade  description  to  goods ; 


or 


(b)  Book  L,  Cliap.  XVII.,  p.  431.  (e)  Page  614. 

(e)  Below,  p.  642.  (/)  Pago  619. 

{d)  Page  613. 
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"  (e)  disposes  of  or  has  in  his  possession  any  die, 
Uoek,  machine,  or  other  instrument  for  the 
purpose  of  forging  a  trade-mark ;  or 
^*  (f )  causes  any  of  the  things  above  in  this  section 
mentioned  to  be  done, 
eha]!,  subject  to  the  provisions  of  this  Act,  and  unless 
he  proves  that  he  acted  without  intent  to  defraud, 
be  guilty  of  an  offence  against  this  Act. 

"  (2.)  Every  person  who  sells,  or  exposes  for,  or 
has  in  his  possession  for,  sale,  or  any  purpose  of  trade 
or  manufacture,  any  goods  or  things  to  which  any 
forged  trade-mark  or  false  trade  description  is  applied, 
or  to  which  any  trade-mark  or  mark  so  nearly  re- 
sembUng  a  trade-mark  as  to  be  calculated  to  deceive 
is  falsely  applied,  as  the  case  may  be,  shall,  imless  he 
proves — 
*'  (a)  That  having  taken  all  reasonable  precautions 
against  committing   an  offence  against  this 
Act,  he  had  at  the  time  of  the  commission  of 
the  alleged  offence  no  reason  to  suspect  the 
genuineness  of  the  trade-mark,  mark,  or  trade 
description;  and 
^'  (b)  That  on  demand  made  by  or  on  behalf  of  the 
prosecutor,  he  gave  all  the  information  in  his 
power  with  respect  to  the  persons  from  whom 
he  obtained  such  goods  or  things ;  or 
"  (c)  That  otherwise  he  had  acted  innocently ; 
be  guilty  of  an  offence  against  this  Act." 

Ecery  person.'] — ^Person  means  person  or  persons  (g),  and  Offences  by 
includes  any  body  of  persons  corporate  or  unincoiporate  (A).  OT^a^wtaOT^ 
According  to  the  letter  of  the  statute,  therefore,  a  corpora-  f>^V' 
tion  or  a  private  partnership,  or  trade  society,  could,  as 
SQch,  be  convicted  and  fined  for  an  offence  under  the  statute. 
In  modem  cases,  no  difiSculty  has  been  felt  in  construing 
itatutes  so  as  to  cast  a  duty,  which  is  enforceable  through 

(y)  52  &  53  Viot.  c.  63,  s.  1.  (h)  M.  M.  A.,  s.  3  (1). 
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the  criminal  law,  upon  corporations  (t),  notwithstanding 
the  ohjections  that  a  corporation  cannot  act  except  through 
its  agents,  who  have  no  authority  to  do  any  cnminal  or 
other  illegal  act  {k) ;  that  a  principal  is  never  criminally 
liable  (/)  for  the  acts  of  his  agent,  which  he  has  not  specially 
authorised,  imless  expressly  made  so  by  statute  in  any 
particular  case  (m) ;  and  that  a  specific  criminal  intent 
cannot  be  attributed  to  a  corporation  («).  It  would  be  a 
serious  curtailment  of  the  usefulness  of  the  Act  if  the 
limited  liability  companies,  by  which  so  much  of  the  trade 
of  the  country  is  now  carried  on,  could  not  be  reached  by 
the  pecuniary  penalties  instituted  by  it,  for  proceedings 
against  their  officers  for  their  own  share  in  causing  or 
participating  in  the  offences  charged  might  often  be 
inadequate  to  stop  the  mischief  aimed  at  by  the  Act  (o). 

If  a  corporation  can  be  convicted  under  the  Act  and 
fined,  there  seems  to  be  no  principle  upon  which  un- 
incorporated bodies  can  be  held  to  be  outside  its  operation. 
And  where  all  the  members  of  a  partnership  are  indi- 
vidually guilty  of  an  offence  there  is  no  further  difficulty 
in  holding  the  partnership  itself  liable  also,  since  its 
property,  upon  which  the  fine  inflicted  would  be  levied,  is 

(0  See  The  Queens.  Tyler,  (1891)  B.  D.  736  ;  Budd  v.  Ltieaa,  (1891) 

2  Q.  B.  688,  and  the  cases  there  1  Q.  B.  408. 
cited ;  and  per  Lord  Blackburn  in  (»i)  On  the  general  question  of 

Tharmaceutieal   Society   v.    L<mdon  the  liability  of  a  corporation  for 

and  Provincial  Supply  Aeeoeiatumj  crimes,    see    Brice^s    Ultra    Viret, 

6  App.  Cas.  p.  869.  3rd   ed.,   Chap.    XIII.,   and   for 

{k)  Re  The  Royal  British  Bank,  Ex  torts,  Chap.  XII.,  and  Buckley  on 

parU  Nieol,  3  Do  G.  &  J.  387  ;  28  the    Companies    Acts,     6th    ed., 

L.  J.  Ch.  267.  pp.    104    and    494 ;    Barwick  v. 

(/)  It  was  held  in  The  Queen  y.  Bnylish  Joint  Stock  Bank,  L.  R.  2 

/S^fpA«n«,L.It.lQ.B.  702,  that  the  Ex.  259;    Houldeuwrth  v.   City  of 

owner  of  works  carried  on  by  agents  Olaegow  Bank,  5  App.  Cas.  317; 

for  his  profit,  might  be  indicted  for  a  and  Britieh  Mutual  Bankiny  Co., 

nuisance  committed  by  the  agents  Zd.  y.  Chamwood  Foreet  Ry,  Co., 

without  his  knowledge  and  against  18  Q.  B.  D.  714. 
his    general    directions,    on    the  (o)  See  per  Benman,   C.J.,    in 

ground  that  the  case  was  in  sub-  The  Queen  y.  Oreat  North  ofEngUtnd 

stance  a  civil  proceeding.  Ry.  Co. ,  9  Queen' s  Bench  Bep.  316; 

(m)  Chisholm  Y.  Doulton,  22  Q.  16  L.  J.  M.  C.  16. 
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file  property  of  the  several  partners.  A  question  may, 
kowBTer,  arise, — if  some  partners  establish  on  their  own 
aoooont  one  of  the  defenoes  specified  in  the  Aot,  for 
instanoe,  show  that  they  aoted  without  intent  to  de- 
fraud, under  sect.  2  (1),  or  that  they  complied  with  the 
provisions  of  sect.  2  (2),  (a)  and  (b),  while  others  fail  to 
do  80, — whether  the  partnership,  and  through  it  the  innocent 
partners,  according  to  their  interest  in  its  property,  are 
liable  to  be  fined  for  the  offences  charged,  because  the 
proceedings  have  been  taken  against  the  firm.  The  case 
is  predsely  similar  to  that  of  an  offending  corporation 
having  some  innocent  corporators ;  and,  it  is  submitted,  the 
question  must  be  answered  in  the  affirmative. 

Afi  regards  persons  employed  on  behalf  of  others,  see  liability  of 
sect  6  (;?).     That  section  does  not  apply  to  offences  under  ^ot^ot. 
die  clauses  in  sect.  2  (1)  (a),  and  sect.  2  (1)  (e),  although 
it  is  difficult  to  see  why  it  should  not.     And  as  regards 
flie  acts  of  a  servant,  done  in  obedience  to  the  instructions 
of  his  master,  see  sect.  19  (3)  (q). 

Sect,  2  (1)  deals  with  three  groups  of  offences :  forging 
trade-marks,  (a),  (c),  and  (e) ;  falsely  applying  trade-marks 
to  goods,  (b) ;  and  applying  false  trade  descriptions,  (d) ; 
the  general  clause  (f)  adding:  causing  any  of  the  other 
offences  to  be  committed. 

1.  Porging  Trade-Karks. 

"  (a)  Forges  any  trade-mark ;  Sect.  2  (i). 

<<  (c)  Makes  any  die,  block,  machine,  or  other  in- 
strument for  the  purpose  of  forging,  or  of  being  used 
for  forging,  a  trade-mark ; 

^'  (e)  Disposes  of  or  has  in  his  possession  any  die, 
block,  machine,  or  other  instrument  for  the  purpose 
of  forging  a  trade-mark." 

Trade-mark.'] — For  the  purposes  of  the  Act —  What  is  a 


I 


"  The  expression  *  trade-mark '  means  a  trade-mark 

{p)  ''Persons  employed,"  p.  601.  {q)  Page  500. 

HH 


trade-mark. 
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Hegistered 
trade-mark. 


"  registered  in  the  register  of  trade-marks  kept  xinder 
the  Patents,  Designs,  and  Trade-Marks  Act,  1883, 
and  includes  any  trade-mark  which,  either  with  or 
without  registration,  is    protected  hy  law  in   any 
British  possession  or  foreign  state  to  which  the  pro- 
visions of  the  103rd  section  (r)  of  the  Patents,  Designs, 
and  Trade-Marks  Act,  1883,  are,  under  Order   in 
Council,  for  the  time  being  applicable  "  (fr). 
The  register  is  kept  under  sect.  78  of  the  Patents, 
&c.  Act,  and  the  questions :  What  may  be  Eegistered  (s)  ? 
and.  What  is  the  Effect  of  Registration  {f)  ?  have  already 
been  discussed  at  length.    Any  entry  made  on  the  register 
without  sufficient  cause  may  be  expunged  or  varied  by  the 
Court,  upon  application,  imder  sect.  90  of  the  Patents,  &c« 
Act  (w). 

Proof  of  registration  is  effected  by  a  copy  of,  or  extract 
from,  the  register,  purporting  to  be  certified  by  the  comp- 
troller, and  sealed  with  the  seal  of  the  patent  office  {x)y  or 
by  a  certificate  purporting  to  be  under  the  hand  of  the 
comptroller  (y). 

The  question  may  arise  whether  registered,  in  the  above 
isTrnpropOTly  definition,  means  only  "actually  registered,"  or  means 
registered.  n  properly  registered."  It  is  submitted  that  registered  in 
fact  is  the  true  construction,  for  any  other  would,  to  a 
great  extent,  defeat  the  operation  of  the  Act.  It  cannot 
have  been  intended  that,  in  the  summary  proceedings 
before  two  justices  contemplated  by  the  Act,  inquiries 
should  be  entered  upon,  such  as  those  undertaken  on 
applications  under  sect.  90,  to  remove  trade-marks  from 
the  register,  for  instance,  inquiries  whether  a  registered 
trade-mark  was  a  common  mark  or  a  descriptive  mark,  or 
whether,  if  registered  as  an  old  mark,  it  was,  in  fact,  used 
as  registered  before  the  13th  of  August,  1875  (z).     A 


Where  the 
trade-mark 


(r)  SeeBookL,Ghap.XX.,p.464. 

(rr)  Sect.  3  (1). 

{»)  Sects.  62  and  64,  Book  I., 
Chap.  VIII.,  p.  106. 

(0  Sects.  76  and  76,  Chap.  XII., 
p.  262. 


(tt)  Chap.  XI.,  p.  218. 
[x)  Act  of  1883,  8.  89. 
(V)  Ibid.,  s.  96. 

{z)  SeeBookI.,Chap.XI.,p.218, 
**  Rectification  of  the  Begister.'* 


r 
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similar  qnestioii  anses  with  regard  to  '^  the  proprietor  "  of 
a  r^:istered  trade-mark  {a).  By  sect  76  of  the  Act  of 
1883,  the  regiRtration  of  a  person  as  the  proprietor  of  a 
trade-mark  is  primd  facie  evidenoe  of  his  right  to  the 
ezelusiye  use  of  the  trade-mark,  and  is,  after  the  expira- 
tion of  five  years  from  the  date  of  registration,  oonclusiye 
evidence  of  his  right  to  the  exclusive  use  of  the  trade- 
mark, subject  to  the  provisions  of  the  Act.  And,  in  civil 
proceedings,  it  has  been  held,  under  this  provision,  that 
registration  after  five  years  is  conclusive,  both  as  to  the 
title  of  the  proprietor  and  as  to  the  propriety  of  the 
registration  itself,  in  the  absence  of  an  application  to 
rectify,  under  sect.  90  (6).  No  doubt,  if  a  plausible  claim 
for  rectification  V7ere  seriously  put  forward  in  criminal 
proceedings  based  upon  a  registered  trade-mark,  an  ad- 
journment, to  enable  an  application  to  the  High  Court  to 
be  made  under  sect.  90,  would  be  granted  pending  the 
result  of  such  application.  And  the  existence  of  such  a  claim 
might  of  itself,  in  many  cases,  be  sufficient  to  negative  the 
intent  to  defraud,  which  is  an  element  of  each  of  the 
offences  under  the  M.  M.  A.,  sect.  2  (1),  or  to  show  that 
the  person  charged  had  acted  innocently,  within  the 
meaning  of  the  M.  M.  A.,  sect.  2  (2). 

The  Act  of  1862  applied  only  to  trade-marks  as  defined  T^eM.M.A., 
by  the  Act  (c).    No  register  of  trade-marks  existed  when 
the  Act  was  passed. 

Unregistered  trade-marks  within  the  United  Kingdom  Umegistered 
are  not  protected  by  the  Act  as  trade-marks,  but  they  are  ®'™^  ' 
in  many  cases  protected  by  the  provisions  relating  to  the 
application  of  a  false  trade  description  imder  the  extension 
of  that  term  contained  in  sect.  3  (2)  and  (3)  (d).  The 
number  of  such  trade-marks  in  use  is  enormous,  exceeding, 
it  is  said,  the  number  of  registered  trade-marks  (e) ;  and,  as 

(«)  Infra,  p.  269.  (c)  26  &  26  Viot.  o.  88,  s.  2,  set 

(b)  ApoUmarii  Co,  y.  KwrftUdty  out  mU,  p.  26. 

4  B.  P.  0.   478   (1887),  C.  A. ;  (rf)  JSee  below,  pp.  491—496. 

i%ito  Y.  Badman,  8  B.  P.  0.  181  (i?)  M.  K.  A.  Beport,  1887,  eri- 

(1891),  C.  A.,  above,  p.  267  et  teq.  denoe  of    Mr.  CourtanAy   Boyle, 

hh2 
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Trade-marks 
in  British 
possessionB. 


Trade-mark, 
how  described 
inpleadiug. 


What  is 
forging  a 
trade-mark. 


has  been  shown  in  the  earlier  part  of  this  book,  infringe- 
ments of  them,  in  general,  can  be  restrained  in  actions  for 
"passing  off"  (/),  even  where,  under  sect  77  {g)  of  the 
Act  of  1883,  they  do  not  form  the  subject  of  an  action  for 
infringement,  properly  so  called. 

"British  possession,"  in  the  definition  of  a  trade-mark, 
means  any  part  of  her  Majesty's  dominions,  exclusive  of 
the  United  Kingdom,  and  where  parts  of  such  dominions 
are  under  both  a  central  and  a  local  legislature,  aU  parts 
under  the  central  legislature  are,  for  the  purposes  of  this 
definition,  to  be  deemed  one  British  possession  (A). 
By  sect.  9— 

"  In  any  indictment,  pleading,  proceeding,  or  docu- 
ment, in  which  any  trade-mark  or  forged  trade-mark 
is  intended  to  be  mentioned,  it  shall  be  sufficient, 
without  further  description  and  without  any  copy  or 
facsimile,  to  state  that  trade-mark  or  forged  trade- 
mark to  be  a  trade-mark  or  forged  trade-mark." 

Forges,'] — By  sect.  4 — 

"  A  person  shall  be  deemed  to  forge  a  trade-mark 
who  either — 
"  (a)  without  the  assent  of  the  proprietor  of  the 
trade-mark  makes  that  trade-mark  or  [a^]  (t)  a 
mark  so  nearly  resembling  that  trade-mark  as 
to  be  calculated  to  deceive ;  or 
"  (b)  falsifies  any  genuine  trade-mark,  whether  by 
alteration,  addition,  effacement,  or  otherwise ; 
and  any  trade-mark  or  mark  so  made  or  falsified  is  in 
this  Act  referred  to  as  a  forged  trade-mark. 

"Provided  that  in  any  prosecution  for  forging  a 
trade-mark  the  burden  of  proving  the  assent  of  the 
proprietor  shall  lie  on  the  defendant "  {k). 


Qq.  400,  420.  The  boUc  of  the 
cotton  marks  are  unregistered; 
evidence  of  Mr.  Wright,  Q.  3981. 

(/)  Book  I.,  Chap.  XVI.,  p.  379. 

(^)  Ibid.  Chap.  XII.,  p.  265. 


(A)  Interpretation  Aet,  1889, 
sect.  18  (2). 

(i)  [n^]  is  not  in  the  Act. 

{k)  Below,  p.  505.  Cf .  sect.  5  (3), 
p.  474. 
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So  that  the  phrase  oovers  the  three  distinot  offenoes, 
(a),  [a^],  and  (b). 

At  oommon  law  the  offence  of  f orgeiy  is  the  making  or  Forgery  of  a 
alteration  of  a  writing  or  document  to  the  prejudice  of  oommOT^w!* 
another  person's  right  with  intent  to  defraud  (/),  and  a 
trade-mark  is  not  a  writing  or  document  within  the  defini- 
tion (m).  But  the  sale  of  goods  under  a  spurious  mark, 
which  the  vendor  knew  to  be  spurious,  has  been  held  in 
many  cases  to  constitute  obtaining  money  by  false  pre- 
tences (n). 

In  jR,  y.  Smith  (m),  where  the  prisoner  was  charged  with 
having  forged  imitations  of  Berwick's  baking  powder 
labels,  Pollock,  C.B.,  said :  "  The  issuing  of  this  wrapper 
without  the  stuff  within  it  would  be  no  offence.  In  the 
printing  of  these  wrappers  there  is  no  forgery ;  the  real 
offence  is  the  issuing  them  with  fraudulent  matter  in 
them  "  (o).  The  offence  under  the  M.  M.  A.  is,  however, 
complete,  whether  the  forged  trade-marks  be  applied  to 
goods  or  not,  unless  intent  to  defraud  is  disproved.  The 
application  of  a  trade-mark,  whether  forged  or  genuine,  to 
goods  other  than  the  goods  of  the  proprietor  of  the 
trade-mark,  is  an  offence  under  sects.  2  (1)  (b),  2  (1)  (d), 
and  3  (2). 

(a)  The  proprietor] — is  the  registered  proprietor  (/?),  or  The  pro- 
Ids  assignee,  who  is  possessed  of  the  goodwill  of  the  P"®*^^- 
business  for  which  the  trade-mark  in  question  was  acquired 
and  ii8ed(^).  It  has  been  held,  in  civil  cases,  that  the 
assignee  of  a  registered  trade-mark  need  not  register  the 
assignment  before  conmiencing  proceedings  to  restrain,  or 
obtain  damages  in  respect  of,  an  infringement  (r),  and  the 

(Q  Not  neoessaiily  to  defraud  a  (o)  Cf .  the  dyil  caae  of  Farina  y. 

particiilar  penon.    24  &  25  Viot.  Silverloekf  above,  p.  32. 

c.98,8.44;ArQhhold,2lBted.p.648.  {p)  Act  of  1883,  sect.  78.    Cf. 

(m)  B,  t.  Smith,  8  Cox,  32 ;  27  ante,  p.  60. 

L.  J.  M.  C.  226  (1868),  0.  C.  K. ;  (q)  Ibid,  sect.  70,  Book  I.,  Chap. 

8eb.  Dig.  p.  89.  XIII.,   p.    272,  Assignment   and 

(m)  £.  T.  Dundat,  6  Cox,  380 ;  Devolation  of  Trade-marks. 

J?.  T.  Ardley,  L.  R.  1 C.  C.  B.  801 ;  (r)  Ihlee  v.  Hmahaw,  31  0.  D. 

8eb.  Dig.  <<  False  Fretenoes."  323 ;  3  B.  P.  C.  16  (1886),  Korth,  J. 
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rule  will,  no  doubt,  apply  also  in  proceedings  under  the 
M.  M.  A.  The  question,  whether  a  defendant  charged 
under  the  Act  can  go  behind  the  register  and  deny  the 
title  of  the  registered  proprietor,  has  already  been  referred 
to  («). 

"Proprietor"  includes  any  body  of  persons,  corporate 
or  uninoorporate  (t). 
Assent  of  the  Without  the  absent  of  the  proprietor ^  S^cJ] — ^The  owner  of 
propnetor.  gQQ(ig  of  the  kind  which  a  trade-mark  is  properly  used  to 
indicate,  that  is  to  say,  goods  of  the  manufacture  or  selec- 
tion, &c.  {u)  of  the  proprietor  of  the  trade-mark,  and  of 
the  class  for  which  the  trade-mark  is  used,  is  entitled  to 
apply  the  trade-mark  to  them.  He  may,  for  instance, 
lawfully  replace  soiled  labels  (a?),  or  refill,  with  the  pro- 
prietor's goods,  stamped  bottles  or  cases,  and  he  may  label 
goods  piu*chased  in  bulk,  and  broken  up  into  smaller 
quantities,  with  the  vendor's  mark  (y).  Where  such  goods 
have  been  purchased  of  the  proprietor,  it  is  submitted,  he 
would  be  estopped  from  denying  his  assent  to  the  use  of 
the  trade-mark.  In  any  case,  such  use  would  not  be  use 
with  intent  to  defraud.  And  if  it  were  shown  that  the 
marks  made  by  the  person  charged  were  made  solely  for 
such  use,  he  would  not,  it  is  submitted,  be  guilty  of  any 
offence  under  the  Act.  In  Farina  v.  Silver  lock  {x),  Lord 
Cranworth  held,  that  the  defendant,  a  printer,  who  copied 
the  Farina  Eau  de  Cologne  labels,  was  not  guilty  of 
infringement  if  he  established  his  allegation  that  he 
printed  the  copies  only  to  replace  worn-out  labels  pro- 
perly used  in  connection  with  the  plaintiff's  scent,  but  this 
he,  in  fact,  failed  to  do  (a). 


(«)  Ante,  p.  466.  worth,  C. 

(0  Sect.  8  (1).  (y)  Ooiidi/  V.   Taylor,  66  L.  T. 

(u)  Book  I.,  Chap.  IL,  p.  49;  891  (1887),  Eekewioh,  J.,  and  afi<«. 

Chap.  XIX.,  p.  448.  pp.  309,  310. 

(x)  Farina  v.  Silvertoek,  1  K.  &  {a)  30  L.  T.  242 ;  31  L.  T.  99, 

J.  609;  24  L.  J.  Oh.  632;  6Dea.  Q.  B. ;  and  4  K.  &  J.  660,  Wood, 

M.   &  G.  214;    26  L.  J.  Ch.  11  V.-C. 
(1866),  Wood,  V.-C,  and  Gran- 
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[a*]  So  nearly  resemblingy  ^c,"] — ^This  is  taken  from  the  Making  a 
oiyil  law  with  regard  to  trade-marks.  Such  resemblanoe  ^^^bi^^ 
18  the  test  of  infringement  where  a  mark  is  not  actually  *»^-m««- 
copied  (4).  The  rules  of  comparison  adopted  in  the  Courts, 
have  been  stated  in  the  earlier  part  of  this  work  (c).  And 
it  has  been  shown  that  the  persons  whom  the  alleged 
spiuious  mark  must  be  calculated  to  deceive  are,  in  actions 
for  infringement  or  passing  off,  taken  to  be  any  class  of 
probable  purchasers  of  the  goods  in  connection  with  which 
the  marks  are  to  be  used,  whether  the  immediate  pur- 
chasers from  the  manufacturers,  the  ultimate  piu*chasers 
from  the  last  retailers,  or  intermediate  purchasers.  Foreign 
parchasers  are  to  be  considered,  if  the  marks  circulate  in 
foreign  markets,  and  the  bearing  of  their  probable  igno- 
rance of  the  English  language  upon  the  question  whether 
the  resemblance  between  the  marks  before  the  Court  is 
caloolated  to  deceive  is  also  material.  There  seems  no 
ground  for  holding  that  buyers  within  the  United  King- 
dom only  are  to  be  considered  in  the  application  of  the 
Act. 

"Where  a 'trade  description  is  used  only  so  as  to  be 
brought  to  the  notice  of  expert  dealers  in  the  goods  to 
wbioh  it  is  applied,  it  is  not  treated  by  the  Customs  House 
authorities  as  false  or  falsely  applied,  under  sect.  16  of  the 
Act,  if  it  does  not  deceive  such  dealers,  although  it  might 
deceive  the  buyers  who  have  no  expert  knowledge  {d).  It 
may  be  assumed  that  a  corresponding  construction  would 
be  applied  in  the  case  of  marks  which  nearly  resemble 
trade-marks. 

The  phrase  ^^  so  nearly  resembling,"  &c.,  appears  also  in 
sect.  2  (1)  (b)  and  sect,  6  (3).  In  sect.  3  (2),  the  words 
naed  are  '^  calculated  to  lead  persons  to  beUeve  that  the 
goods  (to  which  a  false  trade  description  is  applied)  are 
the  manufacture  or  merchandise  of  some  person  other  than 
the  person  whose  manufacture  or  merchandise  they  really 

{h)  Book  I.,  Chap.  XV.,  p.  314.  (d)  See  below,  p.  537. 

\e)  Pages  186  et  teq.,  314  et  teq. 
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^^are."  This  is  the  deoeption  a  forged  or  false  trade-mark 
is  oaloiilated  to  produoe,  and  it  is  difficult  to  see  how  the 
more  general  expression  '^oaloulated  to  deceive"  in  the 
present  and  the  first  above-named  sub-sections  can  have 
any  different  meaning. 
Falaifyinga  (b)  Falsifies  any  genuine  trade-mark.'] — The  assent  of 
trade-mark.  ^^  proprietor  {e)  is  no  defence  under  this  head,  that  is, 
unless  it  in  fact  negatives  any  intent  to  defraud. 

This  sub-section  reproduces  the  substance  of  part  of 
sect.  5  of  the  Act  of  1862. 

An  alteration  of  a  genuine  trade-mark,  such  as  to  make 
it  resemble  another  registered  trade-mark,  might  fall  under 
(a)  or  [a^]. 

The  retailer  of  goods  bearing  a  trade-mark  might  alter 
the  mark  with  intent  to  pass  off  it,  and  the  goods  upon 
which  it  appeared,  as  his  own.  The  use  of  a  trade-mark  so 
altered  would  fall  within  sect.  2  (1)  (b)  and  sect,  6  (1)  (d) 
as  a  false  application  of  the  trade-mark,  and  it  might  also 
amount  to  the  application  of  a  false  trade  description  within 
sect.  2  (1)  (d)  and  sect.  3  (2).  The  sub-section  is  probably 
intended  to  meet  cases  of  fraudulent  alterations,  such  as 
that  suggested,  where  no  use  or  application  can  be  proved. 

2.  Palsely  applying  a  Trade-mark  to  Goods. 

Sect.  2  (1).  "  (b)  Falsely  applies  to  goods  any  trade-mark  (/), 

or  any  mark  so  nearly  resembling  {g)  a  trade-mark  as 

to  be  calculated  to  deceive." 

Gk)od«.  Groods']. — This  is  defined  by  sect.  3  (1)  to  mean  anything 

which  is  the  subject  of  trade,  manufacture,  or  merchandise. 

Trade-marks  are  registered  only  for  definite  classes  of 

goods  (A),  and  the  rights  of  the  proprietor  of  a  trade-mark 

are  restricted  to  goods  of  the  class  for  which  it  is  registered, 

and  for  which  it  is  actually  used  or  intended  to  be  used. 

{e)  Ante,  p.  470.  bling." 

(/)  Page  46d,  <<  trade-mark."  (A)  Act  of  1883,  seots.  65  and  66. 

{g)  Page  471,  "  So  nearly  resem-      Book  L,  Chap.  V.,  p.  87, 
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He  oan  have  no  right  in  respect  of  its  user  upon  goods  in 
which  he  does  not  deal  (i).  It  is  submitted,  upon  the  same 
principle,  that  it  would  not  be  an  ofience  under  this  head 
to  apply  a  trade-mark  registered  for  cotton  goods,  for 
instance,  to  ironware,  without  the  assent  of  the  proprietor 
of  the  trade-mark,  even  if  such  use  could  be  held  to  be  a 
use  with  intent  to  defraud. 
Applies  to  goods."] — By  sect.  5 —  Sect.  6  (i). 

"  (1.)  A  person  shall  be  deemed  to  apply  a  trade-  Applying 
mark  or  a  mark  or  a  trade  description  to  goods  who —  ^l^p'^e. 
"  (a)  applies  it  to  the  goods  themselves ;  or 
"  (b)  applies  it  to  any  covering,  label,  reel,  or  other 
thing  in  or  with  which  the  goods  are  sold  or 
exposed  or  had  in  possession  for  any  purpose 
of  sale,  trade,  or  manufacture ;  or 
*^  (c)  places,  or  encloses,  or   annexes  any  goods 
which  are  sold  or  exposed  or  had  in  possession 
for  any  purpose  of  sale,  trade,  or  manufacture, 
in,  with,  or  to  any  covering,  label,  reel  or  other 
thing  to  which  a  trade-mark  or  trade  description 
has  been  applied ;  or 
''  (d)  uses  a  trade-mark  or  mark  or  trade  description 
in  any  manner  calculated  to  lead  to  the  belief 
that  the  goods  in  connection  with  which  it  is 
used  are  designated  or  described  by  that  trade- 
mark or  mark  or  trade  description. 
"  (2.)  The    expression    *  covering  *    includes    any  Sect.  6  (2). 
stopper,  cask,  bottle,  vessel,  box,  cover,  capsule,  case.  Covering, 
frame,  or  wrapper;  and  the  expression  'label'  includes  Label, 
any  band  or  ticket. 

'^A  trade-mark,  or  a  mark,  or  trade  description, 
shall  be  deemed  to  be  applied  whether  it  is  woven, 
impressed,  or  otherwise  worked  into,  or  annexed,  or 
affixed  to  the  goods,  or  to  any  covering,  label,  reel,  or 
other  thing  "(A). 
What  is  a  sufficient  application  of  a  spurious  trade-mark 

(t)  See  above,  p.  256.  {k)  For  sect.  5  (3)  see  next  page. 
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to  goods  to  oonstitute  an  infringementy  has  already  been 
ooiifiid6red(/). 

Sub-seoi  (1)  (o)  ooyers  suoh  cases  as  the  refilling  of 
bottles  to  whioh  a  trade-mark  or  trade  desaription  has 
previously  been  applied  (m). 

Sub-sect.  (1)  (d)  is  exceedingly  general  in  its  terms.  It 
has  been  held,  in  cases  of  trade  description,  to  extend  to  a 
description  in  an  invoice  sent  with  the  goods  (n).  In 
Starey  v.  Chilworth  Ottnpowder  Co,  (o),  the  false  trade 
description  was  painted  on  the  barrels  in  which  gun- 
powder was  delivered  by  government  contractors  to  the 
government  agents. 

The  words  "  calculated  to  lead  to  the  belief,"  Ac,  at 
the  end  of  the  sub-section,  may  be  compared  with  the 
corresponding  words  "  calculated  to  deceive,"  used  else- 
where in  the  Act  (p). 

Fahely  appliesy  SfcJ], — ^By  sect.  6 — 

"  (3.)  A  person  {q)  shall  be  deemed  to  falsely  apply 
to  goods  (r)  a  trade-mark  or  mark,  who  without  the 
assent  of  the  proprietor  («)  of  a  trade-mark  (^)  ap- 
plies {u)  such  trade-mark,  or  a  mark  so  nearly  resem- 
bling it  as  to  be  calculated  to  deceive  {x) ;  but  in  any 
prosecution  for  falsely  applying  a  trade-mark  or  mark 
to  goods  the  burden  of  proving  the  assent  of  the 
proprietor  shall  lie  on  the  defendant "  {y). 
This  sub-section  corresponds  to  sect.  4  (a)  (s),  defining 
the  offence  of  forging  a  trade-mark.    The  reference  in  it 
to  a  mark  resembling  a  trade-mark  is  redundant,  as  to 

(/)  See  above,  pp.  310  and  413.  (r)  "  Gooda,"  p.  472. 

(m)  As  in  Wood  v.  Burgtts,  24  (#)  «*  Proprietor,"  p.  469;  "  as- 

Q.  B.  D.  162  (1889),  a  oaae  under  Bent  of  the  proprietor,"  p.  470. 

the  Act;  and  the  earlier  infringe-  (Q  <* Trade-mark,"  p.  466. 

meat  oases,  cited  on  p.  310,  (mt$.  (u)  **  Applies  to  goods,"  p.  473. 

(»)  Budd  V.  Lucasy  (1891)  1  Q.  B.  \x)  ** So     nearly     resembling," 

408,  FoUock  and  Charles,  JJ.  p.  471. 

(o)   24    Q.    B.    D.    90    (1888),  (y)  Below,  p.  605;  cf.  sect.  4, 

Coleridge,  L.C.  J.,  and  Mathew,  J.  p.  468. 

(p)  See  above,  p.  471.  (z)  Page  468. 

[q)  "Person,"  p.  463. 
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Msely  apply  a  mark  so  nearly  resembling  a  trade-mark,  &o. 
iBi  by  seot.  2  (1)  (b),  declared  to  be  a  distinot  offence. 

3.  Applying  a  False  Trade  Description  to  Goods. 

"  (d)  Applies  any  false  trade  description  to  goods"  (a).  Sect.  2  (i)  (d). 
The  sale  of  goods  under  a  false  trade  description  may  The  Aot  does 
constitute  an  offence  of  cheating  or  obtaining  goods  by  f^desorip^ 
felse  pretences  at  common  law.    The  application  of  a  false  ^^,  <>* 
trade  description  was  made  a  substantive  offence  by  the 
Act  of  1862,  from  sect.  7  of  which  Act  the  provisions  in  the 
present  Act  under  this  head  are  substantially  taken.    That 
Act  did  not,  and  the  present  Act  does  not,  extend  to 
descriptions  of  quality  as  apart  from  kind,  but  it  is  the 
intention  of  the  present  Act,  under  the  sections  dealing 
with  trade-marks,  of  which  the  office  is  to  indicate  the 
maker,  vendor,  or  selector  of  the  marked  goods  (£),  and 
which  are,  therefore,  of  the  nature  of  trade  descriptions, 
and  imder  the  sections  dealing  with  false  trade  descriptions, 
extended  by  sect.  3  (2)  and  (3)  to  marks  in  general  which 
fill  the  office  of  trade-marks,  to  reach  all  false  merchandise 
marks,  other  than  marks  of  quality  (c). 


(a)  "GoodB,"p.  472. 

{h)  See  Book  L,  Chap.  U.,  p.  49. 

(«)  Qualitff. — Adulteration,  or  the 
■ale  of  goods  not  of  the  nature  or 
quality  demanded,  or  pretended,  is 
made  a  crimmal  offence  bj  other 
statutes  in  many  special  instances. 
Bj  far  the  most  important  of  these 
statutes  are  the  Sale  of  Food  and 
Drugs  Acts,  1876  and  1879  (38  & 
S9  Vict.  c.  63,  and  42  &  43  Tict. 
c  30),  bj  which  it  is  an  offence  to 
mix  injurious  ingredients  with  any 
article  of  food,  or  any  drug,  with 
intent  that  the  same  may  be  sold, 
or  to  sell  the  artide  of  food  or  drug 
00  mixed ;  to  seU  articles  of  food 
or  drugs  not  of  the  nature,  sub- 
stance, and  quality  demanded  by 
the  purohaser;    and   to  abstract 


from  an  article  of  food,  with  in- 
tent that  the  same  may  be  sold 
without  notice,  any  part  of  it  so  as 
injuriously  to  affect  its  quality, 
substance,  or  nature,  or  to  sell 
(without  notice)  the  article  so 
altered.  For  cases  under  these  Acts 
see  the  Law  Reports  Digest 
*  *  Adulteration. ' '  Among  other 
statutes  may  be  mentioned  6  &  7 
WiU.  4,  c.  37  (Bread) ;  4  Geo.  2, 
c.  14,  17  Geo.  3,  c.  29  (Tea);  6 
Geo.  1,  c.  11,  8.  23  (coffee) ;  37  & 
38  Vict.  o.  49,  s.  14,  48  &  49  Vict, 
o.  61,  s.  8  (beer) ;  32  &  33  Vict, 
c.  112  (seeds) ;  66  &  67  Vict.  c.  66 
(agricultural  fertilizers  and  feeding 
stuffs) ;  and  the  Margarine  Aot, 
60  &  61  Vict  c.  29. 
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What  is  a 
trade  de- 
scription. 


Castomaiy 
trade  de- 
scription. 


M.  M.  A.) 

1891. 

Customs 
entry. 


Verbal  trade 
description. 


Trade  description.'] — ^By  sect.  8  (1) — 

"The  expression  ^ trade  description'  means  any 
description,  statement,  or  other  indication,  direct  or 
indirect, — 

"  (a)  as  to  the  number,  quantity,  measure,  gauge, 

or  weight  of  any  goods,  or 
"(b)  as  to  the  place  or  country  in  which  any  goods 

were  made  or  produced,  or 
"  (c)  as  to  the  mode  of  manufacturing  or  producing 

any  goods,  or 
"  (d)  As  to  the  material  of  which  any  goods  are 

composed,  or 
"  (e)  As  to  any  goods  being  the  subject  of  an 
existing  patent,  privilege,  or  Copyright, 
and  the  use  of  any  figure  (rf),  word,  or  mark  which, 
according  to  the  custom  of  the  trade,  is  commonly 
taken  to  be  an  indication  of  any  of  the  above  matters, 
shall  be  deemed  to  be  a  trade  description  within  the 
meaning  of  this  Act." 

And  by  the  M.  M.  A.  1891,  s.  1  it  is  provided  that — 
"  [f]  the  Customs  entry  (e)  relating  to  imported 
goods  shall,  for  the  purposes  of  the  M.  M.  A. 
1887,  be  deemed  to  be  a  trade  description 
applied  to  goods." 

It  has  been  held  by  a  stipendiary  magistrate  at  Sheffield, 
that  a  false  trade  description  within  the  Act  may  be 
verbal  (/).  This  was  decided  upon  the  construction  of 
sect.  5  (1)  (d),  which  provides  that  a  person  shall  be 
deemed  to  apply  a  trade  description  who  uses  it  in  any 
manner  calculated  to  lead  to  the  belief  that  the  goods  in 
connection  with  which  it  is  used  are  designated  or  described 
by  it.    But  this  is  not  the  common  view  of  the  construction 


((Q  i.e,f  numeral.  £x  parte 
Stfphms,  3  C.  D.  660,  see  above, 
p.  166. 

{e)  See  p.  486,  below. 

(/)  Gernum-made  scissors  were 


yerbally  described  and  sold  as 
ShefSeld  made.  The  newspaper 
reporii  of  tbe  case  is  set  oat  in 
M.  H.  A.  Bepori;,  1890,  p.  359, 
but  there  is  no  judgment. 
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of  that  sab-seotion  (g)y  and  Mr.  Poland,  Q.O.,  has  advised 
that  to  make  a  verbal  false  statement,  is  not  to  apply  a  false 
trade  description  within  the  meaning  of  the  Act  (A).  It 
is  sabmitted  that  this  opinion  is  correct,  for  every  other 
part  of  the  Act  deals  with  marks  or  statements  which  are  in 
writing,  and  sect.  6  (1)  (d)  itself  oouples  trade  descriptions 
with  trade-marks  and  marks  which  cannot  be  verbal  state- 
ments. And  it  is  hardly  consistent  with  the  ordinary 
employment  of  the  words  to  speak  of  "the  use"  of  a  verbal 
statement,  for  use  suggests  the  idea  of  repetition,  and 
therefore  of  permanence  in  the  thing  used.  Sect.  17  of 
the  Act,  which  deals  with  implied  warranties  of  trade- 
marks and  trade  descriptions,  seems  to  contrast  (among 
other  things)  a  trade  description  with  a  verbal  statement, 
since  it  cannot  have  been  intended  that  the  purchaser 
should  be  able  to  set  up  a  warranty  upon  a  verbal  state- 
ment, and  that  the  vendor  should  be  required  by  the 
section  to  refer  to  a  signed  writing  to  contradict  it.  And 
the  Act  throughout  appears  to  relate  to  descriptions  which 
are  permanent  and  capable  of  giving  information  to,  or 
deceiving,  or  being  calculated  to  suggest  beliefs  to  any 
persons  who  may  see  them,  not  merely  the  persons  to  whom 
they  are  spoken.  The  definition  above  given,  by  which 
trade  description  means  any  description,  statement,  or  other 
indication,  throws  no  light  on  the  question,  since  statement 
may  reasonably  be  understood  to  mean  written  statement. 
It  is  expressly  provided  that  a  trade  description  shall  be 
deemed  to  be  applied  whether  it  is  woven,  impressed,  or 
otherwise  worked  into,  or  annexed,  or  affixed  to  the  goods, 
or  to  any  covering,  label,  reel,  or  other  thing  (t),  and  this 
sub-section  can  only  have  been  drafted  upon  the  assump- 
tion that,  without  it,  the  trade  descriptions  referred  to  in 
the  Act  would,  or  might,  be  confined  to  descriptions  written, 
printed,  or  painted  in  the  ordinary  way. 

(ff)  Of.  Mr.   Hughes'  evideaoe,  (A)  See  the  case  and  opinion  set 

M.  M.  A.  Report,  1890,  Q.  4994.         out  M.  M.  A.  Beport,  p.  166. 

(i)  Sect.  5  (2),  p.  473. 
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cover  of 
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Imitation 
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sugar. 


ImitationB  of 
"get-up." 


Words  form- 
ing part  of 
the  goods. 


The  non-Indusion  of  yerbal  statements  leaves  a  large 
dass  of  frauds  untouched  by  the  Act.  Gt)odB,  for  instance, 
which  have  passed  through  the  Customs  under  cover  of  an 
explanation  placed  upon  their  coverings  may  be  sold  retail 
without  the  explanation,  and  with  a  verbal  false  descrip- 
tion; as,  of  course,  may  also  goods  which,  bearing  no 
description  at  all,  or  no  false  description,  could  not  be 
stopped  on  importation,  or  home-made  goods.  In  his 
opinion,  on  the  case  above  referred  to  (A:),  Mr.  Poland,  Q,.0., 
expressed  the  view  that  the  imitation  of  the  crystals  of 
Demarara  sugar  in  beet-root  sugar,  and  its  sale  as 
Demarara  sugar,  was  not  an  ofFence  under  the  Act.  Sales 
upon  such  verbal  false  statements  may,  however,  amount 
to  the  offence  of  cheating,  or  obtaining  money  by  false 
pretences  (/),  if  they  are  deliberate  &lse  statements  of 
matters  of  fact  known  to  the  person  charged,  and  are 
made  in  order  to  induce,  and  do  actually  induce,  the  buyer 
to  purchase. 

Goods  may  be  passed  off  as  those  of  the  manufacture  or 
merchandise  of  some  person  other  than  the  person  whose 
they  are,  without  any  explicit  description  of  them  as  the 
goods  of  the  first  person,  or  any  piracy  or  colourable 
imitation  of  his  trade-mark  or  trade-name.  This  fraud 
forms  the  ground  of  a  civil  action  (m).  Such  imitations 
are  false  trade  descriptions  applied  to  the  goods  under 
sect.  3  (2)  (n). 

Words  forming  part  of  the  goods  upon  which  they 
appear  cannot,  it  would  seem,  be  taken  to  be  a  trade 
description  applied  to  those  goods  within  the  meaning  of 
the  Act,  although  they  may,  in  fact,  give  or  suggest  some 
description,  statement,  or  other  indication  within  the  defi- 
nition just  cited,  for  the  description  is  treated  in  the 
definition  as  an  addition  to  the  '^  goods,"  which  are  com- 
plete without  it.    This  is  the  view  taken  by  the  Customs 


(*)  AfUe,  p.  477. 
(0  AnU,  p.  469. 


(m)  Book  I.,  Chap.  XVI.,  p.  379. 
(»)  Infra,  p.  491. 
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autiiorities  in  the  application  of  sect.  16  (o).  For  instanoe, 
Englifih  words  in  verses  on  Christmas  cards ;  the  title  of  a 
book ;  the  words  fast  and  %l()w  upon  the  regulator  of  a 
watch ;  mottoes  and  words  of  friendship  on  handkerchiefs, 
crockery,  and  so  forth,  are  not  treated  by  the  Customs 
authorities  as  indications  that  the  goods  were  produced  in  an 
English-speaking  country.  '^  On  such  goods,  made  abroad, 
it  has  been  thought "  by  the  Customs  authorities  "wiser  to 
r^;ard  (with  some  exceptions)  English  wording  which  goes 
no  farther  than  above  mentioned  (that  is  to  say,  which 
does  not  go  into  such  statements  as  *  printed  in  England,' 
or  *very  superfine  cards,'  or  *  London  lever  watch,'  &o.), 
as  part  of  the  •  goods,'  and  as  not,  therefore,  rendering  the 
goods  liable  under  the  Act,  even  though  the  general 
appearance  given  to  them  may  be  on  this  account,  and  on 
account  of  the  wording,  unquestionably  English  "  (je?). 

The  trade  description  may  be  a  trade-mark  or  part  of  a  Trade  de- 
trade-mark  (g),  or  may  include  a  trade-mark  (r) ;  but  the  b^^Se!^^ 
CBse  of  a  false  name  or  initials  is  dealt  with  specially  («).      mark. 

(a.)  Number^  ^c."] — This  sub-section  is  directed  to  Number, 
descriptions  applied  to  coverings  {t)  purporting  to  contain 
a  specified  or  indicated  number,  quantity,  &c.  of  goods,  as 
well  as  to  descriptions  attached  to  the  goods  themselves. 
It  meets  frauds,  such  as  the  practice  of  marking  upon 
cotton  goods  the  number  of  laps  or  folds  by  a  figure  so 
placed  as  to  be  ^'commonly  taken "  to  indicate  the  number 
of  yards  in  the  marked  piece,  the  true  number  of  yards 
being  in  fact  less  than  the  nimiber  marked  (t^). 

It  has  been  questioned  whether  the  words  in  the  clause 
cover  indications  of  width,  dimension,  and  weight  per  unit 


(o)  SeeM.  M.  A.  Report,  1890,  {q)  Sect.   3  (1).     <<  False  trade 

Appeadixl.,  p.  276,  a  paper  handed  deecription,"  p.  478. 

in  by  Mr.  FoUefct,  Solicitor  of  the  (r)  Sect.  3  (2),  p.  491. 

Board  of  CoBtoms,  from  which  the  («)  Sect.  8  (3),  p.  493. 

ilhistrationfl  in  the  text  are  taken.  (i)  Sect.  6  (2),  p.  478. 

(p)  From  the  paper  refeired  to  (i^)  See    the   evidence   of    Mr. 

in  the  hwt  note.  Bailej,  Qq.  1966  ^^  teq,  M.  M.  A. 

Beport,  1890. 
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of  length,  which  are  of  great  importanoe  in  the  textile 
trades ;  but  it  is  submitted  that  they  do,  and  it  is  said,  that 
the  Manohester  magistrates  have  so  construed  them  (v). 

Measure.'] — The  description  of  casks  of  beer  as  barrels  in 
an  invoice  sent  with  them,  has  been  held  to  be  a  statement 
within  the  definition  that  the  casks  contain  thirty-six 
gallons  each  (2;). 

Weighf] — In  a  civil  case  it  has  been  held  that  goods 
done  up  in  cases  and  supplied  according  to  contract, 
the  cases  being  marked  as  one  pound  cases,  could  not  be 
forced  upon  a  purchaser  if  they  were  actually  under  the 
weights  indicated,  although  not  deficient  by  more  than  an 
alleged  customary  allowance,  on  the  ground  that  the  pur- 
chaser could  not  sell  them  without  committing  an  offence 
under  the  Act(y). 

(b.)  Place  or  country,'] — This  sub-section  was  regarded 
by  many  of  the  advocates  of  the  bill  as  the  most  important 
clause  of  the  definition;  it  is  under  cover  of  it  that 
goods  made  abroad  and  so  marked  as  to  suggest  that 
they  are  made  in  England,  are  brought  within  the  Act, 
and  are  made  liable  to  seizure  by  the  Customs  authorities 
in  accordance  with  sect.  16  (z). 
F]a<m  of  The  chief  difficulty  in  the  application  of  this  dause  of 

^""^"^  the  definition  arises  from  the  fact    that  the  clause  is 

apparently  framed  on  the  assumption  that  all  goods  will 
be  wholly  made  or  produced  in  one  place  or  country, 
whereas,  in  fact,  many  kinds  of  goods  are  worked  upon  in 
several  before  they  are  finished  and  ready  for  the  market, 
or  are  made  up  of  parts  made  or  produced  in  different 
countries.  The  difficulty,  however,  is  partly  met  by  the 
definition  of  a  false  trade  description  as  one  which  is  false 

(9)  See    note  (u)    on    previooB  139,  166,  Eaj,  J.,  and  0.  JL 

page.  (s)  And  in  aooordanoe  with  the 

{x)  Buddy.  Lueoi,  (1891)  1  Q.  B.  agreements  anived  at  by  the  Gom- 

408,  PoUook,  B.,  and  Charles,  J.  miasioners   at    the    Intematioiial 

(y)  Eoop&r  Y.   JSaifouTt  W,  N.  Gonyention,  Conference  of  Borne, 

(1890)  61 ;  62  L.  T.  646 ;  Grem  and  in  1886.    This  oonvention  has  not 

Balfour' 9  Arbitration,  W.  N.  (1890)  been  ratified. 


APPLYING  A  FALSE  TRADE  DESCEIPTION  TO  GOODS.  481 

in  a  material  respect,  for  this  reduces  it  to  a  question  of 
fact.     No  doubt  any  Court,  in  determining  whether  the 
indication  of  a  particular  country  as  the  place  of  manu- 
facture was  false  in  this  sense  or  not,  would  be  guided  by 
the  custom  of  the  trade  in  the  goods  concerned,  that  is, 
sappoeing  it  to  be  consistent  witii  honesty.     The  descrip- 
tLon  of  goods,  partly  made  in  each  of  two  countries,  as 
made  in  a  third,  would,  it  may  be  assumed,  be  indefensible 
under  any  custom,  unless  it  fell  within  the  general  saving 
of  sect.  18  as  a  "  conventional "  or  "  generic  "  description 
lawfully  and  generally  used  at  the  passing  of  the  Act,  as,  for 
instanoe,  French  polishy  American  leathery  or  Indian  rubber. 
The  last-mentioned  section,  however,  extends  to  a  trade 
description  of  place  or  country,  calculated  to  mislead  as  to 
the  place  or  country  where  the  goods  to  which  it  is  applied 
were  actually  made  or  produced,  the  goods  not  being 
actually  made  or  produced  in  the  place  or  country  indicated 
or  suggested,  only  if  there  is  added  to  the  trade  descrip- 
tion, immediately  before  or  after  the  name  of  that  place  or 
country,  in  an  equally  conspicuous  manner  with  that  name, 
the  name  of  the  place  or  country  in  which  the  goods  were 
actually  made  or  produced,  with  a  statement  that  they  were 
made  or  produced  there  (a).    From  this  has  arisen  the  now 
familiar  notices, "  made  in  Germany,"  "made  in  France,"  &c. 
It  is  to  be  observed  that  the  provision  in  sect.  18  requir- 
ing the  addition  of  the  name  of  the  place  or  country  of  actual 
manufacture  is  only  applicable  where  the  trade  description 
is  calculated  to  mislead  (().     It  is  not    necessary,   for 
instance,  to  mark  Morocco  leather  or  Brussels  carpets  as 
made  in  England,  since  the  term  is  not  calculated  to  lead 
any  buyer  to  think  the  leather  was  made  in  Morocco  or 
the  carpet  in  Brussels. 
By  sect.  10  (2)— 

"  In  the  case  of  imported  goods,  evidence  of  the  port  ETidenoe  of 
of  shipment  shcdl  he  primd  facie  evidence  of  the  place  ^^J^^ 
or  country  in  which  the  goods  were  made  or  produced." 
And  the  port  of  shipment  is  stated  in  the  Customs 

(a)  Sect.  18,  infra,  p.  493.  {b)  C£.  "So  nearly  reflembling,'' 

ante,  p.  471. 
K.  I  I 
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entry  (c),  which  is  now  itself  a  trade  description  applied  to 
the  goods  referred  to  by  it  (d). 

The  practice  of  the  Customs  authorities,  under  sect.  16, 
with  regard  to  the  matters  above  referred  to,  was  described 
by  Mr.  Follett,  to  the  Committee  of  1890,  in  the  following 
terms  (e) :  "  As  general  rules,  the  board  have  acted  on  the 
principle  that  goods  must  (as  indeed  is  in  accordance  with 
sect.  10  of  the  Act)  be  held  primd  facie  to  have  been  the 
make  or  produce  of  the  country  from  which  they  last 
come ;  and  that  if  a  qualifying  description  to  that  effect 
is  remonstrated  against  on  the  ground  that  it  would  be 
untrue  as  to  a  material  parf,  there  must  be  a  statement  as 
to  that  part.  For  instance,  if  there  were  an  importation 
of  German  cutlery  with  the  name  of  an  English  dealer, 
and  a  qualification  of  made  abroad  were  objected  to  on  the 
ground  that  the  handles  (taking  it  to  be  knives),  or  the 
woodwork  (taking  it  to  be  planes),  were  made  in  England 
and  sent  out  by  the  dealer  to  be  fitted,  then  it  would  be 
required  that  these  should  be  stated,  blades  {or  tcoodwork) 
made  in  Oeimany,  Similarly  (although  as  to  the  important 
part  of  the  goods  the  circumstances  are  just  reversed),  it  was 
required  that  if  British  goods  were  sent  abroad  to  be  finished 
in  any  respect,  as,  for  instance,  yams  to  be  dyed,  that  fact 
must  be  stated,  dyed  abroad^  when  they  are  re-imported. 

''  As  regards  goods  coming  in  in  an  incomplete  state,  or 
merely  as  parts  of  an  intended  complete  article,  the  board 
have  felt  that  they  could  do  no  more  than  deal  with  them 
as  they  stand,  taking  oaxe  that  there  is  no  description  either 
of  the  parts  themselves,  or  of  the  whole  goods  to  which 
they  are  going  to  be  added,  which  can  form  an  incorrect 
indication  as  to  the  make  of  the  imported  portion." 

In  the  case  of  goods  imported  through  the  ports  of  a 
country  other  than  that  of  their  origin,  for  example,  Swiss 
goods  coming  through  a  French  port,  and  marked  as  Swiss, 
the  practice  of  the  authorities  is  to  detain  them  until  a  decla- 
ration by  the  importer,  or  other  evidence  regarded  as  satis- 
factory, is  tendered  to  show  that  the  goods  are  in  fact  Swiss. 


{e)  Below,  p.  486 


W 


iselow,  p.  4 
M.  IC.  A., 


1891,  8.  1. 


[e)  Ante,  p.  479,  n. 
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It  bas  reoently  been  held  in  an  Iriah  case  that  the 
deecription  of  bacon,  which  was  killed  in  America  and  was 
cored  by  the  defendant  lipton,  partly  in  America  and 
partly  in  Ireland,  as  "  Lipton*s  cure,"  and  "  own  cure  at 
lipton's  market,"  was  not  a  false  trade  description,  although 
the  magistrates  and  one  of  the  judges  who  heard  the  case 
thought  the  use  of  the  description  by  an  Irish  shopkeeper 
was  likely  to  be  deceptive  (ee). 

It  is  provided  by  sect.  16  (4)  (/)  that — 

"  Where  there  is  on  any  goods  a  name  which  is  Goods  bear- 
identical  with  or  a  colourable  imitation  of  the  name  ^^^E^St 
of  a  place  in  the  United  Eongdom,  that  name,  unless  place, 
accompanied  by  the  name  of  the  country  in  which 
such  place  is  situate,  shall  be  treated  for  the  purposes 
of  this  section  as  if  it  were  the  name  of  a  place  iu  the 
United  Kingdom." 
This  provision  is  expressly  restricted  to  the  purposes  of 
the  section  in  which  it  occurs,  that  is,  the  section  dealing 
with  the  importation  of  deceptively  or  spuriously  marked 
goods,  but  the  rule  laid  down  in  the  clause  would  probably 
be  adopted  in  regard  to  any  suggested  false  trade  descrip- 
tion by  the  use  upon  goods  of  a  name  like  the  name  of  an 
Snglish,  Scotch,  or  Irish  place.     Goods  marked  simply 
"Eugby,"  for  example,  would  be  taken  to  be  falsely 
described  if  made  in  Eugby,  Tennessee. 

(c.)  Mode  of  manufacturing y  ^fc.] — ^In  the  Irish  case  re- 
ferred to  above  it  was  also  held  that  the  description  in 
question  was  not  an  offence  within  this  clause  {ee), 

(d.)  Material^  SfcJ] — ^In  a  case  where  goods  were  marked  MateriaL 
and  desmbed  as  ^'  natural  wool "  goods,  this  was  held  by 
the  magistrates  at  Leicester  to  be  an  indication  within  the 
definition  that  the  goods  were  all,  or  substantially  all, 
woollen,  although  a  custom  to  call  cheap  mixtures  of 
cotton  and  a  little  wool  '^  natural  wool "  was  alleged  {g). 


{ee)  R.  ▼.  LipUm,  32  L.  R.  Ir.       ''cnstomfl  entry,"  p.  486. 
115  (1892),  Q.  B.  D.  {g)  Timet  Newspaper,  20  Oct., 

(/)  Bee  foxiher,   p.    635,  and      1898. 
1x2 
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Patent.  (e.)  Exkting  patentJ] — By  sect.  105  of  the  Patents,  &c. 

Act,  1883,  it  is  provided  that — 
Sect.  105  of  "  (1)  Any  person  who  represents  that  any  article 

1883^^*  ^^  ^^^  ^7  ^^^  ifi  ^  patented  article,  when  no  patent  has 

heen  granted  for  the  same,  or  descrihes  any  design  or 
trade-mark  applied  to  any  article  sold  hy  him  as  re- 
gistered when  it  is  not  so,  shall  he  liahle  for  every  offence 
on  summary  conviction  to  a  fine  not  exceeding  5/. 

"  (2)  A  person  shall  he  deemed,  for  the  purposes  of 
this  enactment,  to  represent  that  an  article  is  patented 
or  a  design  or  a  trade-mark  is  registered  if  he  sells  the 
article  with  the  word  *  patent,'  *  patented,'  *  registered/ 
or  any  word  or  words  expressing  or  implying  that  a 
patent  or  registration  has  heen  obtained  for  the  article 
stamped,  engraved,  or  impressed  on,  or  otherwise 
applied  to  the  article." 

Application  for  a  patent  (A),  or  provisional  protection  (t), 
does  not  authorize  the  use  of  the  words  patent  or  patented 
so  as  to  avoid  the  penalty  of  this  enactment ;  but  the 
acceptance  of  the  complete  specification  for  a  patent  does, 
for  it  entitles  the  applicant  to  "the  like  privileges  and 
rights  as  if  a  patent  for  the  invention  had  been  sealed  on 
the  date  of  the  acceptance  "  (A). 

The  section  just  cited  from  the  Patents,  &c.  Act  does 
not  apply  to  the  case  of  a  representation  in  respect  of  an 
article  for  which  a  patent  has  at  some  time  been  granted, 
but  which  has  ceased  to  exist  by  effluxion  of  time  or  other- 
wise ;  the  M.  M.  A.  is  not  so  limited.  On  the  other  hand, 
the  section  applies  to  every  representation  within  its  terms, 
whether  made  with  intent  to  defraud  or  not. 

There  is  no  provision  similar  to  sub-sect.  (2)  of  the 
above  section  in  the  M.  M.  A.,  and  the  use  of  the  words 
patent  or  patented  does  not  necessarily,  therefore,  amount 
to  a  description,  statement,  or  other  indication  that  the 
goods  to  which  they  are  applied  are  subject  to  an  existing 
patent.  A  false  claim  of  patent  rights  contained  in  a 
trade-mark  is  a  bar  to  the  interference  of  the  Court  for 

(A)  So  held  by  a  magistrate  in  (i)  So  held  by  a  magigtrate  in 

R.  ▼.  Crampton,  3  R.  P.  C.  367      B,  v.  JFaUin,  3  R.  P.  C.  1  (1886). 
(1886).  {k)  Act  of  1883,  sect.  15. 
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ihe  protection  of  the  trade-mark,  and  the  cases  decided  on 
this  subject  will,  no  doubt,  apply,  so  far  as  they  go,  in  the 
constxuction  of  the  present  sub-section,  but  they  do  not  lay 
down  any  definite  rules  (/). 

In  Gridley  v.  Smnbome{m)y  a  case  under  the  present 
Act,  Coleridge,  L.C.J.,  said,  that  where  the  original 
patentee  continued  to  use  his  old  labels  containing  the 
word  patent,  there  was  no  necessary  implication  of  &aud, 
and  the  Court  held  that  the  defendant,  who  had  sold 
goods,  made  from  gelatine,  under  a  patent  which  expired 
in  1847,  as  Smnborne^s  patent  refined  isinglasSy  was  not 
guilty  of  any  ofEenoe  under  the  Act. 

Custom  of  the  trade  {n).'] — Custom  does  not  here  mean  Costomof 
the  custom  of  merchants,  which  is  part  of  the  common  ^  ®' 
law  (o),  or  any  of  the  six  consuetudines  mentioned  by 
Coke  (p).  It  is  more  akin  to  the  custom  or  usage  of  a 
particular  trade  or  market  which  is  resorted  to  in  order  to 
import  terms  into  commercial  contracts  not  inconsistent 
with  their  words,  or  to  explain  the  meaning  of  the  expres- 
sions employed  in  them,  that  is,  a  particular  custom  to  be 
established  by  evidence  {q)y  or  to  the  "  custom  of  the 
country  "  imported  into  agricultural  tenancies  and  leases, 
of  which  it  is  said  it  "  must  be  applied  to  the  approved 
habits  of  husbandry  in  the  neighbourhood  under  circum- 
stances of  the  like  nature  "  (r).  The  custom  is,  therefore, 
the  existing  and  generally  recognized  practice  or  usage  of 
the  trade,  whether  old  or  recent ;  but  if  recent,  sufficiently 
old  to  have  become  generally  recognized  and  followed  («). 
The  words  may  be  compared  to  those  used  in  the  first 

(/)  See    Book    I.,    Chap.    XV.,  the  cases  cited  in  the  notes. 

p.  339,  above.  (r)  2  Piatt,  279,  cited  in  Stroud's 

(m)  62  J.  P.  739,  791 ;  6  T.  L.  R.  Die.  s.  v. 

71  (1888),  Coleridge,  L.C.J. ,  and  («)  <<  Usage  of  trade  is  a  general 

Grantham,  J.  and  prevaUing  course  of  business, 

(n)  Cf.  *'  Common    repute "  in  and  witnesses  who  are  called  to 

aect.  7,  below,  p.  622.  prove  it  should  cause  their  minds 

(o)  Blackstone,  Vol.  1,  p.  74.  to  revolve  over  instances  known  to 

(p)  2  Inst.  58.  them   of   its    having  been   acted 

Iq)  See  Wriggleworth  v.  DalUion,  upon.''    SaU  v.  Bstuoftf  7  C.  &  P. 

1  Smith  L.  C.  8th  ed.,  p.  669,  and  711. 


486  THE  MERCHANDISE  MARKS  ACT,  1887. 

sentence  of  sect.  18 — "  lawfully  and  generally  applied  to 
goods  of  a  particular  class^  or  manufactured  by  a  particular 
method,  to  indicate  the  particular  class  or  method  of  manu- 
facture of  such  goods  "  (t). 

In  judging  whether  an  alleged  trade-mark,  or  a  mark 
tendered  for  registration  as  a  trade-mark,  is  calculated  to 
deceive  by  reason  of  its  resemblance  to  another  trade-mark 
or  otherwise,  the  Civil  Courts,  as  has  already  been  shown, 
consider  all  the  circumstances  of  the  trade  concerned,  and 
admit  the  evidence  of  persons  engaged  in  the  trade  as 
experts  (w). 

The  evidence  to  prove  a  custom  vdthin  the  definition 
above  stated,  must  obviously  be  similar  to  the  expert 
evidence  just  mentioned,  that  is  to  say,  it  must  be  given 
by  persons  engaged  in  the  trade,  whether  as  manufacturers, 
merchants,  or  retailers,  or  by  persons  in  the  employment 
of  such  persons,  or  otherwise  practically  acquainted  (for 
instance,  as  conductors  of  technical  or  trade  journals),  with 
the  customs  they  depose  to. 

In  a  case  where  an  alleged  custom  in  the  furniture 
trade,  to  deliver  goods  upon  sale  or  return,  was  set  up  in 
answer  to  a  claim  under  the  reputed  ownership  clauses 
of  the  Bankruptcy  Act,  Cave,  J.  said  the  question  was, 
"whether  it  amounted  to  a  custom  of  the  trade  of  so 
notorious  a  character  that  anyone  making  inquiry  of  per- 
sons cognizant  of  the  trade  might  ascertain  that  it  was  a 
custom"  {v). 

^^^  [  Customs  entry, "]  —The  Customs  entry  for  imported  goods 

is  a  statement  made  up  from  the  bill  of  lading  {x)  for 
purposes  of  Customs  duty,  and  signed  and  declared  to  be 
true  by  the  importer  or  his  agent.  It  contains  the  name 
of  the  port  or  place  from  whence  the  goods  come,  and  a 
description  of  the  number  of  packages  and  of  the  quantity 


(0  See  p.  498.  (v)  Ex  parte  Nattau,  2  T.  L.  B. 

(«)  Book  L,  Cliapter  X.,  "Ee-  339  (1886). 
Btriotions   on   Begifitration,"  pp.  {x)  See  Mr.  Sejniour's  evideooe, 

197,  206.  M.  M.  A.  Ropart,  1890,  Q.  4824, 
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and  description  of  goods,  in  aooordanoe  with  the  require- 
ments of  the  Official  Import  list.  It  was  made  a  trade 
description  xmder  the  principal  Act  by  the  Act  of  1891, 
npon  the  recommendation  of  the  Committee  of  1890,  and 
in  aooordance  with  the  following  passage  from  their  report : 
"  The  evidence  given  before  your  Committee  has,  in  their  Report  of  the 
opinion,  condnsively  proved  that  goods  (notably,  articles  committee 
of  consumption)  come  into  this  country  in  large  quantities  J^  ^^^^  ^^ 
in  an  adulterated  form,  but  cannot,  according  to  the  evi-  importations. 
denoe  given  by  the  Customs  authorities,  be  detained  under 
sect  3  (d)  {y)  of  the  M.  M.  A.,  because,  in  most  instances, 
they  bear  no  trade  description,  as  defined  by  sects.  3 
and  5  of  the  said  Act.  Tour  Committee  are  of  opinion 
that  much  hann  is  being  done  to  legitimate  trade  by  the 
impunity  with  which  spurious  articles  are  introduced  into 
this  country.  They  therefore  propose  that  the  Act  should 
be  amended  by  making  the  Customs  *  entry,'  which  must 
bear  a  description  of  the  goods  imported,  a '  trade  descrip- 
tion '  within  the  meaning  of  the  Act.  The  adoption  of 
this  amendment  would,  in  the  opinion  of  your  Committee, 
give  the  Customs  power  to  detain  goods,  the  'trade 
description '  of  which  is  false  as  to  the  material  of  which 
they  are  composed." 

The  Committee  refused  to  recommend  that  it  should  be  No  general 
made  compulsory  to  mark  all  goods  with  an  indication  of  ^^thT^ 
origin,  on  the  ground  that  this  "  would  seriously  restrict  V^f^  o^ 
trade,  and  virtually  destroy  the  business  of  warehousemen, 
commission  agents,  and  small  masters." 
Fake  trade  description  (s).] — By  sect.  3  (1) — 

"  The  expression  *  false  trade  description '  means  Wliat  is  a 
a  trade  description  which  is  false  in  a  material  respect  description, 
as  regards  the  goods  to  which  it  is  applied,  and  in- 
cludes every  alteration  of  a  trade  description,  whether 
by  way  of  addition,  effacement,  or  otherwise,  where 
that  alteration  makes  the  description  false  in  a  material 

(y)  False  trade  description  as  to      are  composed. 
the  material  of  frhicli  any  goods  (z)  <<  Trade  description,"  p.  476. 
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^*  respeot,  and  the  fact  that  a  trade  description  is  a  trade- 
mark, or  part  of  a  trade-mark,  shall  not  prevent  such, 
trade  description  being  a  false  trade  description  within 
the  meaning  of  this  Act." 
The  last  part  of  the  definition  would  have  been  more 
appropriately  placed  in  the  definition  a  "trade  descrip- 
tion" (a). 

The  "  false  name  or  initials  of  a  person  "  is  specially 

dealt  with  by  sect.  3  (3)  (6),  and  the  definition  just  stated 

is  expanded  by  sect.  3  (2),  which  is  set  out  below  (c). 

So  that "  false  trade  description  "  under  the  Act  includes — 

(1.)  A  trade  description  false  in  a  material  respect  as 

regards  the  goods  to  which  it  is  applied. 
(2.)  An  alteration  of  a  trade  description,  whether  false 
or  not,  such  as  to  make  it  false  in  a  material 
respect. 
(3.)  Figures,  words,  or  marks,  or  an  arrangement  or 
combination  thereof,  such  as  are  reasonably  cal- 
culated to  lead  persons  to  believe  that  the  goods 
to  which  they  are  applied  are  the  manufacture  or 
merchandise  of  some  person  other  than  the  person 
whose  manufacture  or  merchandise  they  really 
are  (sect.  3  (2)). 
(4.)  A  false  name  or  initials  within  sect.  3  (3)  (6). 

Fake."] — False  is  construed  by  the  Customs  authorities 
in  the  application  of  sect.  16  to  mean,  not  "misleading  " 
but  simply  "  untrue  "  (d).  The  expression  "  false  descrip- 
tion" is  taken  from  the  Act  of  1862,  s.  7,  where  it  certainly 
means  a  description  intended  to  deceive,  since  it  is  coupled 
with  the  phrase  "for  the  purpose  of  falsely  indicating,  &c.," 
but  the  construction  just  mentioned  seems,  on  the  whole,  to 
be  that  intended  by  the  Act,  for  false  is  contrasted  with 
genuine  in  sects.  2  (2)  (a),  4  (b),  6  (c),  and  17;  false  de- 
clarations are  referred  to  in  sect.  8  (3) ;  and  sect.  18  seems 

(a)  **TradedeBcription,"p.  476.  (rf)  See  Mr.  FoUett's  evidence, 

{b)  Below,  p.  493.  ante,  p.  479,  n. 

(c)  Page  491. 
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to  oontemplate  that  some  false  descriptions  within  its  soope 
may  not  be  misleading.  It  is  doubtful,  however,  whether, 
for  the  purposes  of  the  Act,  there  is  any  substantial  difier- 
enoe  in  effect  between  the  two  meanings.  The  essence  of  a 
description  is  that  it  should  suggest  something,  and  if  it 
suggests  what  is  imtrue,  it  is  misleading. 

In  The  Patent  Isinglass  Case  (e),  Coleridge,  L.C.J.,  said 
that  a  false  description  within  the  Act  meant  something 
more  than  a  mere  inaccurate  or  mistaken  description. 
There  must  be  a  criminal  intent,  a  mens  rea  in  the  appli- 
cation ;  this  is  inferred  because  the  Act  creates  criminal 
offences,  and  the  construction  adopted  is  consistent  with  the 
reference  to  "intent  to  defraud"  in  sect.  2  (1),  and  the 
defence  that  the  person  charged  had  "  acted  innocently," 
which  is  admitted  by  sect.  2  (2). 

Iblse  in  a  material  respect."] — This  expression  was  chosen,  Katerial 
after  much  consideration,  to  meet  the  case  of  descriptions  ~P^- 
which  are  partly  false ;  for  instance,  descriptions  of  mixed 
or  composite  goods,  referring  to  some  or  one  only  of  their 
composite  parts.  The  clause  was  inserted  "  because  it  was 
considered  impossible  to  test  the  exact  percentage  of  a 
particular  material,  the  name  of  which  was  signed  to  the 
article"  (/).  Under  it,  the  Court  is  left  to  decide  as  a 
question  of  fact  whether  it  is  false,  for  example,  to  describe 
textile  goods  made  partly  of  cotton  as  natural  wool  (g) ;  a 
cask  containing  less  than  thirty-six  gallons  of  beer  as  a 
barrel  (h) ;  gelatine  made  from  cod  sounds  as  patent 
isinglass  (i) ;  or  a  watch  with  an  English  case  and  an 
English  movement  but  a  Swiss  regulator,  as  an  English 
watch  {k) ;  or,  generally,  goods  partly  made  in  the  United 

W  Gridley  y.  Stcinbome,  62  J.  P.  (A)  Buddy.  Zuetu,  (1891),  1 Q.  B. 

739,  791 ;  6  T.  L.  R.  71  (1888).  408. 

(/)  See    the   evidence   of    Mr.  (•)  Gr%dleyY,Swinhome^b2J.V. 

Conrtenay  Boyle,  assistaiit  secre-  739,  791 ;  6  T.  L.  B.  71  (1888). 

tai7totheBoardofTrade,M.M.  A.  (k)  As  to  watches,  see  sect.  7, 

Report,  1887,  Qq.  38  et  ieq.  below,  p.  622.    It  is  said  that  all 

(^)  See  The  Leicester  Case,  anU,  English  watches  have  Swiss  zegu- 

p.  483,  Hmei  Newspaper,  20  Oct.,  Uton. 
1893. 
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Kingdom  and  partly  abroad,  as  made  in  the  United 
Kingdom  (/). 
Materially  or  «  False  in  a  material  respect "  is  here  treated  as  equivalent 
&]Be.  ^  to  materially  or  substantially  false,  so  that  the  question  is  one 
of  degree,  and  as  regards  some  of  the  attributes  referred  to  in 
the  definition  of  trade  description,  no  other  meeming  could  be 
given  to  it.  A  description  of  weight,  for  example,  can  only 
be  false  by  being  too  great  or  too  small.  But,  as  regards  some 
of  the  other  attributes  referred  to,  the  phrase  seems  more 
properly  to  mean  that  the  matter  falsely  stated  is  material 
to  be  truly  stated  to  the  persons  concerned,  that  is,  the  prob- 
able buyers,  or  others  to  whom  the  description  is  addressed. 
For  example,  if  goods  go  through  different  stages  in  the 
course  of  manufacture  in  different  countries,  it  is  con- 
ceivable that  only  the  country  where  they  are  finished,  or 
where  any  other  particular  stage  is  passed,  is  material  to 
be  named  (m),  and  that,  therefore,  for  the  purposes  of  the 
Act,  the  goods  may  be  well  described  only  as  made  in  that 
country.  So,  if  the  material  of  which  goods  are  made  is 
a  metallic  alloy,  as  the  gold  of  commerce,  it  may  be  im- 
material to  state  truly  the  nature  of  the  baser  metal  (pro- 
vided there  is  no  false  statement  as  to  its  absence,  or  its 
proportion  in  the  mixture). 
LiinitB  of  The  Committee  of  1890  were  strongly  urged  to  recom- 

mend the  adoption,  as  part  of  the  Act,  of  certain  definite 
limits  in  regard  to  measure,  within  which  a  deficiency  from 
the  measure  actually  indicated  by  a  trade  description 
should  not  be,  but  beyond  which  it  should  be  deemed  to 
be,  false  in  a  material  respect;  but  they  declined  to  suggest 
the  enactment  as  a  rule  of  law  of  what  they  regarded  as 
properly  a  matter  of  evidence. 

The  limits  suggested  by  the  Manchester  Chamber  of 
Commerce,  in  1888,  and  adopted  under  the  Indian  Mer- 
chandise Marks  Act,  are  set  out  in  the  Appendix  (n). 

(/)  Seep.  480,  "plaoeoroomitry,"  («)  Page  706.    M.  M.  A.  Be- 

and  Jt.  y.  LiptoHf  ante,  p.  488.  port,    1890,  p.   822.    Eyidenoe  of 

(m)  Gf.    the  case   of    watohes,  Mr.  Bailey,  Q.  2024. 
below,  p.  624. 
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Alteration^ — The  person  who  makes  the  alteration  which  Alteration 
euues  the  trade  description  to  be  false,  applies  the  false  desoription. 
tiade  description  (o). 

This  clause  of  the  definition  relates  only  to  alterations 
of  the  description,  not  to  alterations  of  the  goods  described 
so  that  the  description  becomes  false  as  applied  to  them. 
An  alteration,  for  example,  by  the  adulteration  of  marked 
goods,  such  as  to  make  them  cease  to  be  the  goods  described, 
may  be  an  offence  against  the  Act,  if,  within  sect.  5  (1)  (o)  or 
(d),  the  person  making  the  alteration  applies  the  description 
to  the  altered  goods,  since  it  is  false  as  regards  them. 

Applies  any  false  trade  description,'] — Sect.  5  defines  when 
a  person  shall  be  deemed  to  apply  a  trade  description  to 
goods.    It  has  been  already  set  out  {p). 
By  sect.  3 — 

"  (2.)  The  provisions  of  this  Act  respecting  the  appli- 
cation of  a  false  trade  description  to  goods  shall  extend 
to  the  application  to  goods  {q)  of  any  such  figures  (r), 
words  («),  or  marks,  or  arrangement  or  combination 
thereof,  whether  including  a  trade-mark  or  not,  as 
are  reasonably  calculated  to  lead  persons  to  believe 
that  the  goods  are  the  manufacture  or  merchandise  of 
some  person  other  than  the  person  whose  manufacture 
or  merchandise  they  really  are." 
This  sub-section  does  not  in  terms  refer  to  goods  to  which 
a  &Lse  trade  description  has  been  applied,  as  the  next  and 
corresponding  sub-sect.  3  (3)  does.    It  is  difficult  to  see 
any  reason  for  the  change  of  language,  and,  it  is  submitted, 
it  makes  no  difference  in  the  construction  of  the  Act,  for 
it  is  not  possible  to  extend  the  definition  of  '*  application  " 
without  extending  correspondingly  the  class  of  things  to 
which  the  application  is  made. 

(o)  Gf.  forgery  of  a  trade-mark  (r)  t.^.,    nnmerals.      Ex  parte 

by  altering  a  genuine  trade-mark,  Stephens,  3  G.  D.  659  (1876),  Jesael, 

Boet.  4  (b),  aboTe,  p.  468.  M.R. 

{p)  Above,  p.  473.  {»)  For  names  and  initials,   see 

is)  See  sect.  5,  above,  p.  473.  sect.  3  (3),  below,  p.  493. 
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An 

tered 

mark  may  be 

a  trade 

description. 


Names  and 
initials. 


The  name  Chikoorth  Gfunpowder  Co,^  Ld.j  placed  by  con- 
tractors for  the  supply  of  gunpowder  to  the  Government, 
upon  barrels  of  powder,  in  the  place  where  the  name  of  the 
contractor  was  required  to  be  inserted,  was  held  in  Starey 
V.  Chilworth  Ounpowder  Co.  {t),  to  be  a  false  trade  desorip- 
tion,  the  powder  being  imported  German  powder,  and  not 
the  manufacture  of  the  defendants,  and  it  being  dear,  as 
the  Court  held,  that,  in  the  particular  case,  contractor 
meant  manufacturer,  the  defendants  having  dealt  with  the 
Government  as  manufacturers  only,  although  it  is  oonmionly 
a  word  of  ambiguous  meaning,  capable  of  signifying  either 
maker  or  vendor,  or  both.  This  decision  must  have  been 
under  sect.  3  (2),  for  sect.  3  (3)  did  not  apply;  but  the 
question  suggested  above  was  not  argued  or  referred  to. 

The  sub-section  makes  the  offence  of  applying  a  false 
trade  description  include  that  of  forging  a  (registered) 
trade-mark,  which  is  itself  a  separate  offence  under 
sect.  2  (1)  (a),  and  also  that  of  forging  a  trade-mark  which 
is  unregistered  and  not  a  trade-mark  within  the  meaning 
of  the  Act  (m),  for  the  office  of  a  trade-mark  is  to  indicate 
that  goods  are  the  manufacture  or  merchandise  of  the 
persons  with  whose  business  or  goods  the  trade-mark  is 
identified  by  registration  or  use. 

The  following  sub-section  deals  with  false  names  and 
initials.  That  sub-section  may  possibly  be  held  to  be  re- 
stricted to  a  very  small  class  of  such  names  and  initials  (a:), 
and  the  question  may  then  arise  whether  names  and  initials 
which  are  so  used  as  not  to  fall  within  it,  are  tcords  within 
the  present  sub-section.  On  a  strict  construction  it  may  be 
difficult  to  hold  that  a  general  word  in  one  sub-section  can 
include  a  particular  meaning  introduced  by  an  appropriate 
word  into  a  co-ordinate  sub-section  immediately  following 
the  first ;  but  there  are  many  cases  of  overlapping  sections 


{t)  24    Q.    B.    D.    90    (1889), 
Coleridge,  L.G.  J.,  and  Hathew,  J. 


{u)  See  sect.  3  (1),  above,  p.  466, 
*  trade-mark." 
(x)  See  bebw,  p.  494. 
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and  proTisions  in  the  present  Aot,  and,  if  it  be  necessary 
in  order  to  cany  out  the  obvious  intention  of  the  Act,  it  is 
submitted  that  the  interpretation  suggested  ought  to  be 
adopted. 

Calculated  to  leady  Sfc."] — ^The  phrase  may  be  compared  Cakulated  to 
with  "calculated  to  deceive,"  of  sect.  2  (2)  and  4  (a)  (y),  tobeUeve, &o. 
"intent  to  defraud  "  of  sect.  2  (1)  (z) .  The  persons  intended 
are  any  class  of  probable  purchasers  of,  or  dealers  in,  the 
goods,  so  that  it  would  be  no  defence  to  prove  that  the 
immediate  purchasers,  the  persons  to  whom  the  goods 
fidsely  described  were  sold,  if  the  ofEence  were  committed 
npon  a  sale,  were  not  in  fact  deceived.  This  is  the  rule 
adopted  in  infringement  cases  (a).  In  such  cases  proof  of 
actual  deception  is  not  a  necessary  part  of  the  plaintiff's 
case  (6),  although  its  unexplained  absence  may  be  signifi- 
cant, if  the  alleged  deceptive  mark  has  been  long  in  the 
market  (c) ;  and  it  is  no  excuse  for  the  defendant  to  show 
that  the  actual  buyers  from  him  of  the  spuriously  marked 
goods  knew  whose  goods  they  were.  They  generally  do 
know,  and  are  parties  to  the  intended  frauds  {d). 
(4.)  By  sect.  3— 

"  (3.)  The  provisions  of  this  Act  respecting  the  ■^^.^^^ 
application  of  a  false  trade  description  to  goods,  or 
respecting  goods  to  which  a  false  trade  description  is 
applied  {e),  shall  extend  to  the  application  to  goods  of 
any  false  name  or  initials  of  a  person  (/),  and  to 
goods  with  the  false  {g)  name  or  initials  of  a  person 
applied,  in  like  manner  cus  if  such  name  or  initials 
were  a  trade  description,  and  for  the  purpose  of  this 
enactment  the  expression  false  name  or  initials  means. 


(y)  Above,  p.  471.  p.  363. 

(f)  Page  607,  pott.  {«)  This  olaose  is  omitted  from 

(a)  See    Book    I.,    Chap.    X.,  the  last  sub-section  3  (2). 

p.  186 ;  Chap.  XV.,  p.  318.  (/)  ''Person,"  sect.  3  (1),  p.  463. 

(4)  Above,  p.  316.  (y)  Cf.  "false  trade  description," 

W  Page  206.  sect.  8  (1),  p.  487,    and  "falsely 

(i)  Lever  v.  Goodwin,  36  0.  D.  1 ;  apply,"  sect.  6  (3),  p.  474. 

4  R.  P.  0.  472  (1887),  0.  A.,  dted 
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^' as  applied  to  any  goods,  any  name  or  initialfl  of  apeTSon 
which — 
"  (a)  are  not  a  trade-mark  (A)  or  part  of  a  trade- 
mark, and 
"  (b)  are  identical  with,  or  a  colourable  imitation 
of  the  name  or  initials  of  a  person  carrying  on 
business  in  connection  with  goods  of  the  same 
description,  and  not  having  authorized  the  use 
of  such  name  or  initials,  and  (e) 
"  (c)  are  either  those  of  a  fictitious  person  or  of 
some  person  not  bond  fide  carrying  on  business 
in  connection  with  such  goods." 
This  is  an  awkwardly  drawn  sub-section,  not  in  harmony 
with  the  remainder  of  the  Act.     The  insertion  of  the  nega- 
tive clause  (a),  for  instance,  is  not  in  accord  with  the 
general  plan  of  allowing  sections  creating  similar  and 
similarly  punished  offences  to  overlap,  and  the  expression 
colourable  imitation  is  in  other  sections  represented  by  the 
phrase  "  so  nearly  resembling,  &c." 

The  sub-section  seems  to  be  intended  to  extend  the 
protection  of  the  Act  to  trade-names  which  are  protected 
by  the  civil  law  much  in  the  same  way  as  trade-marks  (y), 
and  also  to  stay  frauds  perpetrated  by  the  use  of  "  blind 
names  "  (A;),  that  is,  names  belonging,  in  fact,  to  no  one, 
but  so  used  as  to  appear  to  be  the  names  of  respectable 
firms. 

By  the  letter  of  the  sub-section,  a  name  or  initials,  to 
fall  within  its  terms  must  fulfil  each  of  the  conditions  (a), 
and  (b),  and  (c) ;  but  it  is  submitted  that  the  second  and 
should  be  or,  for  no  name  can  be  identical  with  the  name 
of  a  person  carrying  on  business  in  connection  with  the 
goods,  and  at  the  same  time  be  that  of  a  person  not 
bond  fide  so  carrying  on  business  {kk).    The  Ooiurts  have  up 

(A)  <<Trade-mark,"i.d.,iegi8tered  {k)  Below,  p.  497. 

trade-mark,  seot.  8  (1),  p.  465.  {kk)  The  Tiew  soggerted  has  now 

(i)  Qutere,  **  or,"  see  lower  down.  been  adopted  by  the  Q.  B.  D.  in 

U)  See  Book  I.,  Chap.  XYI.,  Ireland,  E.  y.  £tj9l<Mi»  iir/ra,  p.  49S. 

p.  879. 
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difficulty  in  reading  or  for  and  where  the  context  requires 

it(0- 

Beading  (b)  and  (o)  as  alternatives,  the  operation  of  the 
sab-seotion  is  to  forbid  the  use  of  any  false  name  or 
initials  (not  being  a  registered  trade-mark  (w),  or  port  of 
a  registered  trade-mark)  which  is  either  an  unauthorized 
copy  or  imitation  of  a  trade-name  or  trade-initials,  or  is 
the  trade-name  or  trade-initials  of  no  one,  or  no  one  band 
fide  carrying  on  business,  i.e.j  is  a  "  blind  name."  If  this 
is  the  correct  view  of  the  sub-section,  it  is  an  ofEence  within 
fiect.  2  (1)  (d)  or  sect.  2  (2),  to  apply  to  any  goods  any 
name  or  initials  of  a  person  other  than  the  trade-name  of 
a  person  who  has  authorized  the  application,  or  to  sell,  &c. 
any  goods  to  which  any  name  or  initials  of  a  person,  other 
than  the  trade-name  of  a  person  applied  with  his  authority, 
have  been  applied. 

For  the  civil  law  relating  to  trade-names,  see  Book  I., 
Chap.  XYI.,  and  for  the  right  of  a  man  to  honestly  use 
his  own  name  in  his  trade,  p.  420. 

Name.'] — "The  expression  'name'  includes  any  abbrevia- 
tion of  a  name"  (»), 

Fake  name  or  initials.'] — The  adjective  false  governs  the 
whole  sub-section.  Its  effect  seems  to  be  to  restrict  the 
operation  of  the  section  to  names  and  initials  which  are 
not  the  personal  or  the  trade-names  or  initials  of  the 
persons  applying  them  {o). 

(a)  Not  a  trade-mark.] — Trade-mark  means  trade-mark 
registered  or  otherwise  within  sect.  3  (1)  {p).  Many  trade- 
marks consist  of  or  include  the  names  of  their  proprietors, 
or  of  the  predecessors  in  trade  of  their  proprietors,  and  a 


(/)  Ab  in  Towntend  y.  Beady  10  whidh  the  provisions  of  sect.  103 

jD.  B.  K.  S.  317 ;  30  L.  J.  M.  G.  of  the  Act  of  1883  are  applied.    See 

245 ;  and  see  Stroud's  Dictionary,  p.  466. 
"or  for  and."  («)  Sect.  3  (1). 

(m)  Or  trade-mark  which,  either  (o)  Gf.  '*  false,"  above,  p.  488  ; 

with   or  without  registration,  is  and  see  p.  497,  below, 
protected  hj  law  in  any  British  (p)  Page  465,  <<  trade-mark." 

pGflseasion    or    foreign    state    to 
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trade-name,  if  used  in  connection  with  the  goods  its  owner 
deals  in,  almost  necessaiily  becomes  a  trade-mark  if  it  is 
distinctive  (p).  The  reason  for  excluding  trade-marks 
and  parts  of  trade-marks,  seems  to  be  that  they  axe  else- 
where dealt  with  under  the  heads  of  forgery  and  false 
application  of  a  trade-mark  (q) ;  but  this  is  not  the  case  as 
regards  parts  of  a  trade-mark  which  do  not  so  nearly 
resemble  the  trade-mark  as  to  be  calculated  to  deceive 
within  the  meaning  of  sect.  4(r).  Trade-marks  which  are 
or  include  names  or  initials,  and  which  do  not  fall  within 
the  definition  («),  are  included  within  this  sub-section  if 
they  comply  with  conditions  (b)  and  [or]  (c). 

(b)  A  colourable  imitation^  8fc.'] — This  expression  is  com- 
monly used  in  infringement  and  passing  oS  cases.  It  is 
equivalent  to  the  phrase,  used  elsewhere  in  the  Act,  so 
nearly  resembling  as  to  be  calculated  to  deceive  (^),  which 
has  been  already  discussed. 

Of  the  same  description.'] — ^Both  trade-mark  and  trade- 
name rights  are  limited  to  the  class  of  goods  for  which  they 
are  registered  or  used  (w). 
Proof  of  ^^^  having  authorized.] — ^This  is  more  generally  expressed 

authority  of  than  "  without  the  assent  of  the  proprietor,"  which  is  the 
phrase  used  elsewhere  in  the  Act  (t?),  and  already  discussed, 
but  it  has  probably  just  the  same  meaning. 

There  is  no  provision  in  the  present  sub-section  casting 
the  onus  of  proving  the  authority  in  question  upon  the 
defendant.     This  is  probably  due  to  an  oversight. 

(c)  Hither  those  of  a  fictitious  person  or  of  some  person  not 
bon&  fide  carrying  on  business  in  connection  with  the  goods.] — 
Apart  from  this  Act  it  is  perfectly  legal,  and  the  practice 
is  very  common,  for  a  trader  to  use  as  his  trade-name  some 
name  other  than  his  own,  and  either  the  name  of  his 
predecessors  in  business,  or  a  name  chosen  for  some  other 

{p)  See  Book  L,  Chap.  VIII.,  («)  Page  466,  "trade-mark." 

p.  114,  *' name-marks."  (0  Sect.  4  (a),  p.  471. 

(q)  Sect.  2  (1)  (a),  p.  466 ;  and  («)  See  Book  I.,  Chap.  V.  p.  87. 

2  (1)  (b),  p.  474.  (v)  Sect.  4  (a),  p.  470;  aeot.  5 

(r)  Page  468.  (3),  p.  474. 


proprietor. 
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reason,  not  being  such  a  name  as  to  infringe  the  rights  of  Trade-name 
any  other  person  in  respect  of  his  trade-name  (a?).  It  is  ^ 
sabmitted  that  the  Act  does  not  make  the  practice  illegal, 
Imt  that  the  above  sub-section,  under  clause  (o)*,  is  directed 
against  the  application  to  goods  of  any  name  which  is  not 
the  trade-name  of  the  person  who  applies  it,  whether  that 
trade-name  is  his  personal  name  or  not,  for  the  whole  sub- 
section is  governed  by  the  use  of  the  words  "  false  name  *' 
and  "false  name  or  initials,"  and  the  trade-name  of  the 
person  using  it  is  not  a  false  name,  nor  are  his  trade- 
initials  false  initials  {y). 

Evidence  was  given  before  the  Committee  of  1887  («)  of  Blind  i 
the  fraudulent  use  of  well-sounding  names  which  were  not 
trade-names  at  all,  and  were  used,  not  to  identify  the 
goods  to  which  they  were  applied  with  the  person  apply- 
ing them,  or  with  any  other  manufacturer  or  merchant, 
but  to  suggest  that  they  were  the  manufacture  or  mer- 
chandise of  some  seemingly  respectable  firm.  Spanish 
Bounding  names  on  pseudo  Spanish  cigars ;  "  The  Sheffield 
Knife  Company,''  there  being  no  such  company,  and  the  • 
trade-names  of  defunct  firms,  were  cited  as  examples  of 
Bttch  "blind  names,"  as  they  are  called.  Sub-sect.  3  (3)  (c) 
seems  to  have  been  directed  to  stop  the  use  of  such  names 
as  these.  It  was  stated  before  the  Committee  of  1890,  that 
the  Act  had  failed  in  this  particular  (a),  but  the  statement 
was  made  under  the  assumption  that  the  conditions  (a), 
(b),  and  (c)  were  all  required  to  be  complied  with,  (b)  and 
(c)  not  being  treated  as  alternative,  as  is  suggested  above. 
The  Committee  did  not  think  fit  to  recommend  any  altera- 
tion of  the  sub-section. 

Fkiitiaus.'] — The  words  "a  fictitious  or    non-existing 
person,"  in  sect.  7  (3)  of  the  Bills  of  Exchange  Act,  1882, 

(x)  Book  I.,  Chap.  XVI.,  p.  894.  Hughee,  Ibid.,  Q.  1806 ;  and  Mr. 

(y)  Gf .  as  to  the   meaning  of  Lookwood,  Ibid,,  Q.  1992. 

lalse,  p.  488,  above.  (a)  Evidence    of    3fr.    Hughee, 

(s)  8ee,foT]n8tanoe,theeyidenoe  H.  H.  A.  Beport,  1890,  Q.  5011, 

of  Mr.  Freeman,  M.  M.  A.  Report,  and  Mr.  Follett,  p.  277. 
1887,  Qq.   2871  et  m^.;   of  Mr. 

K.  •            K  K 
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have  been  held  to  apply  to  a  case  where  the  name  nsed,  as 
that  of  the  payee  of  a  forged  bill,  was  the  name  of  an 
actual  person  who  was  known  to  the  acceptor  and  aeons- 
tomed  to  have  business  dealings  with  him,  but  who  had 
not,  and  was  never  intended  by  the  drawer  to  have,  any 
interest  in  the  bill  (i). 

The  description  of  bacon  cured  by  lipton  as  **  Tracey's 
cure/'  where  Tracey  was  lipton's  foreman  curer,  has  been 
held,  in  Ireland,  to  be  an  offence  under  sect.  3  (3)  (o)  ; 
although  a  custom  was  alleged  for  bacon  dealers  to  describe 
their  second  quality  goods  by  the  names  of  their  foremen 
curers  (bb),    I{o  evidence  of  the  custom  was  adduced. 

Not  honi  fide  carrying  on  businessy  ^c] — The  name  and 
initials  of  a  person  who  is  carrying  on  business  in  connec- 
tion with  the  goods  are  dealt  with  under  the  preceding 
head,  sect.  3  (3)  (b). 

PtoTisioiia  of        Conventional  d^BcriptumJ] — ^By  sect.  18 — 
the  Act  88  to  '^  . 

faUedeecrip-  ^^  Where  at  the  passmg  of  this  Act(c),  a  trade 

tion  not  to  description  is  lawfully  and  generally  applied  to  goods 

oortaL^Maes*  ^^  ^  particular  class,  or  manufactured  Dy  a  particular 

method,  to  indicate  the  particular  class  or  method  of 
manufacture  of  such  goods,  the  provisions  of  this  Act 
with  respect  to  false  trade  descriptions  shall  not  apply 
to  such  trade  description  when  so  applied :  Provided 
that  where  such  trade  description  includes  the  name 
of  a  place  or  country,  and  is  calculated  to  mislead  as 
to  the  place  or  country  where  the  goods  to  which  it  is 
applied  were  actually  made  or  produced,  and  the  goods 
are  not  actually  made  or  produced  in  that  place  or 
country,  this  section  shall  not  apply  unless  there  is 
added  to  the  trade  description,  immediately  before  or 
after  the  name  of  that  place  or  countiy,  in  an  equally 
conspicuous  manner,  with  that  name,  the  name  of  the 
place  or  country  in  which  the  goeds  were  actually 
made  or  produced,  with  a  statement  that  they  were 
made  or  produced  there  "  {d). 

(h)  The  Govmwr  and  Company  of  (e)  23  August^  1887. 

the  Bank  of  England  t.   Vaglimo  (iQ  Gf.    page   480,    ''place  or 

Brothers,  (1891)  A.  C.  107.  oonntty,"  and  see  the  Madrid  Con- 

{bb)  B.  y.  Liptonf  32  L.  B.   Ir.  yention,  Art.  VI.,  p.  665. 
116  (1892),  Q.  B.  D. 
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This  general  saving  with  regard  to  what  are  oominonlj 
called  "  generic  descriptions,"  but  may  more  accurately  be 
termed  "conventional  descriptions,"  seems  to  have  been 
soggested  by  a  discussion  which  took  place  before  the 
Committee  of  1887,  as  to  whether  the  name  BaUniggan 
hose  was  properly  applied  to  hosiery  manufactured  in 
Ireland,  at  Balbriggan  only,  or  to  hosiery  of  the  same 
d^oription  made  at  several  places  in  England,  and  in 
particular  at  Nottingham.  It  is  based  upon  the  fact  that 
descriptions  at  first  applied  to,  and  appropriate  for,  a  group 
ivithin  a  class,  constantly  become  used  for  the  whole  class, 
and  are  at  length  as  appropriate  for  the  rest  of  it  as  for 
the  particular  group.  The  case  of  trade-marks  in  this  way 
become  publici  juris  by  piracy,  misuse  or  abandonment, 
has  been  several  times  noticed  in  the  preceding  book  (a). 
Liebig*8  Extract^  American  leather  cbth,  French  chalky  patent 
katker,  are  examples  of  conventional  descriptions  within 
the  section.  The  question  whether  an  alleged  conventional 
description  does  indicate  the  particular  dass  or  method 
of  manufacture  of  the  goods,  i.e.y  the  kind  of  goods,  is  of 
course  a  question  of  fact  to  be  established  by  evidence.  It 
corresponds  to  the  question  whether  an  alleged  trade-mark 
or  trade-name  of  goods  was  the  symbol  or  name  of  any 
goods  of  the  kind,  or  the  symbol  or  name  of  the  plaintiff's 
goods  of  the  kind  only,  which  constantly  arose  for  deter- 
mination in  trade-mark  cases  before  the  Hegistration  Acts, 
aud  still  frequently  arises  in  trade-name  and  passing  off 
cases  (/). 

It  is  to  be  noted  that  the  section  only  applies  to  trade 
descriptions  lawfully  and  generally  applied  at  the  passing 
of  the  Act. 

Lawfully  must  mean  not  only  so  as  not  to  be  obnoxious 
to  any  then  existing  trade-name  or  trade-mark  rights,  or 
to  particular  statutes,  such  as  the  Cutlers  Acts  {g)y  but  also 
80  as  not  to  be  within  the  prohibitions  of  the  Merchandise 
Marks  Act  of  1862.     That  Act,  however,  contained  a 

(<)  See  Chap.  XIV.,  p.  283.  (^)  Bebw,  p.  542. 

(/)  See  above,  pp.  36  and  404. 

kk2 
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seotion  (sect.  9)  corresponding  to  sect.  18,  but  not  limited 
to  descriptions  in  use  at  the  commencement  of  tlie  Act. 
Q-enerally  applied  means,  it  is  submitted,  applied  by  probable 
purchasers  and  persons  dealing  in  the  goods  in  question. 

In  The  Patent  Isinglass  Case  (A),  the  Court  held  that  a 
good  defence  might  have  been  raised  under  this  section 
upon  the  finding  of  the  magistrate  that  the  article  in 
question  had  been  known  to  the  trade  as  patent  isinglass, 
although  it  was  made  from  cod  sounds.  But  it  may 
be  doubted  whether  such  a  finding  would  be  sufficient  if 
it  were  shown  that  the  description  deceived  the  publio, 
although  it  was  understood  by  the  trade  (*). 

4.  Causing  an  Offence  to  be  Committed. 

S®o*-  2  (1).  «  (f)  Causes  any  of  the  things  above  in  this  section 

mentioned  to  be  done." 

Master  and  Master  and  servant.'] — "  There  is  nothing  in  the  present 

Act  to  alter  the  general  rule  of  law  {k)  that  a  master  is  not 
criminally  responsible  for  the  unauthorized  acts  of  his 
servants.  There  are,  no  doubt,  certain  Acts  of  Parlia- 
ment (/),  such  as  the  Licensing  Acts,  which  do  introduce 
an  exception  in  that  respect  into  the  general  rule ;  but  this 
is  not  one  of  those  Acts  "  (m).  Moreover,  the  e2dstence  of 
a  criminal  intent  in  the  person  charged  is  of  the  essence  of 
an  ofEenoe  under  the  Act,  although  the  onus  of  proving 
that  he  acted  without  intent  to  defraud,  or  innocently,  is 
oast  upon  the  defendant,  and  such  intent  must  necessarily, 
be  personal. 

(A)  Gridley  v.  Swinbome,  62  J.  P.  (Q  For  instanoe,  the  Food  and 

739,  791;  5  T.  L.  R.  71  (1888),  Drugs  Act,  1876.    Pai»  y.  5tfii^A<- 

Coleridge,L.C.  J., and  Grantham,  J.  umd,  24  Q.  B.  D.  363;  Brotcn  t. 

See  also  per  Holmes,  J.,  in  J?,  v.  Foot^   61  L.  J.  M.  C.  110;  but, 

jLiptotij  p.  498,  note  (bb),  query,  as  to  the  master's  liability  if 

.   (t)  See  Ford  v.  Foster,  L.  K.  7  the  act  is  in  contravention  of  hia 

Ch.  611,  cited  p.  37,  and  above,  instructions.    Newman  y,  Jtmet,  17 

pp.  286,  286.    And  see  Hooper  v.  Q.  B.  B.  132 ;  KearleyY.  7^e,  60 

Balfour,  W.  N.  (1890)  61, 139,  cited  L.  J.  M.  C.  169.    And  the  Adul- 

ante,  p.  480,  under  "  weight."  teration  Act,  6  &  7  Will.  4,  c.  37  ; 

{k)  Chisholm  V.  DouUon,  22  Q.  B.  Core  v.  James,  7  L.  R.  7  Q.  B.  136. 

B.  736  (1889),  Field  and  Cave,  JJ.,  (m)  Per  Pollock,  B.,  in  Budd  t. 

a  case  on  the   Smoke  Nuisances  Lttcaa,  (1S91)  1  Q.  B.  408. 
Act. 
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By  sect.  19  (3)— 

'^Nothing  in  this  Act  shall  be  cosstrued  so  as  to 
render  liable  to  any  prosecution  or  punishment  any 
servant  of  a  master  resident  in  the  United  Kin^om 
who  bond  fide  acts  in  obedience  to  the  instructions  of  such 
master,  and,  on  demandmade  by  or  on  behalf  of  the  pro- 
secutor, has  given  full  information  as  to  his  master." 

It  seems  an  obvious  inference  from  this  section  and  from 
fleet.  6  (n),  relating  to  persons  employed  by  others  in  the 
ordinary  course  of  business,  that  servants  and  persons 
employed  who  do  not  come  within  the  terms  of  the  sections 
axe  to  be  liable  for  acts  done  in  obedience  to  the  instruc- 
tions of  their  masters  or  employers  (though  they  may,  of 
course,  be  able  to  show  that  they  acted  without  intent  to 
defraud,  or  innocently).  And  this  accords  with  the 
ordmary  law  that  every  person  who  either  actually  does, 
or  authorizes,  or  procures  to  be  done,  a  criminal  act  is 
goiliy  of  the  crime  (o). 

Thus,  under  the  Pharmacy  Act,  1868  (jo),  an  unregis- 
tered chemist's  assistant  has  been  held  liable  to  penalties 
for  selling  poisons  on  behalf  of  his  master  who  was  himself 
duly  registered. 

Both  sect.  19  (3)  and  sect.  6  are  restricted  to  pases  of 
masters  or  employers  resident  in  the  United  Eangdom. 

Bonafide,'] — It  is  difficult  to  attach  any  definite  mean- 
ing to  this  expression  in  the  section.  It  can  hardly  be 
construed  to  import  the  requirements  of  reasonable  pre- 
caution, and  having  no  reason  to  suspect  the  genuineness 
of  the  trade-mark  or  trade  description,  expressed  in  sect.  6 
(b)  and  (o).  It  may  mean  without  knowledge  of  the 
ill^l  character  of  the  act,  or  merely  that  the  person 
excepted  has  in  reality,  and  not  colourably  only,  acted  as 
a  servant  and  in  obedience  to  his  master's  instructions. 
The  last  meaning  suggested,  however,  would  make  the 
words  mere  surplusage. 

(n)  See  next  page.  The  Pharmaceutical  Soeieip  y,  WheeU 

(o)  See  Archbold,  21st  ed.  p.  9;  don,  24  Q.  B.  D.  683  (1890),  Diy. 

and  eect.  11,  below,  p.  504.  Court.    An  action  for  penalties. 
(p)  31  &  32  Yiot.  0.  121,  s.  16. 
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Ezemption 
of  oertEun 
persons  eni« 
ployed  in 
ordinary 
oonrseof 
business. 


On  demand  has  given  full  information.'] — Compaxe  sect.  2 
(2)  (b),  (?),  and  sect.  6  (d). 
Persons  employed.'] — By  sect.  6 — 

"  Where  a  aefendant  is  charged  with  making  any 
die,  block,  machine,  or  other  instrument  for  the 
purpose  of  forging,  or  being  used  for  forging,  a 
trade-mark,  or  with  falsely  applying  to  goods  any 
trade-mark  or  any  mark  so  nearly  resembling  a  trade- 
mark as  to  be  calculated  to  deceive,  or  with  applying 
to  goods  any  false  trade  description,  or  causing  any  of 
the  things  in  this  section  mentioned  to  be  done,  and 
proves — 

^*  (a)  That  in  the  ordinary  course  of  his  business  he 
is  employed,  on  behalf  of  other  persons,  to 
make  dies,  blocks,  machines,  or  other  instra- 
ments  for  making,  or  being  used  in  making, 
trade-marks,  or  as  the  case  may  be,  to  apply 
marks  or  descriptions  to  goods,  and  that  in 
the  case  which  is  the  subject  of  the  charge  he 
was  so  employed  by  some  person  resident  in 
the  United  Kingdom,  and  was  not  interested 
in  the  goods  by  way  of  profit  or  commission 
dependent  on  the  sale  of  such  goods ;  and 
^'  (b)  That  he  took  reasonable  precautions  against 

committing  the  offence  charged ;  and 
"  (c)  That  he  had,  at  the  time  of  the  commission  of 
the  alleged  offence,  no  reason  to  suspect  the 
genuineness  of  the  trade-mark,  mark,  or  trade 
description;  and 
^'  (d)  That  he  gave  to  the  prosecutor  all  the  informa- 
tion in  his  power  with  respect  to  the  persons 
on  whose  behalf  the   trade-mark,  mark,  or 
description  was  applied — 
he  shall  be  discharged  from  the  prosecution,  but  shall 
be  liable  to  pay  the  costs  incurred  by  the  prosecutor, 
imless  he  has  given  due  notice  to  him  that  he  will 
rely  on  the  above  defence." 
This  section  appears,  in  effect,  to  offer  to  any  person 
charged  with  either  of  the  offences  mentioned  in  it  the 
alternative  of  satisfying  the  four  requirements  specified  in 
it,  or  of  proving  that  he  acted  without  intent  to  defraud 
within  the  meaning  of  sect.  2  (1)  (r).     It  is  probable  that 


{q)  Page  512,  below. 


(r)  Infra,  p.  607,  "intent  to  defraud." 
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the  latter  will  tisuaUybe  theeasier  course,  and  it  is  submitted, 
although  with  some  doubt,  that  in  judging  whether  the 
defendant  has  acted  without  intent  to  defraud,  the  fact  that 
he  has  not  acted  as  the  section  indicates, — ^f  or  instance,  has 
taken  no  precautions, — ^is  not  to  be  regarded  where  he 
fihows  that  he  did  not  know,  believe,  or  suspect,  that  the 
mark  or  description  in  question  was  forged,  or  false,  or 
f alflelj  applied. 

Much  evidence  was  given  before  the  Committee  of  1887  The 
on  behalf  of  the  Association  of  Bleachers,  whose  members  ^^^f* 
are  accustomed  in  the  ordinary  course  of  their  business  to 
mark  trade-marks  and  descriptions  upon  goods,  and  to 
pack  the  goods  according  to  their  customers*  orders,  to 
show  that  from  the  enormous  number  of  the  marks  (a)  and 
descriptions  employed  in  the  textile  trade,  and  the  fact 
that  many  contain  words  in  Oriental  languages  with  which 
the  bleachers  are  not  acquainted,  it  would  be  a  great  hard- 
ship to  cast  upon  them  the  duty  of  verifying  the  title  to, 
and  the  genuineness  of  every  mark  furnished  to  them  by 
their  customers.  The  association  presented  a  memorial  to 
the  chairman  of  the  Gonmiittee  protesting  against  the  Bill 
imder  their  consideration  in  its  then  form,  and  suggested 
for  insertion  into  it  a  section  nearly  corresponding  to  the 
present  section,  but  without  the  modifications  (b),  (c),  and 
(d).  The  section  was,  no  doubt,  based  upon  these  repre- 
sentations and  proposals  {t). 

Clauses  2  (1)  (a)  (forges  any  trade-mark),  and  2  (1)  (e) 
(disposes  of  or  has  in  his  possession  any  die,  &c.  for  the 
purp<»e  of  foiging  a  trade-mark)  are  omitted  from  the 
section,  and  so  also  is  sub-sect.  2  (2)  (exposing,  &c.  for 
sale  goods  to  which  a  forged  trade-mark,  &c.  has  been 
applied). 

The  first  condition  (a)  is  triple,  so  that  the  person 
charged  must  prove  in  all  six  propositions  to  bring  lumself 
"within  the  section. 

(<)  60,000   oottcm    marks    were      more  unregistered,  bnt  in  nse. 
registered   as  trade-marks  before  {t)  M.    M.    A.    Beport,    1S87| 

1887.    There  were  probably  many      pp.  264,  266, 
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AooesBories. 


PnniAhment 
of  aooeBflories 
[to  offences 
committed 
abroad]. 


Precautions : — Information.'] — Clauses  (b)  and  (c)  oorre- 
spond  to  clause  (a)  of  seot.  2  (2) ;  clause  (d)  to  clause  (b) 
of  seot.  2  (2),  {u)y  except  that  the  words  *^on  demand 
made  by  or  on  behalf  of  the  prosecutor"  are  there  inserted. 
Under  the  present  section,  it  seems,  the  party  charged 
must  Yolunteer  the  information  if  it  is  not  demanded,  but^ 
on  the  other  hand,  he  can  give  it  at  any  time  down  to 
the  hearing  of  the  charge. 

Costs.'] — Compare  sect.  14  (x).  This  penalty  is  omitted 
from  sect.  2  (2),  because  the  information  there  referred  to 
must  be  given  on  demand  as  a  condition  of  the  special 
defence  allowed  by  the  sub-section. 

Accessories.] — The  offences  dealt  with  by  the  Act  are  all 
misdemeanours,  and  there  are,  accordingly,  no  accessories 
to  them.  The  provision  of  the  Act  of  1862  (sect.  13)  making 
every  person  who  shall  aid,  abet,  counsel,  or  procure  the 
commission  of  an  offence  under  the  Act  guiliy  of  a  mis- 
demeanour, has  not  been  introduced  into  the  present  Act, 
and  any  such  person  can,  consequently,  only  be  convicted 
of  an  offence  if  he  has  committed  it  as  a  principal  under 
sect.  2  (1)  (f)  (causes  any  of  the  things  above  in  this  section 
mentioned  to  be  done) ,  or  under  one  of  the  special  headings. 
Sect.  11,  set  out  below,  is  not  directed  to  the  punishment  of 
accessories  generally,  as  the  side-note  wrongly  suggests, 
but  to  the  punishment  of  offences  committed  abroad. 
Offences  committed  abroad.] — By  sect.  11— 

"  Any  person  who,  being  within  the  United  King- 
dom, procures,  counsels,  aids,  abets,  or  is  accessory  to 
the  commission,  without  the  United  Kingdom,  of  any 
act,  which,  if  committed  in  the  United  Kingdom, 
would  under  this  Act  be  a  misdemeanour,  shall  be 
guilty  of  that  misdemeanour  as  a  principal,  and  be 
liable  to  be  indicted,  proceeded  against,  tried,  and 


(w)  See  below,  pp.  609,  611. 

(«)  Page  618,  below.  SimUar 
pezuUtieB  as  to  costs  are  imposed  by 
tiie  Margarine  Act,  60  &  61  Yict. 


c.  29,  s.  7,  and  the  Sale  of  Food 
and  Drugs  Act,  38  &  89  Viot.  o.  63, 
B.  26. 
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"  convicted  in  any  county  or  place  in  the  United 
Kingdom  in  which  he  maybe,  as  if  the  misdemeanour 
had  been  there  committed/' 
The  side-note  to  this  section  in  the  Queen's  Printers' 
copy  (punishment  of    accessories)  is    misleading.      Thei 
section  is  directed  to  meet  offences  committed  abrofi,d  by 
persons  in  the  United  Kingdom.     In  general,  offenders 
can  only  be  prosecuted  in  tiie  counties  or  districts  where 
their  offences  were  committed  (y),  and  penal  Acts  are  to 
be  read,  if  possible,  as  not  creating  any  offence  to  be  com- 
mitted  outside  the  country  for  which  they  are  enacted  («). 
The  civil  courts  will  interfere  by  injunction  to  prevent 
steps  being  taken,  or  anything  done  vydthin  the  jurisdiction, 
with  a  view  to,  or  for  the  purpose  of,  infringing  the  plain- 
tiff's trade-mark,  or  passing  off  goods  as  his  abroad  (a). 

5.  Defences  under  Sect.  2  (1). 

The  sub-section  concludes  with  the  words  "shall,  subject 
to  the  provisions  of  this  Act,  and  unless  he  proves  that  he 
acted  without  intent  to  defraud,  be  guilty  of  an  offence 
against  this  Act." 

The  provisions  of  the  Act  referred  to  are  sect.  6  (6) 
{persons  employed) ;  sect.  13  (r)  (vexatious  indictments) ; 
Beet.  16  (rf)  (limitation  for  prosecutions) ;  and  sect.  19  (3)  (e) 
(servants  acting  under  their  masters'  orders). 

Unksa  he  proves  (/).] — The  policy  of  the  Act  is,  when  p^o^fof 
once  it  has  been  established  that  a  trade-mark  has  been  inuocenoe. 

(y)  See  Archbold,  Ch.  1.  sect.  3.  J.,  and  C.  A. 
There    are    many  exceptions    by  (b)  Page  502. 

statate.    See,  in  particular,  as  re-  (e)  Page  617. 

gazda  the  places  mentioned  in  the  (d)  Page  517. 

hst  at  p.  657,  63  &  64  Viot.  o.  37.  («)  Page  600. 

{«)  Maeleod  ▼.  Ait, -Gen.  for  New  (/)  Of.  the  second  part  of  sect. 

8(mth  JFalet,  (1891)  A.  C.  465.  (2),  p.  511,  and  the  Food  and  Drugs 

(a)  Bodgera  and  Son,  Id,  ▼.  Mott-  Act,  1876,  38  &  39  Vict.  c.  63,  s.  24^ 

9tn,  6  T.  L.  B.  678  (1889),  Eay,  J. ;  by  which,  if  a  defendant  relies  on 

SocuU  Anmyme    des    Verriera   de  any  provision  or  exception  in  the 

VEtoUe'a   Tm.,   (1894)   1   Ch.   61 ;  Act,  he  must  prove  that  he  falls 

W.  N.  (1894)  p.  42;  10  R.  P.  0.  within  it. 
290,  436,  11  B.  P.  C.  142,  Stirling, 
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^^^^  made  without  the  assent  of  the  proprietor,  or  that  a  false 
description  has  heen  applied  to  goods,  or  that  goods  to 
which  a  forged  trade-mark  has  been  applied  have  beea 
sold  by  the  person  charged,  or  any  other  thing  done  which, 
if  done  with  such  a  criminal  intent  as  is  contemplated  by 
the  Act,  would  be  an  offence,  to  cast  upon  the  person 
charged  the  onus  of  disproving  the  existence  of  such 
intent,  and  this  is  carried  further  by  casting  upon  him 
also  the  onus  of  proving  the  assent  of  the  proprietor  (^), 
wh^re  that  is  material.  Ghreat  stress  was  laid  upon  this 
feature  of  the  Act  when  the  bills  upon  which  the  Act  was 
founded  were  before  the  Committee  of  1887,  as  the  ahnost 
total  failure  of  the  Act  of  1862  was  believed  to  be  due  to 
the  necessity  for  the  prosecutor  in  prosecutions  under  it  to 
prove  the  intent  to  defraud  (A).  There  are  now  upon  the 
statute  book  a  good  many  Acts  by  which  the  onus  of  proof 
of  justification  or  excuse  is  cast  on  the  person  charged  (t). 
For  instance,  the  application  of  any  of  the  marks  scheduled 
to  the  Public  Stores  Act,  1875  (/),  without  authority  (proof 
of  which  authority  lies  on  the  party  accused),  is  a  mis- 
demeanour; and  so  is  being  found  at  night  having  in 
possession  house-breaking  implements  without  lawful  ex- 
cuse (proof  of  which  excuse  lies  on  the  party  charged)  (k). 
Purchasing,  or  receiving,  or  having  in  possession  forged 
bank-notes  or  bills,  knowing  them  to  be  forged  (/),  and 
making  or  having  in  possession  coining  tools  (m)  without 
lawful  authority  (the  proof  of  which  authority  lies  on 
the  party  accused),  are  felonies.    The  Sale  of  Food  and 

(^}  Sect.    4    (2);    sect.    6    (3).  Act  of  tliat  year,  bat  they  declined 

Proof  of   the   anthority  required  to  do  bo.    M.  M.  A.  Report,  1S62, 

under  sect.  3  (3)  (b)  ia  not  thrown  CYidenoe  of  J.  T.  Smith,  Q.  2643. 

on  the  person  charged.  (i)  See  a  paper  by  Mr.  J.  T. 

(A)  M.  M.    A.    Report,    1887.  Smith  in  K.  M.  A.  Report,  1862, 

See    the    evidence     of     Messrs.  p.  162. 

Hughes,  Lockwood,   and  XJttley.  (J)  38  &  39  Vict  o.  26,  s.  4. 

The    Committee    of    1862     were  (k)  24  &  26  Vict.  o.  96,  s.  68. 

strongly  urged  to  report  in  favour  (I)  24  &  26  Vict.  o.  98,  s.  18. 

of  the  insertion  of  similar  provi-  (m)  24  &  26  Vict.  o.  99,  8.  24. 
sions  as  to  the  onna  of  proof  in  the 
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Drugs  Act,  1875  (n),  and  the  Margarine  Act,  1887,  are 
other  instances  (o). 

And  by  the  common  law,  wherever  the  act  charged  is 
not  indifferent,  but  in  itself  unlawfid,  the  proof  of  justifi- 
cation or  excuse  in  such  case  lies  on  the  defendant,  and  on 
failure  thereof,  the  law  implies  a  criminal  intent  {p). 

Intent  to  defraud.'] — This  does  not  mean  intent  to  defraud  Intent  to 
any  particular  person  (q).  So  that  an  offence  may  be  com- 
mitted, although  precautions  are  taken  to  prevent  the  im- 
mediate purchaser  from  the  person  charged  being  deceived, 
BB,  for  example,  by  adding  to  a  false  trade  description  upon 
a  covering  a  label  which  bears  the  name  of  the  person 
whose  manufacture  or  merchandise  the  goods  within  the 
covering  really  are,  or  which  is  otherwise  explanatory,  for 
the  label  may  be  intended  to  be  removed,  and  the  goods 
passed  on  to  the  ultimate  purchasers  with  the  false  trade 
description  unqualified  (r). 

The  provision  of  the  Act  of  1862,  s.  12,  that,  where  in 
proceedings  in  respect  of  an  offence  under  that  Act  it 
should  be  necessary  to  allege  or  mention  an  intent  to 
defraud,  it  should  not  be  necessary  to  allege  or  prove  an 
intent  to  defraud  any  particular  person  (s),  has  not  been 
reproduced,  probably  because  the  onus  of  proof  has,  in  the 
present  Act,  been  shifted  to  the  person  charged.  It  appears 
that  the  absence  of  the  provision  makes  no  difference  to  the 
effect  of  the  Act. 

(ff)  See  sects.  5  and  8.    BetU  ▼.  Mathew,  J.,    a  case  nnder  sect. 

ArmMttady  20  Q.  B.  D.  771.  2  (2).    And  cf.  "  so  nearly  resem- 

(o)  Gf.  also  the  presamption  of  bling,''  sect.  4  (a),  ante,  p.  471,  and 

guilty  knowledge  from  evidence  of  "  calculated  to  lead,"  sect.  3  (2), 

possession  of  recently  stolen  goods.  above,  p.  493 ;  and  the  civil  law 

Archbold,  2l8t  ed.  p.  275.  rule,  above,  pp.  187,  322,  andi^v^ 

(p)  Per  Lord  Mansfield,  R.  v.  v.  Goodwin,  36  G.  D.  1 ;  4  B.  P.  G. 

Wo9dfaU^  5  Burr.  2667,  note  (i),  492  (1887),  O.  A. 


(«)  Similar  sections  occur  in  24  & 

(j)  Wood  V.  Burgeu,  infra.    Cf .      26  Vict.  c.  98,  s.  44  (forgery),  24  & 

forging     a     trade-mark,     above,      26yict.c.  96,  s.  88  (false pretences), 

p.  469,  n.  and  24  &  25  Vict.  c.  97,  s.  58 

(r)  Wood  V.  BurgeBS,  24  Q.  B.  D.      (malicious  injuries  to  property). 
102  (1889),  Coleridge,  L.C.J.,  and 
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'^  The  words  '  intent  to  defraud '  in  this  Act  mean  more 
than  an  intent  to  oheat  a  customer/'    They  apply  to  cases 
^^  where  a  person  uses  a  particular  mark  without  any  intent 
in  so  doing  to  induce  a  buyer  to  accept  goods  which  might 
otherwise  be  rejected  {t)»    And  in  a  case  where  the  offence 
consisted  in  English  manufacturers  placing  their  name  on 
goods  manufactured  by  other  persons,  but  equal  in  quality 
to  their  own  (^),  Coleridge,  L.C.J.,  said :  "  In  the  present 
case  all  further  controversy  is  superfluous  when  once  one 
has  ascertained  with  certainty  what  fraud  means  in  the 
Act.    I  agree  that  if  the  word  is  used  in  the  sense  of 
putting  off  a  bad  article  on  a  customer  in  order  to  get 
money  imfairly,  there  is  no  evidence  here  of  anything  of 
the  kind  having  been  done.   On  the  contrary,  it  is  expressly 
found  that  the  article  supplied  was  as  good  as  that  con* 
tracted  for.    But  that^  I  think,  is  not  the  correct  meaning 
of  the  word/rat^  as  used  in  this  Act  of  Parliament.     The 
Act  is  directed  against  the  abuse  of  trade-marks,  and  the 
putting  off  on  a  purchaser  of  not  a  bad  article,  but  an 
article  different  from  that  which  he  intended  to  purchase 
and  believes  he  is  purchasing.    It  would  apply  to  oases 
where  a  particular  article,  manufactured  by  a  particular 
person,  had  acquired  a  wide-sprea4  reputation  (as,  for 
instance,   happened  in  the  celebrated  case  of   the  fish 
sauces  (u)),  and  some  one  supplied  another  and  a  different 
article  under  that,  name,  so  as  to  make  the  purchaser  take 
something  which  he  did  not  know  he  was  taking." 

On  the  other  hand,  the  Act  does  not  apply  to  mere  oases 
of  inaccurate  or  mistaken  descriptions.  The  charges  under 
it  are  criminal  charges,  and,  according  to  the  ordinary  rule, 
a  criminal  intent — a  mens  rea  in  the  person  charged — must 
be  made  out  (t?). 

(Q  Per  Mathew,  J.*,  in  Staref/  ▼.  {v)  Gridley  v.  Swinhome,  62  J.  P. 

Chiltoorth  Gunpowder  Co.,  24  Q.  B.  739,  791 ;  6  T.  L.  R.  71  (1888), 

D.  90(1889).  Coleridge,     L.C.J.,    and     Gran- 

(«)  Burge98  ▼.  Surgess,  3  De  G.  tham,  J. ;  Sudd  v.  Lucas,  (1891)  1 

M.  &  G.  896 ;  22  L.  J.  Ch.  676,  Q.  B.  408. 
cited  p.  423. 
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Rea9onahle  precautiom, — Giving  information.'] — Where  Giving  ^ 
special  defences  are  provided  by  the  Act,  in  sect.  2  (2)  (a) 
and  (b)  (x)^  and  sect.  6  (y),  the  matters  to  be  proved  by 
tiie  person  charged  include,  that  he  took  all  reasonable 
precautions  against  committing  an  offence  against  the  Act, 
aad  that  he  gave  all  the  information  in  his  power  (2)  with 
respect  to  the  persons  from  whom  he  obtained  the  marked 
goods,  or  the  person  on  whose  behalf  the  mark  or  descrip- 
tion in  question  was  applied.  No  doubt  it  was  intended 
by  the  draughtsmen  of  the  Act  to  make  these  matters  tests 
of  innocent  conduct  on  all  charges  under  the  Act,  but  it 
is  submitted  that  the  provisions  respecting  them  cannot  be 
imported  into  sections,  as  the  above  section,  where  they 
are  not  expressed.  If  this  is  so,  the  most  ordinary 
evidence  to  show  that  the  party  charged  acted  without 
intent  to  defraud,  or  "otherwise  -innocently"  (a),  will  be 
evidence  of  ignorance  of  the  facts  on  which  the  charge  is 
based:  for  instance,  evidence  that  he  did  not  know  or 
suspect  that  the  mark  forged  was  a  trade-mark ;  that  the 
goods  to  which  the  trade  description  was  applied  were  not 
the  goods  described ;  or  evidence  that  he  believed  he  had 
the  assent  or  authority  of  the  proprietor  of  the  trade-mark 
in  question  to  apply  it. 

Evidence  of  the  defendant.'] — By  sect.   10  (1)   (in  any  Evidence  of 
prosecution  for  an  oflFence  against  this  Act) —  and  hia^wife. 

"  A  defendant,  and  his  wife,  or  her  husband,  as  the 
case  may  be,  may,  if  the  defendant  thinks  fit,  be 
called  as  a  witness,  and,  if  called,  shall  be  sworn  and 
examined,  and  may  be  cross-examined  and  re-examined 
in  like  manner  as  any  other  witness." 

Rebutting  evidence.] — If  the  person  charged  gives,  or 
callB  evidence  to  show  that  he  acted  without  intent  to 
defraud,  the  prosecutor  may  give  rebutting  evidence,  and, 
in  particular,  evidence  of  transactions  similar  to  the  offence 

(x)  Below,  p.  oil.  («)  See  also  seot.  19  (3),  abore, 

(y)  Above,  p.  601.  p.  504. 

(a)  Seot.  2  (2)  (0),  infnt,  p.  611. 
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charged,  in  which  the  person  charged  was  concerned,  and 
antecedent  (but,  it  is  said,  not  subsequent  {b) )  to  that 
oflEence  (c), 

6.  Sale  or  Possession  of  Falsely-Marked  Goods. 

Sub-sect.  2  (2)  provides  that — 

"  Every  person  {d)  who  sells,  or  exposes  for,  or  has 
in  his  possession  for,  sale,  or  any  purpose  of  trade  or 
manufacture,  any  goods  or  things  to  which  any  forged 
trade-mark  (e)  or  false  trade  description  (/)  is  ap- 
plied (^),  or  to  which  any  trade-mark  or  mark  so 
nearly  resembling  a  trade-mark  as  to  be  calculated 
to  deceive  is  falsely  applied  (A),  as  the  case  may  be, 
shall"  (unless  he  establishes   one   of   specified  de- 
fences (i) )  "  be  guilty  of  an  offence  against  this  Act." 
Cases  where         Some  other  cases  where  possession  is  made  an  offence 
^^^^^  ^'  primdfacie^  are  collected  at  p.  606.    Imitating  the  mark 
oSenoe  primd   of  the  Birmingham  Proof   House  for  gun  barrels,  or 
knowingly  selling  any  barrel  bearing  an  imitation  of  such 
mark  (k) ;  marking  the  mark  of  a  hammer  on  cutlery  not 
made  of  hammered  steel,  or  having  in  possession  for  the 
purposes  of  sale  articles  so  marked ;  marking  cutlery,  or 
having  in  possession  for  sale  cutlery  marked,  with  a  false 
indication  of  quality,  or  with  the  words  London  or  London 
nrndCf  unless  the  cutlery  were  manufactured  in  the  city 
of  London  (/),  or  within  twenty  miles  thereof,  are  misde- 
meanours. 

By  the  Margarine  Act,  1887  (w),  s.  6,  it  is  provided  that 

{b)  J2.  V.  Holt,  30  L.  J.  M.  C.  11.  (/)  Pages  476,  487. 

{c)  Btidd  V.  Zucat,  (1891)  1  Q.  B.  (^)  Page  473. 

408,  Pollock,  B.,  and  Charles,  J.  (h)  Page  474. 

JByidenee  of   previous   short   de-  (i)  See  next  page., 

liyeries.    JR.  ▼.  Frandtt  L.  B.  2  (k)  63  Geo.  3,  c.  116. 

C.  C.  B.    128,    a    case  of  false  (/)  69  Geo.  3,  o.  7.    See  a  paper 

pretences.    See  Arohbold,  2l8t  ed.  by  Mr.  J.  T.  Smith,  K.  H.  A. 

p.  261.  Report,  1862,  p.  162. 

(rf)  Page  463.  (m)  60  &  61  Vict,  o.  29. 
.  («]  PaireB  466,  468. 
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everj  package,  whether  open  or  closed,  and  containing 
margarine,  shall  be  branded  or  marked  in  a  certain  way, 
and  that ''  if  such  margarine  be  exposed  for  sale,  by  retail, 
there  shall  be  attached  to  each  parcel  thereof  so  exposed, 
and  in  such  manner  as  to  be  clearly  yisible  to  the  pur« 
diaser  "  a  specified  label.  It  has  been  held  that  a  parcel 
of  margarine  placed  behind  a  screen  out  of  the  sight  of 
purchasers  in  a  shop,  and  from  which  portions  were  cut 
for  sale  to  them,  is  not  (n),  but  that  parcels  done  up  in 
wrappers  and  placed  in  the  shop  so  that  the  wrappers, 
bat  not  the  margarine  itself,  could  be  seen  by  purchasers, 
are,  *^ exposed  for  sale"  within  the  meaning  of  this 
section  (o). 

7.  Defences  under  Sect.  2  (2). 

Sub-sect.   (2)  declares  the  person  charged,  if  he  falls 
'within  the  earlier  part  of  the  sub-section,  to  be  guilty  of 
an  offence  against  the  Act — 
"  Unless  he  proves — 
"  (a)  That  having  taken   all  reasonable  precau- 
tions against  committing  an  offence  against 
this  Act,  he  had  at  the  time  of  the  commission 
of  the  alleged  offence  no  reason  to  suspect  the 
genuineness  (j?)  of  the  trade-mark,  mark,  or 
trade  description ;  and 
"  (b)  That  on  demand  made  by  or  on  behalf  of  the 
prosecutor,  he  gave  aU  the  information  in  his 
power  with  respect  to  the  persons  from  whom 
he  obtained  such  goods  or  things  (q) ;  or 
"  (c)  That  otherwise  he  had  acted  innocently." 
The  onus  of  establishing  the  innocence  of  any  person 
charged,  whose  case  is  shown  to  fall  within  the  earUer  part 
of  the  section,  is,  therefore,  as  under  the  corresponding 

(ii)  CVa«<f  v.XaMfwwtf,  26  Q.B.D.  (p)  Page  609.     Cf.  sect.  6  (o), 

152  (1890),  Caye  and  Smith,  JJ.  p.  602,  and  sect.  17,  p.  431,  and 

(o)  ineatY,  Brown,  (1892)  1 Q.  B.  also  *«  falae,"p.  488. 

418,  Lawranoe  and  Wright,  JJ.  (q)  Pages  604,  609,  and  612. 
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8ub-sect.  (1)  («),  already  considered,  cast  upon  the  person 
charged. 

The  special  defences  (a)  and  (b)  correspond  to  (b),  (c), 
and  (d)  of  sect.  6(^),  except  that  the  information  herq 
referred  to  is  to  be  given  on  demand,  and  in  sect.  6  there 
is  a  special  provision  as  to  costs,  which  does  not  occur  here. 
Rebutting  evidence  may  be  given  by  the  prosecution  to 
displace  these  defences  (u). 

Gave  all  the  information,'] — In  the  evidence  given  before 
the  Committees  of  1862  and  1887,  great  stress  was  laid 
upon  the  importance  of  compelling  retail  traders  and  others 
f oimd  in  possession  of  spurious  goods,  or  found  ofiPering 
them  for  sale,  to  give  such  information  as  should  lead  to 
the  discovery  of  the  real,  or  the  original,  offenders.  For 
frauds  by  false  marking  can  usually  only  be  detected  when 
the  goods  are  offered  to  the  general  public,  and  the  goods 
are  then  in  the  hands  of  persons  who  are,  or  may  be,  or 
may  speciously  pretend  to  be,  innocent  of  the  frauds. 
Mr.  Hindmarch,  Q.C.,  the  draughtsman  of  the  Act  of 
1862,  described  the  provisions  for  disclosure  as  of  the 
essence  of  the  bill  upon  which  the  Act  was  founded  {x). 
ProTiBionfor  By  sect.  6  of  the  last-mentioned  Act  (y),  a  person  who 
the^M.^M.  A.,  ®^l^j  &®-  *°y  article  together  with  a  forged  trade-mark,  &c., 
1862.  -yyas  bound,  upon  demand  in  writing,  by  or  on  behalf  of 

the  persons  whose  trade-mark  was  forged,  &c.,  and  within 
twenty-four  hours  after  the  demand,  to  give  full  informa- 
tion in  writing  of  the  name  and  address  of  the  person  from 
whom,  and  the  time  when,  he  obtained  the  article.  And 
any  justice  of  the  peace  might  order  such  information  to 
be  given.  Refusal  or  neglect  to  comply  with  the  order 
was  punishable  by  a  penalty  of  5/.,  and  was  primA  facie 
evidence  of  guilty  knowledge  at  the  time  when  he  sold  the 
article,  on  the  part  of  the  person  refusing  or  neglecting. 


(«}  Page  505.  (x)  K.    K.   A.    Report,    1862, 

[t)  Page  502.  Q.  2865. 

(u)  Page  609.  (y)  25  &  26  Vict.  o.   88,    The 

section  is  mnoh  abbreTiated. 
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There  is  no  provision  in  the  present  Act  oorresponding 
to  this  and  enabling  an  order  for  disclosure  to  be  made,  or 
making  refusal  or  neglect  to  give  information  evidence  of 
goiltj  knowledge  pr  intent.  Proof  that  the  person  charged 
has  given  all  the  information  in  his  power  is  made  a  term 
of  the  special  defences  under  sect.  2  (2)  (b),  and  sect.  6  (d), 
aod  under  sect.  14  the  Court,  upon  a  prosecution,  in  making 
an  order  for  costs,  may  have  regard  to  the  information 
given  by,  and  the  conduct  of,  the  defendant  and  prose- 
cutor respectively ;  but  it  is  quite  conceivable  that  a  defen- 
dant might  refuse  to  give  information  with  impunity,  except 
as  to  payment  of  costs,  and  secure  an  acquittal  under  the 
general  defences  of  sect.  2(1)  (without  intent  to  defraud), 
or  sect.  2  (2)  (c)  (acted  innocently).  In  a  civil  action 
against  him,  based  upon  the  same  offences,  the  person 
charged  could,  of  course,  be  compelled  to  make  the  dis- 
closure on  "  discovery,"  if  it  were  relevant  to  the  issues 
raised. 

(c)  That  otherwise  he  had  acted  innocently,'] — Compare 
"without  intent  to  defraud,"  above,  p.  507.  Whether  the 
defendant  tenders  evidence  or  not,  and  whether  any  of  the 
special  defences  sanctioned  by  the  Act  is  set  up  or  not, 
the  Court  must,  in  order  to  convict,  be  satisfied  that  he 
acted  with  a  criminal  intent  in  doing  the  acts  complained 

0f(B). 

8.  Punishment. 
By  sect.  2  (3)  and  (4)  — 

"  (3.)  Every  person  guilty  of  an  ofEenoe  against  this 
Act  shall  be  liable — 

"  (i.)  on  conviction  on  indictment,  to  imprisonment,  Kno  and  im- 
with  or  without  hard  labour,  for  a  term  not  P"*"^®^*- 
exceeding  two  years,  or  to  fine,  or  to  both 
imprisonment  and  fine ;  and 
"  (ii.)  on  summary  conviction  to  imprisonment,  with 
or  without  hard  labour,  for  a  term  not  exceed- 

{*)  Oridletf  y.  Smnbom0f  62  J,}?,      Coleridge,     L.C.J.,     and     Gran- 
i39,  791 ;  6  T.  L.  R.  71  (1888),      tham,  J. 
K.  L  L 
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"  ing  four  months,  or  to  a  fine  not  exoeeding 
twenty  pounds,  and  in  the  case  of  a  second  or 
subsequent  conviction  to  imprisonment,  with  or 
without  hard  labour,  for  a  term  not  exceeding 
six  months,  or  to  a  fine  not  exoeeding  fifty 
pounds;  and 
Forfeiture  of  "  (iii.)  in  any  case,  to  forfeit  to  her  Majesty  every 

®  ^  chattel,  article,  instrument,  or  thing  by  means 

of  or  in  relation  to  which  the  offence  has  been 
committed. 
"  (4.)  The  Court  before  whom  any  person  is  con- 
victed under  this  section  may  order  any  forfeited 
articles  to  be  destroyed  or  otherwise  disposed  of  as  the 
Court  thinks  fit." 
Forfeiture  and  destruction  {a),"] — Sect.  21  of  the  Act  of 
1862  authorized  the  Court  in  any  suit  at  law  or  in  equity 
for  forging  a  trade-mark,  &c.,  to  order  the  goods  bearing 
the  spurious  marks   to  be  destroyed;    and  the  various 
sections  of  the  Act  imposing  penalties  contained  provisions 
for  forfeiture  and  destruction  to  the  same  effect  as  the 
sections  set  out  above. 

It  has  been  shown  in  the  earlier  part  of  the  book  that 
the  Court  of  Chancery  would  have  interfered,  and  now  the 
High  Court  of  Justice  interferes,  independently  of  sect.  21 
of  the  Act  of  1862,  to  order  the  destruction  of  spuriously 
marked  articles,  but  that  if  the  marks  can  be  completely 
removed,  the  Court  permits  this  to  be  done  without  requir- 
ing the  articles  to  be  destroyed  (J). 

9.  Prosecution. 
By  sect.  2— 

"  (6.)  Any  offence  for  which  a  person  is  under  this 
Act  liable  to  punishment  on  summary  conviction  may 

(a)  Cf.  sect.    12  (3),  p.  621,  by  importation,  see  sect.  16,  p.  526. 

which  compensation  for  loss  may  {b)  Book  I.,  Chap.  XV.,  p.  637. 

be  awarded  to  an  innocent  party  Slasenger  ^  Sonn  v.  Fellham  ^  Ob.,  6 

out  of  the  proceeds  of    forfeited  R.  P.  C.  531  (1889),  C.  A. 
goods.    And  as  to  forfeiture  on 
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"  be  prosecuted,  auid  any  artioles  liable  to  be  forfeited 
under  this  Act  by  a  Court  of  summary  jurisdiction 
may  be  forfeited,  in  manner  provided  by  the  Simamary 
Jurisdiction  Acts  (e) :  Provided  that  a  person  charged 
Tvith  an  offence  under  this  section  before  a  Court  of 
summary  jurisdiction  shall,  on  appearing  before  the 
Court,  and  before  the  charge  is  gone  into,  be  informed 
of  his  right  to  be  tried  on  indictment,  and  if  he 
requires  be  so  tried  accordingly." 
The  Court  in  Scotland  is  the  Sheriff  Court  (rf),  and  the 
Summary  Jurisdiction  Acts  there  mean  the  Summary 
Procedure  Act,  1864,  and  any  Acts  amending  the  same  {d). 
In  Dublin,  the  Summary  Jurisdiction  Acts  are  the  Acts 
r^^ating  the  powers  and  duties  of  justices  of  the  peace 
for  the  police  district  of  Dublin  metropolis,  and,  as  regards 
the  rest  of  Ireland,  the  ^'  Summary  Jurisdiction  Acts " 
means  the  Petty  Sessions  (Ireland)  Act,  1851,  and  any  Act 
amending  the  same.     The  ^'  Court  of  summary  jurisdic- 
tion "  means  justices  acting  under  those  Acts  (e). 

Indictment  and  information.'} — For  forms  of  these,  see 
the  Appendix,  p.  708. 

Official  prosecutions.'] — It  is  provided  by  sect.  2  of  the 
M.  M.  A.  1891,  that— 

"  2.— (1.)  The  Board  of  Trade  may,  with  the  con-  Ofadal  ^ 
currence  of  the  Lord  Chancellor,  make  regulations  P"*®®*^  *"*"• 
providing  that  in  cases  appearing  to  the  Board  to 
affect  the  general  interests  of  the  country,  or  of  a 
section  of  the  community,  or  of  a  trade,  the  prosecu- 
tion of  offences  under  the  Merchandise  Marks  Act, 
1887,  shall  be  undertaken  by  the  Board  of  Trade, 
and  prescribing  the  conditions  on  which  such  prosecu- 
tions are  to  be  BO  undertaken.  The  expenses  of 
prosecutions  so  undertaken  shall  be  paid  out  of 
moneys  provided  by  Parliament. 


(e)  42  &  43  Vict.  o.  49.  a  prosecation  is,  it  seemB,  not  im- 

(^  Sect.  21.  proper.     See  Fiiher  r.  ApoUinaria 

\t)  Sect.  22.    The  oompromifle  of      Co.,  10  L.  B.  Gh.  297  (1875),  L.JJ. 
I.  l2 
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"  (2.)  All  regulations  made  under  this  section  shall 
be  laid  before  Parliament  within  three  weeks  after 
they  are  made  if  Parliament  is  then  sitting,  and  if 
Parliament  is  not  then  sitting,  within  three  weeks 
after  the  beginning  of  the  next  session  of  Parliament, 
and  shall  be  judioiallj  noticed,  and  shall  have  effect 
as  if  enacted  by  this  Act,  and  shall  be  published  under 
the  authority  of  her  Majesty's  Stationery  Office. 

"  (3.)  Nothing  in  this  Act  shall  affect  the  power  of 
any  person  or  authority  to  undertake  prosecutions 
otherwise  than  under  the  said  regulations." 
This  provision  was  made  upon  the  recommendation  of 
the  Committee  of  1890. 

The  regulations  made  by  the  Board  of  Trade  under  the 
Act  (/)  are  set  out  in  the  Appendix,  p.  707.  The  fifth 
of  such  regulations  provides  that  the  Board  may,  before 
undertaking  a  prosecution  at  the  instance  of  any  applicant, 
require  the  applicant  to  give  security  for  costs  on  such 
terms  and  in  such  manner  as  it  thinks  proper. 

Bight  to  be  tried  by  indictment.'] — If  notice  of  this  right 
be  not  given  to  the  person  charged  on  his  appearing  in 
Court,  and  before  the  charge  is  gone  into,  the  proceedings 
are  invalid  {g).  This  was  so  held  in  a  case  under  sect.  17 
of  the  Summary  Jurisdiction  Act,  1879,  by  which  a  similar 
duty  of  informing  a  defendant,  charged  with  one  of  the 
offences  included  under  the  section,  of  his  right  to  be  tried 
by  a  jury  is  cast  upon  the  court  of  summary  jurisdiction  (A). 

(/)  21   May,    1892.      A  list  of  of  adulterated  goods  to  take  pro- 

the  proseoutions  instituted  by  the  oeedings,  that  he  should  have  given 

Board  of  Trade  is  given  in  Appen-  the  seller  notice  of  his  intention  to 

dix  M.  to  the  Report  of  the  Lords*  have  the  goods  analysed.    Farton* 

Committee  on  Marking  of  Foreign  y.  Birmingham  Dairy  Co.y  9  Q.  B. 

Meat,  1893,  from  which  it  appears  D.  172  (1882),  Div.  Court.     See 

that  down  to   April,    1893,  nine  also  CarU  ▼.  EVcingUmy  40  W.  B. 

prosecutions  had  been  instituted,  610. 
and  four  convictions  obtained.  (A)  Re  Holetottt  Timet  Newspaper, 

(ff)  Cf.  38  &  39  Vict.  c.  63,  s.  14,  29  June,  1885;    Stone's  Justices' 

under  which  it  is  a  condition  pre-  Manual,  23rd  ed.  p.  50S. 
cedent  to  the  right  of  the  purchaser 
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There  are  namerous  spedal  Acts  oompiising  oorresponding 
prorisioDs  (i). 
Limitation  of  prosecutions.'] — By  sect.  15 — 

"  No  prosecution  for  an  offence  against  this  Act 
shall  be  commenced  after  the  expiration  of  three 
years  next  after  tiie  commission  of  the  offence,  or 
one  year  next  after  the  first  discovery  thereof  by  the 
prosecntor,  whichever  expiration  first  happens." 
Sect.  18  of  the  Act  of  1862  was  to  the  same  effect.    The 
ordinary  period  of  limitation  upon  the  summary  prosecu- 
tion of  offences  is  six  months  {k). 

A  question  may  arise  as  to  whether  the  above  section 
applies  to  a  prosecution  for  the  special  offences  created  by 
sect.  8  or  sect.  20  of  the  Act  (/),  since  the  phrase  "  an 
offence  against  this  Act ''  which  occurs  in  it,  is  taken  from 
Beet.  2,  and  does  not  occur  in  those  sections.  It  is  sub- 
mitted that  sect.  15  does  not  apply,  and  that,  accordingly, 
the  ordinary  rule  of  six  months'  limitation  holds  for 
prosecutions  under  sect.  8  or  sect.  20. 
Vexatious  Indictments  Act,] — By  sect.  IS — 

"  The  Act  of  the  session  of  the  twenty-second  and 
twenty-third  years  of  the  reign  of  her  present  Majesty, 
chapter  seventeen,  intituled  *  An  Act  to  prevent  vexa- 
tious  indictments    for  certain   misdemeanours' (w), 
shall  apply  to  any  offence  punishable  on  indictment 
under  this  Act,  in  like  manner  as  if  such  offence  were 
one  of  the  offences  specified  in  section  one  of  that  Act, 
but  this  section  shall  not  apply  to  Scotland." 
The  effect  of  this  is,  that  no  bill  of  indictment  can  be 
presented  to,  or  found  by,  any  grand  jury  for  an  offence 
Tinder  the  Act,  unless  either  the  prosecutor  has  been  bound 
over  to  prosecute  or  give  evidence ;  or  the  person  charged 
has  been  committed  to  or  detained  in  custody,  or  has  been 

(0  See  Glen's  Summary  Juris-  (/)  Seot.  8  (3)  (false  declaratioiL 

diction  Acts,  6ih  ed.  p.  126.  as  to  watch).    Sect.  20  (pretended 

(k)  Summary  Jurisdiction  Act,  royal  warrant). 

1848,  sect.  11 ;    Stone's  Justices'  (m)  22  &  23  Vict.  o.  17. 
Ha&oal,  p.  31 ;  Glen,  pp.  39,  45. 
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bound  over  to  answer  an  indictment  for  the  offence;  or  the 
indictment  is  preferred  with  the  consent  of  a  judge^  the 
attorney-general,  or  the  solicitor-general.  And  where  a 
justice  refuses  to  commit,  or  to  hold  to  hail  a  person 
charged  with  an  indictable  offence  under  the  Act  to  be 
tried  for  the  same,  the  justice  may,  and  must  at  the  desire 
of  the  prosecutor,  take  the  recognizance  of  the  prosecutor 
to  prosecute  and  transmit  the  recognizance,  information, 
and  depositions,  if  any,  to  the  Court  in  which  the  indict- 
ment ought  to  be  preferred,  in  the  same  manner  as  if  he 
had  committed  the  person  charged  for  trial  (n). 

Costs. 
By  sect.  14— 

"  On  any  prosecution  imder  this  Act  the  Court  may 
order  costs  to  be  paid  to  the  defendant  by  the  prose- 
cutor, or  to  the  prosecutor  by  the  defendant,  having 
regard  to  the  information  {6)  given  by  and  the  conduct 
of  the  defendant  and  prosecutor  respectively." 
This  is  subject  to  the  special  rule  of  sect.  6  {p)^  where 
the  defence  allowed  by  that  section  is  set  up. 

The  section  gives  the  Court  unlimited  jurisdiction  over 
the  costs,  without  reference  to  the  result  of  the  prosecution, 
except  so  far  as  this  is  made  a  subject  for  consideration 
by  the  reference  to  conduct.  It  may  be  compared  with 
Ord.  65,  r.  1  (q)^  and  sect.  5  of  the  Judicature  Act,  1890, 
which  deal  with  the  costs  of  civil  proceedings  (r).  Under 
Ord.  65,  r.  1,  it  is  held  that  a  lump  sum,  assessed  by  the 
Court,  may  be  awarded  as  costs  (s) ;  that  a  successful 
plaintiff  may  be  ordered  to  pay  the  costs  of  the  action  {t) ; 
but  that  the  defendant  cannot  be  ordered  to  pay  them 

(»)  Stone^s     Justices*     Mannal,  (r)  As  to  costs  in  actions    for 

23rd  ed.  p.  549.  infringement,  see  Book  I.  Chap. 

(o)  See  above,  p.  612,  "informa-  XV.  p.  364. 
tion."  (i)   Willmott  v.  Barber,  17  C.  D. 

(p)  Above,  p.  601.  p.  774. 

(q)  See  the  note  to  this  in  the  {t)  Harris  v.  Petherick,  4  Q.  B. 

Annual  Practice,  from  which  the  D.  611  ;  Fane  v.  Fane,   13  C.  D. 

cases  next  cited  are  taken.  228. 
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where  the  plaintifi  had  no  cause  of  action  (u).  The  dis- 
cretion must,  of  course,  be  exercised  judicially  and  on  fixed 
principles  of  general  application  (x). 

The  ordinary  rule  as  to  the  costs  of  summary  proceed- 
ings is,  that  if  a  conviction  or  order  is  made,  the  justices 
may  order  the  defendant  to  pay  to  the  prosecutor  or  com- 
plamant,  and  if  the  information  or  complaint  is  dismissed, 
the  prosecutor  or  complainant  to  pay  to  the  defendant, 
saoh  costs  as  they  think  just  and  reeisonable  (y). 

Where  a  fine  ordered  to  be  paid  on  a  conviction  by  a 
court  of  summary  jurisdiction  does  not  exceed  five  shillings, 
then,  except  so  far  as  the  Court  may  think  fit  to  expressly 
order  otherwise,  an  order  shall  not  be  made  for  payment 
by  the  defendant  to  the  informant  of  any  costs,  and  the 
Court  shall,  except  so  far  as  they  think  fit  to  expressly 
order  otherwise,  direct  all  fees  payable  or  paid  by  the 
informant  to  be  remitted  or  repaid  to  him ;  the  Court  may 
also  order  the  fine  or  any  part  thereof  to  be  paid  to  the 
informant  in  or  towards  the  payment  of  his  costs  {z). 

Under  sect.  12  (3)  (a)  compensation  may  be  awarded  to 
an  innocent  party  out  of  the  proceeds  realized  from  for- 
feited goods  for  any  loss  sustained  by  him  in  dealing  with 
such  goods. 

Appeal. 
By  sect.  2  (5)— 

"  If  any  person  feels  aggrieved  by  any  conviction 
made  by  a  court  of  summary  jurisdiction,  he  may 
appeal  therefrom  to  a  court  of  quarter  sessions." 

The  appeal  will  be  governed  by  sect.  31  of  the  Summary 


(«).  Dicks  V.  Yates,  18  C.  D.  76  ;  v.   Guest,   (1892)    1    Ch.    630  ;    9 

Foster  v.  O.  W,  My.  Co,,  8  Q.  B.  R.  P.  C.  218,  cited  above,  pp.  364, 

D.  515.  366. 

{x)  Cooper   y.    Whittingham,    15  (^)  Sommary  Jarisdiction  Act, 

G.   D.  601 ;    Jones  ▼.  Curling,   13  1848,  sect.   18 ;    Stone's  Justices' 

Q.  B.  D.  266  ;  Ths  Monkseaton,  14  Manual,  23rd  ed.  p.  61. 
P.  D.61.    And  see  the  trade-mark  (2)  Summary  Jurisdiction   Act, 

Upmann  v.  Forrester,  24  0.  D.  1879,  sect.  8. 


231,  and  the  American  Tobaceo  Co,  (a)  Page  521,  below. 
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Jiirisdiotion  Act,  1879,  and  the  provisioiifi  of  that  seotioii 
must  be  complied  with  (6). 

The  decision  of  justices  upon  any  point  of  law,  or  if  it 
is  alleged  to  be  in  excess  of  jurisdiction,  may  also  be  ques- 
tioned by  requiring  the  justices  to  state  a  case  for  the  deter- 
mination of  the  Queen's  Bench  Division  (c) ;  an  order  or 
conviction  made  by  them  without  jurisdiction  may  be 
quashed  upon  a  certiorari  {d) ;  and  if  they  have  refused  to 
hear  and  determine  a  case  in  which  they  have  jurisdictioii 
they  may  be  ordered  to  do  so  by  mandamus  {d). 

Saving  of  other  Proceedings. 

By  sect.  19  (1)  and  (2)— 

"  (1.)  This  Act  shall  not  exempt  any  person  from 
any  action,  suit,  or  other  proceeding  which  might, 
but  for  the  provisions  A  this  Act,  be  brought  against 
him. 

"  (2.)  Nothing  in  this  Act  shall  entitle  any  person 
to  refuse  to  make  a  complete  discovery,  or  to  answer 
any  question  or  interrogatory  in  any  action,  but  suoh 
discovery  or  answer  shall  not  be  admissible  in  evidence 
against  such  person  in  any  prosecution  for  an  offence 
against  this  Act  (rfrf)." 

Search  Warrant. 
By  sect.  12 — 
Where  a  "  (1.)  Where,  upon  information  of  an  offence  against 

Sj^dSmg?  *^  -^^  (^)>  *  justice  has  issued  either  a  summons  re- 

quiring the  defendant  charged  by  such  information  to 
appear  to  answer  to  the  same,  or  a  warrant  for  the 

(b)  See  Glen's  Summary  Juris-  Stone,  p.  79. 

dictionActs,  6th  ed.  p.  148;  Stone's  ((0  See    Stone,    p.    645.      See 

Justices'  Manual,  23rd  ed.  p.  645.  Shortt  and  MeUor's  Grown  Office 

(<?)  20  &  21  Vict.  0.  43,  s.  3;  Praotioe. 

42  &  43  Viot.  0.  49,  s.  33.    The  (rfrf)  Cf.  sect.  23,  by  which  rights, 

statement  of  the  case  must  be  re-  penalties,  &c.  imder  the  M.  H.  A. 

quested  in  wilting  within    seven  1862  are  saved, 

days  of  the  date  of  the  proceeding  (e)  Sect.  2  (1)  and  (2),  p.  462. 
to  be  questioned.    S.  J.  Rule  17  ; 
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"  arrest  of  fiuoh  defendant,  and  either  the  said  justice 
on  or  after  issuing  the  summons  or  warrant,  or  any 
other  justice,  is  satisfied  by  information  on  oath  that 
there  is  reasonable  cause  to  suspect  that  any  goods  or 
things  by  means  of  or  in  relation  to  which  such 
offence  has  been  committed  are  in  any  house  or 
premises  of  the  defendant,  or  otherwise  in  his  posses- 
sion or  imder  his  control  in  any  place,  such  justice 
may  issue  a  warrant  imder  his  hand  by  virtue  of 
which  it  shall  be  lawful  for  any  constable  named  or 
referred  to  in  the  warrant,  to  enter  such  house, 
premises,  or  place  at  any  reasonable  time  by  day,  and 
to  search  there  for  and  seize  and  take  away  those 
goods  or  things;  and  any  goods  or  things  seized 
under  any  such  warrant  shall  be  brought  before  a 
court  of  summary  jurisdiction  for  the  purpose  of  its 
being  determined  whether  the  same  are  or  are  not 
liable  to  forfeiture  (/)  under  this  Act  {g). 

"  (2.)  If  the  owner  of  any  goods  or  things  which,  Where  the 
if  the  owner  thereof  had  been  convicted,  would  be  ^^^^j^ot 
liable  to  forfeiture  under  this  Act,  is  unknown  or  he  found, 
cannot  be  found,  an  information  or  oomplaint  may 
be  laid  for  the  purpose  only  of  enforcing  such  for- 
feiture, and  a  court  of  summary  jurisdiction  may 
cause  notice  to  be  advertised  stating  that,  unless 
cause  is  shown  to  the  contrary  at  the  time  and  place 
named  in  the  notice,  such  goods  or  things  will  be 
forfeited,  and  at  such  time  and  place  the  Court,  unless 
the  owner  or  any  person  on  his  behalf,  or  other  person 
interested  in  the  goods  or  things,  shows  cause  to  the 
contrary,  may  order  such  goods  or  things  or  any  of 
them  to  be  forfeited. 

"  (3.)  Any  goods  or  things  forfeited  under  this  Disposal  of 
section,  or  under  any  other  provision  of  this  Act  (/),  ^®^*^^ 

(/)  See  sect.  2  (3)  (iii),  p.  514.  a  list  of  the  numerous  Acts  autho- 

(^)  As  to  search  warrants  gene-  rizing   the   granting  of  them  is 

nUjySee  Glen's  Summary  Juris-  given. 

diction  Acts,  6th  ed.,  p.  302,  where 
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toixmooeDt 
party. 


Application 
of  me  Aot  to 
watohes. 


'^  may  be  destroyed  or  otherwise  disposed  of,  in  such 
manner  as  .the  Court  by  which  the  same  are  forfeited 
may  direct,  and  the  Court  may,  out  of  any  proceeds 
which  may  be  realized  by  the  disposition  of  sach 
goods  (all  trade-marks  and  trade  descriptions  being 
first  obliterated),  award  to  any  innocent  party  any 
loss  he  may  have  innocently  sustained  in  dealing 
with  such  goods." 
Forfeiture  icit/wut  conviction.'] — ^An  offence  against  the 
Act  comprises  two  distinct  elements :  first,  the  doing  of 
one  of  the  specified  acts,  for  instance,  making  a  trade- 
mark without  the  assent  of  the  proprietor,  applying  a 
false  trade  description  to  goods,  or  having  in  possession 
for  sale  any  goods  to  which  a  forged  trade-mark  is  ap- 
plied ;  and,  secondly,  doing  this  with  intent  to  defraud,  or 
not  innocently,  and  without  any  of  the  special  defences 
mentioned  in  the  Act.     The  existence  of  the  first  element 
can  be  ascertained*  from  the  chattel,  article,  instrument,  or 
thing  by  means  of,  or  in  relation  to  which  the  offence  (A), 
if  committed  at  all,  has  been  committed ;  but  the  existence 
of  the  second  can  only  be  established  in  relation  to  the 
conduct  of  a  particidar  person,  here  referred  to  generally 
as  "  the  owner  "  of  the  goods  or  things.     The  Aot,  how- 
ever, in  almost  all  cases  casts  the  onus  of  establishing  that 
he  acted  without  intent  to  defraud,  or  otherwise  innocently, 
or  a  special  defence  upon  the  person  charged,  and  in  the 
absence  of  any  evidence  by  "  the  owner,"  for  the  purpose 
of  forfeiting  the  goods  under  the  section,  evidence  supplied 
by  inspection  of  the  goods  themselves,  or  otherwise  given 
in  relation  to  them,  and  the  marks  applied  to  them  will  be 
sufficient  {i). 

Harks  on  Watch  Cases* 
By  sect.  7 — 

"Where  a  watch  case  has  thereon  any  words  or 
marks  which  constitute,  or  are  by  common  repute  (*) 


(A)  Sect.  2  (3)  (iii.),  p.  514. 
(t)  Cf.  sect.  16,  below,  p.  531, 
*8uch  goods.*' 


(k)  Of.  "  custom  of  the  trade,'' 
in  sect.  3  (I),  anUy  p.  486. 
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^  oonsideTed    as   oonstitutmg,   a    desoription    of    the 
<xnmixy{l)  in  whioh  the  watch  was  made,  and  the 
watch  bears  no  desoription  of  the  country  where  it 
was  made,  those  words  or  marks  shall  pritnd  facie  be 
deemed  to  be  a  description  of  that  country  within  the 
meaning  of  this  Act,  and  the  provisions  of  this  Act 
with  respect  to  goods  to  which  a  false  trade  descrip- 
tion has  been  applied  (m),  and  with  respect  to  selling 
or  exposing  for  or  having  in  possession  for  sale,  or 
any  purpose  of  trade  or  manufacture,  goods  with  a 
false  trade  description  (m),  shall  apply  accordingly, 
and  for  the  purposes  of  this  section  the  expression 
'  watch '  means  all  that  portion  of  a  watch  which  is 
not  the  watch  case  (n)." 
Gold  or  silver  watch  cases,  whether  of  British  make  or 
imported  into  G-reat  Britain,  are  required  to  be  stamped 
with  assay  marks,  of  which  the  most  important  are  the 
hall-marks,  showing  the  standard  of  purity  of  the  metal  (o). 
Evidence  was  adduced  before  the  Committee  of  1887  to 
show  that  the  English  hall-mark  upon  a  watch  case  con- 
taining a  foreign  movement  was  imderstood  by  buyers  to 
be  an  indication  that  the  movement  was  of  English  make, 
and  further,  that  the  introduction  of  the  letter  F  into  the 
hall-marks  put  upon  imported  watch  cases,  which  had  been 
provided  for  by  the  Customs  Tariff  Act,  1876  {p)^  was  not 
sufficient  to  enable  buyers  to  distinguish  foreign  from 
English-made  cases.     The    section    set  out    above,  and 
sect.  8  of  the  Act,  were  accordingly  introduced  for  the 
purpose  of  preventing  the  assay  marks  from  leading,  or 
being  used  to  lead,  to  deception  (^).     It  is  said  that  the 
provisions  have  been  successful,  and  have  proved  highly 
beneficial  to  the  English  watch  trades  (q). 

(/)  See  sect.    3  (I),   *' place  or  [p)  39  &  40  Yiot.  c.  35,  b.  1, 

country/'  p.  480.  amended  by  the  Bevenne  Act,  1883, 

(m)  Sect.  2  (2).  46  &  47  Vict.  c.  55,  a.  10. 

(«)  ».*.  The  "movement.**  (g)  See  "Watches"  in  the  in- 

(o)  The  statutes  are  yery  nume-  dexes  to  the  M.  M.  A.  Keports, 

xooB.    See  Appendix,  p.  711.  1887  and  1890. 
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On  examinationy  seot.  7  appears  to  be  a  speoial  case 
f  aUing  within  provisions  elsewhere  oontained  in  the  Act, 
for  words  or  marks  which  constitute,  or  are  by  common 
repute  considered  as  constituting  a  description  of  the 
country  in  which  the  movement  was  made,  marked  upon 
the  case  would  seem  to  be  a  '^  trade  description  "  within 
sect.  3  (1)  (r)  "  appKed  to ''  the  whole  watch  within  sect.  5  («), 
and  if  the  movement  has  not,  in  fact,  been  made  in  the 
country  indicated  by  the  description,  the  trade  description 
is  false  within  sect.  3  (1)  {t).  This  is  another  instance  of 
overlapping,  of  which  several  cases  occur  in  the  Act,  It 
is  submitted  that  the  construction  of  the  wider  general 
provisions  ought  not  to  be  affected,  in  regard  to  watches, 
by  the  presence  of  the  narrower  special  section  here 
referred  to  (w). 

The  section  applies  only  where  the  double  condition 
that  the  watch  case  has  upon  it  words  or  marks  whioh 
constitute,  or  are  by  common  repute  considered  as  consti- 
tuting a  description,  of  the  country  where  the  movement 
was  made,  and  that  the  movement  bears  no  description  of 
the  country  where  it  was  made,  is  fulfilled.  It  does  not, 
therefore,  extend  to  the  sale  of  a  watch  in  a  case  marked 
so  as  to  indicate  that  the  movement  was  made  in  any- 
country  other  than  that  where  it  was,  in  fact,  made,  if  the 
movement  itself  is  marked  with  a  description  of  the 
coimtry  in  which  it  was  made,  although  a  purchaser  who 
did  not  notice  or  appreciate  the  conflict  between  the  marks, 
might  be  misled  by  the  mark  on  the  case.  But  any  such, 
sale  would,  it  is  submitted,  fall  within  the  general  pro- 
visions dealing  with  false  trade  descriptions  of  the  Act. 
Movements  Desonptton  of  the  country  tchere  it  toaa  made,'] — It  is  often 

abro^™  difficult  to  say  what  country  is  the  country  where  a  move- 
ment was  made,  since  almost,  if  not  quite,  all  English 
movements  contain  foreign  made  parts,  for  instance,  the 
chain,  hair  spring,  and  regulator,  and  sometimes  foreign- 

(r)  Page  476.  {t)  Page  487. 

(«)  Page  478.  («)  Cf.  p.  492. 
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made  moYementB  are  imported  in  the  rough  and  are 
finished  in  England.  In  regard  to  the  former  case  there 
WM  a  general,  hut  not  unanimous,  agreement  among  the 
expert  witnesses  called  hefore  the  Committee  of  1887  that, 
at  any  rate,  if  the  foreign-made  parts  are  only  those 
mentioned,  the  movement  may  fairly  be  desorihed  as 
English  made,  but  in  regard  to  the  latter  there  was  a 
decided  difference  of  opinion  (a;).  This  difl&culty  has 
already  been  referred  to  in  considering  what  is  meant  by 
"false  in  a  material  respect"  (y).  It  must  be  solved  in 
each  case  according  to  the  view  the  Court  takes,  having 
regard  to  such  usages  of  the  trade  as  are  proved  to  exist, 
and  as  can  be  supposed  to  be  familiar  to  the  ultimate 
buyers. 

Prima  facie  he  deemed.'] — It  is  impossible  to  attach  any 
sensible  meaning  to  the  words  primd  facie  in  this  section. 
They  were  probably  intended  only  to  enable  the  person 
charged  to  show  that  the  words  or  marks  in  question  do 
not  constitute,  and  are  not  by  common  repute  considered 
as  constituting  a  description  of  the  country  in  which  the 
movement  was  made,  as  alleged,  but  for  this  they  are  both 
unnecessary  and  inappropriate. 
Marking  watch  casesJ] — By  sect.  8 — 

"  (1.)  Every  person  (s)  who  after  the  date  (a)  fixed 
by  Order  in  Council  sends  or  brings  a  watch  case, 
whether  imported  or  not,  to  any  assay  office  in  the 
United  Eingdom  for  the  purpose  of  being  assayed, 
stamped,  or  marked,  shall  make  a  declaration  declar- 
ing in  what  coimtry  or  place  the  case  was  made.  If 
it  appears  by  such  declaration  that  the  watch  case 
was  made  in  some  country  or  place  out  of  the  United 
Kingdom,  the  assay  office  shall  place  on  the  case  such 
a  mark  (differing  from  the  mark  placed  by  the  office 
on  a  watch  case  made  in  the  United  Eingdom),  and 

(x)  See  "Watches"  in  the  in-  sect.  18,  p.  498. 

dex  to  M.  M.  A.  Beport,  1887.  (z)  Sect.  8  (1),  p.  463,  ''person." 

(y)  Above,    p.  483.      See    also  (a)  28Noy.  1887;  Xotiim^as^/^, 

'*plaoe  or  oonntrj,"  p.  482,  and  9  Dec.  1887. 
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**  in  sucli  a  mode  as  may  be  from  time  to  time  directed 
by  Order  in  Council. 

"  (2.)  The  declaration  may  be  made  before  an 
officer  of  an  assay  office,  appointed  in  that  behalf  by 
the  office  (which  officer  is  hereby  authorized  to  ad- 
minister such  a  declaration),  or  before  a  justice  of 
the  peace,  or  a  commissioner  having  power  to  ad- 
minister oaths  in  the  Supreme  Court  of  Judicature  in 
England  or  Ireland,  or  in  the  Court  of  Session  in 
Scotland,  and  shall  be  in  such  form  as  may  be  from 
time  to  time  directed  by  Order  in  Coimcil. 

"  (3.)  Every  person  who  makes  a  false  declaration 
for  the  purposes  of  this  section  shall  be  liable,  on 
conviction  on  indictment,  to  the  penalties  of  perjury, 
and  on  summary  conviction  to  a  fine  not  exceeding 
twenty  poimds  for  each  ofEence  "  (6). 
See  sect.  7,  above,  p.  522.  The  Order  in  Coimcil  is 
printed  in  the  Appendix,  p.  707. 

The  section  is  only  directed  to  secure  that  foreign  made 
cases  shall  bear  a  distinctive  mark.  It  does  not  prevent 
English  movements  being  put  into  foreign  cases,  or 
foreign  movements  into  English  cases. 
Watdhwand  Importation  of  marked  watches,'] — ^By  sect.  42  of  the 
Customs  Act,  1876  (c),  the  importation  of  clocks  and 
watches,  or  any  other  article  of  metal  impressed  with  any 
mark  or  stamp  representing,  or  in  imitation  of,  any  legal 
British  assay,  mark,  or  stamp,  or  purporting  by  any  mark 
or  appearance  to  be  of  the  manufacture  of  the  United 
Kingdom,  is  prohibited. 

10.  Prohibition  on  Importation. 

By  sect.  16  (^— 

"  Whereas  it  is  expedient  to  make  further  provision 
for  prohibiting  the  importation  of  goods  which,  if 

{h)  See  sect.  15,  p.  517,  ''limita-  {d)  The  nib-Beotions  are  bacBy 

tion."  arranged.     (4)  ahoold  have  been 

(e)  39  &  40  Vict.  o.  36.  placed  Beoond. 
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"  sold,  would  be  liable  to  forfeiture  under  this  Act ;  be 
it  therefore  enacted  as  follows : 

"  (1.)  All  such  goods,  and  also  all  goods  of  foreign  Goods  liable 

^    ^  ijiv-  i-.j  1    to  forfeiture 

manufacture  beai'ing  any  name  or  trade-mark  ^^er  the 
being  or  purporting  (e)  to  be  the  name  or  '^^^'■S^-^^' 
trade-mark  of  any  manufacturer,  dealer,  or  iifsh  trade- 
trader  in  the  United  Kingdom,  unless  such  ^^^°' 
name  or    trade-mark   is  accompanied   by  a 
definite  indication  of  the  coimtry  in  which 
the  goods  were  made  or  produced,  are  hereby 
prohibited  to  be  imported  into  the  United 
Kingdom,  and,  subject  to  the  provisions  of 
this  section  (/),  shall  be  included  among  goods 
prohibited  to  be  imported  as  if  they  were 
specified  in  section  forty-two  of  the  Customs 
Consolidation  Act,  1876  (g), 

"  (2)  Before  detaining  any  such  goods  or  taking  ^^™?^^ 
any  further  proceedings  with  a  view  to  the 
forfeiture  thereof  under  the  law  relating  to 
the  Customs,  the  Commissioners  of  Customs 
may  require  the  regulations  under  this  section, 
whether  as  to  information,  security,  conditions, 
or  other  matters,  to  be  complied  with,  and  may 
satisfy  themselves  in  accordance  with  those 
regulations  that  the  goods  are  such  as  are 
prohibited  by  this  section  to  be  imported. 

"  (3.)  The  Commifisioners  of  Customs  may  from 
time  to  time  make,  revoke  and  vary,  regula- 
tions, either  general  or  special,  respecting  the 
detention  and  forfeiture  of  goods  the  importa- 
tion of  which  is  prohibited  by  this  section,  and 
the  conditions,  if  any,  to  be  fulfilled  before 
such  detention  and  forfeiture,  and  may  by 
such  regulations  determine  the  information, 
notices,  and  security  to  be  given,  and  the 

(*)  For    the    interpretation    of  (/)  i.e.y  sub-sects  (2)  and  (3). 

"  purports  *'  in  the  Customs  Regu-  (^)  39  &  40  Vict.  c.  36.    See  last 

lations  of  22  Dec.  1887,  see  r.  8,  page. 
Appendix,  p.  68K 
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Names  like 
names  of 
plaoesin 
the  United 
Kingdom. 


CoBtoms 
regnlationfl. 


CuAtoms  Act, 
1870. 


^^  evidenoe  requisite  for  any  of  the  pTupoeeB  of 
this  seotion,  and  the  mode  of  verification  of 
such  evidenoe. 

"  (4.)  Where  there  is  on  any  goods  a  name  which 
is  identical  with  or  a  colourable  imitation  of 
the  name  of  a  place  in  the  United  Kingdom, 
that  name,  imless  accompanied  by  the  name  of 
the  country  in  which  such  place  is  situate, 
shall  be  treated  for  the  purposes  of  this  section 
as  if  it  were  the  name  of  a  place  in  the  United 
Kingdom. 

"  (5.)  Such  regulations  may  apply  to  all  goods  the 
importation  of  which  is  prohibited  by  this 
section,  or  different  regulations  may  be  made 
respecting  different  classes  of  such  goods  or  of 
offences  in  relation  to  such  goods. 

*'  (6.)  The  Commissioners  of  Customs,  in  making 
and  in  administering  the  regulations,  and 
generally  in  the  administration  of  this  section, 
whether  in  the  exercise  of  any  discretion  or 
opinion,  or  otherwise,  shall  act  under  the  con- 
trol of  the  Commissioners  of  her  Majesty's 
Treasury. 

"  (7.)  The  regulations  may  provide  for  the  in- 
formant reimbursing  the  Commissioners  of 
Customs  all  expenses  and  damages  incurred 
in  respect  of  any  detention  made  on  his 
information,  and  of  any  proceedings  conse- 
quent on  such  detention. 

"  (8.)  All  regulations  under  this  section  shall  be 
published  in  the  ^  London  Grazette '  and  in  the 
*  Board  of  Trade  Journal.' 

'^  (9.)  This  section  shall  have  effect  as  if  it  were 
part  of  the  Customs  Consolidation  Act,  1876  (A), 
and  shall  accordingly  apply  to  the  Isle  of  Man 
as  if  it  were  part  of  the  United  Kingdom. 


(A)  39  &  40  Viot.  0.  36,  s.  42,  pp.  626,  630. 
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"(10.)  Section  two  of  the  Eevenue  Act,  1883  (t), 
E^all  be  repealed  as  from  a  day  (k)  iSxed  bj 
regxdationB  under  this  fiection,  not  being  later 
than  the  first  day  of  January,  one  thousand 
eight  hundred  and  eighty-eight,  without  pre- 
judice to  anything  done  or  suffered  there- 
under." 
This  section  is  a  most  important  part  of  the  scheme  of 
tiie  Act,  for  it,  so  far  as  it  is  effectiye,  stops  at  the  outset 
a  class  of  frauds  which,  according  to  the  evidence  given 
before  the  Committees  of  1862  and  1887,  were  widely 
prevalent  and  continually  increasing,  to  the  grave  detri- 
ment of  English  manufacturers.    Its  main  provisions  are  The  Inter- 
in  accordance  with  the  legislation  now  adopted  in  most  0^^^^^^^ 
civilized  coimtries,  under  the  International  Convention, 
drawn  up  at  conference   on  the  subject  of    Industrial 
Property  and  Merchandise  Marks,  at  Paris,  in  1883,  and 
amended  at  the  subsequent  Conference  at  Madrid,  in  1889. 
The  terms  of  the  several  Conventions  are  set  out  in  the 
Appendix,  pp.  668 — 665. 

According  to  EngUsh  law  these  terms,  or  the  terms  of 
any  of  the  numerous  treaties  concluded  between  this 
ooimtiy  and  other  countries  for  the  mutual  protection  of 
&e  trade-mark  and  allied  rights  of  their  respective  sub- 
jects, have  no  application  to  or  between  subjects,  and 
cannot  be  recognized  as  having  any  legal  effect,  except  so 
far  as  they  have  been  embodied  in  the  municipal  law  of  the 
several  countries  (/).    An  English  Court  is  not  competent 

(4  46  &  47  "Vict.  0.   65,  0.   2,  the  Patents,  &o.   Act,  1883 ;  and 

amending  the  last-cited  section.  Zauri  y.  JRwadj  (1892)  3Gh. 402.  The 

(k)  Ist  of  Jan.  1888.     Customs  Court  may  refer  to  a  treaty,  in 

Begolations,  of  1  Deo.  1887.  accordance  with  which  an  Act  has 

(Q  See   Art.    DL   of    the    In-  been  passed,  to  ascertain  the  cir- 

teniational   Convention,    Book   I.  cumstanoes  to  which  the  Act  was 

Chap.  XX.,  p.  454  ;  and  The  Cali'  intended  to  apply,  as  an  aid  to  its 

fomian  Fig  Syrup  Co^t  Tm.,  40  C.  construction.     JRe  Carter  Medicine 

D.  620;   6  R.  P.  C.  126  (1888),  Co.'e   Tm.,   (1892)   3  Ch.  472;    9 

Stirling,  J.,  decided  on  sect.  103  of  B.  P.  C.  401,  North,  J. 

K.  M  M 
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Sect.  42  of 
the  Costoms 
Aot,  1876. 


Onlj  marked 
goods  come 
-within  the 
prohibition. 


to  inquire  into  a  matter  involving  the  constniction  of 
treaties  or  other  acts  of  state,  or  to  treat  them  as  in  any 
way  operative  to  create  or  modify  rights  or  duties,  and  the 
Grown  cannot  sanction  any  invasion  by  its  officers  of  the 
rights  of  private  individuals  as  they  exist  according  to  the 
municipal  law,  on  the  ground  that  it  is  necessary  in  order 
to  comply  with  or  compel  obedience  to  a  treaty  (n). 

France  was,  apparently,  the  first  country  to  take  effective 
steps  to  stop  the  importation  of  goods  made  abroad,  but 
bearing  words  or  marks  describing  them  as  made  in  the 
country  of  importation  (o) ;  but  sect.  42  of  the  Customs 
Act  of  1876,  amended  by  the  now  repealed  section  of  the 
Revenue  Act  of  1883,  was  amply  sufficient  for  the  purpose, 
if  it  had  been  effectively  enforced. 

Sect.  42  of  the  Customs  Act,  1876,  contains  a  list  of 
goods  among  which  the  goods  enumerated  in  this  section 
are  to  be  considered  as  included,  and  it  provides  that — 

"  The  goods  enumerated  and  described  in  the  fol- 
lowing table  of  prohibitions  and  restrictions  inwards 
are  hereby  prohibited  to  be  imported  or  brought  into 
the  United  Kingdom,  save  as  thereby  excepted  {p) ; 
and  if  any  goods  so  enumerated  and  described  shall 
be  imported  or  brought  into  the  United  Kingdom 
contrary  to  the  prohibitions  or  restrictions  contained 
therein,  such  goods  shall  be  forfeited,  and  may  be 
destroyed  or  otherwise  disposed  of  as  the  Commis- 
sioners of  Customs  may  direct "  (q). 
The  policy  of  the  Act  is  to  prevent  fraudulent  marking, 
whether  by  means  of  forged  trade-marks  or  false  trade 
descriptions,  and  this  section,  as  the  remainder  of  the  Act, 
only  applies  to  goods  which  bear  marks  bringing  them 
within  its  terms.    There  is  no  general  obligation  to  stamp 


(«)  Walker  v.  Baird,  (1892) 
A.  0.  491. 

(o)  See  M.  H.  A.  Report,  1887, 
Index,  "France." 

(jp)  There  are  no  general  excep- 
tions, but  only  exceptions  relative 


to  particular  dasses  of  goods,  none 
of  which  are  here  mateiiaL 

(q)  For  the  section  dealing  with 
the  importation  of  watches,  see 
p.  526. 
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imported  goods  mth  any  indioation  of  origin  (r).  And  if 
the  deoeptiye  marks  which  make  suoh  an  indioation  neoes- 
aajy  under  the  Act  appear  only  upon  the  covering  or 
package  of  goods,  it  is  considered  soffioient  that  the  quali- 
fying indication  of  origin  should  be  stamped  on  the  covering 
or  package  only  also  («). 

Ail  such  goods.'] — The  goods  which  are  liable  to  forfeiture 
under  this  section  (^),  in  addition  to  those  specially  enume- 
rated in  sub-sect.  (1),  are  goods  which,  if  sold,  would  be 
liable  to  forfeiture  under  the  Act,  that  is,  by  the  joint 
operation  of  sect.  2  (3)  (iii.)  and  sect.  2  (1),  goods  or  things 
to  which  any  forged  trade-mark  (w)  or  false  trade  descrip- 
tion (ar)  is  appKed  (y),  or  to  which  any  trade-mark  («),  or 
mark  so  nearly  resembling  a  trade-mark  as  to  be  calculated 
to  deceive  (a),  is  falsely  applied  {b).  It  is  submitted  that 
the  words  **  if  sold"  must  here  be  construed  to  mean  if 
sold  with  such  guilty  intent  as  is  necessary  to  justify  a 
oonviction  under  the  Act  (c).  This  is  in  accordance  with 
the  principle  of  throwing  upon  the  person  charged  the 
onus  of  proving  that  he  acted  without  intent  to  defraud, 
or  that  he  is  protected  by  one  of  the  special  defences  speci- 
fied in  the  Act,  or  that  he  acted  otherwise  innocently  {d). 
Otherwise  there  could  be  no  forfeiture  under  this  part  of 
the  section,  except  where  an  offence  would  have  actually 
been  committed  had  the  goods  been  sold ;  and  sale  by  an 
innocent  person  would  not  constitute  an:  offence.  The 
oonstruction  contended  for  accords  with  the  remainder  of 
the  section,  aiid  with  the  older  Acts,  for  it  is  plain  that  the 
forfeitures  constituted  by  the  latter  part  of  sub-sect.  (1) 

(r)  H.  M.  A.  Beport,  1890.  (a)  Page  471. 

(«)  See  below»  p.  534,  n.  (3)  Page  474. 

{t)  See    the    summarj    in    the  (e)  The    same    oonBtraotion    is 

CostaoB  General  Order  of  22  Dec.  azriyed  at  by  treating  sect.  2  (2)  as 

1887,   rr.   6   and  11,    Appendix,  imported -without  the  qnalifications 

p.  680.  contained  in  it.    Of.  £s  Angleita 

(tf)  Page  468.  CoUiery  Co.,  L.  B.  1  Gh.  bb6,  a 

(x)  Page  487.  decision  on  sects.  38  and  74  of  the 

(y)  Page  473.  Companies  Act,  1862. 

(«)  Page  465.  (<Q  Sect.  2  (2)  (o),  p.  511. 

M  M  2 
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are  independent  of  proof  of  guilty  intention  on  the  part 
of  anyone,  and  the  clauses  of  sect.  42  of  the  Customs 
Consolidation  Act  of  1876,  and  sect.  2  of  the  Revenue  Act 
of  1883,  which  are  replaced  by  this  section,  contained  no 
reference  to  the  knowledge,  intention,  or  purposes  of  the 
importer,  or  of  any  other  person  in  relation  to  the  goods  (e). 
9^^  ^T^  ^^  ^  ^^^^  ^  judged  from  the  summary  of  agricul- 

wordfl  or         tural  produce  detained  under  the  Act  in  the  years  1888 
"*°^«-  and  1889,  which  is  appended  to  the  M.  M.  A.  Eeport,  1890, 

a  very  large  proportion  of  the  goods  seized  upon  importa- 
tion is  seized  because  they  bear  words  or  lettering  in  the 
English  language  (/). 

As  regards  words  forming  parts  of  the  goods  on  which 
they  appear,  see  antey  p.  478 ;  and  as  regards  goods  partly 
made  in  two  or  more  countries,  p.  480. 
Goods  from         The  practice  of  the  Customs  House  authorities  in  the 
or  ttie  uSted  matter  was  stated  by  Mr.  FoUett,  in  the  paper  already 
Sfcatee.  q^^  (^^^  to  be  based  upon  the  conclusion  that  "  the  use  of 

the  English  language  and  of  English  trade  descriptions 
was  misleading  and  primd  facie  inadmissible  on  foreign 
goods ;  but  that  this  could  not  be  held  to  apply  to  foreign 
goods  coming  from  the  United  States  or  the  Colonies." 
Goods  bear-  All  goods  of  foreign  manufacture^  8fcJ\ — The  prohibition 
Imh  Sade-^^  ^^  ^^^  P*rt  of  sub-sect.  (1)  is  absolute  (subject  to  the  pio- 
^ks  or  yjjgo  contained  in  it)  without  regard  to  intention,  or  to  any 
licence  or  right  to  use  the  name  or  trade-mark  from  the 
proprietor,  and  it  applies  where  the  name  or  trade-mark  has 
been  applied  by  the  proprietor  himself,  or  in  accordance 
with  his  orders,  for  the  section  is  intended  to  guard  against 
the  importation  of  goods  which  appear  to  be  home-made, 
because  they  bear  the  name  or  trade-mark  of  a  manu- 
facturer, &c.,  in  the  United  Kingdom,  in  cases  where  the. 
name  or  trade-mark  is  used  honestly,  and  in  cases  where  it 

(e)  Of.  soot.  12,   "  Search  war-  {g)  M.    M.    A.    Eeport,    1890, 

rant,"    and  "Forfeiture  without  Appendix,  p.  276.  As  to  when  the 

conviction,"  pp.  620,  522.  officers  are  expected  to  detain  of- 

(/)  See  sect.  3  (1)  (b),  "  place  or  fending  goods  without  special  in- 

oountry,"  p.  480.  formation,  see  p.  680. 


^ 
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IB  used  -withy  as  well  as  where  it  is  used  without,  the 
oonciDTenoe  of  the  manufaoturer  (A).  The  last  cases  are 
already  provided  for,  siace  the  goods  would  be  liable  to 
forfeiture  under  the  earlier  parts  of  the  Act. 

Manufactured  goods  onlj  come  within  this  part  of  the  Only  maaa- 
sab-section,  although  the  Act  generally  applies  to  all  goods  ^^^^ 


whatsoever  which  are  the  subject  of  trade,  manufacture,  or  uwluded. 
merchandise  (t).    According  to  the  view  of  the  Act  taken 
by  the  Customs  authorities,  goods  which  have  imdergone 
any  process  of  manufacture,  for  instance,  ground  wheat,  or 
hidestanned  in  the  leastdegree,  are  manufactured  goods(A;). 

Bearing  any  name,  Sfc."] — ^It  is  unfortunate  that  the 
expression  **  having  applied  to  them,"  which  is  defined  in 
the  Act  (/),  was  not  here  used  instead  of  "  bearing."  It  is 
doubtful  whether  a  name  or  mark  which  is  not  placed  upon 
the  goods  or  their  covering,  but  is  otherwise  used  in  con- 
nection with  them  in  any  manner  calculated  to  lead  to  the 
beUef  that  the  goods  are  designated  or  described  by  it, 
would  be  borne  by  the  goods  within  the  meaning  of  the 
sub-section  (m). 

Name  (n) .] — This  includes  any  abbreviation  of  a  name  (o) , 
and,  therefore,  initials  which  are  the  equivalent  of  a  name 
in  the  market,  as,  for  instance,  D.  L.  B.  &  Co.  for  De  La 
Eue  &  Co.  (p). 

Trade-mark.'] — ^According  to  the  definition  of  the  Act, 
trade-mark  means  a  registered  trade-mark,  or  a  trade-mark 
which  is  protected  in  any  British  possession  or  foreign 
state  to  which  the  provisions  of  sect.  103  of  the  Patents, 
&o.  Act,  1883,  are  applied  {q) ;  but  the  draughtsman  of  this 
Beotion  of  the  Act  must  have  intended  to  include  other 
marks,  for  a  mark  purporting  to  be  the  trade-mark  of  a 

(A)  See  OnstoniB  General  Order  5  (d),  p.  473.    And  of .  the  use  of  a 

32  Deo.  1887,  r.   15,   Appendix,  trade-mark  whioh  constitutes  an 

p.  683.  infringement,  above,  p.  810. 

(0  Sect.  3  (1),  *<  goods.''  (n)  See  **  names  and  initials," 

(*)  M.    M.    A.   Report,    1890,  p.  492. 

Eyidenoe  of  Messrs.  Seymooi  and  (o)  Boot.  3  (1). 

PoDett,  Q.  286.  (p)  FoUott,  M.  M.  A.  Report, 

(/)  Sect.  5,  p.  473.  1890,  p.  276. 

(m)  This  would  be  within  seot.  (q)  Sect.  3  (1). 
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manniaotnier,  and  not  being  suoh  trade-mark,  oonld  hardly 
be  a  registered  trade-mark.  It  is  probably  impossible  to 
adopt  liiis  meaning  in  the  construotion  of  the  Act,  having 
regard  to  the  express  words  of  the  interpretation  danse. 
In  other  parts  of  the  Act  marks  nearly  resembling  trade- 
marks are  speoiaily  mentioned  (r). 
Ousfcoms  To  enable  the  Customs  oflScers  to  carry  out  the  provisions 

J^^jJ^^       of  the  section  prohibiting  the  importation  of  goods  marked 
markfl.  -^th  the  names  or  trade-marks  of  manufacturers,  dealers, 

or  traders  mthin  the  United  Kingdom,  registers  of  the 
names  and  trade-marks  of  suoh  persons  as  choose  to  avail 
themselves  of  them  are  kept  at  the  various  ports  of  the 
United  Kingdom  in  accordance  with  rules  13 — 15  of  the 
Customs  General  Order  of  22nd  December,  1887  («). 
"Made in  Indication  of  the  country^  SfcJ] — ^The  particular  country 

^^^*™*^y-"  must  be  indicated.  The  Committee  of  1890  refused  to 
recommend  that  the  words  '^  made  abroad  "  be  accepted  as 
sufficient  to  pass  the  goods  instead  of  the  words  '^  made  in 
Germany,"  &c.,  at  present  required,  where,  without  the 
statement  as  to  origin,  the  goods  marked  would  fall  within 
the  section  (^). 

An  indication  which  can  readily  be  removed,  for  instance, 
words  on  a  label  attached  by  a  string,  is  not  accepted  as 
sufficient  to  take  the  goods  out  of  the  section  (u).  It  is, 
of  course,  a  question  of  fact  whether  the  explanation  does 
accompany  the  objectionable  name  or  trade-mark,  and  a 
merely  pretended  accompanying  would  be  of  no  account. 
Bule  7  of  the  Customs  General  Order  of  22nd  December, 

(r)  $,g,^  860t.  4  (a),  and  sect.  (u)  M.    M.    A.    Beport,    1890, 

5  (3).  Q.  1953.    The  Lords'  Committee 

(«)  Appendix,  p.  682.    See  the  on  the  Marking  of  Foreign  Meat 

form  of  declaration  on  registration,  (1893)  haye  recently  reported  that : 

p.  686.  '  *  Traders  complain  that  importen 

(t)  Cf .  the  case  of  goods  bearing  are  only  compelled  by  the  M.  JC. 

English  words,  p.  482.    Where  a  Act  to  apply  the  mark  of  foreign 

trade   description   suggesting   an  origin  to  the  package,  and  that  the 

English  origin  has  to  be  explained,  contents  are  systematically  branded 

and  it  does  not  fall  within  sect,  by  "Rtigliali  impoiiers  wi^  "KngKA 

16  (1),  the   qualification   «made  titles."    Beport,  p.  x. 
abroad  "  is  sufficient. 
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1887,  requires  the  Customs  House  offioers,  in  oases  falling 
'Within  it,  to  satisfy  themselyes  that  the  name  of  some 
foreign  country,  or  of  some  place  in  a  foreign  country,  is 
applied  to  the  goods  in  a  manner  equally  indelible  or  irre- 
movable, and  as  equally  conspicuous  as  the  name  or  trade- 
mark (which  makes  the  qualifying  name  of  the  foreign 
oountry  or  place  necessary),  and  in  close  proximity  to  it  {x). 

Importation,'] — This  includes  transit  (y),  and,  in  spite  of  Goods  in 
a  strong  appeal  from  shipping  agents  and  other  traders, 
whose  businesses  were  said  to  be  adversely  affected  by  the 
working  of  the  Act,  the  Committee  of  1890  refused  to 
recommend  any  alteration  in  this  respect. 

Name  of  place  in  the  United  Kingdom,'] — Sub-sect.  (4), 
dealing  with  offences  effected  by  false  trade  descriptions  as 
to  place  or  country  (2),  is  more  stringent  than  the  proviso 
of  sect.  18,  since  that  only  applies  where  the  use  of  the 
xuime  of  a  place  or  country  is  calculated  to  deceive. 

Gases  under  this  sub-section  include  cases — (a)  where  the 
name  is  intended  to  refer  to  the  place  in  the  United 
Kingdom  of  which  it  is  the  name,  and  to  that  alone; 
(b)  where  the  name  is  that  of  a  foreign  place  to  which  it 
is  intended  to  refer,  for  instance,  Boston ;  (c)  where  the 
name  has  originally  been  taken  from  the  place  in  the 
United  Kingdom,  but  is  used  to  describe  the  goods  or  their 
process  of  manufacture,  without  any  reference  to  the  place 
being  intended. 

(a)  GKkkIs  supplied  according  to  an  order  from  an 
English  trader  to  a  foreign  manufacturer  requiring  the 
latter  to  put  the  address  of  the  former  on  goods  manu- 
factured for  him,  would  come  under  the  first  class,  and  so 
also  would  goods  bearing  such  inscriptions  as  '^  A  present 
irom  Brighton,"  as  well  as  goods  expressly  marked  English^ 

(t)  Appendix,  p.  681.   Gf.  Gene-  the  Madrid  Conyention  of  1891,  the 

nl  Older  of  1  Feb.  1889,  r.  7,  as  authorities  are  not  bound  to  effect 

to  qualifying  marks  added  as  a  the  seizure  of  goods  in  transit, 

condition  of  release.    JM^f.,  p.  703.  (z)  Seot.    3  (1)   (b),   **  place  or 

(y)  See  Onstoms  Order  of  1887,  oonntiy,"  p.  480;  seot.  18,  p.  498. 
r.  27,  Appendix,  p.  685.    Under 
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Irishy  London-made^  or  with  any  Bimilar  express  mis- 
statements (a) ;  (b)  the  second  class  is  unimportant ;  (o) 
Eidderminster  carpets,  Windsor  soap,  Balbriggan  hose, 
Shetland  shawls  (i),  and  Cheddar  cheese,  are  examples  of 
the  third  class.  The  saving  contained  in  sect.  18  with 
regard  to  conventional  or  generic  descriptions  (c)  does  not 
apply  to  sect.  16  (4),  for  the  words  of  the  latter  are  preeiae, 
that  the  name  shall  be  treated  as  if  it  were  the  name  of  a 
place  in  the  United  Kingdom,  and  therefore  not  a  descrip- 
tion of  the  goods.  In  any  case,  however,  the  proviso  of 
sect.  18  requires  the  name  of  the*  place  or  country  where 
the  goods  were  actually  made  or  produced  to  be  added,  if 
the  description  includes  the  name  of  a  place  or  country,  and 
is  calculated  to  mislead. 

Cuatoim  regulations,'] — The  general  orders  (rf)  and  other 
regulations  (e^)  issued  by  the  Customs  authorities  under 
the  Acts  are  set  out  in  the  Appendix.  The  regulations 
provide,  in  accordance  with  the  Act,  that  where  goods  are 
detected  by  the  officers  to  be  such  as  are  prohibited  to  be 
imported,  they  are  to  be  detained  (/).  They  do  not,  how- 
ever, contemplate  that  the  officers  will  be  competent  of 
their  own  knowledge  to  detect  the  attempted  infringement 
of  the  Act  in  all  cases,  or  in  all  classes  of  cases  {g) ;  and 
accordingly  they  make  provision  for  the  officers  to  act  upon 
information  {h)  given  by  private  persons,  for  insteuice,  by 
the  owners  of  trade-marks  or  names  which  are  Ukely  to  be 
wrongly  used  on  imported  goods,  and  in  certain  cases  they 
require  the  informants  to  give  security  (i),  or  to  make  a 
deposit  of  money  (A),  as  a  condition  of  the  detention  of 

{a)  Cf.  Customs  General  Order  1887,  rr.  6,  16,  and  17. 

of  22  Dec.,  1887,  rr.  6  and  10.  (A)  Begulations  2  and  8.    Form 

Appendix,  p.  680.  of  notioe  to  Castoms  offioer,  p.  692. 

{b)  These  examples  are  given  in  General  Order  of  22  Deo.,  1887, 

the  Customs  Greneral  Order,  r.  9.  rr.  19  to  23. 

(c)  Above,  p.  498.  (•)  Form  of  bond,  p.  693.    Begn- 

(d)  Appendix,  pp.  678  et  teg.  lations  3,  4,  7,  and  29. 

(/)  Pages  680,  690.  (k)  General  Older  of  22  Deo., 

iSf)  General  Order  of  22  Dec.,      1887,  r.  24. 
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the  goods.    The  register  of  names  and  trade-marks  for 
the  use  of  Customs  officers  has  already  been  referred  to  (/). 

Special  regulations  as  to  particular  goods  have  been  made  Special  rega- 
in some  cases,  besides  the  general  regulations  just  referred  partioular 
to.     The  earliest  of  these  relate  to  watches  (w).     The  goods, 
others  exempt  from  detention  under  the  Act  packing  cases  ^atOT^^to 
(oontalning  goods)  haying  the  name  of  a  port  or  place  of  r«Msh  pur- 
destination  applied  to  them  in  which  the  goods  are  clearly 
not  intended  to  be  sold  or  exposed  for  sale  (n) ;  inscriptions 
applied  to  goods  by  labels  or  tickets,  or  to  boxes,  &c.  con- 
taining goods,  for  the  convenience  of  dealers  and  shop- 
keepers, and  not  specially  intended  to  attract  the  eye  of 
the  customer  (o) ;  Swedish  iron  bearing  the  words  Lanca-  S*^^7® 
shire  Swedish  (/>) ;  packages  of  natural  flowers,  fresh  fruit,  j^ddressee  on 
vegetables,  and  potatoes  bearing  address  marks  such  as  irait»  &o. 
Wm.  Uvans,  Leeds,  and  such  packages  coming  from  the 
Channel  Islands,  Malta,  Qozo,  and  Gibraltar,  and  bearing, 
in  addition  to  the  address  marks,  any  words  in  the  English 
language  describing  the  goods  {q) ;  sardines  from  places  Sardines, 
other  than  Prance  bearing  the  trade  description  Sardines  d 
rhuik{r);  grain  imported  in  bulk  and  transferred  into  Grain  in  bulk, 
marked  sacks  on  board  the  importing  ship  («) ;  and  bales  Colonial  wool, 
of  wool  imported  from  New  Zealand  and  the  Australian 
and  Cape  Colonies  marked  with  the  names  of  the  station 
upon  which  the  wool  was  grown,  which  are  identical  with 
the  names  of  towns  or  districts  in  the  United   King- 
dom m.      And  by  the  General    Order   of   the   1st    of  ^^*o' 
^ '  •'  pni^te  use. 

February,  1889  (w),  discretionary  ppwers  were  conferred 
on  collectors,  inspectors,  and  surveyors,  without  a  special 
order,  to  admit  goods  within  the  letter  of  the  Act  which 
are  either  articles,  not  dutiable,  sent  to  an  individual  cus 

(0  Page  634 ;  General  Order  of  (o)  G.  0.,  10  Mar.»  1888,  p.  698. 

22  Deo.,  1887,  rr.  13—16.   Form  of  (p)  G.  O.,  24  Mar.,  1888,  p.  699. 

dedaiation,  p.  686.  {q)  Q.  0.,  9  April,  1888,  p.  699. 

(m)  G.  O.,  18  Jan.,  1888,  p.  693,  (r)  G.  O.,  18  Dec.,  1888,  p.  700. 

■nd  the  last  section  of  the  G.  O.  («)  G.  O.,  31  Deo.,  1888,  p.  700. 

nextdted.  (0  G.  O.,  26  Jan.,  1890,  p.  703. 

(»)  G.  0.,  4  Feb.,  1888,  p.  697.  (u)  Page  701. 
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Goods  for 
repair. 

Samples. 
BotnniB. 


Practice  of 
the  CustomB 
authorities. 


Frooeedingi 
against  the 
Customs 
authorities. 


presentfl  or  for  personal  xuse ;  artioleSy  not  new  and  mani- 
festly private  properfy,  and  old,  used,  or  damaged  artioleB 
sent  into  the  United  Kingdom  for  repairs;  retnmed 
samples  of  no  value,  made  by  oompeting  firms  in  the 
United  Kingdom ;  certain  foreign  samples  imported  for  pur- 
poses of  manufaoture  or  comparison,  or  British  returned 
goods,  not  dutiable,  or  in  respect  of  which  no  drawback 
could  have  been  received. 

The  authorities  when  they  have  seized  goods  as  contra- 
vening the  Act,  either  forfeit  and  destroy  or  sell  them,  or . 
release  them  upon  receiving  satisfactory  explanations,  or 
upon  the  removal  or  qualification  of  the  objectionable 
marks,  and,  in  some  instances,  upon  the  payment  of 
fines  (x).  The  officers  are  directed  to  take  care  that,  in 
all  cases  where  the  Board  allow  qualifying  words  to  be 
added  before  the  delivery  of  goods,  such  words  are  applied 
in  characters  clear,  conspicuous,  and  as  indelible  as  the 
marks  requiring  qualification,  and  in  close  proximity  to 
those  marks  (y). 

Any  proceedings  taken  against  the  Customs  authorities 
or  their  officers,  in  respect  of  anything  done  or  omitted  in 
execution  or  intended  execution  of  their  duties  under  the 
Act,  fall  within  the  Public  Authorities  Protection  Aot^ 
1893  (s),  so  that  the  proceedings  must  be  commenced 
within  six  months;  judgment  for  the  defendant  carries 
costs  as  between  solicitor  and  client ;  the  defendant  may 
plead  a  tender  of  amends,  and  if  the  plaintiff  does  not 
recover  more  than  the  amount  tendered,  the  defendant  is 
entitied  to  costs  (but  this  provision  is  not  to  affect  costs  on 
any  injimction  in  the  action) ;  and  if,  in  the  opinion  of  the 
Court,  the  plaintiff  has  not  given  the  defendant  a  sufficient 
opportunity  of  tendering  amends  before  the  commencement 


{x)  See  the  refcnm  of  goods 
detamed  in  tnuisit  down  to  March, 
1890,  H.  H.  A.  Beport^  1890, 
Appendix,  p.  326. 


(y)  a.  O.,  1  Feb.  1889,  r.  7, 
p.  703. 

(t)  56  &  67  Viot.  0. 61,  whibh  has 
repealed  39  &  40  Vict.  c.  36,  as.  267 
to  272,  and  40  &  41  Viot.  c.  13,  s.  4. 
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of  the  prooeedings,  the  Court  may  award  to  the  defendant 
oosfcs  as  between  solioitor  and  client  (a). 

It  has  been  held  that  an  officer  is  not  liable  in  trespass 
for  detaining  goods  while  in  doubt  whether  they  ought  to 
be  detained  or  not,  and  until  the  Commissioners  of  Customs 
hi  given  directions  concerning  them,  although  he  might, 
it  was  said,  have  been  liable  in  damages  for  bo  detaining 
them  for  an  unreasonable  time  (6).  In  an  earlier  case,  it 
wsifi  held  that  for  a  wrongful  refusal,  except  upon  payment 
of  an  exoessive  amount  of  duty,  to  sign  a  bill  of  entry  in 
order  to  enable  goods  to  pass,  an  officer  might  be  sued  (c). 
The  orders  of  his  superior  officer  do  not  afford  any  defence 
for  an  officer  who  has  acted  illegally  to  the  prejudice  of 
any  British  subject  (d). 

(«)  TfalB  replaces  the  old  require-  (c)  Barry  y.  Amaud,  10  Ad.  & 

TDSDi  of   one  month's  notice   of      £11.  670  (1839). 
action.  (rf)  See   JTalkery,  Bairdy  (1892) 

(J)  /awiwAn  V.  Blahe,  6M.  &  G.  A.  C.  491 ;  Sands  v.  Child,  8  Lev. 
919 ;  7  Scott,  N.  B.  772  (1844).  852  (1698),  and  Enticky.  CarHngUm, 

19  State  Trials,  1043  (1765). 


(    540    ) 


CHAPTER  II. 


HISGELLANEOUS  MATTERS. 


Penalty  on 
fiJaely  repre- 
senting, 
artioleetobe 
patented. 


Fake  representation  as  to  grant  of  patent  or  regtstrcUion  of 
design  or  trade-mark.'] — ^By  sect.  106  of  the  Patents,  Ac., 
Act,  1883— 

''  (1.)  Any  person  who  represents  that  any  aitiole 
sold  by  him  is  a  patented  article,  when  no  patent  has 
been  granted  for  the  same,  or  describes  any  design  or 
trade-mark  applied  to  any  article  sold  by  him  as 
registered  which  is  not  so,  shall  be  liable  for  every 
offence  on  summary  conyiction  (a)  to  a  fine  not  ez« 
oeeding  five  poimds. 

"  (2.)  A  person  shall  be  deemed,  for  the  purposes 
of  this  enactment,   to  represent  that  an  article  is 
patented  or  a  design  or  a  trade-mark  is  registered,  if 
he  sells  the  article  with  the  word  *  patent,*  *  patented,' 
*  registered,'   or  any  word  or  words  expressing  or 
implying  that  a  patent  or   registration    has   been 
obtained  for  the  article  stamped,  engraved,  or  im- 
pressed on,  or  otherwise  applied  to,  the  article." 
The  offences  here  dealt  with  are  applications  of  false 
trade    descriptions  ((),  but  the   liability  to  punishment 
under  the  Merchandise  Marks  Act  would  afford  no  answer 
to  a  prosecution  under  the  above  section  (c). 

And  an  infringement  of  the  section  is  no  bar  to  an 


(a)  As  to  the  Isle  of  Man,  see 
Act  of  1883,  sect.  112;  and  as  to 
Ireland,  ibid.  sect.  117. 


{b)  See  M.  M.  A.,  1887,  8.  S  (a), 
above,  pp.  476,  484. 

(e)  H.  H.  A.,  seot.  19  (1),  abcms 
p.  620. 
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application  for  the  registration  of  the  trade-mark  which 
has  leen  wrongly  described  as  registered  (d). 

Snbnsect.  (2),  if  taken  literally ,  makes  the  nse  of 
"patent"  unlawful  in  oases  where,  apart  from  its  pro- 
▼inon,  the  nse  of  the  word  would  not  have  been  held  to 
amount  to  a  false  or  misleading  claim  of  a  patent  right, 
as,  for  example,  where  no  patent  has  ever  existed  but 
the  word  has  become  part  of  the  trade-name  of  the 
g^oods  and  has  been  nsed  by  the  manufacturer  in  his 
description  of  them  {e).  It  also  prohibits  the  use  of  such 
ordinary  names  of  commerce  as  *' patent  leather"  and 
"patent  medicine"  (/).  It  is  submitted  that  some  limi- 
tation must  be  placed  upon  the  literal  meaning  of  the 
enactment  which  will  exclude  these  cases  from  the 
section  (//). 

Fakification  of  the  Register  of  Patents,  Designs,  and 
Trade-marks."] — By  sect.  93  of  the  above-mentioned  Act  of 
1883— 

"  If  any  person  makes  or  causes  to  be  made  a  false  FalBifioatioii 
entry  in  any  register  kept  xmder  this  Act,  or  a  writing  o*  entries  in 
falsely  purporting  to  De  a  copy  of  an  entry  in  any  "8^****"* 
such  register,  or  produces  or  tenders  or  causes  to  be 
produced  or  tendered  in  evidence  any  such  writing, 
knowing  the  entry  or  writing  to  be  false,  he  shall  be 
guilty  of  a  misdemeanor." 

False  declaration  as  to  country  or  place  where  a  watch  case 

fMM  made.'] — ^By  sect.  8  (3)  of  the  Merchandise  Marks  Act, 

1887— 

"  Every  person  {g)  who  makes  a  false  declaration  False  dedlara- 


(<0  J^mn'  Tm,,  38  C.  B.  392 ; 
S  R.  P.  C.  340  (1886),  C.  A. ;  see 
aboTe,  p.  346. 

(#)  EdiUUn  Y.  rich,  11  Hare,  78 
(1858),  Wood,  V.-C,  (TayUr  and 
Ckt.U  PaUnt  Solid-headed  Fine) ;  see 
fnrtlier,  Book  I.  Chap.  XV.  p.  389  ; 
OridXey  y.  Swinbome,  62  J.  P.  739, 
791;  6T.L.R.71(1888),IMT.Coiirt, 
Stcinbome^t  FaUtU  Befined  leinfflaee, 
held  not  to  be  afalae  trade  deeorip« 
tion,  eee  the  last  Chapter,  p.  484. 

(/)  See  above,  p,  341. 


(//)  Application  for  a  patent,  or 
provisional  protection,  does  not 
authorize  the  nse  of  the  word  pa- 
tent; but,  it  is  submitted,  the 
acceptance  of  the  complete  speci- 
fication of  a  patent  does.  See  above, 
p.  484. 

(^)  *  *  Person  "  inclndes  corpora- 
tion and  partnership,  above,  p.  463 ; 
as  to  limitation  of  time  for  pro- 
ceedings, see  above,  p.  617 ;  for 
sect.  8,  see  p.  626. 
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tionaflto 
-watohoaae. 


False  repre- 
Bentation  as 
toBojral 
wazrant. 


Penalty  on 
nnanthorised 
aBsnmptlon 
of  Bofal 


The  Cutlers' 
Marks  Act, 
1819. 


*'  for  the  purposes  of  this  section  shall  be  liable,  on  con- 

yiotion  on  indictment,  to  the  penalties  of  perjuiy,  and 

on  summary  oonviction,  to  a  fine  not  exceeding  20/. 

for  e«M)h  ofiEenoe." 

False  representation  as  to  Royal  warrant,"] — By  sect.  20  of 

the  Merchandise  Marks  Act  of  1887 — 

"  Any  person  (A)  who  falsely  represents  that  any 
goods  are  made  by  a  person  holding  a  Boyal  warrant, 
or  for  the  service  of  Her  Majesty,  or  any  of  the  Hoyal 
Family,  or  any  government  department,  shall  be  liable, 
on  summary  conviction  (i),  to  a  penalty  not  exceeding 
20/." 
Unauthorized  assumption  of  Royal  arms."] — ^By  sect.  106  of 
the  Patents,  &c.  Act  of  1883— 

"  Any  person  who,  without  the  authority  of  Her 
Majesty,  or  any  of  the  Eoyal  Family,  or  of  any 
government  department,  assumes  or  uses  in  connec- 
tion with  any  trade,  business,  calling,  or  profession, 
the  Broyal  arms,  or  arms  so  nearly  resembling  the 
same  as  to  be  calculated  to  deceive,  in  such  a  manner 
as  to  be  calculated  to  lead  other  persons  to  believe 
that  he  is  canying  on  his  trade,  business,  calling,  or 
profession  by  or  under  such  authority  as  aforesaid, 
shall  be  liable  on  summary  conviction  {k)  to  a  fine  not 
exceeding  twenty  poimds." 
Cutlery  marks.'] — ^By  the  Act  59  Geo.  3,  c.  7,  it  is  for- 
bidden to  mark  cutlery  and  the  other  goods  mentioned  in 
the  Act  with  the  figure  of  a  hammer,  unless  the  goods  have 
been  wrought  or  forged,  or  to  place  false  marks  of  quality 
upon  such  goods,  or  to  falsely  mark  them  as  London  made ; 
and  the  ofi^ences  created  by  the  Act  extend  to  selling,  or 
having  in  possession  for  the  purposes  of  sale,  such  goods 
marked  in  breach  of  the  Act.    The  material  provisions  of 
the  Act  (/)  may  be  summarised  as  follows : — 


{h)  See  note  (^),  above. 

(»)  In  Scotland,  in  the  Sheriff 
Court  (sect.  21) ;  and  in  the  Dublin 
police  district,  the  courts  of  the 
jnstioes  under  the  Petty  Sessiona 


Act,  1861  (sect.  22). 

{k)  Aa  to  the  Isle  of  Man,  see 
Act  of  1883,  sect.  112;  and  as  to 
Ireland,  ibid.  sect.  117. 

(Q  Seot.  nhasbeeaxopealedby 
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1.  Where  any  knivefl,  knife-blades,  forks,  rassore,  razor-  Hammar 
blades,  scifisors,  shears,  and  other  articles  of  cutlery,  edge 
tools  and  hardware  requiring  a  cutting  edge,  of  wrought 
steel,  or  of  iron  and  steel,  are  made  by  means  of  the 
hammer,  the  maker  may  mark  the  figure  of  a  hammer 
upon  them  before  they  are  ground. 

3.  No  one  may  mark  such  figure  on  any  of  the  goods 
enumerated  not  so  made,  before  the  band  fide  sale  of  the 
goods  to  the  user,  or  have  in  his  possession  for  the  purpose 
of  sale,  or  sell  any  such  goods  not  so  made,  and  being 
marked  with  such  figure,  under  penalty  of  forfeiture  of 
the  goods  and  a  fine  of  51.  for  every  dozen. 

4.  No  one  may  mark  on  any  of  the  goods  enumerated,  Qj^y 
whether  made  with  the  hammer  or  oast  in  a  mould,  before 

the  bond  fide  sale  of  the  same  to  the  user, ''  any  word  or 
words  which  shall  or  may  denote  or  indicate  the  quality 
of  such  articles  to  be  otherwise  than  the  real  and  true 
quality  thereof,"  or  have  in  his  possession  for  the  purpose 
of  sale,  or  sell  any  such  goods  so  marked,  under  penalties 
as  aforesaid. 

5.  No  one  may  mark  on  any  of  the  goods  enumerated,  London 
whether  made  with  the  hammer  or  cast  in  a  mould,  before 

the  bond  fide  sale  of  the  same  to  the  user,  the  word  or 
words  London  or  London  made,  or  any  word  or  words 
having  any  similitude  thereto,  unless  the  goods  were  made 
in  the  City  of  London,  or  within  twenty  miles  distance 
therefrom,  or  have  in  his  possession,  &c.,  or  sell  (as  before) 
under  a  penalty  of  forfeiture  and  fine  of  10/.  a  dozen 
articles. 

7.  Any  one  having  in  his  possession  for  the  purposes  of  Innocent 
sale,  or  selling  any  of  the  goods  aforesaid  contrary  to  the  ^ 
Act,  who    shall,  before    information  or  complaint  laid 
against  him,  prove  satisfactorily  by  oath  before  one  or 
more  justice  or  justices  that  he  purchased  the  goods  with 
the  marks  thereon  without  knowing  they  were  marked 

ilie  Stat.    Law  Bey.  Act,   1873,      sects.  11-13  and  16  wholly,  repealed 
and  sect.  2  hj  the  Stat.  Law  Eey.      by  47  &  48  Vict.  c.  43,  b.  4. 
Act,  1874,  eeota.  8-10  in  part,  and 


marks. 
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contrary  to  the  Act,  and  shall  disooTer  to  two  or  more 
justioeB  the  name  of  the  person  from  whom  he  bought,  so 
that  the  latter  shall  be  proseouted  to  oonviotion,  shall  not 
be  liable  to  penalties  himself  (w),  but  shall  be  entitled  to 
two-thirds  of  the  penalty  recovered  from  his  vendor,  as 
any  other  informer. 
Ssh^lld        ^®  Cutlers'  Co.  Act  of  1814  contains  a  provision  in- 
corporate       flicting  penalties  upon  any  person  who  oounterfeitB  or 
imitates  assigned  corporate  marks ;  and  by  sect.  81  (13)  of 
the  Patents,  &c.  Act  of  1883,  this  provision  has  been 
extended  to  any  mark  entered  in  the  Sheffield  Register  (n). 
The  section  of  the  first-mentioned  Act  is  as  follows  (o) : — 
"  If  any  member  or  members  of  the  Cutlers'  Com- 
pany, or  any  other  person  or  persons  using,  exerdsing, 
or  carrying  on  any  of  such  arts  or  trades  as  aforesaid 
within  the  said  lordship  or  liberty,  or  six  miles  com- 
pass of  the  same,  shall  at  any  time  after  the  passing  of 
this  Act  strike,  engrave,  impress  or  use,  or  cause  or 
procure  to  be  stricken,  engraved,  impressed  or  used 
upon  his  or  their  goods,  wares,  or  manufactures,  any 
mark,  device,  stamp,  or  impression,  with  intent  to 
counterfeit  or  imitate  any  mark  or  device  assigned, 
or  which  may  hereafter  be   assigned,  by  the  said 
master,  wardens,  or  searchers  and  assistants  of  the 
said  company,  to  be  used  by  any  other  person,  the 
person  or  persons  so  offending  shaU,  for  every  such 
offence,  forfeit  and  pay  (in  lieu  of  the  penalty  imposed 
by  the  said  last  recited  Act  (/>))  any  sum  not  exceeding 
20/.,  one  moiety  whereof  shall  be  paid  to  the  person 
whose  mark  shall  have  been  so  counterfeited  or  imi- 
tated, and  the  other  moiety  to  the  said  master  and 
wardens  of  the  said  company ;  and  the  provisions  in 
the  said  last  recited  Act  (p)  contained  for  the  recovery 
and  application  of  the  penalty  thereby  imposed  shall 

(m)  Cf.  M.  M.  A.,  sect.  2,  "un-  (o)  64  Geo.  3,  c.   119,  aect.  6, 

leflB  he  proires,"  above,  p.  605.  (local). 

(#t)  Above,  p.  101.  {p)  The  Cutlers'  Co.  Act  of  1791, 

see  above,  p.  92. 
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"  be  used,  applied,  and  put  in  force  for  the  recovery  and 

application  of  the  penalty  hereby  made  payable,  as 

folly  and  effectually  as  if  the  same  provisions  were 

in  this  Act  severtdly  and  separately  repeated  and 

re-enacted." 

The  sections  of  the  Cutlers'  Co.  Act  of  1791  (y),  which 

are  referred  to  and  incorporated  by  the  last-mentioned 

section,  provide  (sect.  26)  that  the  penalties  may  be  sued 

for  by  the  company,  or  (sect.  27)  recovered  summarily 

before  a  justice  orjustices"  of  the'  West  Eiding  of  York,  or 

of  the  county  of  Derby,  who  shall  have  power  to  award 

costs,  and  to  issue  a  distress  warrant,  or,  if  the  goods  of 

tiie  offender  are  insufficient,  to  9ommit  him  to  the  House 

of  Correction  for  one  month  to  enforce  payment  of  the 

penalty.      Sect.  28  contains  a  form  of  conviction,  and 

sect.  29  gives  an  appeal  to  quarter  sessions. 

A  number  of    statutes    of  little  general  importance,  Statates 
requiring    special  marks   to  be  placed  upon  particular  !Ju^3^ 
olasses  of  goods,  are  summarized  in  the  Appendix,  p.  710.    goods. 

(?)  31  Geo.  3,  0.  68,  (looal). 
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THE  PATENTS,  DESIGNS,  AND  TRADE-MAEKS 
ACT,  1883, 

As  AMENDED  BY  THE  AcT  OF  1888  (a). 

ABBANQEUENT  OF  SECTIONS. 

aanon  FAUT  L^Pbeuxikast. 

1.  Short  title. 

2.  DiYifliaa  of  Act  into  parts. 

3.  Cammencement  of  [tae  Acts]. 

PABT  IV.—Tbadb- Masks. 
Begistration  of  Trade" Marks, 

62.  Applicatioii  for  registration. 

63.  Limit  of  time  for  proceeding  with  application. 

64.  Conditions  of  registration  of  trade-mark. 

65.  Connexion  of  traide-mark  with  goods. 

66.  Begistration  of  a  series  of  marks. 

67.  Trade-marks  may  be  reg^istered  in  any  colour. 

68.  Advertisement  of  application. 

69.  Opposition  to  registration. 

70.  Assiinmient  and  transmission  of  trade-mark* 

71.  Conmcting  claims  to  registration. 

72.  Restrictions  on  regfistration. 

73.  Farther  restriction  on  registration. 

74.  Saying  for  power  to  provide  for  entry  on  register  of  oommon  marks 

as  additions  to  trade-marks. 

Efftet  of  Regisiraiian. 
76.  Begistration  eqairalent  to  public  use. 

76.  Bight  of  first  proprietor  to  exclusive  use  of  trade-mark. 

77.  Bestrictions  on  actions  for  infringement,  and  on  defence  to  action  in 

certain  cases. 
[77a.  Certificate  as  to  ezclusiye  use  and  costs  thereon.] 

Register  of  Trade-Jfarka, 
78..  Register  of  trade-marks. 

79.  Removal  of  trade-mark  after  fourteen  years  unless  fee  paid. 

80.  Fees  for  registration,  &c. 

Shefield  Marks. 
Bl.  Begistration  by  Outiers'  Company  of  Sheffield  marks. 

(a)  These  Acts  have  b^en  printed  from  Mr.  Lewis  Edmunds*  "Patents, 
l».  Acts,  Consolidated,"  bynis  permission. 
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PART  v.— GmraaAL. 

SOfjaasf  PaUnt  Ofice  and  Proceedings  thereat, 

82.  Patent  Office. 

83.  Officers  and  clerks. 

84.  Seal  of  Patent  Office. 

85.  IVust  not  to  be  entered  in  registers. 

86.  Refusal  to  grant  patent,  &o.  in  certain  cases. 

87.  Entrj  of  assignments  and  transmissions  in  registers. 

88.  Inspection  of  and  extracts  from  registers. 

89.  Sealed  copies  to  be  received  in  evidence. 

90.  Rectification  of  registers  by  court. 

91.  Power  for  comptroller  to  correct  clerical  errors. 

92.  Alteration  of  registered  mark. 

93.  Falsification  of  entries  in  registers. 

94.  Exercise  of  discretionary-  power  by  comptroller. 

95.  Power  of  comptroller  to  take  directions  of  law  officers. 

96.  Certificate  of  comptroller  to  be  evidence. 

97.  Applications  and  notices  by  post. 

98.  Provision  as  to  days  for  leaving  documents  at  office. 

99.  Declaration  by  infant,  lunatic,  &c. 

100.  Transmission  of  certified  printed  copies  of  specifications,  &c. 

101.  Power  for  Board  of  Trade  to  make  genial  rules  for  classifying' 

goods  and  regxdating  business  of  patent  office. 

102.  Annual  reports  of  comptroller. 
[102a.  Proceedings  of  Board  of  Trade.] 

International  and  Colonial  Arrangemente, 

103.  International  arrangements  for  protection  of  inventions,  desi^^nfl, 

and  trade-marks. 

104.  Provision  for  colonies  and  India. 

Offeneee. 

105.  Penalty  on  falsely  representiDg  articles  to  be  patented. 

106.  Penalty  on  unauthorized  assumption  of  Royal  arms. 

Scotland;  Ireland;  ^. 

107.  Saving  for  courts  in  Scotland. 

108.  Summary  proceedings  in  Scotland. 

109.  Proceedings  for  revocation  of  patent  in  Scotland. 

110.  Reservation  of  remedies  in  Ireland. 

111.  General  saving  for  jurisdiction  of  courts. 

112.  Isle  of  Man. 

[ir2a.  Jurisdiction  of  Lancashire  Palatine  Court.] 

lUpeal;  Tranaitumal  Ftovisione ;  Savings 

113.  Repeal  and  saving  for  past  operation  of  repealed  enaotmentfl,  fto. 

1 14.  Former  registers  to  be  deemed  continued. 

115.  Saving  for  existing  rules. 

116.  Saving  for  prerogative. 

General  DeJInitions. 

117.  Gkneral  definitions. 

The  FntST  Schedulb. — ^Forms  of  application,  &c. 
The  TfiiBD  SoHsntTLE. — Enactoients  repealed. 
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46  &  47  Vict.  c.  57. 

An  Act  to  amend  and  consolidate  the  Law  relating  to  Patents 
for  InventionSy  Registration  of  Designs^  and  of  Trade- 
Marks.  [25th  August,  1883.] 

51  &  52  Vicr.  c.  50. 

An  Act  to  amend  the  Patents,  Designs^  and  Trade-Marks 
Act,  1883.  [24th  December,  1888.] 


\*  The  general  text  of  the  Act  of  1883  is  adhered  to.  The  repealed 
parlB  are  printed  in  italics,  and  the  additions  in  square  brackets.  The 
amending  Act  and  section  are  quoted  in  the  margin. 


Be  it  enacted  by  the  Queen's  most  Excellent  Majesty,  by  and 
with  the  advice  and  consent  of  the  Lords  Spiritual  and  Tem- 
poral, and  Commons,  in  this  present  Parliament  assembled, 
and  by  the  authority  of  the  same,  as  follows : 

PAET  I. — ^Preliminabt. 

1.  This  Act  may  be  cited  as  the  Patents,  Designs,  and  Short  title. 
Trade-Marks  Act,  1883. 

By  Act  1888,  s.  29,  the  principal  Act  of  1883,  and  the  Amending  Acts  of 
1885,  1886,  and  1888,  may  be  cited  coUectivelj  as  the  Patents,  Designs, 
and  Trade-MarkB  Acts,  1883  to  1888. 

The  Acts  of  1885  and  1886,  do  not  relate  to  trade-marks. 

2.  This  Act  is  divided  into  parts,  as  follows : —  Division  of 

Part  I.— Preliminary.  Act  into 

n.— Patents.  P*^ 

m. — ^Dbsigns. 
rV. — ^Trade-Marks. 
V. — General. 

3.  This  Act,  except  where  it  is  otherwise  expressed,  shall  Gommence- 
commence  from  and  immediately  after  the  thirty-first  day  of  ^^^  °^  '^^*« 
December  one  thousand  eight  hundred  and  eighty-three. 

[The  Act  of  1888  shall,  except  so  far  as  is  thereby  other-  Act,  1888, 
wise  specially  provided,  commence  and  come  into  operation  s.  28. 
on  the  first  day  of  January  one  thousand  eight  hundred  and 
eighty-nine.] 

What  Act  applied  to  pending  registrations,  p.  HI. 
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PAET  IV.— Trade-Makks. 
JRepstration  of  Trade-Marks. 

Applioation         62.  (1.)  The  comptroller  may,  on  application  by  or  on  be- 
^regiBtn-     j^^lf  of  any  person  daiming  to  be  the  proprietor  of  a  trade- 
mark, register  the  trade-mark. 

The  oomptroller,  p.  63,  and  sect.  82. 

Disoretion  to  refofie  regfistration,  although  the  mark  tendered  is  within 
sect.  64,  p.  63. 

ItegpUrtration  of  trade-marks,  Chap.  IV.,  p.  58. 

Person  mclodes  firm  or  partnership  (Rule  7,  p.  596),  and  body  corpo- 
rate, sect.  117. 

Proprietor,  see  as  to  who  may  apply  to  register,  p.  60. 

Procedure  on  applioation  to  register,  p.  68. 

Application  by  agent,  p.  62.  The  agent  must  be  authorised  to  the 
sati^aotion  of  tibe  comptroller.    Rule  9,  p.  596. 

(2.)  The  application  must  be  made  in  the  form  set  forth  ii^ 
the  First  Schedule  to  this  Act,  or  in  such  other  form  as  may 
be  from  time  to  time  prescribed,  and  must  be  left  at,  or  sent 
by  post  to  the  Patent  Office  in  the  prescribed  manner  [such 
A(^,  1888,        place  and  in  such  manner  as  may  be  prescribed]. 

Form  of  applioation,  p.  68,  Form  F.,  p.  608. 

Address  of  the  Patent  Office,  p.  53 ;  Instniotions  8,  p.  628 ;  Role  8, 
p.  596. 

Applications  in  classes  23,  24,  or  25,  go  to  the  Manchester  Branch 
Office,  Chap.  VII.,  p.  103  ;  Instructions  8,  p.  628 ;  Rule  8,  p.  596. 

As  to  Sheffield  marks,  see  Chap.  YL,  p.  91,  sect.  81,  Rules  66 — 59, 
p.  604. 

(3.)  The  application  must  be  accompanied  by  the  pre- 
scribed number  of  representations  of  the  trade-mark,  and 
must  state  the  particular  goods  or  classes  of  goods  in  con- 
nexion with  which  the  applicant  desires  the  trade-mark  to  be 
registered. 

Representations,  Instructions  9,  15  and  16,  p.  628 ;  Rules  14  and  15, 
p.  597. 
Classes  of  goods.  Chap.  Y.,  p.  87 ;  list  of  classes,  p.  618. 

(4.)  The  comptroller  may,  if  he  thinks  fit,  refuse  to  regiater 
a  trade-mark,  but  any  such  refusal  shall  be  subject  to  appeal 
to  the  Board  of  Trade,  who  shall,  if  required,  hear  the  appli- 
cant and  the  comptroller,  and  may  make  an  order  determining 
whether,  and  subject  to  what  conditions,  if  any,  registration 
is  to  be  permitted. 

Discretion  to  refuse,  p.  63. 

Applicant  is  entitled  to  be  heard  before  the  refusal,  p.  67,  sect.  94, 
Rule  17  and  18,  p.  597. 

Appeal  to  Board  of  Trade,  p.  78 ;  Forms,  pp.  610,  637 ;  Rules  20  to  26, 
p.  598. 

Registration  subject  to  conditions,  p.  83.    See  also  sect.  69  (3). 

(5.)  The  Board  of  Trade  may,  however,  if  it  appears 
expedient,  refer  the  appeal  to  the  Court ;  and  in  that  event 
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the  Court  shall  have  jurisdiction  to  hear  and  determine  the 
appeal  and  may  make  such  order  as  aforesaid. 

Beferenoe  of  the  appeal  to  the  Gonrt^  p.  80. 
Ko  direct  appeal  to  the  Court,  p.  80. 
Tlie  Oourt,  p.  81,  sect.  117  (1). 

Bmnmons  or  notioe  of  motion,  p.  81 ;  FormS)  p.  636  0t  seq. 
Costs,  p.  85. 

An  oraer  of  the  Court  allowing  an  appeal  muBt  be  served  on  the 
comptroller,  Bnle  46,  p.  602. 

[(6.)  Where  an  applicant  for  the  registration  of  a  trade-  Act,  1888, 
mark  otherwise  than  under  an  international  convention  is  out  s.  8. 
of  the  United  Kingdom  at  the  time  of  making  the  application 
he  shall  give  the  comptroller  an  address  for  service  in  the 
United  JBLmgdom,  and  if  he  fails  to  do  so  the  application  shall 
not  be  proceeded  with  until  the  address  has  been  given.] 

Page  82,  of.  opponent's  address,  seot.  69  (6). 

International  oonyention,  Chap.  XX.,  p.  454,  sect.  103.  The  con- 
Tention  is  printed  at  p.  658. 

As  to  applications  to  rectify  where  the  registered  proprietor  is  resident 
abroad,  see  p.  240. 

63.  Where  registration  of  a  trade-mark  has  not  been  or  Limit  of  time 
shall  not  be  completed  within  twelve  months  from  the  date  of  for  proceeding 
the  application,  by  reason  of  default  on  the  part  of  the  appli-  J™  applica- 
cant,  the  application  shall  be  deemed  to   be  abandoned  [the 
comptroller  shall  give  notice  of  the  non-completion  to  the  ^  g»        » 
agent  employed  on  behalf  of  the  applicant,  and,  if  at  the 
expiration  of  fourteen  days  from  that  notice  the  registration 

is  not  completed,  shall  give  the  like  notice  to  the  applicant, 
and  if  at  the  expiration  of  the  latter  fourteen  days,  or  such 
further  time  as  the  comptroller  may  in  special  cases  permit, 
the  registration  is  not  completed,  the  application  shall  be 
deemed  to  be  abandoned]. 

Ahandonment  of  application,  pp.  69,  235, 

It  is  no  bar  to  a  subsequent  application  by  the  same  person  and  in 
reipect  of  the  same  mark,  p.  69. 

64.  (1.)  For  the  purposes  of  this  Act,  a  trade-mark  must  Conditions  of 
consist  of  or  contain  at  least  one  of  the  following  essential  regiBtaration  of 
particulars:  ^  trade-mark. 

(a)  A  name  of  an  individual  or  firm  printed^  impressed,  or  Bepealed. 

woven  in  some  particular  and  distinctive  manner  ;  or      -^^  19^^^ 
(5)  A  written  signature  or  copy  of  a  written  signature  of  the  "'     • 

individual  or  firm  applying  for  registration  thereof  as 

a  trade^mark  ;  or 
(c)  A  distinctive  device,  mark,  brand,  heading,  label,  ticket, 

or  fancy  word  or  words  not  in  common  use^ 

Fancy  word,  p.  142. 

Kot  m  common  use,  p.  149. 
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(2.)  There  may  he  added  to  any  one  or  more  of  these  parti- 
culars  any  letters  words  or  figures^  or  combination  of  letters 
words  or  figures^  or  of  any  of  them, 

(3.)  Provided  that  any  special  and  distinctive  word  or  wordsy 
letter,  figure,  or  combination  of  letters  or  figures  or  of  letters 
and  figures  used  as  a  trade-mark  before  the  thirteenth  day  of 
August  one  thousand  eight  hundred  and  seventy-five  may  be 
registered  as  a  trader-mark  under  this  part  of  this  Act. 

Conditions  of       64.  [(1.)  For  the  purposes  of  this  Act,  a  trade-mark  must 
registration  of  consist  of  or  contain  at  least  one  of  the  foUowine:  essential 
trade-mark.      particulars: 
Act,  1888, 

B.  10.  As  to  what  marks  may  be  registered  as  trade-nuirks,  see  Chap.  YIII., 

p.  106. 

As  to  what  Act  applies  to  pending  registrations,  p.  HI,  Act  of  1883, 
sect.  113 ;  Act  of  1888,  sect.  27,  p.  586. 
For  comparison  with  repealed  sections,  see  p.  109. 
Essential  particulars,  pp.  112,  167. 

Additions,  p.  113,  sect.  64  (2).  Additions  common  to  the  trade,  p.  169, 
sect.  74. 

(a)  A  name  of  an  individual  or  firm  printed,  impressed,  or 

woven  in  some  particular  and  <Ustinctive  manner ;  or 

Name  marks,  p.  114  ;  trade-name,  392. 
Mere  name  in  nominative  case,  p.  115. 
Particular  and  distinctive  manner,  pp.  116,  118. 

(b)  A  "written  signature  or  copy  of  a  written  signature  of 

the  individual   or   firm  applying   for  registration 
thereof  as  a  trade-mark ;  or 

Signature,  p.  117. 

(c)  A  distinctive  device,  mark,  brand,  heading,  label,  or 

ticket;  or 

Bistinotive,  pp.  118 — 127  ;  loss  of  distinotiveness,  p.  285. 
Descriptive  marks,  pp.  36,  127,  146. 

The  mark  must  be  distinctive,  apart  from  colour,  pp.  129,  163. 
Distinctiveness  is  an  essential  element  of  a  trade-mark,  apart  from  the 
Acts,  Chap.  II.,  p.  35. 
Device,  p.  128  ;  copyright  design,  p.  78,  n. ;  wordsnot  a  device,  p.  129. 
Mark,  p.  132. 
Brand,  p.  133. 

Heading,  p.  135  ;  line  headings,  198. 
Label,  p.  137  ;  disclaimer  of  words  in,  pp.  138,  172. 
Ticket,  p.  139. 


(d)  An  invented  word  or  invented  words ;  or 

VV^ord  marks,  p.  140. 
Invented  word,  p.  152. 

(e)  A  word  or  words  having  no  reference  to  the  character 
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or  quality  of  the  goods,  and  not  being  a  geogra- 
phic name.] 

Pkge  153.    Desoriptiye  words,  pp.  36  et  seq.,  145  et  aeq. 
Secondary   distinotiye   meaning    of    word    primd  fade   desoriptive, 
pp.  86, 127.  147. 
Oeograpbioal  names,  pp.  141,  147. 
Name  of  a  person,  p.  149. 

[(2.)  There  may  be  added  to  any  one  or  more  of  the 
esBential  particulajrs  mentioned  in  this  section  any  letters, 
words,  or  n^ures,  or  combination  of  letters,  words,  or  figures, 
or  of  any  of  them,  but  the  applicant  for  registration  of  any 
such  additional  matter  must  state  in  his  application  the 
essential  particulars  of  the  trade-mark,  and  must  disclaim  in 
liis  application  any  right  to  the  exclusive  use  of  the  added 
matter,  and  a  copy  of  the  statement  and  disclaimer  shall  be 
entered  on  the  register.] 

Additions  and  disclaimers,  Chap.  IX.,  p.  164. 
Effect  of  disclaimer,  p.  173. 

Addition  of  matter  oonmion  to  the  trade,  sect.  74,  p.  169. 
Disclaimer  of  person's  own  name,  see  next  snb-section. 
**  Figures  "  means  "numerals,"  Ex  parte  Stephens^  3  G.  B.  659  (1876), 
J«el,  M.B. 
Essential  partionlars,  pp.  112,  167. 

[(3.)  F^yided  as  follows : 

(i)  A  person  need  not  under  this  section  disclaim  his  own 
name  or  the  foreign  equivalent  thereof,  or  his  place 
of  business,  but  no  entiy  of  any  such  name  shall 
afEect  the  right  of  any  owner  of  the  same  name  to 
use  that  name  or  the  foreign  equivalent  thereof : 

Page  167. 

As  to  a  trader's  rigbt  of  monopoly  in  his  trade-name,  see  p.  168, 
Qiap.JLVL,  pp.  384,  391 ;  and  as  to  the  right  of  anyone  to  trade  honestly 
under  his  own  name,  pp.  420  et  teg. 

(ii)  Any  special  and  distinctive  word  or  words,  letter, 
figure,  or  combination  of  letters  or  fifi^ures,  or  of 
letters  and  figures,  used  as  a  trade-mark  before  the 
thirteenth  day  of  August  one  thousand  eight  hundred 
and  seventy-five,  may  be  registered  as  a  trade-mark 
under  this  part  of  tMs  Act.] 

Registration  of  old  marks,  p.  153. 

"flgore"  means  "nnmeral,"  £x parte  Stephens,  3  C.  D.  659  (1876), 
JesKl,  M.B. 

13th  August,  1875,  date  of  commencement  of  first  Registration  Act. 

Special  and  distinctive,  p.  154;  cf.  distinctive  in  snb-sect.  (1)  (c), 
pp.  118—127. 

Used  as  a  trade-mark,  p.  158,  and  Chap.  II.,  p.  24.  The  mark  must 
have  been  used  as  it  is  to  be  registered,  p.  160. 

Alteration  of  registered  old  mark  under  sect.  92,  p.  248. 
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Goxmeotion  of 
trade-mark 
with  goods. 


Reg^tratioii 
of  a  series  of 
marks. 


Trade-marks 
may  be  regis- 
teredinany 
colour. 
Aot,  1888, 
B.  11. 

Advertise- 
ment  of 
appUcatioii. 
Act,  1888, 
s.  12. 


Op^sition  to 
registration. 
Act,  1888, 
B.  13, 
BUb-BS.  1,  2. 


Act,  1888y 
B.  13,  sub-s.  3. 


65.  A  trade-mark  must  be  registered  for  paarticular  goods 
or  classes  of  goods. 

Glassificatioii  of  goods,  Chap.  Y.,  p.  87  ;  list  of  dasses,  p.  618. 
A  trade>mark  is  assignable  only  in  connection  with  the  goodwill  of  the 
business  concerned  in  the  goods  for  which  it  is  registered,  sect.  70. 
Begistration  for  part  of  a  class,  pp.  88,  181. 

66.  When  a  person  claiming  to  be  the  proprietor  of 
several  trade-marks  which,  while  resembling  each  other  in 
the  material  particulars  thereof,  yet  difEer  in  respect  of 
(a)  the  statement  of  the  goods  for  which  they  are  respectively 
used  or  proposed  to  be  used,  or  {h)  statements  of  numbers, 
or  (c)  statements  of  price,  or  {d)  statements  of  quality,  or 
{e)  statements  of  names  of  places,  seeks  to  register  such 
trade-marks,  they  may  be  registered  as  a  series  in  one 
registration.  A  series  of  trade-marks  shall  be  assignable 
and  transmissible  only  as  a  whole,  but  for  all  other  purposes 
each  of  the  trade-marks  composing  a  series  shall  be  deemed 
and  treated  as  registered  separately. 

Series  of  marks,  p.  90  ;  Bepresentations,  Bules  14  and  30,  pp.  597,  699  ; 
Instructions  17,  p.  630. 

67.  A  trade-mark  may  be  registered  in  any  colour  [or 
colours],  and  such  registration  shall  (subject  to  the  provisions 
of  this  Act)  confer  on  the  registered  owner  the  exclusive  right 
to  use  the  same  in  that  or  any  other  colour  [or  colours]. 

Colour,  p.  162.    The  mark  must  be  distinctive,  apart  from  colour,  p.  129. 

68.  Eveiy  application  for  registration  of  a  trade-mark 
under  this  part  of  this  Act  shall  as  soon  as  may  be  after  its 
receipt  be  advertised  by  the  comptroller,  [unless  the  comp- 
troller refuse  to  entertain  the  application]. 

Advertisement,  p.  69 ;  Bules  27  to  30,  p.  698 ;  Instmotions  20  to  27, 
p.  630. 

Notice  of  refusal  is  to  be  given  to  the  applicant,  Bule  19,  p.  598 ;  see 
further,  as  to  refusal,  sect.  62  (4). 

69.  (1.)  Any  person  may  within  two  months  [one  month  or 
such  further  time,  not  exceeding  three  months,  as  the  comp- 
troller may  allow,]  of  the  first  advertisement  of  the  applica- 
tion, give  notice  in  duplicate  at  the  Patent  Office  of  opposition 
to  registration  of  the  trade-mark,  and  the  comptroller  shall 
send  one  copy  of  such  notice  to  the  applicant. 

Opposition,  pp.  71 — 78 ;  Bule  31 ;  Instructions  32,  p.  632 ;  Summary 
of  procedure,  p.  75 ;  Forms,  pp.  635  et  seq. 

Opposition  is  limited  to  tne  grounds  stated  in  the  notice,  p.  76; 
amendment,  p.  76. 

(2.)  Within  two  months  [one  month]  after  receipt  of  such 
notice  or  such  further  time  as  the  comptroller  may  allow,  the 
applicant  may  send  to  the  comptroller  a  oounter  statement  in 
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dnplicate  of  the  grounds  on  which  he  relies  for  his  application, 
and  if  he  does  not  do  so,  shall  be  deemed  to  have  abandoned 
his  application. 

Gounter-Btatement,  Fonn,  p.  636. 

Abandonment :  of.  abandonment  of  application,  sect.  63.  Apparently 
the  abandonment  of  the  opposition  would  not  estop  the  opponent  from 
^iplying  to  remove  the  mark  from  the  reg^ter  nnder  sect.  90,  see  Arbenz^a 
appUeotum,  36  C.  D.,  at  p.  267  ;  4  R.  P.  C.  p.  146,  (1887)  0.  A. 

Enlargement  of  time,  p.  76. 

(3.)  If  the  applicant  sends  such  counter  statement,  the  comp-  Repealed. 
(roller  shall  furnish  a  copy  thereof  to  the  person  who  gave  notice  j^^^  iggg, 
of  opposition,  and  shall  require  him  to  give  security  in  such  «.  13,  sub-a.  4. 
manner  and  to  such  amount  as  the  comptroller  may  require  for 
such  costs  as  may  be  awarded  in  respect  of  such  opposition  ;  and 
if  such  security  is  not  given  within  fourteen  days  after  such 
requirement  was  made  or  such  further  time  as  the  comptroller 
may  allow,  the  opposition  shall  be  deemed  to  be  withdrawn. 

The  requirement  of  seourity  from  an  opponent  was  abandoned  at  the 
BOggestion  oS.  Lord  Herschell  s  Committee,  Report  of  1888,  ziii. 

(4.)  If  the  person  who  gave  notice  of  opposition  duly  gives 
such  security  as  aforesaid,  the  comptroller  shall  inform  the 
applicant  thereof  in  writing,  and  thereupon  the  case  shall  be 
deemed  to  stand  for  the  determination  of  the  Court, 

[(3.)  If  the  applicant  sends  such  counter-statement  the  Act,  1888, 
comptroller  shall  lumish  a  copy  thereof  to  the  person  who  s.  13,8ab-8. 4. 
gave  notice  of  opposition,  and  shall,  after  hearing  the  appli- 
cant and  the  opponent,  if  so  required,  decide  whether  the 
trade-mark  is. to  be  registered,  but  his  decision  shall  be  sub- 

J'ect  to  appeal  to  the  Board  of  Trade,  who  shall,  if  required, 
Lear  the  applicant  and  the  opponent  and  the  comptroller,  and 
may  make  an  order  determining  whether,  and  subject  to  what 
conditions  (if  any),  registration  is  to  be  permitted.] 

Appeal  to  Boaid  of  Trade  and  to  the  Court,  pp.  78—^6 ;  of.  sect.  62  (4) 
and  (6). 

Costs,  p.  86. 

Forma,  pp.  635  et  teq. 

Modification  of  application  on  appeal,  p.  83. 

Registration  subject  to  conditions,  p.  83,  and  see  limitation  of  the  reg^- 
tration  and  yariation  in  its  form,  p.  236 ;  and  registration  with  a  note, 
pp.  64,  90,  (class  of  goods),  p.  163,  (colour),  and  p.  182  (use). 

[(4.)  The  Board  of  Trade  may,  however,  if  it  appears 
expedient,  refer  the  appeal  to  the  Court,  and  in  that  event 
the  Court  shall  have  jurisdiction  to  hear  and  determine  the 
appeal,  and  may  make  such  order  as  aforesaid.] 

See  last  note. 

An  order  of  the  Court,  disallowing  an  opp3Sition,  must  be  serred  on 
the  oomptcoUer,  Rule  46,  p.  602. 
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Afisig^iiieiit 
and  traiLB- 
miflsion  of 
trade-mArk. 


Conflioting 
claims  to 
r^^tration. 


BefitrictioDB 
oni^giBtra- 
tioii. 


[(5.)  If  the  applioant  abandons  his  application  after  notioe 
of  opposition  in  pursuance  of  this  section,  ne  shall  be  liable  to 
pay  to  the  opponent  such  costs  in  respect  of  the  opposition  as 
the  comptroUer  may  determine  to  be  reasonable.] 

The  power  to  give  ooets  in  respect  of  an  abandoned  application  was 
conferred,  at  the  suggestion  of  Lord  Hersohell's  Committee,  with  a  view 
to  spare  owners  of  registered  trade-marks  the  expense  of  oonteatizig 
unwarrantable  applications  to  reg^ter  marks  which  would  prejudioe 
their  rights. 

There  is  no  power  to  giTe  costs,  in  respect  of  proceedings  before  Uie 
comptroller,  against  an  opponent:  Australian  Wine  Importeni*  Tm.^  41 
C.  D.  278  ;  6  E.  P.  G.  311  (1889),  G.  A. ;  Brandreth's  Tm.,  9  C.  D.  618 
(1878),  Jessel,  M.B. 

[(6.)  Where  the  opponent  is  out  of  the  United  Kingdom, 
he  shall  give  the  comptroller  an  address  for  serrice  in  the 
United  Kingdom.] 

Page  82. 

70.  A  trade-mark,  when  registered,  shall  be  assigned  and 
transmitted  only  in  connexion  with  the  goodwill  of  the  busi- 
ness concerned  in  the  particular  goods  or  classes  of  goods  for 
which  it  has  been  registered,  and  shall  be  determinable  with 
that  goodwill. 

Glasses  of  gfoods,  sect.  65.  Beg^tration  is  restricted  to  the  goods  for 
whidb  the  mark  is  reg^tered,  p.  256 ;  and  trade-mark  rights  are  limited 
by  the  actual  signification  of  the  trade-marks,  that  is,  to  the  goods  of  the 
original  proprietor,  or  his  successor  in  business,  upon  which  it  has  been 
used,  pp.  31,  256,  304. 

Assignment  and  deyolution,  Ghap.  XIII.,  p.  272. 

Assignment  where  a  mark  has  oeen  registered  in  the  wrong  name, 
pp.  62,  236. 

Registration  of  acaignments  and  transmissionB,  sects.  78  and  87* 
Bules  36  to  40,  p.  601.  Form  of  request  for  the  registration  of  a  sub* 
sequent  proprietor,  Form  K.,  p.  611.  Such  registration  is  not  essential 
in  order  to  enable  the  subsequent  proprietor  to  sue  for  infringement: 
IhUe  V.  Eenshawy  31  0.  D.  823 ;  8  R.  P.  G.  16  (1886),  North,  J. 

Determination  of  trade -mark  rights,  Ghap.  XI V.,  p.  283. 

71.  Where  each  of  several  persons  claims  to  be  registered 
as  proprietor  of  the  same  trade-mark,  the  comptroller  may 
refuse  to  register  any  of  them  until  their  ric^hts  have  been 
determined  according  to  law,  and  the  comptroUer  may  himself 
submit  or  require  the  claimants  to  submit  their  rights  to  the 
Court. 

Page  177,  Rules  44  and  45,  p.  602.  Tlie  comptroller  may  require  a 
written  or  oral  explanation  from  any  of  the  claimants  in  rega^  to  his 
claim.  Rule  43,  p.  603.  Old  marks,  up  to  three,  which  have  existed 
independently  as  trade-marks,  are  alio  wed  to  be  registered ;  if  there  are 
more  than  three,  they  are  treated  as  common  marks:  see  the  ''three 
marks  rule,"  pp.  172,  177,  and  sect.  74  (3). 

An  old  mark  may  be  registered  although  a  similar  mark  has  been  on. 
the  register  for  five  years :  Jackson  y.  Napper^  p.  326. 

72.  (1.)  Except  where  the  Court  has  decided  that  two  or 
more  persons  are  entitled  to  be  registered  as  proprietors  of 
the  same  trade-mark,  the  comptroller  shall  not  renter  in 
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respect  of  the  same  goods  or  description  of  goods  a  trade- 
mark identical  with  one  already  on  the  register  with  respect 
to  such  goods  or  description  of  goods. 

BnpHcate  marks,  Chap.  X.,  p.  176. 
*'£KC8pt,  &c.,"  lefers  to  sect.  71. 
Saioe  ffooda  or  desoriptioii  of  goods,  180. 

An  order  of  the  Court,  allowing  registration  under  this  seotion,  mnst 
be  serred  on  the  comptroller,  Bule  46,  p.  602. 

(2.)  [Except  as  aforesaid]  the  comptroller  shall  not  register  Act,  1888, 
with  respect  to  the  same  goods  or  description  of  goods  a  ^-  ^^' 
trade-mark  so  nearly  resembling  [having  such  resemblance  to] 
a  trade-mark  already  on  the  register  with  respect  to  such 
goods  or  description  of  goods  as  to  be  calculated  to  deceive. 

See  last  note. 

Hark  resemblinp^  a  registered  mark,  Chap.  XII.,  pp.  182  to  209. 

Comptroller's  direction,  p.  63. 

73.  It  shall  not  be  lawful  to  register  as  part  of  or  in  Farther  re- 
combination with  a  trade-mark  any  words  the  exclusive  use  of  striotion  on 
which  would  by  reason  of  their  being  calculated  to  deceive  or  registration, 
otherwise,  be  deemed  disentitled  to  protection  in  a  court  of  -^^J*  1®®®» 
justice,  or  any  scandalous  design.  ^'     * 

DeoeptiTe  marks,  Chap.  XIII.,  pp.  209  to  217. 

^'ExclnsiTe''  was  omitted  as  misleading,  at  the  snggestion  of  Lord 
Henohell's  Committee,  Report  of  1888,  p.  ziii. 

Of.  sect.  86,  which  forbids  the  registration  of  a  trade-mark,  the  use  of 
wHch  wonld,  in  the  comptroller's  opinion,  be  contrary  to  law  or  morality. 

74.  (1.)  Nothing  in  this  Act  shall  be  construed  to  prevent  Saving  for 
the  comptroller  entering  on  the  register,  in  the  prescribed  ppwCT  to  pro- 
manner,  and   subject   to  the  prescribed   conditions,  as  an  ^^®  SLot*"^ 
addition  to  any  trade-mark—  ^  roS^ 

(a)  In  the  case  of  an  application  for  registration  of  a  trade-  marks  as 

mark  used  before  the  thirteenth  day  of  August  one  additions  to 
thousand  eight  hundred  and  seventy-five—  trade-marks. 

Any  distinctive  device,  mark,  brand,  heading,  label, 
ticket,  letter,  word,  or  figure,  or  combination  of  letters, 
words,  or  figures,  though  the  same  is  common  to  the 
trade  in  the  goods  with  respect  to  which  the  applica- 
tion is  made ; 

(b)  In  the  case  of  an  amplication  for  registration  of  a  trade- 

mark not  used  before  the  thirteenth  day  of  August 
one  thousand  eight  hundred  and  seventy-five — 

Any  distinctive  word  or  combination  of  words, 
though  the  same  is  common  to  the  trade  in  the  goods 
with  respect  to  which  the  application  is  made ; 

Additions  and  disclaimers.  Chap.  IX.,  p.  164 ;  cf.  sect.  64  (2). 

**  Distinctive  "  means  primd  facie  distinctiye :  Burland  y.  JBroxbum  Oil 
Co.f  42  C.  D.  274 ;  6  B.  P.  C.  482  (1889) ;  for  its  meaning  in  sect.  64, 
•eepp.  118— 127. 
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<<  Common  to  the  trade"  means  open  to  the  trade,  p.  171 ;  Bee  the 
case  last  oited. 

Glanse  (a),  dealing  with  old  marks,  is  -wider  than  danse  (b),  becanee 
the  policy  of  the  Acts  is  to  register  old  marks  exactly  as  they  were  used : 
p.  170;  FhiUipa'  Tm.,  (1891)  3  Ch.  139;  8  R.  P.  C.  469,  Chitty,  J.  ; 
Mmry  Clay  #  Co.U  Tm.,  (1892)  3  Ch.  649 ;   9  R.  P.  C.  449,  Kekewich,  J. 

Repealed.  (2.)  The  applicant  for  entry  of  any  such  common  particular 

Act,  1888,        or  particulars  must,  however^  disclaim  in  his  application  any 
B*  16-  right  to  the  exclusive  use  of  the  same,  and  a  copy  of  the  dis^ 

claimer  shall  he  entered  on  the  register. 

Act,  1888,  [(2.)  The  applicant  for  registration  of  any  such  addition 

B-  16*  must,  however,  state  in  his  application  the  essential  par* 

ticulars  of  the  trade-mark,  and  must  disclaim  in  his  appuca- 
tion  any  right  to  the  exclusive  use  of  the  added  matter,  and  a 
copy  of  the  statement  and  disclaimer  shall  be  entered  on  the 
register. 

Provided  that  a  person  need  not  under  this  section  dis- 
claim his  own  name  or  the  foreign  equivalent  thereof,  or  his 
place  of  business,  but  no  entry  of  any  such  name  shall  a^ect 
the  right  of  any  owner  of  the  same  name  to  use  that  name  or 
the  foreign  equivalent  thereof.] 

The  amendment  is  in  accord  with  that  of  sect.  64  (2)  and  (3)  (i),  p.  166. 
Right  to  honestly  trade  under  one*s  own  name,  pp.  167,  420  et  uq» 

(3.)  Any  device,  mark,  brand,  heading,  label,  ticket,  letter, 
word,  figure,  or  combination  of  letters,  words,  or  figures,  which 
was  or  were,  before  the  thirteenth  day  of  August  one  thousand 
eight  hundred  and  seventy-five,  publicly  used  by  more  than 
three  persons  on  the  same  or  a  similar  description  of  goods 
shall,  for  the  purposes  of  this  section,  be  deemed  common  to 
the  trade  in  such  goods. 

The  "  three  mark  rule,"  ]jp.  172,  177. 

13th  of  Augost,  1875,  is  the  date  of  oommeDoement  of  the  first 
Registration  Act. 

Effect  of  Registration, 

Registration         75.  Registration  of  a   trade-mark   shall   he  deemed   to    he 

equivalent  to    equivalent  to  public  use  of  the  trade-mark, 

puhlic  use. 

Act  1888  [Application  for  registration  of  a  trade-mark    shall   be 

B.  17.  '  deemed  to  be  equivalent  to  public  use  of  the  trade-mark,  and 
the  date  of  the  application  shall  for  the  purposes  of  this  Act 
be  deemed  to  be,  and  as  from  the  first  day  of  January  one 
thousand  eight  hundred  and  seventy-six  to  have  been,  the 
date  of  the  registration.] 

Page  254. 

Effect  of  registration.  Chap.  XII.,  p.  252.    As  to  the  aoquisitiQii  of 
trade-marks  by  user,  see  Chap.  II.,  p.  24. 
Date  of  application.    It  was  the  practice,  from  the  first,  to  XQgiater  the 
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-:■  as  of  the  date  when  the  application  was  reoeiyed  by  the  registrar, 
)  Kule  20  of  the  Roles  of  1876,  and  Role  32  of  the  Boles  of  1883.    The 

ameodmeiit  was  made  to  give  this  praotioe  statotoiy  aothozitj ;  report  of 

Lord  Herschell'B  Committee,  p.  xiu. 
Entry  poet-dated,  Saywar^i  Cau,  p.  235. 

76.  The  registration  of  a  person  as  proprietor  of  a  trade-  Bight  of  first 
mark  shall  he  prima  facie  evidence  of  his  right  to  the  exdnsive  proprietor  to 
use  of  the  trade-mark,  and  shall,  after  the  expiration  of  five  ^^J^f  ^^ 
years  from  the  date  of  the  registration,  he  condusive  evidence  ^nRrir, 

of  his  ri^ht  to  the  exclusive  use  of  the  trade-mark,  subject  to 
the  provisions  of  this  Act. 

Page  255.  Begistration  is  evidence  of  title,  conolosiye  only  after  five 
years,  pp.  304,  324. 

Bechncation  of  the  register  after  five  ^ears,  pp.  229^  258. 

Test  of  infringement  where  the  registered  mark  is  actoally  copied, 
p.  312. 

See  note  to  sect.  71. 

77.  A  person  shaU  not  he  entitled  to  institute  any  pro-  Bestriotions 
ceeding  to  prevent  or  to  recover  damages  for  the  infringement  on  actions  for 
of  a  trade-mark  unless,  in  the  case  of  a  trade-mark  capable  »nfr"^g^©iit> 
of  being  registered  under  this  Act,  it  has  been  registered  in  J^ action  in*^^ 
pursuance  of  this  Act,  or  of  an  enactment  repealed  by  this  oertain  oases. 
Act,  or,  in  the  case  of  any  other  trade-mark  in  use  before  the 
thirteenth  of  August  one  thousand  eight  hundred  and  seventy- 
five,  registration  thereof  under  this  part  of  this  Act,  or  of  an 
enactment  repealed  by  this  Act,   hajs    been  refused.    The 
comptroller  may,  on  request,  and  on  payment  of  the  pre- 
scribed fee,  grant  a  certificate  that  such  registration  luu9  been 

xefosed. 

BegistEmtion  as  a  condition  precedent  to  an  action  for  infringement, 
p.  260. 

The  prohibition  does  not  affect  actions  for  passing  off,  pp.  265,  382. 
It  apphes  to  foreigners,  pp.  264,  300. 

13tk  of  Aognst,  1875,  is  the  date  of  commencement  of  the  first 
BArifltration  Act. 

Certificate,  p.  264 ;  Bole  60,  p.  605 ;  Instmctions  35,  p.  633 ;  Form 
d  application,  Fozm  L.,  p.  611 ;  Fee  1/. 

[77a.  In  an  action  for  infringement  of  a  registered  trade-  Certificate  as 
mark  the  Court  or  a  judge  may  certify  that  the  right  to  the  *o  exclusive 
exclusive  use  of  the  trade-mark  came  in  question,  and  if  the  ^  ^^  ^^** 
Court  or  a  judge  so  certifies,  then  in  any  subsequent  action  .  .  .' 
for  infringement  the  plaintiff  in  that  action,  on  obtaining  a  ^^  ^g^       ' 
final  order  or  judgment  in  his  favour,  shall  have  his  full  costs, 
eharges,  and  expenses  as  between  solicitor  and  client,  unless 
ike  Court  or  judge  trying  Ihe  subsequent  action  certifies  that 
he  ought  not  to  have  the  same.] 

Pap  370. 

This  section  was  added  on  the  precedent  of  sect.  31,  which  applied  to 
'  patent  actions  only. 
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Reprister  of 
trade-xnarkB. 


Removal  of 
trade-mark 
after  fourteen 
years,  nnless 
fee  paid. 


Register  of  Trade-Marks, 

78.  There  shall  be  kept  at  the  patent  office  a  book  called 
the  Eegister  of  Trade-Marks,  wherein  shall  be  entered  the 
names  and  addresses  of  proprietors  of  registered  trade-marks, 
notifications  of  assignments  and  of  transmissions  of  trade- 
marks, and  such  other  matters  as  may  be  from  time  to  time 
prescribed. 

Cf.  sect.  87. 

The  register,  Chap.  III.,  p.  52.  The  date  of  the  application  for  regis- 
tration, and  such  otner  particulars  as  the  comptroller  thinks  necessary, 
are  to  be  entered.  Rule  34,  p.  6i)l. 

An  application  to  the  Court  has  been  allowed  under  this  section  where 
the  comptroller  refused  to  register  an  assignment^  p.  280 ;  JBancroft*9 
Tm.y  5  R.  P.  C.  209  (1888),  Stirling,  J. 

Qu<gre,  whether  an  abandoned  mark  can  be  remoyed  under  the  seotioii, 
p.  291. 

79.  (1.)  At  a  time  not  being  less  than  two  months  nor  more 
than  three  months  before  the  expiration  of  fourteen  years 
from  the  date  of  the  registration  of  a  trade-mark,  the  comp- 
troller shall  send  notice  to  the  registered  proprietor  that  the 
trade-mark  will  be  removed  from  the  register  unless  the 
proprietor  pays  to  the  comptroller  before  the  expiration  of 
such  fourteen  years  (naming  the  date  at  which  the  same  will 
expire)  the  prescribed  fee  :  and  if  such  fee  be  not  previously 
paid,  he  shall  at  the  expiration  of  one  month  from  the  date  of 
the  giving  of  the  first  notice  send  a  second  notice  to  the  same 
effect. 

Page  292.    The  cause  of  the  removal  is  to  be  entered,  Rule  47,  p.  602. 

(2.)  If  such  fee  be  not  paid  before  the  expiration  of  such 
fourteen  years  the  comptroller  may  after  the  end  of  three 
months  from  the  expiration  of  such  fourteen  years  remove  the 
mark  from  the  register,  and  so  from  time  to  time  at  the 
expiration  of  every  period  of  fourteen  years. 

Fee  1/.,  Form  Z.,  p.  616. 

(3.)  If  before  the  expiration  of  the  said  three  months  the 
registered  proprietor  pays  the  said  fee  together  with  the 
additional  prescribed  fee,  the  comptroller  may  without  re- 
moving such  trademark  from  the  register  accept  the  said  fee 
as  if  it  had  been  paid  before  the  expiration  of  the  said 
fourteen  years. 

Additional  fee,  10«.,  Form  Y.,  p.  616. 

(4.)  Where  after  the  said  three  months  a  trade-mark  has 
been  removed  from  the  register  for  non-payment  of  the 
prescribed  fee,  the  comptroller  may,  if  satisfied  that  it  is  just 
BO  to  do,  restore  such  trade-mark  to  the  register  on  payment 
of  the  prescribed  additional  fee. 

Additional  fee,  1/.,  Form  Z.,  p.  617. 
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(5.)  Where  a  trade-mark  has  been    removed  from  the 
register  for  non-pajment  of  the  fee  or  otherwise,  such  trade- 
mark shall  nevertheless  for  the  purpose  of  any  application  for  Act,  1888, 
registration  during  the  five  years  [one  year]  next  after  the  s- 19>  sub-s.  1. 
date  of  such  removal,  be  deemed  to  be  a  trad.e-mark  which  is 
already  registered  [unless  it  is  shown  to  the  satisfaction  of  the  Act,  1888, 
comptroller  that  the  non-payment  of  the  fee  arises  from  the  ».  19,  aob-s.  2. 
death  or  bankruptcy  of  the  registered  proprietor,  or  from  his 
having  ceased  to  carry  on  business,   and  that  no  person 
claiming  under  that  proprietor  or  under  his  bankruptcy  is 
using  the  trade-mark.] 


F^293. 


Fees. 


80.  There  shall  be  paid  in  respect  of  applications  and  regis-  Fees  for 
tration  and  other  matters  under  this  part  of  this  Act,  such  registration, 
fees  as  may  be  from  time  to  time,  with  the  sanction  of  the  *°' 
Treasury,  prescribed  by  the  Board  of  Trade ;  and  such  fees 

shall  be  levied  and  paid  to  the  account  of  her  Majesty's 
Exchequer  in  such  manner  as  the  Treasury  may  from  time  to 
time  direct. 

List  of  fees,  p.  606. 

Sheffield  Marks. 

81.  With  respect  to  the  master,  wardens,  searchers,  assis-  Begistratioii 
tants,  and  commonalty  of  the  Company  of  Cutlers  in  Hallam-  Ijy  Cutlers' 
.Bbire,  in  the  county  of  York  (in  this  Act  called  the  Cutlers'  ^^^^  ^^ 
Company)  and   the  marks  or  devices   (in  this  Act  called  ^jj^^g 
Sheffield  marks)  assigned  or  registered  by  the  master,  wardens, 
searchers,  and  assistants  of  that  company,  the  following  pro- 
visions shall  have  effect : 

Sheffield  marks,  Chap.  YI.,  p.  91,  Rules  66  to  59,  p.  604. 
'* Metal  goods  "  is  defined  in  sub-sect.  (14). 

(1.)  The  Cutlers'  Company  shall  establish  and  keep  at 
Sheffield  a  new  register  of  trade-marks  (in  this  Act 
called  the  Sheffield  register)  : 

(2.)  The  Cutlers^  Company  shall  enter  in  the  Sheffield  regis'  Act,  1888, 

teTf  in  respect  of  cutlery y  edge  tools,  or  raw  steel  and  s.  20,  sub-s.  1. 
the  goods  mentioned  in  the  next  sub- section  all  the  trade' 
marks  entered  before  the  commencement  of  this  Act  in 
respect  of  cutlery,  edge  tools,  or  raw  steel  and  such 
goods  in  the  register  established  under  the  Trade- 
Marks  Registration  Act,  1875,  belonging  to  persons 
carrying  on  business  in  Hallamshire,  or  within  six 
miles  thereof,  and  shall  also  enter  in  such  register^ 
in   respect  of  the  same  goods,  all    the   trade-marks 

K.  0  0 
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which  shall  have  been  assigned  by  the  Cutlers*  Com^ 
party  and  actually  used  before  the  commencement  of 
this  Act,  but  which  have  not  been  entered  in  the  register 
established  under  the  Trade-Marks  Registration  Aci^ 
1875: 
Act,  1888,  [(2.)  The  Cutlers'  Company  shall  enter  in  the  Sheffield 

fl.  20, 8ub-8. 1.  register,  in  respect  of  metal  goods  as  defined  in  this 

section,  all  the  trade-marks  entered  before  the  first 
day  of  January  one  thousand  eight  hundred  'and 
eighty-nine  in  respect  of  metal  goods  either  in  the 
38  &  39  Vict.  register  established  under  the  Trade-Marks  Eegis- 

0-  ^1«  tration  Act,  1875,  or  in  the  register  of  trade-marks 

under  this  Act,  belonging  to  persons  carrying  on 
business  in  Hallamshire  or  within  six  miles  thereof. 
The  Cutlers'  Company  shall  also,  on  request  made 
in  the  prescribed  manner,  enter  in  the  Sheffield 
register,  in  respect  of  metal  goods,  aU  the  trade- 
marks which  shall  have  been  assigned  by  the 
Cutlers'  Company  and  actually  used  before  the  first 
day  of  January  one  thousand  eight  hundred  and 
eighty-four,  bnt  which  have  not  been  entered  in 
either  of  the  said  othei^  registers  :] 

(3.)  An  application  for  registration  of  a  trade-mark  nsed 
on  cutlery^  edge  tools,  or  on  raw  steel,  or  on  goods 
made  of  steel,  or  of  steel  and  iron  combined,  whether 
Act,  1888,  with  or  without  a  cutting  edge  [on  metal  goods]  shall, 

B.  20, 8ub-8. 2.  if  made  after  the  commencement  of  this  Act  by  a 

person  carrying  on  business  in  Hallamshire,  or 
within  six  miles  thereof,  be  made  to  the  Cutlers' 
Company : 

(4.)  Every  application  so  made  to  the  Cutlers'  Company 
shall  be  notified  to  the  comptroller  in  the  prescribed 
manner,  and  unless  the  comptroller  within  the  pre- 
scribed time  gives  notice  to  the  Cutlers'  Company 
that  he  objects  to  the  acceptance  of  the  application, 
it  shall  be  proceeded  with  by  the  Cutlers*  Uompany 
in  the  prescribed  manner : 

(5.)  If  the  comptroller  gives  notice  of  objection  as  afore- 
said, the  application  shall  not  be  proceeded  with  by 
the  Cutlers'  Company,  but  any  person  aggrieved 
may  appeal  to  the  Court : 

(6.)  Upon  the  registration  of  a  trade-mark  in  the  Sheffield 
register  the  Cutiers'  Company  shall  give  notice 
thereof  to  the  comptroller,  who  shall  thereupon 
enter  the  mark  in  the  register  of  trade-marks ;  and 
such  registration  shall  bear  date  as  of  the  day  of 
application  to  the  Cutlers'  Company,  and  have  the 
same  effect  as  if  the  application  had  been  made  to 
the  comptroller  on  that  day : 
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(7.)  The  prov*8to7is  of  this  Acty  and  of  any  general  rules  Act,  1888, 

made  under  this  Act,  with  respect  to  application  for  *•  20,  sub-e,  3. 

registration  in  the  register  of  trade-marks,  the  effect  of 

such  registration,  and  the  assignment  and  transmission 

of  rights  in  a  registered  trade-mark  shall  apply  in  the 

case  of  applications  and  registration  in  the  Sheffield 

register  ;  and  notice  of  every  entry  made  in  the  Sheffield 

register  must  be  given  to  the  comptroller  by  the  Cutlers^ 

Company,  save  and  except  that  the  provisions  of  this 

sub-section  shall  not  prejudice  or  affect  any  life,  estate, 

and  interest  of  a  widow  of  the  holder  of  any  Sheffield 

mark  which  may  be  in  force  in  respect  of  such  mark  at 

the  time  when  it  shall  be  placed  upon  the  Sheffield 

register : 

[(7.)  The  provisions  of  this  Act  and  of  any  general  rules  Act,  1888, 

made  under  this  Act  with  respect  to  the  registration  b-  20,  Bub-s.  3. 

of  trade- marks,  and  all  matters  relating  thereto, 

shall,  subject  to  the  provisions  of  this  section,  apply 

to  the  registration  of  trade-marks  on  metal  goods  by 

the  Cutlers*  Company,  and  to  all  matters  relating 

thereto;  and  this  Act  and  any  such  general  rules 

shall,  so  far  as  applicable,  be  construed  accordingly 

with  the  substitution  of  the  Cutlers'  Company,  the 

office  of  the  Cutlers'  Company,  and  the  Sheffield 

register,  for  the  comptroller,  the  Patent  Office,  and 

the   Begister    of  Trade-Marks,  respectively;    and 

notice  of   every  entry,   cancellation,   or   correction 

made  in  the  Sheffield  register  shall  be  given  to  the 

comptroller  by  the  Cutlers'  Company :  provided  that 

this  section  shall  not  affect  any  life  estate  and  interest 

of  a  widow  of  the  holder  of  any  Sheffield  mark  which 

may  be  in  force  in  respect  of  such  mark  at  the  time 

when  it  shall  be  placed  upon  the  Sheffield  register :] 

(8.)  Where  the  comptroller  receives  from  any  person  not 
carrying  on  business  in  Hallamshire  or  within  six 
miles  thereof  an  application  for  registration  of  a 
trade-mark  used  on  cutlery,  edge  tools,  or  on  raw 
steel,  or  on  goods  made  of  steel,  or  of  steel  and  iron 
combined,  whether  with  or  without  a  cutting  edge  [on  Act,  1888, 
metal  goods],  he  shall  in  the  prescribed  manner  s,  20,  sub-s.  2. 
notify  the  application  and  proceedings  thereon  to 
the  Cutlers*  Company : 

(9.)  At  the  expiration  of  five  years  from  the  commence- 
ment of  this  Act  the  Cutlers'  Company  shall  close 
the  Cutlers'  register  of  corporate  trade-marks,  and 
thereupon  all  marks  entered  therein  shall,  unless 
entered  in  the  Sheffield  register,  be  deemed  to  have 
been  abandoned: 

(10.)  A  person  may  (notwithstanding  anything  in  any  Act 
oo2 
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relating  to  the  Cutlers'  Company)  be  registered  in 
the  Sheffield  register  as  proprietor  of  two  or  more 
trade-marks : 

(11.)  A  body  of  persons,  corporate  or  not  corporate,  may 
(notwithstanding  anything  in  any  Act  relating  to 
the  Cutlers'  Company)  be  registered  in  the  Sheffield 
register  as  proprietor  of  a  trade-mark  or  trade- 
marks : 

(12.)  Any  person  aggrieved  by  a  decision  of  the  Cutlers' 
Company  in  respect  of  anything  done  or  omitted 
under  this  Act  may,  in  the  prescribed  manner, 
appeal  to  the  comptroller,  who  shall  have  power 
to  confirm  reverse  or  modify  the  decision,  but  the 
decision  of  the  comptroller  shall  be  subject  to  a 
further  appeal  to  the  Court : 

Person  aggrieved,  of.  sect.  90,  p.  221. 

(13.)  So  much  of  the  Cutlers'  Company's  Acts  as  applies  to 
the  siunmary  punishment  of  persons  coimterfeiting 
Sheffield  corporate  marks,  that  is  to  say,  the  fifth 
section  of  the  Cutlers'  Company's  Act  of  1814,  and 
the  provisions  in  relation  to  the  recovery  and  appli- 
cation of  the  penalty  imposed  by  such  last-mentioned 
section  contained  in  the  Cutlers'  Company's  Act  of 
1791,  shall  apply  to  any  mark  entered  in  the  Sheffield 
register : 

See  pp.  92  and  544. 

Act,  1888,  [(l^O  ^or  the  purposes  of  this  section  the  expression 

8. 20,  sub-s.  4.  "  metal  goods  "  means  all  metals,  whether  wrought, 

unwrought,  or  partly  wrought,  and  aU  goods  com- 
posed wholly  or  partly  of  any  metal.] 
[(15.)  For  the  purpose  of  legal  proceedings  in  relation  to 
trade-marks  entered  in  the  Sheffield  register  a  certi- 
ficate under  the  hand  of  the  master  of  the  Cutlers' 
Company  shall  have  the  same  effect  as  the  certificate 
of  the  comptroller.] 
Certificate  of  the  comptroller,  sect.  96,  Bule  60,  p.  605. 

PART  v.— General. 
Patent  Office  and  Proceedings  thereat. 

Patent  Office.       82.  (1.)  The  Treasury  may  provide  for  the  purposes  of  this 
Act  an  office  with  all  requisite  buildings  and  conveniences, 
which  shall  be  called,  and  is  in  this  Act  referred  to  as,  the 
Patent  Office. 
As  to  the  Patent  Office,  Trade-Marks  Brancb,  see  Chap.  III.,  p.  52. 

(2.)  Until  a  new  patent  office  is  provided,  the  offices  of  the 
Commissioners  of  Patents  for  inventions  and  for  the  registra- 
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tion  of  designs  and  trade-marks  existing  at  the  commencement 
of  this  Act  shall  be  the  patent  office  within  the  meaning  of 
this  Act. 

(3.)  The  patent  office  shall  he  under  the  immediate  control 
of  an  officer  called  the  comptroller-general  of  patents,  designs, 
and  trade-marks,  who  shall  act  under  the  superintendence 
and  direction  of  the  Board  of  Trade. 

Pages  53,  67. 

(4.)  Any  act  or  thing  directed  to  be  done  by  or  to  the 
<xnnptroller  may,  in  his  absence,  be  done  by  or  to  any  officer 
lor  me  time  being  in  that  behalf  authorized  by  the  Board  of 
Trade. 

83.  (1.)  The  Board  of  Trade  may  at  any  time  after  the  Officers  and 
passing  of  this  Act,  and  from  time  to  time,  subject  to  the  ^l®'^- 
approval  of  the  Treasury,  appoint  the  compiroUer-general  of 

patents,  designs,  and  trade-marks,  and  so  many  examiners 
and  other  officers  and  clerks  with  such  designations  and 
duties  as  the  Board  of  Trade  think  £t,  and  may  from  time  to 
time  remove  any  of  those  officers  and  clerks. 

(2.)  The  salaries  of  those  officers  and  clerks  shall  be 
appointed  by  the  Board  of  Trade,  with  the  concurrence  of 
the  Treasury,  and  the  same  and  the  other  expenses  of  the 
execution  of  this  Act  shall  be  paid  out  of  money  provided  by 
Parliament. 

84.  There  shall  be  a  seal  for  the  patent  office,  and  im-  Seal  of  patent 
pressions  thereof  shaU  be  judicially  noticed  and  admitted  in  ^^^* 
evidence. 

Gf.  sect.  89,  sealed  and  certified  copies  of  the  registers ;  and  sect.  96, 
the  oertificate  of  the  comptroller  to  be  evidence. 

85.  There  shall  not  be  entered  in  any  register  kept  under  Tmst  not  to 
this  Act,  or  be  receivable  by  the  comptroller,  any  notice  ^  entered  in 
of  any  trust  expressed,  implied,  or  constructive.  registers. 

The  section  does  not  forbid  the  entry  of  a  note  upon  the  register 
stating  the  effect  of  an  undertaking  limiting  the  right  of  user  of  the 
trade-mark,  see  pp.  54,  90  (class  of  goods),  163  (colour],  182  (use  of 
mark),  235  (note  entered  under  sect.  90). 

By  reason  of  this  section,  and  sect.  87|  the  registered  proprietor  can 
make  a  good  title  to  any  purchaser  of  the  trade-mark  and  A  the  goodwill 
of  the  business  concerned  (sect.  70),  who  has  no  notice  of  any  equitable 
rights  in  the  trade-mark  or  goodwill  existing  in  any  third  person. 

86.  The  comptroller  may  refuse  to  grant  a  patent  for  an  Befnsal  to 
invention,  or  to  register  a  design  or  trade-mark,  of  which  the  ?«"^*  patent, 
use  would,  in  his  opinion,  be  contrary  to  law  or  morality.  ^we^  <»rtam 

Of.  sect.  73. 
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Act,  1888, 
B.  21. 


Entiy  <rf  87.  Where  a  person  becomes  entitled  by  assignment,  trans- 

aaffl^menta  mission,  or  other  operation  of  law  to  a  patent,  or  to  the  copy- 
mLsiSski  right  in  a  registered  design,  or  to  a  registered  trade-mark, 
regiatera.  the  comptroller  shall  on  request,  and  on  proof  of  title  to  his 
satisfaction,  cause  the  name  of  such  person  to  be  entered  as 
proprietor  of  the  patent,  copyright  in  the  design,  or  trade- 
mark, in  the  register  of  patents,  designs,  or  trade-marks,  as 
the  case  may  be.  The  person  for  the  time  being  entered 
in  the  register  of  patents,  designs,  or  trade-marks,  as  pro- 
prietor of  a  patent,  copyright  in  a  design  or  trade-mark 
as  the  case  may  be,  shall,  subject  to  [the  provisions  of  this 
Act  and  to]  any  rights  appearing  from  such  register  to  be 
vested  in  any  other  person,  have  power  absolutely  to  assign, 
grant  licences  as  to,  or  otherwise  deal  with,  the  same  and  to 
give  effectual  receipts  for  any  consideration  for  such  assign- 
ment, licence,  or  dealing.  Provided  that  any  equities  in 
respect  of  such  patent,  design,  or  trade-mark  may  be  enforced 
In  like  manner  as  in  respect  of  any  other  personal  property. 

Assigimieiit  and  deyolution  of  trade-marks,  Chap.  XIII.,  p.  272. 
Kegisfcration  of  asaigninents,  p.  278,  Rules  36  to  40,  p.  601. 

Licence  to  use  a  trade-znark,  p.  281.  Licensee  cannot  sae,  pp.  282, 
302.    Licence  as  a  defence  in  an  infringement  action,  p.  333. 

88.  Every  register  kept  under  this  Act  shall  at  all  con- 
venient times  be  open  to  the  inspection  of  the  public,  subject 
to  [the  provisions  of  this  Act  and  to]  such  regiUations  as  may- 
be prescribed;  and  certified  copies,  sealed  with  the  seal  of 
the  patent  office,  of  any  entry  in  any  such  register  shall  bo 
given  to  any  person  requiring  the  same  on  payment  of  the 
prescribed  fee. 

Inspection,  searches  and  indexes,  pp.  55,  56.  Honrs  of  inspection., 
Bnle  52,  p.  603.  Searches,  Instructions  7,  p.  628.  Fees,  for  inspeotioii 
or  searching,  1«.  for  every  quarter  of  an  hour;  for  office  copy  of 
documents,  for  every  100  words  (but  neyer  less  than  1».),  4d. ;  for 
certifying  office  copies,  MS.  or  printed.  Is. 

Sealed  copies  89.  Printed  or  written  copies  or  extracts,  purporting  to  be 
to  be  received  certified  by  the  comptroller  and  sealed  with  the  seal  of  the 
mevi  ence.  patent  office,  of  or  from  patents  specifications  disclaimers 
and  other  documents  in  the  patent  office,  and  of  or  from 
re^sters  and  other  books  kept  there,  shall  be  admitted  ia 
evidence  in  all  Ck)urt6  in  her  Majesty's  dominions,  and  in  all 
proceedings,  without  further  proof  or  production  of  the 
originals. 

Cf .  sect.  84,  seal  of  the  patent  office ;  and  sect.  96,  the  certificate  of 
the  comptroller. 
Fees,  see  sect.  88. 

Rectification  90.  (1.)  The  Court  may  on  the  application  of  any  person 

b^^ourt"  aggrieved  by  the  omission  without  suffixrient  cause  of  the 

^^  ^888  ^^^^  of  any  person  [or  of  any  other  particulars]  from  anj 
8.  23.       ' 


Inspection 
of  and  ex- 
tracts from 
reg^ters. 
Act,  1888, 
ft,  22, 
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Tegister  kept  imder  this  Act,  or  by  any  entry  made  without 
soffident  cause  in  any  such  register,  make  such  order  for 
snaking,  expunging, 'or  varying  the  entry,  as  the  Court  thinks 
fit ;  or  the  Court  may  refuse  the  application ;  and  in  either 
case  may  make  such  order  with  respect  to  the  costs  of  the 
proceedmgs  as  the  Court  thinks  fit. 

Kectifioation  of  the  register,  Chap.  XI.,  p.  218.    As  a  defence,  p.  838. 

An  entry  may  be  rectified  after  five  years'  registration,  notwithstanding 
Mwt.  76,  p.  258. 

Costs,  p.  244.    Security  for  costs  by  a  foreigner,  p.  241. 

Procedure,  p.  237.  Four  dear  days'  notice  of  l^e  application  must  be 
glTen  to  the  comptroller,  Rule  49,  p.  603. 

Forms,  p.  642.    Fee,  10<. 

(2.)  The  Court  may  in  any  proceeding  under  this  section 
decide  any  question  that  it  may  be  necessary  or  expedient  to 
decide  for  the  rectification  of  a  register,  and  may  direct  an 
issue  to  be  tried  for  the  decision  of  any  question  of  fact,  and 
may  award  damages  to  the  party  aggrieyed. 

Damages,  p.  243. 

(3.)  Any  order  of  the  Court  rectifying  a  register  shall 
dizHBct  that  due  notice  of  the  rectification  be  given  to  the 
comptroller. 

An  office  copy  of  the  order,  with  a  notice  in  Form  N.,  p.  612,  must  be 
left  at  the  patent  office  forthwith,  Bule  46,  p.  602.  Publication  of  the 
Qxder,  Rule  50,  p.  603. 

91.  The  comptroller  may,   on  request  in  writing  accom-  Power  for 
panied  by  the  prescribed  fee —  comptroller 

(a)  Correct  any  clerical  error  in  or  in  connexion  with  an  *?  ^^®°* 

application  for  a  patent,   or  for  registration  of  a      ^     errors, 
design  or  trade-mark ;  or 

Pages  70,  76.    The  comptroUer  has  a  general  power  to  amend  docu- 
ments and  correct  irregularities  in  procedure  under  Kule  54,  p.  71. 
Fee  on  request  to  amend  application,  5«.    Form  Q.,  p.  613. 

(b)  Correct  any  clerical  error  in  the  name,  style,  or  address 

of  the  registered  proprietor  of  a  patent,  design,  or 
trade-mark. 

Page  246.  Form  of  request,  Q.,  p.  613.  Fee  5«.  Alteration  of 
address,  Bule  48,  p.  603.  Form  N.,  p.  612.  Fee  5<.  Fee  on  entry  of 
a  rectification  or  alteration  other  than  of  alteration  of  address,  or 
canoellation  of  the  entry  or  part  of  it  at  the  owner's  request,  10<. 

(c)  Cancel  the  entry  or  part  of  the  entry  of  a  trade-mark 

on  the  register :  provided  that  the  applicant  accom- 
panies his  request  by  a  statutory  declaration  made 
by  himself,  stating  his  name,  address,  and  calling, 
and  that  he  is  the  person  whose  name  appears  on 
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Act,  1888, 
8.24. 


FaLsifiofttion 
of  entries  in 
registers. 


Exercise  of 
discretionary 
power  by 
oomptroiler. 


the  register  as  the  proprietor  of  the  said  trade- 
mark. 

Page  246.  Statatory  declaration,  Bnles  61,  62,  p.  605.  Form  P., 
p.  613.    Form  of  request,  O.,  p.  612.    Fee  6<. 

[(d)  Permit  an  applicant  for  registration  of  a  design  or 
trade-mark  to  amend  his  application  by  omitting 
any  particular  goods  or  classes  of  goods  in  connexion 
with  which  he  has  desired  the  design  or  trade-mark 
to  be  registered.] 

Page  71.  The  sab-section  was  added  to  allow  an  applicant  to  disclaim 
any  right  to  use  l^e  mark  for  some  of  the  gtiods  in  the  register  cLlss  or 
classes  to  whidi  his  application  refers,  in  order,  for  instance,  to  aToid 
opposition  by  the  proprietors  of  trade-marks  used  or  registered  for  the 
disclaimed  goods.  Report  of  Lord  Herschell's  Committee,  p.  xiv.  '»''«*«» 
of  request,  Q.,  p.  613.    Fee  bs. 


Form 


Alteratloii  of 

registered 

mark. 


92.  (1.)  The  registered  proprietor  of  an j  registered  trade- 
mark may  apply  to  the  Court  for  leave  to  add  to  or  alter  such 
mark  in  any  particular,  not  being  an  essential  particidar 
within  the  meaning  of  this  Act,  and  the  Court  may  refuse  or 
grant  leave  on  such  terms  as  it  may  think  £t. 

Alterations  in  non-essential  particulars,  p.  247. 
Alterations  of  old  marks,  p.  248. 
Procedure,  p.  250. 
Forms,  p.  642.    Fee  10«. 

(2.)  Notice  of  any  intended  application  to  the  Court  under 
this  section  shall  be  given  to  the  comptroller  by  the  applicant; 
and  the  comptroller  shall  be  entitled  to  be  heard  on  the 
application. 

Fourteen  days'  notice  of  the  application  must  be  g^Ten  to  the  comp- 
troller, and  if  the  application  is  granted  representations  of  the  trade- 
mark as  altered  must  be  sent  to  him,  Role  61,  p.  603. 

(3.)  If  the  Court  grants  leave,  the  comptroller  shall,  on 
proof  thereof  and  on  payment  of  the  prescribed  fee,  cause  the 
register  to  be  altered  in  conformity  with  the  order  of  leave. 

An  office  copy  of  the  order  with  a  notice  in  Form  N.,  p.  612,  must  be 
left  at  the  patent  office  forthwith,  Rule  46,  p.  602.  Publication  of  the 
order,  Rule  60,  p.  603. 

93.  If  any  person  makes  or  causes  to  be  made  a  false  entry 
in  any  register  kept  under  this  Act,  or  a  writing  falsely 
purporting  to  be  a  copy  of  an  entry  in  any  such  register,  or 
produces  or  tenders  or  causes  to  be  produced  or  tendered  in 
evidence  any  such  writing,  knowing  the  entry  or  writing  to 
be  false,  he  shall  be  guilty  of  a  misdemeanour. 

M.  Where  any  discretionary  power  is  by  this  Act  given  to 
the  comptroller,  he  shall  not  exercise  that  power  adversely  to 
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the  applicant  for  a  patent,  or  for  amendment  of  a  specification, 
or  for  registration  of  a  trade-mark  or  design^  without  (if  so 
required,  within  the  prescribed  time  by  the  applicant)  giving 
the  applicant  an  opportunity  of  being  heard  personally  or  by 
his  agent. 

Pages  63, 70.  The  oourse  of  events  laid  down  by  the  rules  is  as  follows : — 
Kotice  by  ^e  oomptroller  to  the  applicant  of  his  objection ;  application  by 
the  applicant  to  be  hcaid,  Form  E.,  p.  608,  within  one  month ;  ten  days' 
notice  by  the  comptroller  of  a  time  when  the  applicant  may  be  heara  ; 
notice  by  the  applicant  to  the  comptroller  whether  he  desires  to  be  heard 
or  not,  within  five  days ;  Rules  17  to  19,  p.  697.  Fees  on  hearing  by 
the  oomptroller,  by  the  applicant,  and  by  the  opponent  respectiyely,  1/. 

95.  The  comptroller  may,  in  any  case  of  doubt  or  difiiculty  Power  of 
arising  in  the  administration  of  any  of  the  provisions  of  this  comptroller 
Act,  apply  to  either  of  the  law  officers  for  directions  in  the  *f  take  direo- 
™*tt®r.  offi^jers. 

See  p.  53,  note  (f). 

96.  A  certificate  purporting  to  be  under  the  hand  of  the  Certificate  of 
comptroller  as  to  any  entry,  matter,  or  thing  which  he  is  comptroller  to 
authorized  by  this  Act,  or  any  general  rules  made  thereunder,  ^  evidence, 
to  make  or  do,  shall  be  prima  fade  evidence  of  the  entry 

having  been  made,  and  of  the  contents  thereof,  and  of  the 
matter  or  thing  having  been  done  or  left  undone. 

Page  57,  Rule  60. 

Gf.  sect.  84,  seal  of  the  patent  office,  and  sect.  89,  sealed  and  certified 
oomes  to  be  evidence. 

Request  for  certificate  for  use  in  obtaining  registration  abroad, 
Fonn  R. ;  for  use  in  legal  proceedings.  Form  S. ;  for  other  general 
certificates,  Form  T. ;  form  of  general  certificate,  U. ;  request  for  copy 
of  official  notification  of  registration,  Form  V.,  pp.  614,  615. 

Fees  for  the  various  ccortificates,  p.  606. 

97.  (1.)  Any  application,  notice,  or  other  document  autho-  Applications 
rized  or  required  to  be  left,  made,  or  given  at  the  patent  wid  notices 
office  or  to  the  comptroller,  or  to  any  other  person  under  this  ^^  P***** 
Act,  may  be  sent  by  a  prepaid  letter  through  the  post ;  and  if 

80  sent  shall  be  deemed  to  have  been  left,  made  or  given 
respectively  at  the  time  when  the  letter  containing  the  same 
would  be  delivered  in  the  ordinary  course  of  post. 

(2.)  In  proving  such  service  or  sending,  it  shall  be  sufficient 
to  prove  &at  the  letter  was  properly  addressed  and  put  into 
the  post. 

98.  Whenever  the  last  day  fixed  by  this  Act,  or  by  any  rule  Provision  as 
.  for  the  time  being  in  force,  for  leaving  any  document  or  pajring  to  days  for 

any  fee  at  the  patent  office  shall  fall  on  Christmas  Day,  Good  leavmg  doou- 
Friday,  or  on  a  Saturday  or  Sunday,  or  any  day  observed  as  ^gjjg^  * 
a  holiday  at  the  Bank  of  England,  or  any  day  observed  as  a 
day  of  public  fast  or  thanksgiving,  herein  referred  to  as 
exduded  days,  it  shall  be  lawful  to  leave  such  document  or 
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by  infant, 
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TranBmiflsion 
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Power  for 
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to  pay  Bucli  fee  on  the  day  next  following  such  excluded  day, 
or  aays,  if  two  or  more  of  them  occur  consecutively. 

The  comptroller  has  a  general  power  to  enlarge  the  times  presczibed 
by  the  rules,  Bule  65,  p.  604. 

99.  If  any  person  is,  by  reason  of  infancy,  lunacy  or  other 
inability,  incapable  of  making  any  declaration  or  doing 
anything  required  or  permitted  by  tiiis  Act  or  by  any  rules 
made  under  the  authority  of  this  Act,  then  the  guardian  or 
committee  (if  any)  of  such  incapable  person,  or  if  there  be 
none,  any  person  appointed  by  any  Coiui;  or  judge  possessing 
jurisdiction  in  respect  of  the  property  of  incapable  persons, 
upon  the  petition  of  any  person  on  behalf  of  such  incapable 
person,  or  of  any  other  person  interested  in  the  making  such 
declaration  or  doing  such  thing,  may  make  such  declaration 
or  a  declaration  as  nearly  corresponding  thereto  as  circum«- 
stances  permit,  and  do  such  thing  in  the  name  and  on  behalf 
of  such  incapable  person,  and  all  acts  done  by  such  substitute 
shall  for  the  purposes  of  this  Act  be  as  effectual  as  if  done  by 
the  person  for  whom  he  is  substituted. 

Declarations,  Bules  61,  62,  p.  605. 

The  comptroller  has  a  general  power  to  dispense  with  any  act  or  thing 
required  to  be  done  by  the  rules,  or  any  document  or  aeclaration  or 
evidence  to  be  signed,  made,  or  produced.  Rule  63,  p.  603. 

100.  Copies  of  all  specifications,  drawings,  and  amendments 
left  at  the  Patent  Office  after  the  commencement  of  this  Act, 
printed  for  and  sealed  with  the  seal  of  the  Patent  Office,  shall 
be  transmitted  to  the  Edinburgh  Museum  of  Science  and  Art, 
and  to  the  Enrolments  Office  of  the  Chancery  Division  in 
Ireland,  and  to  the  Bolls  Office  in  the  Isle  of  Man,  within 
twenty-one  days  after  the  same  shall  respectively  have  been 
accepted  or  allowed  at  the  Patent  Office  ;  and  certified  copies 
of  or  extracts  from  any  such  documents  shall  be  given  to  any 
person  requiring  the  same  on  payment  of  the  prescribed  fee  ; 
and  any  such  copy  or  extract  ^aU  be  admitted  in  evidence  in. 
all  Courts  in  Scotland  and  Ireland  and  in  the  Isle  of  Man 
without  further  proof  or  production  of  the  originals. 

101.  (1.)  The  Board  of  Trade  may  from  time  to  time  make 
such  general  rules  and  do  such  things  as  they  think  expedient, 
subject  to  the  provisions  of  this  Act — 

(a)  For  regulating  the  practice  of  registration  under  this 

Act: 

(b)  For  classifying  goods  for  the  purposes  of  designs  and 

trade-marl^ : 

(c)  For  making  or  requiring  duplicates  of  specificationfly 

amendment,  drawings,  and  other  documents : 

(d)  For  securing  and  regulating  the  publishing  and  selling 

of  copies,  at  such  prices  and  in  such  manner  as  tbe 
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Board  of  Trade  think  fit,  of  specifications,  drawings, 
amendments  and  other  documents : 
(o)  For  securing  and  regulating  the  making,  printing,  pub- 
lishing and  selling  of  indexes  to,  and  abridgments 
of,  specifications  and  other  documents  in  the  patent 
office ;  and  providing  for  the  inspection  of  indexes 
and  abridgments  and  other  documents : 

(f )  For  regulating  (with  the  approval  of  the  Treasury)  the 

presentation  of  copies  of  patent  office  publications 
to  patentees  and  to  public  authorities,  bodies  and 
institutions  at  home  and  abroad : 

(g)  Generally  for  regulating  the  business  of  the  patent 

office,  and  all  things  by  this  Act  placed  under  the 
direction  or  control  of  the  comptroller,  or  of  the 
Board  of  Trade. 
(2.)  Any  of  the  forms  in  the  First  Schedule  to  this  Act  may 
be  altered  or  amended  by  rules  made  by  the  Board  as  afore- 
said. 

The  forms  prefloribed  by  the  rules  of  1890  are  printed  at  pp.  607  et  teq. 
They  must  be  used  in  all  cases  to  which  they  are  appUcable,  Bule  6, 
p.  595. 

(3.)  General  rules  may  be  made  under  this  section  at  any 
time  after  the  passing  of  this  Act,  but  not  so  as  to  take  effect 
before  the  commencement  of  this  Act,  and  shall  (subject  as 
hereinafter  mentioned)  be  of  the  same  effect  as  if  they  were 
contained  in  this  Act,  and  shall  be  judicially  noticed. 

The  Boles  of  1890  are  printed  at  p.  695.  They  repeal  all  former  rules, 
Bole  63. 

**  Prescribed,"  where  it  occurs  in  the  Act,  means  prescribed  by  any  of 
Qu3  schedules  to  the  Act,  or  by  general  rules  imder  or  within  the 
meaning  of  the  Act,  sect.  117. 

(4.)  Any  rules  made  in  pursuance  of  this  section  shall  be 
laid  before  both  Houses  of  Parliament,  if  Parliament  be  in 
session  at  the  time  of  making  thereof,  or,  if  not,  then  as  soon 
as  practicable  after  the  beginning  of  the  then  next  session  of 
Parliament,  and  they  shall  also  be  advertised  twice  in  the 
official  journal  to  be  issued  by  the  comptroller. 

(5.)  If  either  House  of  Parliament,  within  the  next  forty 
days  after  any  rules  have  been  so  laid  before  such  House, 
resolve  that  such  rules  or  any  of  them  ought  to  be  annulled, 
the  same  shall  after  the  date  of  such  resolution  be  of  no  effect, 
without  prejudice  to  the  validity  of  anything  done  in  the 
meantime  under  such  rules  or  rule  or  to  the  making  of  any 
new  rules  or  rule. 

102.  The  comptroller  shall,  before  the  first  day  of  June  in  Annual 

every  year,  cause  a  report  respecting  the  execution  by  or  reports  of 

under  him  of  this  Act  to  be  laid  before  botii  Houses  of  comptroller. 
Earliament,  and  therein  shall  include  for  the  year  to  which 
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each  report  relates  all  general  rules  made  in  tliat  year  under 
or  for  tibe  purposes  of  this  Act,  aad  an  account  of  all  fees, 
salaries,  and  allowances,  and  other  money  received  and  paid 
under  this  Act. 

[102a.  (1.)  All  things  required  or  authorized  under  this 
Act  to  be  done  by,  to,  or  before  the  Board  of  Trade,  may  be 
done  by,  to,  or  before  the  President  or  a  secretary  or  an 
assistant  secretary  of  the  Board.] 

[(2.)  All  documents  purporting  to  be  orders  made  by  the 
Board  of  Trade  and  to  be  sealed  with  the  seal  of  the  Board, 
or  to  be  signed  by  a  secretary  or  assistant  secretary  of  the 
Board,  or  by  any  person  authorized  in  that  behalf  by  the 
President  of  the  Board,  shall  be  received  in  evidence,  and 
shall  be  deemed  to  be  such  orders  without  further  proof, 
unless  the  contrary  is  shown.] 

[(3.)  A  certificate,  signed  by  the  President  of  the  Board  of 
Trade,  that  any  order  made  or  act  done  is  the  order  or  act  of 
the  Board,  shall  be  conclusive  evidence  of  the  fact  so  certified.] 


Intemational 
arrangements 
for  proteotion 
of  inventions, 
designs,  and 
trade-marks. 


Act,  1886, 
8.  6. 


Intemational  and  Colonial  Arrangements. 

103.  (1.)  If  Her  Majesty  is  pleased  to  make  any  arrange- 
ment with  the  government  or  governments  of  any  foreign 
state  or  states  for  mutual  protection  of  inventions,  designs, 
and  trade-marks,  or  any  of  them,  then  any  person  who  has 
applied  for  protection  for  any  invention,  design,  or  trade^ 
mark  in  any  such  state,  shall  be  entitled  to  a  patent  for  his 
invention  or  to  registration  of  his  design  or  trade-mark 
(as  the  case  may  be)  under  this  Act,  in  priority  to  other 
applicants;  and  such  patent  or  registration  shall  have  the 
same  date  as  the  date  of  the  protection  obtained  [date  of  the 
application]  in  such  foreign  state. 

ProvidedT  that  his  application  is  made,  in  the  case  of  a 
patent  within  seven  months,  and  in  the  case  of  a  design  or 
trade-mark  within  four  months,  from  his  applying  for  pro- 
tection in  the  foreign  state  with  which  the  arrangement  is  in 
force. 

Provided  that  nothing  in  this  section  contained  shall  entitle 
the  patentee  or  proprietor  of  the  design  or  trade-mark  to 
recover  damages  for  infringements  happening  prior  to  the 
date  of  the  actual  acceptance  of  his  complete  specification,  or 
the  actual  registration  of  his  design  or  trade-mark  in  this 
country,  as  the  case  may  be. 

Begistration  of  foreign  and  colonial  trade-marks,  Chap.  XX.,  p.  454. 

The  Intemational  Conventions  of  1883  (signed  at  Paris,  20th  March, 
1883 ;  ratified  6th  Jane,  1884)  and  1891  (signed  at  Madrid,  14th  April, 
1891 ;  ratified  15th  June,  1892)  are  printed  at  p.  658,  and  the  list  of 
foreign  states  to  whioh  the  section  is  applicable,  at  p.  656. 
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(2.)  The  publication  in  the  United  Kingdom,  or  the  Isle  of 
Man,  during  the  respectiye  periods  aforesaid,  of  any  descrip- 
tion of  the  inyention,  or  the  use  therein  during  such  periods 
of  the  invention,  or  the  exhibition  or  use  therein  during  such 
periods  of  the  design,  or  the  publication  therein  during  such 
periods  of  a  description  or  representation  of  the  design,  or 
the  use  therein  during  such  periods  of  the  trade-mark,  shall 
not  invalidate  the  patent  which  maj  be  granted  for  the 
inTontion,  or  the  registration  of  the  design  or  trade-mark : 

This  seems  to  be  surplusage  so  far  as  regards  trade-marks,  see  p.  468. 

(3.)  The  application  for  the  grant  of  a  patent,  or  the  regis- 
tration of  a  design,  or  the  registration  of  a  trade-mark  under 
this  section,  must  be  made  in  the  same  manner  as  an  ordinary 
application  under  this  Act :  provided  that,  in  the  case  of 
trade-marks,  any  trade-mark  the  registration  of  which  has 
been  duly  applied  for  in  the  country  of  origin  may  be  regis- 
tered under  this  Act : 

Page  459. 

(4.)  The  provisions  of  this  section  shall  apply  only  in  the 
case  of  those  foreign  states  with  respect  to  which  Her  Majesty 
shall  from  time  to  time  by  Order  in  Council  declare  them  to 
be  applicable,  and  so  long  only  in  the  case  of  each  state  as 
the  Order  in  Council  shall  continue  in  iorce  with  respect  to 
that  state. 

104.  (1.)  Where  it  is  made  to  appear  to  Her  Majesty  that  Provision  for 
the  legislature  of  any  British  possession  has  made  satisfactory  colonies  and 
provision  for  the  protection  of  inventions,  designs,  and  trade-  ^"^• 
marks,  patented  or  registered  in  this  country,  it  shall  be 

lawful  for  Her  Majesty  from  time  to  time  by  Order  in  Council 
to  apply  the  provisions  of  the  leist  preceding  section,  with 
saeh  variations  or  additions,  if  any,  as  to  Her  Majesty  in 
Council  may  seem  fit,  to  such  British  possession. 

Begistration  of  foreign  and  colonial  trade-marks,  Chap.  XX.,  p.  454. 
list  of  British  Possessions  to  which  the  section  is  applicable,  p.  656. 
Definition  of  British  Possession,  sect.  117. 

(2.)  An  Order  in  Council  under  this  Act  shall,  from  a  date 
to  be  mentioned  for  the  purpose  in  the  order,  take  effect  as  if 
its  provisions  had  been  contained  in  this  Act ;  but  it  shall  be 
lawful  for  Her  Majesty  in  Council  to  revoke  any  Order  in 
Oouncil  made  under  this  Act. 

Offences, 

105.  (1.)  Any  person  who  represents  that  any  article  sold  Penalty  on 
by  him  is  a  patented  article,  when  no  patent  has  been  granted  *al«ely  repre- 
for  the  same,  or  describes  any  design  or  trade-mark  applied  ?!!^^^  ^  v^ 

patented. 
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to  any  article  sold  by  him  as  registered  which,  is  not  so,  shall 
be  liable  for  every  offence  on  summary  conviction  to  a  fine 
not  exceeding  five  pounds. 

(2.)  A  person  shall  be  deemed,  for  the  purposes  of  this 
enactment,  to  represent  that  an  article  is  patented  or  a  design 
or  a  trade-mark  is  registered,  if  he  sells  the  article  with  the 
word  ** patent,"  "patented,"  "registered,"  or  any  word  or 
words  expressing  or  implying  that  a  patent  or  registration 
has  been  obtained  for  the  article  stamped,  engraved,  or  im- 
pressed on,  or  otherwise  applied  to,  the  article. 

Pages  345,  484,  540,  and  cf.  the  application  of  a  false  trade  description 
iinder  the  M.  M.  A.,  pp.  476,  483. 

Penalty  on  106.  Any  person  who,  without  the  authority  of  Her  Majesty, 

unauthorized  or  any  of  the  Eoyal  Family,  or  of  any  Government  Depart- 
MBumption  of  jj^ent^  assumes  or  uses  in  connexion  with  any  trade,  business, 
J  arms,  ^^lling,  or  profession,  the  Eoyal  arms,  or  arms  so  nearly 
resembling  the  same  as  to  be  calculated  to  deceive,  in  such  a 
manner  as  to  be  calculated  to  lead  other  persons  to  believe 
that  he  is  carrying  on  his  trade,  business,  calling,  or  pro- 
fession by  or  under  such  authority  as  aforesaid,  shall  be 
liable  on  summary  conviction  to  a  fine  not  exceeding  twenty 
pounds. 


Page  542. 


Scotland^  Ireland,  8fc. 


Saving  for 
Courts  in 
Scotland. 


107.  In  any  action  for  infringement  of  a  patent  in  Scotland 
the  provisions  of  this  Act,  with  respect  to  calling  in  the  aid  of 
an  assessor,  shall  apply,  and  the  action  shall  be  tried  without 
a  jury,  unless  the  Court  shall  otherwise  direct,  but  otherwise 
nothing  shall  afEect  the  jurisdiction  and  forms  of  process 
of  the  Courts  in  Scotland  in  such  an  action  or  in  any  action 
or  proceeding  respecting  a  patent  hitherto  competent  to  those 
Courts. 

For  the  purposes  of  this  section  "  Court  of  Appeal"  shall 
mean  any  Court  to  which  such  action  is  appealed. 

Sammajy  108.  In  Scotland  any  ofPence  imder  this  Act  declared  to  be 

proceedings      punishable  on  summary  conviction  may  be  prosecuted  in  the 
in  Scotland,      aheriff  court. 

Proceedings         109.  (1.)   Proceedings    in   Scotland   for    revocation  of  a 

for  revocation  patent  shall  be  in  the  form  of  an  action  of  reduction  at  the 

^^*®^*  ^     instance  of  the  Lord  Advocate,  or  at  the  instance  of  a  party 

^  *         having  interest  with  his  concurrence,  which  concurrence  may 

be  given  on  just  cause  shown  only. 

(2.)  Service  of  all  writs  and  summonses  in  that  action  shall 
be  made  according  to  the  forms  and  practice  existing  at  the 
commencement  of  this  Act. 


The  1883  Act,  as  amended  hj  the  1888  Act.  675 

ilO,  All  parties  sball.   notwithstanding  anything  in  this  Reaervation 
Act,  liave  in  Ireland  their  remedies  under  or  in  respect  of  a  ^  renwdies  in 
patent  as  if  the  same  had  been  granted  to  extend  to  Ireland  ^'®^"^"' 
only. 

An  entiy  registered  in  the  name  of  an  Irish  proprietor  can  be  rectified 
nndeir  sect.  90  by  the  English  Gonrts ;  :R$  King  ^  Oo.*9  Tm,,  (1892)  2  Gh. 
462  ;  9  B.  P.  0.  350 ;  Kekewioh,  J.,  and  G.  A.  pp.  237,  240. 

111.  (1.)  The  provisions  of  this  Act  conferring  a  special  General 
jurisdiction  on  the  Court  as  defined  by  this  Act,  shall  not,  ?*^?2r  ^^' 
except  so  far  as  the  jurisdiction  extends,  affect  the  jurisdiction  J|?wte°^ 
of  any  Ck>urt  in  Scotland  or  Ireland  in  any  proceedings  re- 
lating to  patents  or  to  designs  or  to  trade-marks;  and  with 
reference  to  any  such  proceedings  in  Scotland,  the  term 
"  the  Court "  shall  mean  any  Lord  Ordinary  of  the  Court  of 
Session,  and  the  term  *'  Court  of  Appeal"  shall  mean  either 
diTision  of  the  said  Court;  and  with  reference  to  any  such 
proceedings  in  Ireland,  the  terms  "the  Court"  and  "the 
CJoTirt  of  Appeal"  respectively  mean  the    High  Court  of 
Justice  in  Ireland  and  Her  Majesty's  Court  of  Appeal  in 
Ireland. 

See  note  to  sect.  110. 

(2.)  If  any  rectification  of  a  register  under  this  Act  is 
required  in  pursuance  of  any  proceeding  in  a  Court  in  Scot- 
land or  Ireland,  a  copy  of  the  order,  decree,  or  other  authority 
for  the  rectification,  shall  be  served  on  the  comptroller,  and 
he  shall  rectify  the  register  accordingly. 

112.  This  Act  shall  extend  to  the  Isle  of  Man,  and —  Isle  of  Man. 

(1.)  Nothing  in  this  Act  shall  affect  the  jurisdiction  of  the 
Courts  in  the  Isle  of  Man,  in  proceedings  for  in- 
fringement or  in  any  action  or  proceeding  respecting 
a  patent,  design,  or  trade-mark  competent  to  those 
Courts; 

(2.)  The  punishment  for  a  misdemeanour  under  this  Act  in 
the  Isle  of  Man  shall  be  imprisonment  for  any  term 
not  exceeding  two  years,  with  or  without  hard 
labour,  and  with  or  without  a  fine  not  exceeding  one 
hundred  pounds,  at  the  discretion  of  the  Court ; 

(3.)  Any  offence  under  this  Act  committed  in  the  IbIo  of 
Man  which  would  in  England  be  punishable  on 
summary  conviction  may  be  prosecuted,  and  any 
fine  in  respect  thereof  recovered  at  the  instance 
of  any  person  aggrieved,  in  the  manner  in  which 
offences  punishable  on  summary  conviction  may  for 
the  time  being  be  prosecuted. 

[112a.  The  Court  of  Chancery  of  the  County  Palatine  of  Jurisdiction 
Lancaster  shall,  with  respect  to  any  action  or  other  proceeding  of  l^noaahire 
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in  relation  to  trade-marks  the  registration  whereof  is  applied 
for  in  the  Manchester  Office,  have  the  like  jurisdiction  under 
this  Act  as  Her  Majest/s  High  Court  of  Justice  in  England, 
and  the  expression  ''  the  Court "  in  this  Act  shall  be  construed 
and  have  effect  accordingly. 

Provided  that  every  decision  of  the  Court  of  Chancery 
of  the  County  Palatine  of  Lancaster  in  pursuance  of  this 
section  shall  be  subject  to  the  like  appeal  as  decisions  of  that 
Court  in  other  cases.] 


enactments, 


Repeal,  Transitional  Provisions,  Savings, 

Repeal  and  113.  The  enactments  described  in  the  Third  Schedule  to 

Biving  for        this  Act  are  hereby  repealed.     But  this  repeal  of  enactments 

past  operation  ghall  not— 

of  repealed  ^^^  Affect  the  past  operation  of  any  of  those  enactments,  or 

any  patent  or  copyright  or  right  to  use  a  trade-mark 
granted  or  acquired,  or  appHcation  pending,  or  ap- 
pointment made,  or  compensation  granted,  or  order 
or  direction  made  or  given,  or  right,  privilege, 
obligation,  or  liability  acquired,  accrued,  or  in- 
curred, or  anything  duly  done  or  suffered  under  or 
-by  any  of  those  enactments  before  or  at  the  com- 
mencement of  this  Act ;  or 

(b)  Interfere  with  the  institution  or  prosecution  of  any 
action  or  proceeding,  civil  or  criminal,  in  respect 
thereof,  and  any  such  proceeding  may  be  carried  on 
as  if  this  Act  had  not  been  passed ;  or 

(c)  Take  away  or  abridge  any  protection  or  benefit  in 
relation  to  any  such  action  or  proceeding. 

Ab  to  which  Act  applied  to  the  registration  of  a  trade-mark  where  the 
application  was  pending  at  the  date  of  commencement  of  a  new  Act, 
see  p.  111.    And  see  sect.  27  of  the  Act  of  1888,  p.  586. 


Former 
registers  to 
be  deemed 
continued. 


114.  (1.)  The  registers  of  patents  and  of  proprietors  kept 
under  any  enactment  repealed  by  this  Act  shall  respectively 
be  deemed  parts  of  the  same  book  as  the  register  of  patents 
kept  under  this  Act. 

(2.)  The  registers  of  designs  and  of  trade-marks  kept 
under  any  enactment  repealed  by  this  Act  shall  respectively 
be  deemed  parts  of  the  same  book  as  the  register  of  designs 
and  the  register  of  trade-marks  kept  under  this  Act. 

Saving  for  116.  All  general  rules  made  by  the  Lord  Chancellor  or  by 

existing  mles.  any  other  authority  under  any  enactment  repealed  by  this 
Act,  and  in  force  at  the  commencement  of  this  Act,  may  at 
any  time  after  the  passing  of  this  Act  be  repealed  altered  or 
amended  by  the  Board  of  Trade,  as  if  they  had  been  made  by 
the  Board  imder  this  Act,  but  so  that  no  such  repeal  alteration 
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or  amendment  fihaU  take  effect  before  the  commencement  of 
this  Act ;  and,  subject  as  aforesaid,  sacb  general  rules  shall, 
80  far  as  they  are  consistent  with  and  are  not  superseded  by 
this  Act,  continue  in  force  as  if  they  had  been  made  by  the 
Board  of  Trade  under  this  Act. 

116.  Nothing  in  this  Act  shall  take  away  abridge  or  pre-  Saving  for 
judicially  affect  the  prerogative  of  the  Crown  in  relation  to  pwrogative. 
the  granting  of  any  letters  patent  or  to  the  withholding  of  a 

grant  thereof. 

General  Definitione. 

117.  (1.)  1^  ^^^  ^0^  ^^  purposes  of  this  Act,  unless  the  General 
context  otherwise  requires, —  definitions, 

"  Person  "  includes  a  body  corporate : 

"The  Court"  means  (subject  to  the  provisions  for  Scotland, 
Ireland,  and  the  Isle  of  Man)  Her  Majesty's  High  Court  of 
Justice  in  England : 

"Law  officer"  means  Her  Majesty's  Attorney-General  or 
Solicitor-General  for  England : 

"The  Treasury"  means  the  Commissioners  of  Her  Majesty's 
Treasury: 

"  Comptroller  "  means  the  Comptroller  General  of  Patents, 
Designs,  and  Trade-Marks : 

"  Prescribed  "  means  prescribed  by  any  of  the  Schedules  to 
this  Act,  or  by  general  rules  under  or  within  the  meaning  of 
this  Act : 

"  British  possession  "  means  any  territory  or  place  situate 
within  Her  Majesty's  dominions,  and  not  being  or  forming 
part  of  the  United  Kingdom,  or  of  the  Channel  Islands,  or  cS 
the  Isle  of  Man,  and  all  territories  and  places  under  one 
legislature,  as  hereinafter  defined,  are  deemed  to  be  one 
British  possession  for  the  purposes  of  this  Act : 

"  Legislature  "  includes  any  person  or  persons  who  exercise 
legislatiye  authority  in  the  British  possession;  and  where 
there  are  local  legislatures  as  well  as  a  central  legislature, 
means  the  central  legislature  only. 

In  the  application  of  this  Act  to  Ireland,  "  summary  con- 
viction "  means  a  conviction  under  the  Summeiry  Jurisdiction 
Acts,  that  is  to  say,  with  reference  to  the  Dublin  Metropolitan 
Police  District,  the  Acts  regulating  the  duties  of  justices  of  the 
peace  and  of  the  police  for  such  district,  and  elsewhere  in 
Ireland  the  Petty  Sessions  (Ireland)  Act,  1851,  and  any  Act 
amending  it. 


[Schedules. 
p  p 


678  Appendix — No.  1. 

SCHEDULES. 

The  Fibst  Sohedttlb. 

FORMS  OF  APPLICATION,  &o. 

Section  62.  FO&K  F. 

FoBic  07  Affligaxxon  fob  RBOisrBATiON  OF  Tbade-Haxk. 

See  Form  F.,  Trade-Marks  Bulee,  1890,  p.  608. 


SeotioQ  118.  ^^'^^^^  Thtrt)  Sohedule. 

Enactments  repealed. 

88  &  39  Vict.  c.  91.  The  Trade-Marks  Begistration  Act,  1875. 
[1876.] 

39  &  40  Vict.  c.  83.  The  Trade-Marks  Begistration  Amendment  Act. 

[1876.]  1876. 

40  &  41  Viot.  c.  37.  The  Trade-Marks  Begistration  Extension  Act,  1877. 

[1877.] 
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PATENTS,  DESIGNS,  AND  TRADE-MAEKS 
ACT,  1888. 

(51  &  52  Vict.  c.  60.) 


%*  The  serenl  sections  of  this  Act  are  printed  and  annotated  together 
-with  the  principal  Act  above ;  they  are  printed  here  for  conve- 
nience of  reference. 


An  Act  to  amend  the  Patents^  Desigm^  and  Trade-Marks 
Act,  1883.  [24th  December,  1888. 

Whereas  it  is  expedient  to  amend  tlie  Patents,  Designs,  46  &  47  Vict. 
and  Trade-Marks  Act,  1883,  hereinafter  referred  to  as  the  o*  ^7. 
principal  Act : 

Be  it  therefore  enacted  by  the  Queen's  most  Excellent 
Majesty,  bj  and  with  the  advice  and  consent  of  the  Lords 
Spiritual  and  Temporal,  and  Commons,  in  this  present  Par- 
liament assembled,  and  by  the  authority  of  the  same,  as 
follows : 

1. — (1.)  After  the  first  day  of  July  one  thousand  eight  Register  of 
hundred  and  eighty-nine  a  person  shall  not  be  entitled  to  patent  agents, 
describe  himself  as  a  patent  agent,  whether  by  advertisement, 
by  description  on  his  place  of  business,  by  any  document 
issued  by  him,  or  otherwise,  unless  he  is  registered  as  a 
patent  agent  in  pursuance  of  this  Act. 

(2.)  The  Board  of  Trade  shall,  as  soon  as  may  be  after  the 
passine  of  this  Act,  and  may  from  time  to  time,  make  such 
genercd  rules  as  are  in  the  opinion  of  the  Board  required  for 
ffiving  effect  to  this  section,  and  the  provisions  of  section  one 
hundrdd  and  one  of  ihj&  principal  Act  shall  apply  to  all  rules 
BO  made  as  if  they  were  made  in  pursuance  of  l^at  section. 

(3.)  Provided  that  every  person  who  proves  to  the  satisfac- 
tion of  the  Board  of  Trade  that  prior  to  the  passing  of  this 
Act  he  had  been  bond  fide  practising  as  a  patent  agent  shaU 
be  entitled  to  be  registered  as  a  patent  agent  in  pursuance  of 
this  Act. 

(4.)  If  any  person  knowingly  describes  himself  as  a  patent 
pp2 
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AmendmentB 
of  46  &  47 
Viot.  0.  67. 

8.  7,  M  to 

applications. 


8.  9,  as  to 
disdosure  of 
reports  of 
examiners. 

8.  11,  as  to 
opposition 
to  grant  of 
patent. 


agent  in  contrayention  of  this  section  he  shall  be  liable  on 
BiunmaTj  conviction  to  a  fine  not  exceeding  twenty  pounds. 

(5.)  In  this  section  ''patent  agent"  means  exdosiYely  an 
agent  for  obtaining  patents  in  the  United  Kingdom. 

2.  For  section  seven  of  the  principal  Act  the  following 
section  shall  be  substituted,  namely : — 

"7.  (1.)  If  the  examiner  reports  that  the  nature  of  the 
invention  is  not  fairly  described,  or  that  the  applica,tion, 
specification,  or  drawings  has  not,  or  have  not,  been  prepared 
in  the  prescribed  manner,  or  that  the  title  does  not  su&ciently 
indicate  the  subject  matter  of  the  invention,  the  comptroller 
may  refuse  to  accept  the .  application,  or  require  that  the 
application,  specification,  or  drawings  be  amended  before  he 
proceeds  with  the  application;  and  in  the  latter  case  the 
application  shall,  if  the  comptroller  so  directs,  bear  date  as 
from  the  time  when  the  requirement  is  complied  with. 

''  (2.)  Where  the  comptroller  refuses  to  accept  an  applica- 
tion or  requires  an  amendment,  the  applicant  may  appeal 
from  his  decision  to  the  law  officer. 

"  (3.)  The  law  officer  shall,  if  required,  hear  the  applicant 
and  the  comptroller,  and  may  make  an  order  determining 
whether,  and  subject  to  what  conditions  (if  any),  the  appli- 
cation shall  be  accepted. 

"  (4.)  The  comptroller  shaU,  when  an  application  has  been 
accepted,  give  notice  thereof  to  the  applicant. 

'^(6.)  If,  after  an  application  for  a  patent  has  been  made, 
but  before  the  patent  thereon  has  been  sealed,  another  appli- 
cation for  a  patent  is  made,  accompanied  by  a  specification 
bearing  the  same  or  a  similar  title,  the  comptroller,  if  he 
thinks  fit,  on  the  request  of  the  second  applicant,  or  of  his 
legal  representative,  may,  within  two  months  of  the  grant  of 
a  patent  on  the  first  application,  either  decline  to  proceed 
with  the  second  application  or  allow  the  surrender  of  the 
patent,  if  any,  granted  thereon." 

3.  In  sub-section  five  of  section  nine  of  the  principal  Act 
the  words  *'  other  than  an  appeal  to  the  law  officer  imder  this 
Act "  shall  be  omitted. 

4.  In  sub-section  one  of  section  eleven  of  the  principal  Act 
the  words  from  "or  on  the  ground  of  an  examiner"  to  "a 
previous  application,"  both  inclusive,  shall  be  omitted,  and 
there  shall  be  added  in  lieu  thereof  the  following  words, 
namely,  "or  on  the  ground  that  the  complete  specification 
describes  or  claims  an  invention  other  than  that  described  in 
the  provisional  specification,  and  that  such  other  invention 
forms  the  subject  of  an  application  made  by  the  opponent  in 
the  interval  between  the  leaving  of  the  provisional  specifica- 
tion and  the  leaving  of  the  complete  specification." 
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5.  For  sab-seotion  ten  of  section  eighteen  of  the  principal  s.  18,  as  to 
Act  the  following  sub-section  shall  be  substituted,  namely : —  *™®?^®^^ 

**(10.)  The  foregoing  provisions  of  this  section  do  not  »P«afloation8. 
apply  when,  and  so  long  as  any  action  for  infringement  or 
proceeding  for  revocation  of  a  patent  is  pending." 

6.  After  sub-section  one  of  section  fifty-two  of  the  principal  b.  62,  as  to 
Act  the  following  words  shall  be  added ;  namely,  mspeotion  of 

"  Provided  that  where  registration  of  a  design  is  refused  on  "®*^fif^^ 
the  ground  of  identity  with  a  design  already  registered,  the 
applicant  for  registration  shall  be  entitled  to  inspect  the 
design  so  registered." 

7. — (1.)  In  section  fifty-eight  of  the  principal  Act  the  words  s^  68,  as  to 
•*  or  cause  to  be  applied "  shall  be  added  after  the  word  pi^a^  of 

(2.)  To  the  same  section  the  following  words  shall  be  added : 
''  Provided  that  the  total  sum  forfeited  in  respect  of  any  one 
design  shall  not  exceed  one  hundred  pounds." 

8. — (1.)  In  sub-section  two  of  section  sixty-two  of  the  b.  62,  as  to 
principal  Act  for  the  words  "the  patent  ofSce  in  the  pre-  JP^^^S^ 
scribed  manner"  shall  be  substituted  the  words  "such  place  ^^^^^^' 
and  in  such  manner  as  may  be  prescribed." 

(2.)  To  the  same  section  of  the  principal  Act  the  following 
sub-section  shall  be  added : — 

"  (6.)  Where  an  applicant  for  the  registration  of  a  trade- 
mark otherwise  than  under  an  international  convention  is  out 
of  the  United  Kingdom  at  the  time  of  making  the  application 
he  shall  give  the  comptroller  an  address  for  service  in  the 
United  Eongdom,  and  if  he  fails  to  do  so  the  application  shaU 
not  be  proceeded  with  imtil  the  address  has  been  given." 

9.  In  section  sixty-three  of  the  principal  Act  for  the  words  s.  63,  as  to  . 
"  the  application  shall  be  deemed  to  be  abandoned  "  shall  be  limit  of  time 
substituted  the  words  "the  comptroller  shall  ffive  notice  of  ^^^°"    -^ 
the  non-completion  to  the  agent  employed  on  behalf  of  the  applicftiaQ. 
applicant,  and,  if  at  the  expiration  of  fourteen  days  from  that 
notice  the  registration  is  not  completed,  shall  give  the  like 
notice  to  the  applicant,  and  if  at  the  expiration  of  the  latter 
fourteen  days,  or  such  further  time  as  the  comptroller  may  in 
special  cases  permit,  the  registration  is  not  completed,  the 
application  shall  be  deemed  to  be  abandoned." 

10. — (1.)  For  section  sixty-four  of  the  principal  Act  the  8.64,  as  to 
following  section  shall  be  substituted,  namely —  fancy  words. 

"  64. — (1.)  For  the  purposes  of  this  Act,  a  trade-mark  must 
consist  of  or  contain  at  least  one  of  the  following  essential 
particulars : 

*'  (a)  A  name  of  an  individual  or  firm  printed,  impressed,  or 
woven  in  some  particular  and  distinctive  manner;  or 
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'^  (b)  A  written  signature  or  copy  of  a  written  Bignature  of 
the  individuai  or  firm   applying  for   registration 
thereof  as  a  trade-mark ;  or 
*^  (o)  A  distinctiye  device,  mark,  brand,  heading,  label,  or 

ticket;  or 
'^  (d)  An  inyented  word  or  invented  words ;  or 
"(e)  A  word  or  words  having  no  reference  to  the  charaoter 
or  quality  of  the  goods,  and  not  being  a  geographical 
name. 
"  (2.)  There  may  be  added  to  any  one  or  more  of  the  essen- 
tial particulars  mentioned  in  this  section  any  letters,  words,  or 
figures,  or  combination  of  letters,  words,  or  figures,  or  of  any 
of  them,  but  the  applicant  for  registration  of  any  such  addi- 
tional matter  must  state  in  his  application  the  essential  par- 
ticidars  of  the  trade-mark,  and  must  disclaim  in  his  application 
any  right  to  the  exclusive  use  of  the  added  matter,  and  a 
copy  of  the  statement  and  disclaimer  shall  be  entered  on  the 
register. 

"  (3.)  Provided  as  follows : 

"  (i.)  A  person  need  not  under  this  section  disclaim  his  own 
name  or  the  foreign  equivalent  thereof,  or  his  place 
of  business,  but  no  entiy  of  any  such  name  shall  affect 
the  right  of  any  owner  of  the  same  name  to  use  that 
name  or  the  foreign  equivalent  thereof : 
"  (ii.)  Any  special  and  distinctive  word  or  words,  letter, 
figure,  or  combination  of  letters  or  figures,  or  of 
letters  and  figures  used  as  a  trade-mark  before  the 
thirteenth  day  of  August  one  thousand  eight  hundred 
and  seventy-five,  may  be  registered  as  a  trade-mark 
under  this  part  of  this  Act.'' 

11.  In  section  sixty-seven  of  the  principal  Act  the  words 
"  or  colours  "  shall  be  added  after  the  word  "  colour  "  in  each 
place  where  that  word  occurs. 

12.  In  section  sixty-eight  of  the  principal  Act  after  the 
word  comptroller  shall  be  added  the  words  *'  unless  the  comp- 
troller refuse  to  entertain  the  application." 

13. — (1.)  In  sub-section  one  of  section  sixty-nine  of  the 
principal  Act  for  the  words  'Hwo  months"  shall  be  sub- 
stituted the  words  "one  month  or  such  further  time,  not 
exceeding  three  months,  as  the  comptroller  may  allow." 

(2.)  In  the  same  sub-section  the  word  "first"  shall  be 
omitted. 

(3.)  In  sub-section  two  of  the  same  section  for  the  words 
"  two  months  "  shaU  be  substituted  the  words  "  one  month." 

(4.)  For  sub-sections  three  and  four  of  the  same  section 
the  following  sub-sections  shall  be  substituted ;  namely, 

"(3.)  If  the  applicant  sends  such  ooimter-statement  the 
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'^  oaraptrollesr  shall  fnmiBli  a  oopj  thereof  to  the  person  who 
gave  notice  of  opposition,  and  shall,  after  hearing  the  appli- 
cant and  the  opponent,  if  so  required,  decide  whether  the 
trade-mark  is  to  be  registered,  but  his  decision  shall  be 
subject  to  appeal  to  the  Board  of  Trade,  who  shall,  if 
required,  hear  the  applicant  and  the  opponent  and  the  comp- 
troller, and  may  make  an  order  determining  whether,  and 
subject  to  what  conditions  (if  any),  registration  is  to  be 
permitted. 

"(4.)  The  Board  of  Trade  may,  however,  if  it  appears 
expedient,  refer  the  appeal  to  the  Court,  and  in  that  eyent 
ike  Court  shall  have  jurisdiction  to  hear  and  determine  the 
appeal,  and  may  make  such  order  as  aforesaid. 

"  (5.)  If  the  applicant  abandons  his  application  after  notice 
of  opposition  in  pursuance  of  this  section  he  shall  be  liable 
to  pay  to  the  opponent  such  costs  in  respect  of  the  opposition 
as  the  comptroller  may  determine  to  be  reasonable. 

**  (6.)  Where  the  opponent  is  out  of  the  United  Eingdom 
he  shall  give  the  comptroller  an  address  for  service  in  the 
United  f^gdom." 

14.  In    sub-section   two    of    section   seventy-two  of   the  b.  72,  as  to 
principal  Act,  the  following  words  shall  be  added  at  the  restrictions  on 
beginning  of  the  sub-section,  namely,  "  except  as  aforesaid,"  '©gis^ra.tion. 
and  for  the  words  ''so  nearly  resembling'    shall  be  sub- 
stituted the  words  *'  having  such  resemblance  to." 

15.  In  section  seventy-three  of  the  principal  Act  the  word  b.  73,  as  to 

"  exclusive  "  shall  be  omitted.  restriction  on 

registration. 

16.  For  sub-section  two  of  section  seventy-four  of   the  g.  74,  as  to 
principal  Act  the  following  sub-section  shall  be  substituted ;  additions  to 
namely,  trade-marks. 

'^  (2.)  The  applicant  for  registration  of  any  such  addition 
must,  however,  state  in  his  application  the  essential  par- 
ticulars of  the  trade-mark,  and  must  disclaim  in  his  appli- 
cation any  right  to  the  exclusive  use  of  the  added  matter, 
and  a  copy  of  the  statement  and  disclaimer  shall  be  entered 
on  the  register. 

"  Provided  that  a  person  need  not  under  this  section  dis- 
claim his  own  name  or  the  foreign  equivalent  thereof,  or 
his  place  of  business,  but  no  entry  of  any  such  name  shall 
affecib  the  right  of  any  owner  of  die  same  name  to  use  that 
name  or  the  foreign  equivalent  thereof." 

17.  For  section  seventy-five  of  the  principal  Act  the  follow-  b.  76,  as  to 
ing  section  shall  be  substituted ;  namely,  ®^®P*  ^^ 

**  Application  for  registration  of  a  trade-mark  shall  be  '^if***"*"^' 
deemed  to  be  equivalent  to  public  use  of  the  trade-mark,  and 
the  date  of  the  application  shall  for  the  purposes  of  this  Act 
be  deemed  to  be,  and  as  from  the  first  day  of  January  one 
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^'thoueand  eight  hundred  and  Beventy-six  to  have  been,  the 
date  of  the  registration.'' 

18.  After  section  seventy-seven  of  the  principal  Act  the 
following  section  shall  be  added  and  numbered  77a  ;  namely, 

**  In  an  action  for  infringement  of  a  registered  trade-mark 
the  Court  or  a  judge  may  certify  that  the  right  to  the  ex- 
clusive use  of  the  trade-mark  came  in  question,  and  if  the 
Court  or  a  judge  so  certifies,  then  in  any  subsequent  action 
for  infringement  the  plaintiff  in  that  action,  on  obtaining  a 
final  order  or  judgment  in  his  favour,  shall  have  his  full 
costs,  charges,  and  expenses  as  between  solicitor  and  client, 
unless  the  Court  or  judge  tiying  the  subsequent  action 
certifies  that  he  ought  not  to  have  the  same." 

19. — (1.)  In  sub-section  five  of  section  seventy-nine  of  the 
principal  Act,  for  the  words  "the  five  years"  shall  be  sub- 
stituted the  words  "  one  year." 

(2.)  To  the  same  sub-section  the  following  words  shall  be 
added ;  namely,  '^  imless  it  is  shown  to  the  satisfaction  of  the 
comptroller  that  the  nonpayment  of  the  fee  arises  from  the 
deam  or  bankruptcy  of  the  registered  proprietor,  or  from  his 
having  ceased  to  carry  on  business,  and  that  no  person 
claiming  under  that  proprietor  or  under  his  bankruptcy  is 
using  the  trade-mark." 

20. — (l.J  For  sub-section  two  of  section  eighty-one  of  the 
principed  Act  the  following  sub-section  shall  be  substituted : 

**(2.)  The  Cutlers'  Company  shall  enter  in  the  Sheffield 
register,  in  respect  of  metal  goods  as  defined  in  this  section, 
all  the  trade-marks  entered  before  the  first  day  of  January 
one  thousand  eight  hundred  and  eighty-nine  in  respect  of 
metal  goods  either  in  the  register  established  under  the  Trade- 
Marks  Itegistration  Act,  1875,  or  in  the  register  of  trade- 
marks under  this  Act,  belonging  to  persons  carrying  on 
business  in  Hallamshire  or  within  six  miles  thereof.  The 
Cutlers'  Company  shall  also,  on  request  made  in  the  pre- 
scribed manner,  enter  in  the  Sheffield  register,  in  respect  of 
metal  eoods,  all  the  trade-marks  which  shall  have  been 
assigned  by  the  Cutlers'  Company  and  actually  used  before 
the  first  day  of  January  one  thousand  eight  hundred  and 
eighty-four,  but  which  have  not  been  entered  in  either  of  the 
said  other  registers." 

(2.)  In  sub-sections  three  and  eight  of  the  same  section, 
for  the  words  **  on  cutlery,  edge  tools,  or  on  raw  steel,  or  on 
goods  made  of  steel,  or  of  steel  and  iron  combined,  whether 
with  or  without  a  cutting  edge,"  shall  be  substituted  the 
words  "on  metal  goods." 

(3.)  For  sub-section  seven  of  the  same  section  the  following 
sub-section  shall  be  substituted : 

(7.)  The  provisions  of  this  Act  and  of  any  general  pules 
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made  under  this  Act  with  respect  to  the  registration  of  trade- 
marks, and  all  matters  relating  thereto,  shall,  subject  to  the  pro- 
Yisions  of  this  section,  apply  to  the  registration  of  trade-marks 
on  metal  goods  by  the  Cuders'  Company,  and  to  all  matters 
relating  thereto;  and  this  Act  and  any  such  general  rules 
shall,  so  far  as  applicable,  be  construed  accordingly,  with  the 
substitution  of  the  Cutlers'  Company,  the  office  of  the  Cutlers' 
Company,  and  the  Sheffield  Begister,  for  the  Comptroller,  the 
Patent  Office,  and  the  Eegister  of  Trade-Marks,  respectively  ; 
and  notice  of  every  entry,  cancellation,  or  correction  made  in 
the  Sheffield  register  shall  be  given  to  the  Comptroller  by  the 
Cutlers'  Company :  Provided  that  this  section  shall  not  affect 
any  life  estate  and  interest  of  a  widow  of  the  holder  of  any 
Sheffield  mark  which  may  be  in  force  in  respect  of  such 
mark  at  the  time  when  it  shall  be  placed  upon  the  Sheffield 
register. 

(4.)  To  the  same  section  the  following  sub- sections  shall  be 
added;  namely, — 

(14.)  For  the  purposes  of  this  section  the  expression  "metal 
goods"  means  all  metals,  whether  wrought,  unwrought,  or 
partly  wrought,  and  all  goods  composed  wholly  or  partly  of 
any  metal. 

(15.)  For  the  purpose  of  legal  proceedings  in  relation  to 
trade-marks  entered  in  the  Sheffield  register  a  certificate  under 
the  hand  of  the  master  of  the  Cutlers'  Company  shall  have 
the  same  effect  as  the  certificate  of  the  comptroller. 

21.  In  section  eighty-seven  of  the  principal  Act,  after  the  «•  87,  as  to 
words  "  subject  to,"  shall  be  added  the  words  **  the  provisions  ^^  °*  . 
of  this  Act  and  to."  a^gnments, 

22.  In  section  eighty-eight  of  the  principal  Act,  after  the  8.  88,  aa  to 
words  *'  subject  to,"  shall  be  added  the  words  "  the  provisions  i^iapoction. 
of  this  Act  and  to." 

23.  In  section  ninety  of  the  principal  Act,  after  the  words  s.  90,  as  to 
"of  the  name  of  any  person,"  shall  be  added  the  words  " or  rectificatioii 
of  any  other  particulars."  ^'  regiater. 

24.  To  section  ninefy-one  of  the  principal  Act  the  following  s.  91,  as  to 
sub-section  shall  be  added ;  namely,  correotion  of 

"(d)  Permit  an  applicant  for  registration  of  a  design  or  ©"o"- 
trade-mark  to  amend  his  application  by  omitting  any 
particular  goods  or  classes  of  goods  in  connection 
with  which  he  has  desired  the  design  or  trade-mark 
to  be  registered." 

25.  After  section,  one  hundred  and  two  of  the  principal  Act  Prooeedings 
the  following  section  shall  be  added  and  nunu>ered  102a;  of  Board  of 
namely,  ^^''^®- 

"(1.)  All  things  required  or  authorised  under  this  Act  to 
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'<be  done  bj,  to,  or  before  the  Board  of  Trade,  may 
be  done  by,  to,  or  before  the  President  or  a  secretaiy 
or  an  assistant  secretaiy  of  the  Board. 

''  (2.)  All  documents  purporting  to  be  orders  made  by  the 
Board  of  Trade  and  to  be  sealed  with  the  seal  of  the 
Board,  or  to  be  signed  by  a  secretary  or  assistant 
secretary  of  the  Board,  or  by  any  person  authorised 
in  that  behalf  by  the  President  of  the  Board,  shall 
be  received  in  evidence,  and  shall  be  deemed  to  be 
such  orders  without  further  proof,  unless  the  con- 
trary is  shown. 

'^  (8.)  A  certificate,  signed  by  the  President  of  the  Board 
of  Trade,  that  any  order  made  or  act  done  is  the 
order  or  act  of  the  Board,  shall  be  conclusive  evi- 
dence of  the  fact  so  certified." 

Jurisdiotion         26.  After  section  one  hundred  and  twelve  of  the  principal 
of  Laiioashire  Act  the  following  section  shall  be  added  and  numbered  112a  ; 
namely, 

"The  Court  of  Chancery  of  the  County  Palatine  of  Lan- 
caster shall,  with  respect  to  any  action  or  other  proceeding  in 
relation  to  trade-marks  the  registration  whereof  is  applied  for 
in  the  Manchester  OjQice,  have  the  like  jurisdiction  under  this 
Act  as  Her  Majesty's  High  Court  of  Justice  in  England,  and 
the  expression  '  the  Court '  in  this  Act  shall  be  construed  and 
have  effect  accordingly. 

"  Provided  that  every  decision  of  the  Court  of  Chancery  of 
the  County  Palatine  of  Lancaster  in  pursuance  of  this  section 
shall  be  subject  to  the  like  appeal  as  decisions  of  that  Court 
in  other  cases.'' 


Palatine 
Court. 


Confltziiction 
of  pxinoipal 
Act. 


Oommenoe- 
ment  of  Act. 


Short  title. 


27.  The  principal  Act  shall,  as  from  the  commencement  of 
this  Act,  take  effect  subject  to  the  additions,  omissions,  and 
substitutions  required  by  this  Act,  but  nothing  in  this  Act 
shall  affect  the  validity  of  any  act  done,  right  acquired,  or 
liability  incurred  before  the  conmiencement  of  this  Act. 

28.  This  Act  shall,  except  so  far  as  is  by  this  Act  otherwise 
specially  provided,  commence  and  come  into  operation  on  the 
first  day  of  January  one  thousand  eight  hundred  and  eighty- 
nine. 

29.  This  Act  may  be  cited  as  the  Patents,  Desims,  and 
Trade-Marks  Act,  1888,  and  this  Act  and  the  Patents,  Designs, 
and  Trade-Marks  Acts,  1883  to  1886,  maybe  cited  collectively 
as  the  Patents,  Designs,  and  Trade-Marks  Acts,  1888  to  1888. 
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THE  TEADE-MAEKS  EEGISTEATION  ACT,  1876. 
38  &  39  Vict.  o.  91. 

An  Act  to  establish  a  Eegister  of  Trade-Marks. 

[13th  August,  1875.] 

Be  it  enacted  by  the  Queen's  most  Excellent  Majesty,  by  and 
tcilh  the  advice  and  consent  of  the  Lords  Spiritual  and  Temporal, 
and  Commons,  in  this  present  Parliament  assembled,  and  by  the 
authority  of  the  same,  as  follows  : — 

1.  A  register  of  trade-marks  as  defined  by  this  Act,  and  of  RegistratUm 
the  proprietors  thereof  shall  be  established  under  the  superin-  ®'  *vlf ^" 
tendence  of  the  Commissioners  of  Patents,  and  from  and  after 

the  first  day  of  July  one  thousand  eight  hundred  and  seventy-siz 
a  person  shall  not  be  entitled  to  institute  any  proceeding  to  prevent 
the  infringement  of  any  trade-mark  as  defined  by  this  Act  until 
and  unless  such  trade-mark  is  registered  in  pursuance  of  this 
Act, 

2.  A  trade-mark  must  be  registered  as  belonging  to  particular  Charaoter- 
goods,  or  classes  of  goods  ;  and  when  registered  shall  be  assigned  i^os  of 
and  transmitted  only  in  connection  with   the  goodwill  of  the  j^^^'^'^^v 
business  concerned  in  such  particular  goods  or  classes  of  goods,  "™^  ' 
and  shall  be  determinable  with  such  goodwill,  but  subject  as 
aforesaid  registration  of  a  trade-mark  shall  be  deemed  to   be 
equivalent  to  public  use  of  such  mark, 

3.  The  registration  of  a  person  as  first  proprietor  of  a  trade-  Title  of  fiwt 
mark  shall  be  prima  facie  evidence  of  his  right  to  the  exclusive  proprietor  of 
use  of  such  trade-mark,  and  shall,  after  the  expiration  of  five  *  trade-mark. 
ytars  from  the  date  of  such  registration,  be  conclusive  evidence 

of  his  right  to  the  exclusive  use  of  such  trade-mark,  subj'ect  to 
the  provisions  of  this  Act  as  to  its  connection  with  the  goodwill 
of  a  business. 
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4.  Every  proprietor  registered  in  respect  to  a  trade-mark 
subsequently  to  the  first  registered  proprietor  shall,  as  respects 
his  title  to  that  trade-mark,  stand  in  the  same  position  as  if  his 
title  were  a  continuation  of  the  title  of  the  first  registered 
proprietor. 

6.  If  the  name  of  any  person  who  is  not  for  the  time  being 
entitled  to  the  exclusive  use  of  a  trade-mark  in  accordance  with 
this  Act,  or  otherwise  in  accordance  with  law,  is  entered  on  the 
register  of  trade-marks  as  a  proprietor  of  such  trade-mark,  or  if 
the  registrar  refuses  to  enter  on  the  register  as  proprietor  of  a 
trade-mark  the  name  of  any  person  who  is  for  the  time  being 
entitled  to  the  exclusive  use  of  such  trade-mark  in  accordance 
with  this  Act,  or  otherwise  in  accordance  with  law,  or  if  any 
mark  is  registered  as  a  trade-mark  which  is  not  authorised  to  be 
so  registered  under  this  Act,  any  person  aggrieved  may  apply  in 
the  prescribed  manner  for  an  order  of  the  Court  that  the  register 
may  be  rectified;  and  the  Court  may  either  refuse  such  appli- 
cation, or  it  may,  if  satisfied  of  the  justice  of  the  case,  make  an 
order  for  the  rectification  of  the  register,  and  may  award  damages 
to  the  party  aggrieved. 

Where  each  of  several  persons  claims  to  be  registered  as 
proprietor  of  the  same  trade-mark,  the  registrar  may  refuse  to 
comply  with  the  claims  of  any  of  such  persons  until  their  rights 
have  been  determined  by  the  Court,  and  the  registrar  may  himself 
submit  or  require  the  claimants  to  submit  in  the  prescribed 
manner  their  rights  to  the  Court, 

The  Court  may,  in  any  proceeding  under  this  section,  decide 
any  question  as  to  whether  a  mark  is  or  is  not  such  a  trade-mark 
as  is  authorised  to  be  registered  under  this  Act,  also  any  question 
relating  to  the  right  of  any  person  who  is  party  to  such  proceedings 
to  have  his  name  entered  on  the  register  of  trade-marks,  or  to 
have  the  name  of  some  other  person  removed  from  such  register^ 
also  any  other  question  that  it  may  be  necessary  or  expedient  to 
decide  for  the  rectification  of  the  register. 

The  Court  may  direct  an  issue  to  be  tried  for  the  decision  of 
any  question  of  fact  which  may  require  to  be  decided  for  the 
purposes  of  this  section. 

Whenever  any  order  has  been  made  rectifying  the  register  the 
Court  shall  by  its  order  direct  that  due  notice  of  such  rectification 
be  given  to  the  registrar. 

6.  The  registrar  shall  not,  without  the  special  leave  of  the 
Court,  to  be  given  in  the  prescribed  manner,  register  in  respect  of 
the  same  goods  or  classes  of  goods  a  trade-mark  identical  with 
one  which  is  already  registered  with  respect  to  such  goods  or 
classes  of  goods,  and  the  registrar  shall  not  register  with  respect 
to  the  same  goods  or  classes  of  goods  a  trade-mark  so  nearly 
resembling  a  trade-mark  already  on  the  register  with  respect  to 
such  goods  or  classes  of  goods  as  to  be  calculated  to  deceive. 
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//  shall  not  be  lawful  to  regUter  as  part  of  or  in  combination 
with  a  trade-mark  any  words  the  exclusive  use  of  which  would 
not,  by  reason  of  their  being  calculated  to  deceive  or  otherwise^ 
he  deemed  entitled  to  protection  in  a  Court  of  Equity ;  or  any 
scandalous  designs, 

7.  Subject  as  aforesaid,  a  register  office  shall  be  established  Establiah* 
from  and  after  such  time  {not  being  later  than  the  firsi  day  of  ™^V?^     ^ 
January  one  thousand  eight  hundred  and  seventy-six),  in  such  ^^S^^og, 
manner  and  with  such  officers,  and  at  such  salaries,  to  be  paid 

out  of  moneys  provided  by  Parliament,  as  the  Lord  Chancellor 
may,  with  the  consent  of  the  Treasury,  direct ;  and  the  Lord 
Chancellor  may  from  time  to  time,  with  the  assent  of  the  Treasury 
at  to  fees,  make,  and,  when  made,  alter,  annul,  or  vary,  such 
general  rules  as  to  the  registry  of  trade-marks,  and  as  to  notices 
to  be  given  by  advertisement  before  the  registration  of  trade-marks, 
and  as  to  the  classification  of  goods  for  the  purposes  of  this  Act, 
and  as  to  the  registration  of  first  and  subsequent  proprietors  of 
trade-marks,  and  as  to  the  fees  to  be  charged  for  registration,  and 
also  for  the  continuance  of  a  trade-mark  on  the  register  or  other- 
vfise,  and  as  to  the  removal  from  the  register  of  any  trade-mark, 
as  to  notices,  and  as  to  the  persons  entitled  to  inspect  the  register, 
and  as  to  any  proceedings  to  be  taken  to  obtain  the  judgment  or 
leave  of  the  Court  in  any  matter  in  which  the  judgment  or  leave 
of  the  Court  is  required  to  be  obtained  under  this  Act,  and 
generally  for  the  purpose  of  carrying  into  effect  this  Act,  as  he 
may  deem  expedient. 

Any  rules  made  in  pursuance  of  this  section  shall  be  laid  before 
both  Houses  of  Parliament  if  Parliament  be  then  sitting,  or  if 
not  then  sitting,  then  within  ten  days  from  the  then  next  assem^ 
bling  of  Parliament,  and  shall  be  of  the  same  validity  as  if  they 
had  been  enacted  by  Parliament ;  provided  that  if  either  House 
of  Parliament  resolve,  within  one  month  after  such  rules  have 
been  laid  before  such  House,  that  any  of  such  rules  ought  not  to 
continue  in  force,  any  rule  in  respect  of  which  such  resolution 
has  been  passed  shall,  after  the  date  of  such  resolution,  cease  to 
be  of  any  force,  without  prejudice,  nevertheless,  to  the  making  of 
any  other  rule  in  its  place,  or  to  anything  done  in  pursuance  of 
any  such  rules  before  the  date  of  such  resolution. 

8.  The  certificate  of  the  registrar  as  to  any  entry,  matter,  or  CertlBcate  of 
thing  which  he  is  authorised  by  this  Act,  or  any  general  rules  registrar  to 
made  thereunder,  to  make  or  do,  shall  be  evidence  of  such  entry  ^  evidence. 
having  been  made,  and  of  the  contents   thereof,  and  of  such 

matters  and  things  having  been  done  or  left  undone. 

9.  With  respect  to  the  master,  wardens,  searchers,  assistants,  Provision  as 
and  commonalty  of  the  Company  of  Cutlers  in  Hallamshire,  in  ^  Cutlera' 
the  county  of  Fork  {in  this  Act  called'' the  Cutlers'  Company"),  ^SSSSTo^- 
and  the  marks  or  devices  {in  this  Act  called  "  Sheffield  corporate  porate  marlu. 
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''  marks  ")  assigned  or  to  be  assigned  by  the  mastery  wardens^ 
searchers^  and  assistants  of  that  company^  be  it  enacted  as 
follows : — 

(1.)  Within  the  prescribed  time  and  in  the  prescribed  manner 
the  Cutlers^  Company  shaU  at  their  own  ea^ense  deliver 
to  the  registrar  under  this  Act  copies  of  aU  Sheffield 
corporate  marks  in  force  at  the  time  of  such  delivery  : 

(2.)  When  any  person^  after  the  passing  of  this  Act,  applies 
to  the  said  master,  wardens,  searchers,  and  assistants 
to  assign  to  him  any  mark  or  device^  notice  of  such 
application,  with  a  copy  of  such  mark  or  device,  shaU, 
within  the  prescribed  time  and  in  the  prescribed  manner, 
be  delivered  to  the  registrar  under  this  Act ;  and  such 
mark  or  device  shall  not  be  assigned  until  after  the 
expiration  of  the  prescribed  period  from  the  giving  of 
such  notice.  In  like  manner,  when  any  person  applies 
for  the  registration  under  this  Act  of  a  trade-mark  as 
belonging  to  any  goods  or  class  of  goods  sped^fied  in 
section  two  of  the  Cutlers^  Company* s  Act  of  1860, 
notice  of  such  application,  with  a  copy  of  such  trade- 
mark, shall,  within  the  prescribed  time  and  in  the 
prescribed  manner,  be  delivered  to  the  Cutlers*  Company: 
and  such  trade-mark  shall  not  be  registered  until  after 
the  expiration  of  the  prescribed  period  from  the  giving 
of  the  last-mentioned  notice : 

(8.)  Upon  the  assigning  of  any  such  mark  or  device,  or  the 
registration  of  any  such  trade-mark  as  aforesaid,  notice 
of  the  assignment  or  registration  shall,  within  the  pre- 
scribed time  and  in  the  prescribed  manner,  be  given  to 
the  registrar  under  this  Act,  or  to  the  Cutlers*  Company, 
as  the  case  may  be : 

(4.)  The  registrar  under  this  Act,  without  the  special  leave  of 
the  Court,  to  be  given  only  in  cases  where  the  applicant 
proves  his  right,  shall  not  in  respect  of  any  goods  or 
classes  of  goods  with  respect  to  which  a  Sheffield 
corporate  mark  shall  have  been  assigned  and  actually 
used,  and  of  which  mark  a  copy  or  description  or  notice 
of  the  assigning  whereof  shall  have  been  delivered  or 
given  to  the  registrar  as  aforesaid,  register  a  trade-mark 
identical  with  such  Sheffield  corporate  mark,  or  so 
nearly  resembling  the  same  as  to  be  calculated  to 
deceive : 

(5.)  The  master,  wardens,  searchers,  and  assistants  of  the 
Cutlers*  Company,  shall  not  assign  to  any  person  a 
mark  or  device  identical  with  any  trade-mark  registered 
under  this  Act,  and  notice  of  the  registration  whereof 
shall  have  been  given  to  the  Cutlers*  Company  as  afore- 
said, or  so  nearly  resembling  the  same  as  to  be  calculated 
to  deceive  : 


Trade-Marks  Registration  ActSy  1875 — ^77.  591 

(6.)  Any  person  to  whom  a  Sheffield  corporate  mark  UgaUy 
belongs  shall  he  entitled  to  have  the  same  mark  registered 
also  as  a  trade-mark  under  this  Act,  in  respect  of  any 
particular  goods  or  classes  of  goods ^  in  the  same  manner 
and  upon  the  same  terms  and  conditions  in  and  upon 
which  he  might  have  registered  the  same  if  it  were  not 
a  Sheffield  corporate  mark : 

(7.)  Nothing  in  this  Act  shall  prejudice  or  affect  the  rights 
and  privileges  of  the  Cutlers^  Company,  nor,  save  as  is 
otherwise  in  this  Act  expressly  provided,  shall  any  of 
the  provisions  of  this  Act  apply  to  or  in  the  case  of  any 
Sheffield  corporate  mark. 

10.  For  the  purposes  of  this  Act —  Defini- 
A   trade-mark  consists  of  one  or  more  of  the  follounng  tion8(a). 

essential  particulars  ;  that  is  to  say, 
A  name  of  an  individual  or  firm  printed,  impressed,  or 

woven  in  some  particular  and  distinctive  manner;  or 
A  written  signature  or  copy  of  a  Ufritten  signature  of  an 

individual  or  firm  ;  or 
A  distinctive  device,  mark,  heading,  label,  or  ticket; 
and  there  may  be  added  to  any  one  or  more  of  the  said  particulars 
any  letters,  words,  or  figures,  or  combination  of  letters,  words, 
or  figures;  also 

Any  special  and  distinctive  word  or  words  or  combination  of 
figures  or  letters  used  as  a  trade-mark  before  the  passing  of  this 
Act  may  be  registered  as  such  under  this  Act. 

^^  Prescribed  ^^  means  prescribed  by  general  rules  made  in 
pursuance  of  this  Act ;  and 

•*  Court "  m^ans  any  of  Her  Majesty^ s  superior  courts  of  law 
or  equity  at  Westminster,  or  any  Court  to  which  the  jurisdiction 
of  such  Courts  may  be  transferred,  or  any  one  or  more  of  such 
Courts  which  may  be  declared  to  be  the  Court  for  the  purposes  of 
this  Act  by  such  general  rules  as  aforesaid;  but  the  provisions  of 
this  Act  conferring  a  special  jurisdiction  on  the  Court  as  above 
defined  shaU  not,  excepting  so  far  as  such  jurisdiction  extends, 
affect  the  jurisdiction  of  any  Court  in  Scotland  or  Ireland  in 
causes,  actions,  suits,  or  proceedings  relating  to  trade-marks ; 
and  if  the  register  requires  to  be  rectified  in  consequence  of  any 
proceedings  in  any  such  Court  in  Scotland  or  Ireland,  due 
notice  of  such  requirements  shall  be  given  to  the  registrar,  and  he 
shall  rectify  the  register  accordingly. 

11.  l%is  Act  may  be  cited  for  all  purposes  as  the  Trade-  Short  title 
Marks  Registration  Act,  1876.  of  Act. 

(0)  See  0eot.  64  of  the  pment  Aot,  ante,  p.  652. 
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THE  TEADE-MAEKS  EEGISTEATION  AMENDMENT 
ACT,  1876. 

39  &  40  Vict.  c.  33. 

An  Act  for  the  Amendment  of  the  Trade-Marks  Begistration 
Act,  1875.  [24th  July,  1876.] 

38  &  39  Vict.         Whereas  by  the  Trade-Marks  Begistration  Act,  1875,  tn  this 
0*  91.  Act  re/erred  to  as  the  principal  Act,  it  is  provided  that  from 

and  after  the  first  day  of  July  one  thousand  eight  hundred  and 
seventy-six,  a  person  shall  not  he  entitled  to  institute  any  pro- 
ceeding to  prevent  the  infringement  of  any  trade-mark  as  defined 
by  the  principal  Act  until  and  unless  such  trade-mark  is  registered 
in  pursuance  of  that  Act : 

And  whereas  by  reason  of  the  number  of  trade-marks,  and 
especially  by  reason  of  the  difficulties  attending  the  registration 
of  trade-marks  in  relation  to  textile  fabrics,  it  has  been  found 
impossible  to  complete  the  registration  of  existing  trade-marks 
within  the  time  specified  by  the  said  section  ;  and  it  is  therefore 
expedient  to  prolong  the  time  for  the  completion  of  such  regis- 
tration as  aforesaid,  and  otherwise  to  amend  the  principal  Act : 
Be  it  therefore  enacted  by  the  Queen^s  most  Excellent  Majesty, 
by  and  with  the  advice  ana  consent  of  the  Lords  Spiritual  and 
Temporal,  and  Commons,  in  this  present  Parliament  assembled, 
and  by  the  authority  of  the  same,  as  follows  : — 

Amendment  1.   There   shall  be   repealed  so   much  of  section  one  of  the 

of  8.  1  of  the  principal  Act  as  provides  that  from  and  after  the  first  day  of 
principal  Act.  j^iy  ^^^  thousand  eight  hundred  and  seventy-six,  a  person  shall 
not  be  entitled  to  institute  any  proceeding  to  prevent  the  infringe- 
ment of  any  trade-mark  as  defined  by  that  Act  until  and  unless 
such  trade-mark  is  registered  in  pursuance  of  that  Act,  and  in 
place  thereof  be  it  enacted  that — 

From  and  after  the  first  day  of  July  one  thousand  eight 
hundred  and  seventy-seven,  a  person  shall  not  be  entitled  to 
institute  any  proceeding  to  prevent  or  to  recover  damages  for  the 
infringement  of  any  trade-mark  as  defined  by  the  principal  Act 
until  and  unless  such  trade-mark  is  registered  in  pursuance  of 
that  Act,  or  until  and  unless,  with  respect  to  any  device,  mark, 
name,  combination  of  words,  or  other  matter  or  thing  in  use  as  a 
trade-mark  before  the  passing  of  the  principal  Act,  registration 
thereof  as  a  trade-mark  under  the  principal  Act  shall  have  been 
refused  as  hereinafter  is  mentioned. 

Saving  of  2.   When  an  application  by  any  person  to  register  as  a  trade- 

marks  and  mark  a  device,  mark,  name,  word,  combination  of  words,  or  other 

deTioes  not  matter  or  thing  proposed  for  registration  as  a  trade-mark,  which 

of^inff  ^^^  ^^^^  "*  "*^  ^*  ^  trade-mark  before  the  passing  of  the  recited 


r 


Trade-Marka  Registration  AetSy  1875—77.  |698 

^ctf  has  been  refused,  it  shall  be  the  duty  of  the  registrar,  on  registered 
-request,  and  on  payment  of  the  prescribed  fee,  to  give  to  the  ™ider  Act. 
applicant  a  certificate  of  such  refusal,  and  a  certificate  so  granted 
shall  be  conclusive  evidence  of  such  refusal. 

S!  This  Act  may  be  cited  for  all  purposes  as  the  Trade-Marks  Sliort  title. 
Registration  Amendment  Act,  1876. 


rrHE  TEADE-MAEKS  BEGISTEATION  EXTENSION 
ACT,  1877. 

40  &  41  Vict.  c.  37. 

An  Act  tor  extending  the  Time  for  tlie  Eegistration  of  Trade- 
Marks,  in  60  far  as  relates  to  Trade-Marks  used  in 
Textile  Industries.  [6tli  August,  1877.] 

Whereas   by  section   one  of  the   Trade-Marks  Registration  39  k  40  Vict. 
Amendment  Act,  1876,  it  is  provided  that  from  and  after  the  «•  33. 
^rst  day  of  July  one  thousand  eight  hundred  and  seventy-seven, 
a  person  shall  not   be  entitled  to   institute  any  proceeding  to 
prevent  or  to  recover  damages  for  the  infringement  of  any  trade- 
mark as  defined  by  the  Trade- Marks  Registration  Act,  1875  38  &  39  Vict. 
{referred  to  in  such  Amendment  Act  and  in  this  Act  as  the  ^'  ^^* 
principal  Act),  until  and  unless  such  trade-mark  is  registered  in 
pursuance  of  the  principal  Act,  or  until  and  unless,  with  respect 
to  any  device,  mark,  name,  combination  of  words,  or  other  matter 
or  thing  in  use  as  a  trade-mark  before  the  passing  of  the  principal 
Act,  registration  thereof  as  a  trade-mark  under  the  principcd 
Act  shall  have  been  refused,  as  is  in  the  said  Act  thereafter 
mentioned: 

And  whereas  by  reason  of  the  difficulties  attending  the  regis- 
tration of  trade-marks  used  in  the  textile  industries  it  has  been 
found  impossible  to  complete  the  registration  of  such  trade-marks 
within  the  time  specified  by  the  said  section,  and  it  is  therefore 
expedient  to  prolong  such  time  as  aforesaid: 

Be  it  therefore  enacted  by  the  Queen's  most  Excellent  Majesty, 
hy  and  with  the  advice  and  consent  of  the  Lords  Spiritual  and 
Temporal,  and  Commons,  in  this  present  Parliament  assembled, 
and  by  the  authority  of  the  same,  as  follows : 

1.  In  so  far  as  relates  to  the  registration  of  trade-marks  used  Extension  of 
in  the  textile  industries,  but  not  further  or  otherwise,  section  one  time  for  regii»- 
of  the  Trade-Marks  Registration  Amendment  Act,  1876,  shall  ^^^^^. 
he  construed  as  if  for  the  words  ^'from  and  after  the  first  day  of  J[^^j^"J^tile 
July  one  thousand  eight  hundred  and  seventy-seven  "  there  were  industries. 

K.  QQ 
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suhsittuted  the  words  '^/rom  and  after  the  firet  day  of  January 
one  thousand  eight  hundred  and  seventv-eight,  or  such  further 
time  as  Her  Majesty  may  by  Order  in  Council  determine,'^ 

Definition  of  2.  The  expression  in  this  Act  "  Trade-marks  used  m  ihe 
"^4*"™"^^  textile  industries"  means  the  trade-marks  relating  to  goods 
tfflctile^in-^  co»*pr»«fl?  in  classes  23  to  35,  both  inclusive,  of  the  First 
dnstries."  Schedule  to  the  rules  under  the  Trade-Marks  Registration  jictSf 
1875—76,  dated  September^  1876. 

Short  titl©  3.  This  Act  may  be  dted  for  all  purposes  as  "  The  Trcide- 

of  Act.  Marks  Registration  Extension  Act,  1877,"  and  this  Act  and 

the  Trade- Marks  Registration  Amendment  Act,  1876,  and  the 

Trade-Marks  Registration  Act,  1875,  may  be  dted  together  as 

"  The  Trade-Marks  Registration  Acts,  1875—77." 
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By  virtue  of  the  provisions  of  the  Patents,  Designs,  and 
Trade-Marks  Acts,  1883  to  1888,  the  Board  of  Trade  do  hereby 
make  the  following  Bules  :— 

Preliminary. 

1.  These  Bules  may  be  dted  as  the  Trade-Marks  Bules, 
1890,  and  shall  come  into  operation  from  and  immediately 
after  the  31st  day  of  December,  1889, 

Interpretation. 

2.  In  the  construction  of  these  Bules  any  words  herein  used  Inierpreta- 
defined  by  the  said  Acts  shall  have  the  meanings  thereby  tion. 
assigned  to  them  respectively. 

Fees, 

3.  The  fees  to  be  paid  in  pursuance  of  the  said  Acts,  so  far  Fees* 
as  they  relate  to  trade-marks,  shall  be  the  fees  specified  in  the 
First  Schedule  hereto. 

Forms, 

4.  The  Form  F  in  the  First  Schedule  to  the  Patents,  De-  Forms, 
signs,  and  Trade-Mai^ks  Act,  1883,  shall  be  altered  or  amended 

by  the  substitution  therefor  of  the  Form  F  in  the  Second 
Schedule  to  these  Bules. 

5.  (1)  An  application  for  registration  of  a  trade-mark  shall 
be  made  in  the  Form  F  in  the  Second  Schedule  to  these  Bules ; 
(2)  the  remaining  forms  in  such  schedule  may  be  used  in  all 
cases  to  which  they  are  applicable. 

Claseijication  of  Goods, 

6.  For  the  purposes  of  trade-marks  registration  and  of  these  GUfisificatlon 
Bules  goods  are  classified  in  the  manner  appearing  in  the  o^  goods. 
Third  Schedule  hereto. 

If  any  doubt  arises  as  to  what  class  any  particular  descrip- 
tion of  goods  belongs  tp,  the  doubt  shall  be  determined  by  the 
Comptroller. 

Qq3 
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Application 
bjfizm« 


AddreBBof 
application. 


Application  for  Registration. 

7.  An  application  for  registration  of  a  trade-mark,  if  made 
by  any  firm  or  partnership,  may  be  signed  by  some  one 
or  more  members  of  such  firm  or  partnership,  as  the  case 
may  be. 

if  the  application  be  made  by  a  body  corporate  it  may  be 
signed  by  the  secretary  or  other  principal  officer  of  such  body 
corporate. 

8.  Where  a  trade-mark  for  registration  of  which  application 
is  made  is  in  classes  23,  24  or  25  of  the  Third  Schedule  to  these 
Kules,  the  applicant  shall  address  and  send  his  application  to 
the  Manchester  Trade-Marks  Branch,  48,  Boyal  Exchange, 
Manchester.  Other  applications  Texcept  applications  which 
under  Section  81  of  the  said  Aces  should  be  made  to  the 
Cutlers'  Company)  shall  be  addressed  and  sent  to  the  Patent 
Office,  Trade-Marks  Branch,  25,  Southampton  Buildings, 
Chancery  Lane,  London,  W.C. 

9.  An  application  for  registration  and  aU  other  communica- 
tions between  the  applicant  and  the  Comptroller  may  be  made 
by  or  through  an  agent  duly  authorised  to  the  satisfaction  of 
the  Comptroller. 

10.  On  receipt  of  the  application  the  Comptroller  shall  fur- 
nish the  applicant  with  an  acknowledgment  thereof. 

11.  Where  application  is  made  to  register  a  trade-mark 
•  which  was  used  by  the  applicant  or  his  predecessors  in  busi- 
ness before  the  13th  of  August,  1875,  the  application  shall 
contain  a  statement  of  the  time  during  which  and  of  the  person 
by  whom  it  has  been  so  used  in  respect  of  the  goods  mentioned 
in  the  application. 

12.  Subject  to  any  other  directions  that  may  be  given  by 
the  Comptroller,  all  applications,  notices,  counter-statements, 
representations  of  marks,  papers  having  representations  affixed, 
or  other  documents  required  by  the  said  Acts  or  by  these 
Bules  to  be  left  with  or  sent  to  the  Comptroller  or  to  the 
Cutlers'  Company,  shall  be  upon  foolscap  paper  of  a  size  of 
18  inches  by  8  inches,  and  shall  have  on  the  left-hand  part 
thereof  a  margin  of  not  less  than  one  inch  and  a  half. 

Repiesenta-  13.  Subject  to  any  other  directions  that  may  be  given  by 

tions  of  trade-  ^q  Comptroller,  three  representations  of  each  trade-mark, 
^^  '  except  in  the  case  of  marks  applied  for  in  classes  23  to  35  in- 

clusive, must  be  supplied  upon  paper  of  the  size  aforesaid,  and 
must  be  of  a  durable  nature.  One  of  such  representations 
must  be  made  upon  or  affixed  to  the  form  of  application,  the 
others  upon  separate  half  sheets.  In  the  case  of  trade-marks 
exceeding  the  limits  of  the  foolscap  paper  of  the  size  aforesaid, 
such  macks  may  be  pasted  and  folded  upon  the  sheets  of 
foolscap. 


Agency. 


Admowledg- 
ment  of  appli- 
oation. 
Contents  of 
form  of  appli' 
cation. 


Size,  &o.,  of 
documents. 
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In  the  case  of  marks  applied  for  in  classes  23  to  35  indusive, 
the  applicant  shall  supply  four  representations  of  each  mark 
for  each  class. 

Where  a  drawing  or  other  representation  or  specimen 
cannot  be  given  in  manner  aforesaid,  a  specimen  or  copy  of 
the  trade-mark  may  be  sent  either  of  full  size  or  on  a  reduced 
scale,  and  in  such  form  as  the  Comptroller  may  think  most 
conyenient. 

The  Comptroller  may,  if  dissatisfied  with  the  representation 
of  a  trade-mark,  require  a  fresh  representation,  either  before 
he  proceeds  with  the  application  or  before  he  registers  the 
trade-mark. 

The  Comptroller  may  also,  in  exceptional  cases,  deposit  in 
the  Patent  Office  a  specimen  or  copy  of  any  trade-mark  which 
cannot  conveniently  be  shown  by  a  representation,  and  may 
refer  thereto  in  the  register  in  such  manner  as  he  may  think 
fit 

14.  When  an  application  relates  to  a  series  of  trade-marks  Repreflenta- 
difiering  £rom  one  another  in  respect  of  the  particidars  men-  tions  of  a 
tioned  in  section  66  of  the  said  Acts,  a  representation  of  each  ^^.™.k8 
trade-mark  of  the  series  shall  be  made  or  affixed  upon  the 

form  of  application  and  also  upon  each  of  the  separate  half- 
sheets  of  paper  aforesaid. 

15.  Wherever  a  mark  consists  of  or  includes  words  printed  Trandation 
in  other  than  Eoman  character,  there  shall  be  given  at  the  ^^  foreign 
foot  or  on  the  back  of  each  representation  a  translation  of  °*^*""'**™' 
such  words,  signed  by  the  applicant  or  his  agent. 

16.  Any  application,  statement,  notice,  or  other  document  Mode  of 
authorized  or  required  to  be  left,  made,  or  given  at  th& Patent  sending^ 
Office,  or  to  the  Comptroller,  or  to  any  other  person  under  '^oticea,  &c. 
these  Bules,  may  be  sent  by  a  prepaid  letter  through  the  post, 

and  if  so  sent  shall  be  deemed  to  have  been  left,  mad^,  or 
given  respectively  at  the  time  when  the  letter  containing  the 
same  would  be  delivered  in  the  ordinary  course  of  post. 

In  proving  such  service  or  sending,  it  shall  be  sufficient  to 
prove  that  the  letter  was  properly  addressed  and  put  into  the 
post, 

JSxercise  of  Discretionary  Powers, 

1 7.  Before  exercising  any  discretionary  power  given  to  the  Hearing  by 
Comptroller  by  the  said  Acts  adversely  to  the  applicant  for  Comptroller, 
registration  oi   a  trade-mark,  the  Comptroller  shall  (if   so 
required  by  the  applicant  within  one  month  from  the  date  of 

the  Comptroller's  objection)  give  the  applicant  an  oppor- 
tunity of  being  heard  personaUy  or  by  his  agent  by  sending 
the  applicant  ten  days'  notice  of  a  time  when  he  may  be  so 
heard. 

18.  Within  five  days  from  the  date  when  such  notice  would  Notice  of  wish 
be  delivered  in  the  ordinary  course  of  post,  the  applicant  shall  ^  ^  '^^e^sA 
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bdfoie  Comp- 
troller. 

Notifioalion 
of  decuion. 


Notice  of 
appeaL 


GronndB  of 
appeal  to  be 
stated. 

Transmiasion 
of  notice. 


Directions  by 
Boaid« 


Hearing  of 
appeal. 


No  appeal 
unless  notice 
duly  giyen. 


Evidenoe  on 
appeal. 


AdvertiBe- 
ment  of  ap- 
plication. 


notify  to  the  Comptroller  whether  or  not  he  intends  to  be 
heard  upon  the  matter. 

19.  The  decision  of  the  Comptroller  in  the  exercise  of  any 
such  discretionary  power  as  aforesaid  shall  be  notified  to  the 
applicant. 

Appeal  to  the  Board  of  Trade. 

20.  When  any  person  intends  to  appeal  to  the  Board  of 
Trade  from  a  decision  of  the  Comptroller  in  any  case  in  which 
an  appeal  is  given  by  the  said  Acts,  he  shall,  within  one 
month  from  the  date  of  the  decision  appealed  against,  leave  at 
the  Patent  Office,  Trade-Marks  Branch,  a  notice  of  such  hia 
intention. 

21.  Such  notice  shall  be  accompanied  by  a  statement  in 
writing  of  the  grounds  of  appeal,  and  of  the  appellant's  case 
in  support  thereof. 

22.  A  copy  of  the  notice  of  intention  to  appeal,  accom- 
panied by  a  statement  of  the  case,  shall  also  be  forthwith  sent 
to  the  Secretary  of  the  Board  of  Trade,  No.  7,  Whitehall 
Gurdens,  London ;  and  where  there  has  been  an  opposition 
before  the  Comptroller,  to  the  opponent  or  applicant,  as  the 
case  may  be. 

23.  The  Board  of  Trade  may  thereupon  give  such  directions 
(if  any)  as  they  may  think  fit  with  respect  to  evidence,  or 
otherwise,  for  the  purpose  of  the  hearing  of  the  appeal  by  the 
Board  of  Trade,  or  for  the  purpose  of  their  referring  the 
appeal  to  the  Court  to  hear  and  determine  the  same. 

24.  Where  the  Board  of  Trade  intend  to  hear  the  appeal, 
seven  days'  notice,  or  such  shorter  notice  as  the  Boaj^  of 
Trade  may  in  any  particular  case  direct,  of  the  time  and  place 
appointed  for  the  hearing,  shall  be  given  to  the  Comptroller 
and  to  the  appellant,  and  where  there  has  been  an  opposition 
before  the  Comptroller,  to  the  opponent  or  applicant,  as  the 
case  may  be. 

25.  No  appeal  shall  be  entertained  of  which  notice  has  not 
been  ffiven  within  one  month  from  the  date  of  the  decision 
appealed  against,  or  such  further  time  as  the  Comptroller  may 
allow,  except  by  special  leave  of  the  Boajrd  of  Trade. 

26.  Subject  to  the  directions  and  leave  of  the  Board  of 
Trade,  the  evidence  to  be  used  on  an  appeal  to  the  Board  of 
Trade  in  the  matter  of  an  opposition  shall  be  the  same  aa  that 
used  at  the  hearing  before  the  Comptroller. 

Advertisement  of  Application, 

27.  Every  application  shall  be  advertised  by  the  Comp- 
troller in  the  official  paper,  during  such  times  and  in  such 
manner  as  the  Comptroller  may  direct,  unless  he  refuse  to 
entertain  the  application. 


Trade-Marks  Rules ^  1890.  569' 

If  no  representation  of  the  trade-mark  be  inserted  in  the 
official  paper  in  connection  with  the  advertisement  of  an  appli- 
cation, the  Comptroller  shall  refer  in  such  advertisement  to 
the  place  or  places  where  a  specimen  or  representation  of  the 
trade-mark  is  deposited  for  exhibition. 

28.  The  official  paper  for  the  purposes  of  these  Bules  shall  De&iitioii  of 
be  some  paper  published  under  the  direction  of  the  Board  of  official  paper. 
Trade,  or  such  other  paper  as  such  Board  may  from  time  to 

time  direct. 

29.  For  the  purposes  of  such  advertisement  the  applicant  Means  of  ad- 
may  be  required  to  furnish  a  wood  block  or  electrotype  (or  vertiBmg 
more  than  one,  if  necessary)  of  the  trade-mark,  of  such  dimen-  ^^'™*'^|^ 
sions  as  may  from  time  to  time  be  directed  by  the  Comptroller,  J^  ^^^ 

or  with  such  other  information  or  means  of  advertising  the  paper* 
trade-mark  as  may  be  required  by  the  Comptroller ;  and  the 
Comptroller,  if  dissatisfied  with  the  block  or  electrotype  fur- 
nished by  the  applicant  or  his  agent,  ma^  require  a  fresh 
block  or  electrotype  before  proceeding  with  the  advertise- 
ment. 

30.  When  an  application  relates  to  a  series  of  trade-marks  Advertise- 
differing  from  one  another  in  respect  of  the  particulars  men-  nientof  aetiei. 
tioned  in  section  66  of  the  said  Acts,  the  applicant  may  be 

required  to  furnish  a  wood  block  or  electrotype  (or  more  than 
one,  if  necessary)  of  any  or  of  each  of  the  trade-marks  con- 
stituting the  series ;  and  the  Comptroller  may,  if  he  thinks 
fit,  insert  with  the  advertisement  of  the  application  a  state- 
ment of  the  manner  in  respect  of  which  the  several  trade- 
marks differ  from  one  another. 

Opposition  to  Registration. 

31.  (1.)  A  notice  of  opposition  to  the  registration  of  a  trade-  Notice  of 
mark  shall  state  the  ground  or  p;rounds  on  which  the  opponent  opposition, 
intends  to  oppose  the  registration,  and  be  signed  by  nim  or 

by  his  solicitor,  and  shall  also  contain  an  aduress  for  service 
in  the  United  Kingdom,  and  shall  be  in  the  Form  J  in  the 
Second  Schedule  to  these  Bules,  with  such  variations  as  cir- 
cumstances may  require. 

(2.)  Where  tiie  ground,  or  one  of  the  grounds,  of  opposi-  Opposition  of 
tion  is  that  the  applicant  is  applying  for  the  registration  of  a  the  groimd 
trade-mark  identical  with  one  already  on  the  register  with  ^-^^®'™S^ 
respect  to  the  same  goods  or  description  of  goods,  or  having  registOT^"    * 
such  resemblance  to  a  trade-mark  already  on  the  register  with 
respect  to  such  goods  or  description  of  goods  as  to  be  calcu- 
lated to  deceive,  the  notice  shall  state  the  date  of  registration, 
and  the  number  on  the  register  of  such  trade-mark  already  on 
the  register. 

(3.)  Within  two  months  after  the  expiration  of  one  month,  Opponent's 
or  such  further  time  not  exceeding  three  months,  as  the  Comp-  endenoe. 
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troller  may  allow  from  tbe  date  of  the  advertisement  of  tEe 
application,  the  opponent  shall  leave  at  the  Patent  Office, 
l^ade-Marks  Branch,  such  evidence  by  way  of  statutory 
declaration  as  he  may  desire  to  adduce  in  support  of  his 
opposition,  and  deliver  to  the  applicant  copies  thereof. 

(4.)  *  Within  one  month  from  the  deUvery  of  the  oppo- 
nent's copies  of  his  statutory  declarations  the  applicant  ahall 
leave  at  the  Patent  Office,  Trade-Marks  Branch,  his  evidence 
by  way  of  statutory  declaration  in  answer,  and  deliver  to  the 
opponent  copies  thereof,  and  within  seven  days  from  such 
delivery  the  opponent  shall  leave  at  the  Patent  Office,  Trade- 
Marks  Branch,  his  evidence  by  way  of  statutory  declaration 
in  reply,  and  deliver  to  the  applicant  copies  thereof.  Such 
last-mentioned  evidence  shall  be  confined  to  matters  strictly  in 
reply. 

(5.)  No  further  evidence  shall  be  left  on  either  side  except 
by  leave  of  the  Comptroller  upon  the  written  consent  of  the 
parties  duly  notified  to  him,  or  by  special  leave  of  the  Comp- 
troller  given  on  an  application  made  to  him. 

(6.)  Either  party  making  such  application  shaU  give  notice 
thereof  to  the  opposite  party,  who  shall  be  entitled  to  oppose 
the  application. 

(7.)  On  the  completion  of  the  evidence  the  Comptroller 
shall,  upon  application  by  either  party,  upon  Form  E  in  the 
Second  Schedule  to  these  Eules,  and  upon  payment  of  the 
prescribed  fee,  appoint  a  time  for  the  hearing  of  the  case,  and 
shall  give  the  parties  at  least  seven  days'  notice  of  such 
appointment. 

(8.)  On  the  hearing  of  the  case  no  opposition  shall  be 
allowed  in  respect  of  any  ground  not  stated  in  the  notice  of 
opposition,  and  where  the  ground  or  one  of  the  grounds  of 
opposition  is  that  registration  is  being  applied  for  in  respect 
of  a  trade-mark  identical  with  one  already  on  the  register  with 
respect  to  the  same  goods  or  description  of  goods,  or  having 
such  resemblance  to  a  trade-mark  already  on  the  register  with 
respect  to  such  goods  or  description  of  goods  as  to  be  calcu- 
lated to  deceive,  the  opposition  shall  not  be  allowed  upon  such 
ground,  unless  the  date  of  registration  and  the  number  on  the 
register  of  the  said  trade-mark  already  on  the  register  have 
been  duly  specified  in  the  notice  of  opposition. 

(9.)  The  decision  of  the  Comptroller  in  the  case  shall  be 
notified  to  the  parties. 

Register  of  Trade-Marks, 

32.  As  soon  as  may  be  after  the  expiration  of  one  month 
from  the  date  of  the  advertisement  of  the  application,  the 

♦  The  counter-statement  required  by  the  Acts  must  also  be  delivered 
\>j  the  applicant  "within  one  month  from  the  date  of  the  receipt  of  the 
-opponent  8  notice  of  opposition.  ) 
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Comptroller  shall,  subject  to  opposition  to  the  application  and 
the  determination  thereof,  if  he  is  satisfied  that  the  applicant 
is  entitled  to  registration,  and  on  payment  of  the  prescribed 
fee,  enter  the  name,  address,  and  description  of  the  applicant 
in  the  ^Register  of  Trade-Marks  as  the  registered  proprietor  of 
the  trade-mark  in  respect  of  the  particular  goods  or  classes  of 
goods  described  in  his  application. 

33.  In  case  of  the  death  of  any  applicant  for  a  trade-mark  "Where  appli- 
after  the  date  of  his  application,  and  before  the  trade-mark  J^*  ^®?  . 
applied  for  has  been  entered  on  lie  register,  the  Comptroller,  ^tion'^^" 
alter  the  expiration  of  the  prescribed  period  of  advertisement,  trade  mark 
may,  on  being  satisfied  of  the  applicant's  death,  enter  on  the  maybe  xegis- 
register,  in  place  of  the  name  of  such  deceased  applicant,  the  t«red  for  sac- 
name,  address,   and  description  of  the  person  owning  the  ^^^!_^  | 
goodwill  of  the  business,  if  such  ownership  be  proved  to  the  buameas,** 
satisfaction  of  the  Comptroller. 

34.  Upon  registering  any  trade-mark  the  Comptroller  shall  Entries  to  be 
enter  in  the  register  the  date  on  which  the  application  for  made  in 
registration  was  received  by  the  Comptroller,  ana  such  other  r^fir^ter. 
pi^culars  as  he  may  think  necessary. 

35.  The  Comptroller  shall  send  notice  to  the  applicant  of  Notice  of 
the  registration  of  his  trade-mark,  together  with  a  reference  registration, 
to  the  advertisement  of  such  trade-mark  in  the  official  paper. 

36.  Where  a  person  becomes  entitled  to  a  registered  trade-  Bequest  by 
mark  by  assignment,  transmission,  or  other  operation  of  law,  sabsequent 
a  request  for  the  entry  of  his  name  in  the  register  as  proprietor  proprietor, 
of  the  trade-mark  shall  be  addressed  to  the  Comptroller,  and 

left  at  the  Patent  Office,  Trade-Marks  Branch. 

37.  Such  request  shall  in  the  case  of  an  individual  be  made  Signature  of 
and  sigpied  by  the  person  requiring  to  be  registered  as  pro-  request, 
prietor,  and  in  the  case  of  a  firm  or  partnership  by  some  one 

or  more  members  of  such  firm  or  partnership,  or  in  either  case 
by  his  or  their  agent  respectively  duly  authorised  to  the  satis- 
faction of  the  Comptroller,  and  in  the  case  of  a  body  corporate 
by  their  agent,  authorised  in  like  manner. 

38.  Every  such  request  shall  state  the  name,  address,  and  Contents  of 
description  of  the  person  claiming  to  be  entitled  to  the  trade-  r^l^e^*^' 
mark  (hereinafter  called  the  claimant),  and  the  particulars  of 

the  assignment,  transmission,  or  other  operation  of  law,  by 
virtue  of  which  he  requires  to  be  entered  in  the  register  as 
proprietor,  so  as  to  show  the  manner  in  which,  and  the 
person  or  persons  to  whom,  the  trade-mark  has  been  assigned 
or  transmitted,  and  so  as  to  show  further  that  it  has  been  so 
assigned  or  transmitted  in  connection  with  the  goodwill  of  the 
business  concerned  in  the  particular  goods  or  classes  of  goods 
for  which  the  trade-mark  has  been  registered. 

39.  Every  such  request  shall  be  accompanied  by  a  statutory  Declaration 
declaration  to  be  thereunder  written,  verifying  the  severid  to  aocompany 

reqaest. 
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rtatemehts  therein,  and  declaring  tliat  the  particulars  above 
described  comprise  every  material  fact  and  document  affecting^ 
the  proprietorship  of  the  trade-mark  as  claimed  bj  such. 
request. 

40.  The  claimant  shall  furnish  to  the  Comptroller  snch  otlier 
proof  of  title  and  of  the  existence  and  ownership  of  such  good- 
will as  aforesaid  as  he  may  require  for  his  satisfaction. 

41.  A  body  corporate  may  be  registered  as  proprietor  by  its 
corporate  name. 

42.  The  term  "applicant"  in  Eules  17,  18,  and  19  shall 
include  each  of  several  persons  claiming  to  be  registered  as 
proprietor  of  the  same  trade-mark. 

43.  Whether  all  such  persons  so  claiming  require  to  be 
heard  before  the  Comptroller  or  not,  he  may,  before  exendsing' 
the  discretion  vested  in  him  by  section  71  of  the  said  Acts, 
require  such  persons,  or  any  or  either  of  them,  to  submit  a 
statement  in  writing  within  a  time  to  be  notified  by  him,  or  to 
attend  before  him  and  make  oral  explanations  with  respect  to 
such  matters  as  the  Comptroller  may  require. 

44.  Where  each  of  several  persons  claims  to  be  registered 
as  proprietor  of  the  same  trade-mark,  and  the  Comptroller 
refuses  to  register  any  of  them  until  their  rights  have  been 
determined  according  to  law,  the  manner  in  which  the  rights 
of  such  claimants  may  be  submitted  to  the  Court  by  the  Comp- 
troller, or  if  the  Comptroller  so  require,  by  the  claimants,  sLah^ 
unless  the  Court  otherwise  order,  be  bj  a  special  case ;  and 
such  special  case  shall  be  filed  and  proceeded  with  in  like 
manner  as  any  other  special  case  submitted  to  the  Court,  or 
in  such  other  manner  as  the  Court  may  direct. 

45.  Where  the  special  case  is  to  be  submitted  by  the  parties 
it  may  be  agreed  to  by  them,  or  if  they  differ,  may  be  settled 
by  the  Comptroller,  on  payment  of  the  prescribed  fees. 

46.  Where  an  order  has  been  made  by  the  Court  in  either 
of  the  following  cases,  viz. : — 

(a)  allowing  an  appeal  under  section  62  of  the  said  Acts  ; 

(b)  disallowmg  an  opposition  to  registration  under  sec- 

tion 69 ;  or, 

(c)  under  the  provisions  of  sections  72,  90,  or  92  of  the  said 

Acts, 
the  person  in  whose  favour  such  order  has  been  made,  or  such 
one  of  them,  if  more  than  one,  as  the  Comptroller  may  direct, 
shall  forthwith  leave  at  the  Patent  Office,  Trade-Marks  Branch, 
an  office  copy  of  such  order.  The  register  shall  thereupon  be 
rectified  or  altered,  or  the  purport  of  such  order  shall  otherwise 
be  duly  entered  in  the  register,  as  the  case  may  be. 

47.  Where  a  trade-mark  has  been  removed  from  the  register 
for  nonpayment  of  the  prescribed  fee  or  otherwise,  under  the 
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proTiBioiis  of  section  79  of  the  said  Acts,  the  Comptroller  shall 
cause  to  be  entered  in  the  register  a  record  of  such  removal 
and  the  cause  thereof. 

48.  If  the  registered  proprietor  of  a  trade-mark  send  to  the  Alteration  of 
Comptroller,  together  with  the  prescribed  fee,  notice  of  an  addreas  in 
alteration  in  his  address,  the  Comptroller  shall  alter  the  register  ^^fP^^* 
accordingly. 

49.  Four  dear  days'  notice  of  eveiy  application  to  the  Court  Kotioe  to 
under  section  90  of  the  said  Acts,  for  rectification  of  the  Comptroller 
register,  shall  be  given  to  the  Comptroller.  ^  *^^**V  f 

50.  Whenever  an  order  is  made  by  the  Court  for  making,  register, 
expungiog,  or  varying  an  entry  from  or  in  the  register,  the  PabKcation  of 
Coinptroller  shall,  if  he  thinks  that  such  rectification  or  varia-  rectification 
tion  should  be  made  public,  and  at  the  expense  of  the  person  or  variation 
applying  for  the  same,  publish,  by  advertisement  or  otherwise,  °^  register, 
and  in  such  manner  as  he  thinks  just,  the  circumstances 
attending  the  rectification  or  variation  in  the  register. 

51.  Whenever  the  registered  proprietor  of  any  trade-mark  Notice  to 
intends  to  apply  for  the  leave  of  the  Court  to  add  to  or  to  alter  Comptroller 
such  trade-mark,  under  section  92  of  the  said  Acts,  the  notice  nL^?  ^ 
to  be  given  to  the  Coipptroller  shall  be  given  fourteen  days  at  alteration  of 
least  before  such  application.     If  leave  be  granted  on  such  trade-mark 
application  the  applicant  shall  forthwith  supply  to  the  Comp-  under  section 
troller  such  a  number  of  representations  of  the  trade-mark  as  ^^  of  Acts, 
altered  as  he  may  deem  sufficient. 

Inspection  of  Register, 

52.  The  Begister  of  Trade-Marks  shall  be  open  to  the  Hours  of 
inspection  of  the  public,  on  payment  of  the  prescribed  fee,  on  inspection, 
every  week  day,  between  the  hours  of  ten  and  four,  except  on 

the  days  and  at  the  times  following : — 

(a)  Christmas  Day,  Good  Friday,  the  day  observed  as  Her 

Majesty's  Birthday,  days  observed  as  days  of  public 

fast  or  thanksgiving,  and  days  observed  as  holidays  at 

the  Bank  of  England ;  or 
(5)  Days  which  may  from  time  to  time  be  notified  by  a 

placard  posted  in  a  conspicuous  place  at  the  Patent 

Office; 
(c)  Times  when  the  register  is  required  for  any  purpose  of 

official  use« 

Potoer  to  Dispense  with  Evidence, 
63.  Where  under  these  rules  any  person  is  required  to  do  Dispensing 
any  act  or  thinff,  or  to  sign  any  document,  or  to  make  any  with  evidence, 
declaration  on  behalf  of  lumself  or  of  any  body  corporate,  or 
any  document  or  evidence  is  required  to  be  producea  to  or  left 
with  the  Comptroller,  or  at  the  Patent  Office,  and  it  is  shown 
to  the  satisfaction  of  the  Comptroller  that  from  any  reasonable 
cause  such  person  is  unable  to  do  such  act  or  thing,  or  to  sign 
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such  document,  or  make  such  declaration,  or  tbat  such  docn- 
ment  or  evidence  cannot  be  produced  or  left  as  aforesaid,  it 
shall  be  lawful  for  the  Comptroller,  with  the  sanction  of  the. 
Board  of  Trade,  and  upon  the  production  of  such  other  evi- 
dence, and  subject  to  such  terms  as  they  may  think  fit,  to  dis* 
pense  with  any  such  act  or  thing,  document,  declaration^  or 
evidence. 

Amendments. 

54.  Any  document  or  drawing  or  other  representation  of  a 
trade-mark  for  the  amending  of  which  no  special  provision  i& 
made  by  the  said  Acts  may  be  amended,  and  any  irreg^aritj 
in  procedure  which  in  the  opinion  of  the  Comptroller  may  be 
obviated  without  detriment  to  the  interests  of  any  person  may 
be  corrected,  if  the  Comptroller  think  fit,  and  on  such  terms 
as  he  may  direct. 

Enlargement  of  Time. 

55.  The  time  prescribed  by  these  rules  for  doing  any  act, 
or  taking  any  proceeding  thereunder,  may  be  enlarged  by  the 
Comptroller,  if  he  think  fit,  and  upon  such  notice  to  other 
parties,  and  proceedings  thereon,  and  upon  such  terms,  as  he 
may  direct.  . 

Cutlers^  Company, 

56.  All  applications  to  the  Cutlers'  Company  for  registrar 
tion  of  a  trade-mark,  under  section  81  of  the  said  Acts,  shall 
be  in  duplicate,  accompanied  by  the  prescribed  fees  and  repre- 
sentations. 

57.  The  Cutlers'  Company  shall,  within  seven  days  of  the 
receipt  by  them  of  an  application  to  register  a  trade-mark, 
send  the  Comptroller  one  copy  of  such  application,  by  way  of 
notice  thereof,  together  with  two  representations  of  tiie  mark 
for  each  class  for  which  the  applicant  seeks  reg^istration. 

58.  (1.)  The  time  within  which  the  Comptroller  shall  give 
notice  to  the  Cutlers'  Company  of  any  objection  he  may  bsive 
to  the  acceptance  of  an  application  for  registration  made  to 
the  said  company  shall  be  one  month  from  the  date  of  the 
receipt  by  the  Comptroller  of  the  notice  from  the  said  com- 
pany of  the  making  of  the  application. 

(2.)  If  no  such  objection  is  made  by  the  Comptroller,  the 
Cutlers'  Company  shall  require  the  applicant  to  send  the 
Comptroller  a  wood  block  or  electrotype  as  the  Comptroller 
may  direct,  and  the  Comptroller  shall,  if  satisfied  with  such 
wood  block  or  electrotype,  advertise  the  application  in  the 
same  manner  as  an  application  made  to  him  at  the  Patent 
Office. 

(3.)  The  manner  in  which  the  Comptroller  shall  notify  to 
the  Cutlers'  Company  an  application  and  proceedings  thereon 
made  as  mentioned  in  sub-section  8  of  section  81  of  the  said 
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Acts  shall  be  by  sending  to  tbe  Cutlers'  Company  a  copy  of  tion  recelyed 
the  official  paper  containing  the  application  of  which  notice  &^^™P' 
is  required  to  oe  given,  with  a  note  (ustinguishing  such  appli-        ^* 
cation. 

59.  The  provisions  of  these  rules  as  to  forms,  representa-  Similariiy  of 
tions,  the  proceedings  on  opposition  to  registration,  registra-  proceedings 
tion,  and  dl  subsequent  proceedings  shall,  as  far  as  the  cir-  at  London 
cumstances  allow,  apply  to  all  applications  to  register  made  to  g^effield. 
the  Cutlers'  Company,  and  to  all  proceedings  consequent 
thereon. 

Certificates, 

60.  The  Comptroller,  whjsn  required  to  give  a  certificate  as  Certificate  by 
to  any  entry,  matter,  or  thing  which  he  is  authorized  by  the  Comptroller, 
said  Acts  or  any  of  these  rules  to  make  or  do,  may,  on  receipt 

of  a  request  in  writing,  and  on  payment  of  the  prescribed  fee, 
give  such  certificate ;  but  every  certificate  of  registration  shall 
have  specified  on  the  face  thereof  whether  the  same  is  to  be 
used  in  legal  proceedings  or  for  the  purpose  of  obtaining 
registration  in  a  foreign  country,  or  for  purposes  other  than 
use.  in  legal  proceedings  or  obtaining  registration  in  a  foreign 
country. 

Declarations, 

61.  The  statutory  declarations  required  by  the  said  Acts  Manner  in 
and  these  rules,  or  used  in  any  proceedings  thereunder,  shall  which,  and 
be  made  and'  subscribed  as  follows :—  wh^d!^'''^ 

(a)  In*  the  United  Kingdom, .  before  any  justice   of  the  claration  isto 
peace,  or  any  commissioner  or  other  officer  authorized  be  taken, 
by  law  in  any  part  of  the  United  Kingdom  to  adminis- 
ter an  oath  for  the  piu^ose  of  any  legal  proceeding ; 

(5)  In  any  other  part  of  Her  Majesty's  dominions,  before 
any  court,  judge,  justice  of  the  peace,  or  any  officer 
authorized  by  law  to  administer  an  oath  there  for  the 
purpose  of  a  legal  proceeding ;  and 

(c)  n  made  out  of  Her  Majesty's  dominions,  before  a 
British  Minister,  or  person  exercising  the  functions 
of  a  British  Minister,  or  a  Consul,  Vice-Consul,  or 
other  person  exercising  the  functions  of  a  British 
Consul,  or  a  notary  pubuc,  or  before  a  judge  or  magis- 
trate. 

62.  Any  document  purporting  to  have  affixed,  impressed,  or  Kotice  of 
subscribed  thereto  or  thereon  the  seal  or  signature  of  any  seal  of  officer 
person  hereby  authorized  to  take  such  declaration  in  testi-  taking  de- 
mony  of  such  declaration  having  been  made  and  subscribed     "y^^^^ 
before  him,  may  be  admitted  by  the  Comptroller  without  ^ 

proof  of  the  genuineness  of  any  such  seal  or  signature,  or  of 
the  official  character  of  such  person  or  his  authority  to  take 
Buoh  declaration. 
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lUpeai, 

^reyio^nUM      68.  All  general  rules  as  to  the  registration  of  trade-marks 
repealad.  heretofore  made  by  the  Board  of  Trade  under  the  Patents, 

Designs,  and  Trade-Marks  Acts,  1883  to  1888,  and  in  force  on 
the  31st  day  of  December,  1889,  shall  be,  and  they  are  hereby 
repealed,  as  from  that  date,  without  prejudice,  nevertheless, 
to  anjrthing  done  under  such  rules,  or  to  any  application 
pending  at  the  said  date. 

M.  E.  HIOKS-BEACH, 

President  of  the  Board  of  Trade. 


SCBEDULES. 
FIBST  SCHEDULE. 

FbB8« 

£  $.   d. 

1.  On  application  to  legistrsr  a  trade-mark  for  one  or  more 

artioles  inoluded  in  one  class 0    6    0 

2«  For  reKistration  of  a  trade-mark  for  one  or  more  articlee 

induded  in  one  class • 1    0    0 

3.  For  registering  a  series  of  trade-marks,  for  every  additional 

representation  after  the  first  in  each  class    0    5    0 

4.  On  appeal  from  Comptroller  to  Board  of  Trade— W  am>el- 

lant ...rrr.  i  o  o 

6.  On  notice  of  opposition  for  eadi  apjJioation  opposed— by 

opponent 1    0    0 

6.  On  neaiing  by  Comptroller— by  applicant  and  by  opponent 

respectiyely 10    0 

7.  On  application  to  register  a  subsequent  proprietor  in  cases 

of  assignment  or  transmission,  the  first  mark 10    0 

8.  For  every  additional  mark  assigned  or  transmitted  at  the 

same  time    0    2    0 

9.  For  continuance  of  mark  at  expiration  of  14  years 1    0    0 

10.  Additional  fee  where  fee  is  paid  within  tluee  months  after 

expiration  of  14  years 0  10    0 

11.  Additional  fee  for  restoration  of  trade-mark  wh(»e  removed 

for  nonpayment  of  fee • 1    0    0 

12.  For  altering  address  on  the  register,  for  every  mark 0    6    0 

18.  For  every  entry  in  the  register  of  a  rectification  thereof  or 

an  alteration  therein,  not  otherwise  charged    0  10    0 

14.  For  oancelUng  the  entry  or  part  of  the  entry  of  a  trade- 

mark upon  the  register,  on  the  application  of  the  owner 

of  such  trade-mai^   0    5    0 

15.  On  request  to  Comptroller  to  correct  a  oleiioal  error,  or 

permit  amendment  of  application  under  section  91 0    5    0 

16.  For  certificate  of  refusal  to  register  a  trade-mark  under 

section  77     ', 1     0    0 

17.  For  certificate  of  refusal  at  the  same  time  for  more  than 

one  trade-mark,  for  eaoh  additional  trade-mark  after  the 

first 0  10    0 
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18.  For  oertifioate  of  regifltration  to  be  naed  in  legal  pio-   £    «.  d. 

oeedings  1    0    0 

19.  For  certificate  of  registration  to  be  used  for  the  purpose  of 

obtaining  registration  in  foreign  countries 0    6    0 

20.  For  certificate  of  Comptroller  under  section  96,  other  than 

certificate  of  registration  to  be  used  in  legal  proceedings, 
or  for  the  purpose  of  obtaining  registration  in  a  foreign 
country 0    6    0 

21.  For  copy  of  notification  of  registration 0    2    0 

22.  Settling  a  special  case  by  Comptroller 2    0    0 

23.  For  inspecting  register,  for  every  quarter  of  an  hour    ....     0    1    0 

24.  For  making  a  search  amongst  the  classified  representations 

of  trade-marks,  for  eyery  quarter  of  an  hour 0    1    0 

25.  For  office  copy  of  documents,  for  every  100  words  (but  never 

less  than  one  shilling) 0    0    4 

26.  For  certifying  office  copies^  MS.  or  printed      0    1    0 

27.  In  oases  where  the  wooid  block  or  electrotype  of  Uie  trade- 

mark exceeds  2  inches  in  breadth  or  depth,  or  in  breadth 
and  depth — ^for  every  inch  or  part  of  an  inoh  over 

2  inches  in  breadth 0    2    0 

For  every  inch  or  part  of  an  inch  over  2  inches  in  depth  ..020 

28.  Hanchester  Trade-Marks  Office Same  as  above 

29.  SheffieldMarks  Sameasabove 

30.  On  appeal  from  Cutlers'  Company,  Sheffijdd,  to  Comp- 

troller      10    0 

M.  £.  HICES-BEACH, 
Freaidmt  of  the  Board  of  Trade. 
Approved, 

Fbahe  Mowatt, 
Aniitant  Secretary  for  the 
Zorde  Comnmeumers  ofSer  Mt^tyU  Treasury, 
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Patents,  Designs,  akb  Teade-Mabks  Acts,  1883 — 1888. 

<TfiADE-HA3KS.)  Foim  E. 

Foirm  of  Application  for  Hearing  hy  the  Comptroller. 

In  Cases  of  Opposition,  &o. 
Sib, 

of  (a)  hereby  apply  to  be  heard  in  reference  to 

and  request  that  I  may  receive  due  notice  of  the  day  fixed  for  the 

hearing.  

Sir,  your  obedient  Servant, 

To  the  ComptrclUr,  Patent  Office,  Trade-Maria  Branch, 
25,  Southampton  Buildings^  London, 

(a)  Here  insert  full  address. 


Patents,  Designs,  and  Teade-Mabks  Acts,  1883 — 1888. 
(teade-mabes.)  Form  F. 

Application  for  Registration  of  Trade-Mark. 


One  representation  to  be  fixed  within  this  square,  and 
two  others  to  be  sent  on  separate  half  sheets  of  foolscap. 

Bepresentations  of  a  larger  size  may  be  folded,  but 
must  be  mounted  upon  linen  and  a£&xed  thereto. 


You  are  hereby  requested  to  register  the  accompanying  Trade-Mark  m 
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GlaaB  y  in  respect  of  (a)  in  the  name  of  (h)  who  claims 

to  be  tke  proprietor  thereof  {e). 

The  essential  particulars  ca  the  Trade-Hark  are  the  following  (<}) 
and  diflclaim  any  right  to  the  ezdusiye  use  of  the  added  matter. 

(Signed) W. 

Dated  the  dajof  ,18    . 

2b  the  Comptroller,  Patent  Office,  Trade-Marks  Branch, 
25,  Southampton  Buildings,  London, 

[Or  where  the  application  is  for  a  mark  in  Glasses  23,  24,  or  25.] 
Ih  the  Comptroller,  Manchester  Trade  Marks  Branch, 

48,  £oi/al  Sxehange,  Manchester, 
NoTB. — ^If  the  Trade-Mark  has  been  in  use  in  respect  of  the  goods  since 
before  August  Idth,  1875,  state  length  of  such  user. 

(a)  Onlj  goods  contained  in  one  and  the  same  class  should  be  set  out 
here.    A  separate  application  form  is  required  for  each  separate  class. 

(6)  Here  insert  legiblj  the  full  name,  address,  and  description  of  the 
individual  firm  or  company.    Add  trading  style  (if  any). 

(e)  Alter  to  '*  claim  to  be  the  proprietors  thereof  "  in  the  case  of  a  firm 
or  company. 

!d)  &e  sub-sections  (2)  and  (3)  of  section  64  of  the  Acts. 
e)  To  be  signed  by  the  applicant  or  by  an  agent  duly  authorized. 


Patents,  Designs,  and  Trade-Marks  Acts,  1883 — 1888. 

Form  G. 

Additional  Representation  of  Trade-Mark,  to  accompany 
Application  for  Registration. 


One  representation  of  the  Trade-Mark  to  be  affixed 
within  this  square. 

It  must  correspond  exactly,  in  all  respects,  with  the 
representation  affixed  to  the  Application  Form. 

Any  representation  of  a  larger  size  than  foolscap  may 
be  folded,  but  must  then  be  mounted  upon  linen  and 
affixed  thereto. 


Two  of  these  AoDinoirjLL  RspsBsiraTATiONB  of  the  Trade-Mark  most 
accompany  each  Form  of  Application. 

Iq  the  case  of  a  Trade-Mark  claimed  in  one  of  the  Classes  23  to  35, 
TflBEB  of  these  AnnmoNAL  Rbfbbsentatioxs  of  the  Mark  must  accom- 
pany the  Form  of  Application. 

K.  RR 
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PATBNTSy  DsaiGNB,  ABB  TrABE-MaBKS  AoTS,  1883 — 1888. 

(trade-masks.)  Form  H. 

Form  of  Appeal  from  the  Comptroller  to  the  Board  of  Trade, 

I,  (a)  of  (a)  hereby  give  notice  of  my  intention  to  appeal  to 

the  Board  of  Trade  from  (b)  of  the  Comptroller  of  the  day 

of  18    ,  whereby  he  {e)  , 

Aooompanying  this  notice  is  a  statement  of  my  case  for  the  dedaion  of 
the  Board  of  Trade. 

(Signed) . 

Dated  day  of  18    . 

To  the  Comptroller,  Tlatent  Office,  Trade-Markt  Branch, 
25,  Southampton  Buildings,  London,  and  to 
[^Name  <if  Beepondent  to  Appeal,'] 

(a)  Here  insert  full  name  and  address  of  appellant. 
{b)  Here  insert  **  the  decision  "  or  that  part  of  the  decision  as  the  case 
maybe. 
(e)  Here  insert  the  decision  complained  of. 


Patbnts,  DBSiGNSy  AJXD  Trade-Masks  Aots,  1883 — 1888. 
(tbadb-mare:s.)  Form  I. 

Fee  for  Registration  of  a  Trade^Mark. 

Sn, 

In  reply  to  yonr  request  I  hereby  transmit  the  prescribed  fee  for  the 
registration  of  the  Trade-Mark  No.  in  Class 

I  am,  Sir,  yonr  obedient  Servant, 

To  the  Comptroller,  Patent  Office,  Trade-Marka  Branch, 
2b,  Southampton  BuHdinge,  London. 


Patents,  Designs,  and  Tbadb-ICarks  AotBi  1883 — 1888. 

(t&ade-mabxs.)  Form  J. 

Notice  of  Opposition  to  Application  for  Registration. 

[7b  be  accompanied  bff  an  unatamped  duplicate,"] 
In  the  matter  of  an  a^Uoation,  No.  b^  of 

I,  (a)  hereby  give  notice  of  my  intention  to  oppose  the  i^gps- 

tration  of  the  Trade-Mark  advertised  nnder  the  above  nnmber  for  CSass 
in  the  Trade-Marks  Journal  of  the         day  of         18    ,  No.  , 

The  grounds  of  opposition  are  as  follows : —  (b) 

(Signed) . 

Dated  the  day  of  18    . 

Address  for  service : — 
To  the  Comptroller,  Patent  Office,  Trade-Marka  Branch, 
26,  Southampton  Buildinga,  London, 

(a)  Here  state  full  name  and  full  address. 
{b)  See  pp.  78  and  636. 
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Paxehtb,  Designb,  and  Tbade-Habxb  Acts,  1883 — 1888. 
(tradk-maeks.)  Form  K. 

Request  to  Enter  Name  of  Subsequent  Proprietor  of  Trade- 
Mark  upon  the  Register^   with  Declaration    in    support 
thereof, 
Iy  (a)  herebjreqneet  that  you  will  enter  f  6)  name    (c)  in  the 

U^ister  of  Trade-Marks  as  proprietor  of  tne  Trade-Mark  No. 

in  Glaas 

(d)  entitled  to  the  said  Trade-Mark  and  to  the  goodwill  of  the 

hnsiness  oonoemed  in  the  goods  with  respect  to  which  the  said  Trade- 
Hark  is  rra^^tered. 

w 

And  I  do  solemnly  and  sincerely  declare  that  the  above  aereral  state- 
ments are  tnie,  and  the  particnlars  above  set  out  comprise  every  material 
fact  and  document  affecting  the  proprietorship  of  the  said  Trade-Mark  as 
above  claimed. 

(/)  And  I  make  this  solemn  declaration  conscientiously  believing  the 
same  to  be  true,  and  by  virtue  of  the  provisions  of  the  Statutory  Dedara- 
tions  Act,  1835. 

{$) . 

Dedazed  at  this  day  of  \ 

w . 

T6  ike  GmptrolUry  Patent  Office,  Trade-Marke  Branek^ 
25,  Soutkampton  Buildingay  London. 

Or  we.    Here  insert  name,  full  addreas,  and  description. 
My  or  our. 


U)  Or  J 

\d)  I  am,  or  we  are. 

{e\  Here  state  whether  Trade-Mark  transmitted  by  death,  marriage, 
banlcruptoy,  or  other  operation  of  law,  and  if  entitled  l^  assignment 
state  the  TOjrtioulars  thereof  as  e. ^.,  **  by  deed  dated  the         day  of 
18    ,  made  between  8o-and-So  of  the  one  part." 

(/}  This  paragraph  is  not  required  when  the  declaration  is  made  out 
of  the  United  Kinffobm. 

(g)  To  be  signed  here  by  the  person  making  the  declaration. 

(A)  Bignature  and  titie  oi  the  authority  before  whom  the  dedazation  is 
made. 


Patsnts,  Dbsigkb,  Aim  Trade-Mabks  Acts,  1883 — 1888. 

(tbabe-masxs.)  Fonn  L. 

Request  for  Certificate  of  Refusal  to  Register  a  Trade-Mark  in 
use  before  V6th  August,  1875. 
In  the  matter  of  an  application  for  registration  of  an  old  Trade- 
Hark,  No.  in  Glass 
Bib, 

I,  ,  of  ,  the  applioant  in  the  above  matter,  hereby  request 

yon  to  furnish  me  with  your  Certificate  of  Refusal  to  Begister  the  said 
Trade  Mark. 

(a) . 

Dated  this  day  of  ,  18    . 

2b  the  OomptroUer,  Patent  Office,  Trade-Markt  Branch, 
25»  Southampton  Buildinga,  London. 

(a)  Signature  of  applicant. 

br2 
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Patents,  DssiaNS,  aitd  Tbade-Mabks  Acts,  1883 — 1888. 

(tbade-mabxs.)  Form  M. 

Notice  of  Application  for  Alteration  of  Addreie  on  Renter  of 
Trade-Marks. 

IzL  the  maiter  of  the  Trade-Mark,  No.  registered  in 

ClaaB 
Sn, 

KonoB  is  hereby  ^ven  that  I  ,  of  ,  the  registered  pro- 

prietor of  the  Trade-Mark  numbered  as  above,  desire  that  mj  addrees  on 
the  Begister  of  Trade- Marks  be  altered  to 

Dated  this  day  of  ,  18    . 

W 

7b  the  Comptroller,  Patent  Office,  Trade-Marke  Branchy 
25,  Southampton  BuUdinga,  London, 

(a)  Signature  of  proprietor. 


Patents,  Dbsiqnb,  ajo)  Trade-Masks  Aots,  1883 — 1888. 

(trade-mAbks.)  Form  N. 

Notice  of  Order  of  Court  for  Alteration  or  Rectification  of 
Kegieter  of  Trade-Marks. 

In  the  matter  of  the  Trade-Mark,  No.  ,  registered  in 

Class  ,  in  the  name  of 

Sib, 
NonoB  is  hereby  giyen  that  by  an  Order  of  the  Court  made  on  the 
daj  of  ,  IB    ,  it  was  directed  that  the  entzy  on  the  Begister 

of  Trade-Harks  in  respect  of  the  Trade- Mark  numbered  as  aboye  sBould 
be  rectified  in  the  manner  therein  specified. 

An  office  copy  of  the  Order  of  the  Court  is  enclosed  herewith. 

Dated  this  day  of  ,  18    . 

(a) 

To  the  Comptroller^  Patent  Office,  Trade-Marks  Branch, 
25,  Southampton  Buildinfs,  London. 
(a)  To  be  signed  by  the  person  interested  or  his  agent. 


Patents,  Designs,  and  Tbade-Habxs  Acts,  1883 — 1888. 
(trade-mabks.)  Form  0. 

Form  of  Application  hy  Proprietor  of  Registered  Trade- Mark 
to  Cancel  Entry  on  Register, 

Trade- Mark  No.         ,  Class  ,  advertised  in  Trade-Marks  Journal 

No.  ,  page 

Name  of  registered  proprietor  or  firm  ,  plaoe  of  business 

I,  the  undersigned,  ,  of  ,  [or  I,  the  undersigned,  ,  a 


Trade-Marks  Euks,  1890.  613, 

member  of  the  finn  of     .        ,  of  ,  on  behalf  of  mj  said  firm] 

apply  that  the  entry  upon  the  Beglflter  of  the  Trade-Marks  in  Glass 
of  the  Trade-Mark  No.  may  be  cancelled. 

The  day  of  ,  18    . 

(Signed) . 


This  is  the  statement  marked  ''  O  "  referred  to  in  the  Declaration  of 
,  made  before  me  the  of  ,  18    . 


Patents,  Designs,  and  T&ade-Maaes  Acts,  1883 — 1888. 
Form  P. 

Farm  of  Declaration  in  support  of  Application  for  Cancellation 
of  Trade-Mark  by  Oumer. 

I,  of  ' ;  [or  I,  ,  a  member  of  the  firm  of  , 

of  ]»  do  hereby  solemnly  and  sincerely  declare,  to  the  best  of  my 

knowledge  and  belief,  as  follows  : — 

(1)  The  application  signed  by  me,  and  dated  the  day  of  , 
18  ,  and  marked  with  the  letter  **  O,"  and  shown  to  me  at  the  time  of 
fnVlriTi£r  xh\^.  Declaration,  is  tnie. 

(2)  I  am  the  person  whose  name  appears  on  the  Begister  of  Trade- 
Marks  as  the  proprietor  of  the  Trade-Mark  referred  to  in  the  said  appli- 
cation marked  with  the  letter  *^  O." 

[or  My  said  firm  is  the  firm  whose  name  appears  on  the  Begfister  of 
Trade-Marks  as  the  proprietor  of  the  Trade-Mark  referred  to  in  the  said 
application  marked  with  the  letter  <*  0."] 

And  I  make  this  solemn  declaration  conscientiously  believing  the  same 
to  be  true,  and  by  virtue  of  the  provisions  of  the  Statutory  Declarations 
Act,  1836. 

(Signed) . 

Declared  at  ,  this  day  of  ,  18    .  ^ 

Before  me,  .  / 

If  the  declaration  be  made  before  a  Gomnussioner  to  administer  oaths 
it  win  require  to  be  stamped  with  a  2«.  6d,  impressed  Inland  Bevenue 
stamp. 


Patents,  Designs,  and  Teade-Maeks  Acts,  1883—1888. 

(trade-maees.)  Fonn  Q. 

Form  of  Request  for  Correction  of  Clerical  Error  or  for  Permie- 

sion  to  amend  Application  under  Section  91 . 
Sib, 
I HEBEET  request  that 

To  the  Comptroller,  Patent  Office,  Trade-Markt  Branch, 
26,  Southampton  Buildings,  London. 
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Patents,  Designs,  and  Trade^Maeks  AoiSi  1883 — 1888. 

(trade-marks.)  Form  E. 

Request  for  Certificate  of  Registration  of  Trade-Mark  for  use  in 
obtaining  Registration  abroad. 

In  the  matter  of  the  Trade-Mark,  No.  ,  regutered  in 

Glaas  ,  in  the  name  of 

I,  ,  of  y  the  registered  proprietor  of  €b»  above  Trade-Maik, 

hereliy  request  yon  to  f nmish  me  with  your  Certificate  of  Begistration  for 
use  in  obtaining  registration  of  the  same  in  (a) 

(b) . 

Dated  this  day  of  ,  18    . 

To  the  ComptroUUr^  Fatent  OJU$^  Trade-Marki  Branchy 
26,  Southampton  £uUding$,  London. 


{aj  Here  state  name  of  oonntiy  in  whioh  registration  is  to  be  sought. 
Signature. 


Patents,  Designs,  and  Tbade-Mabxs  Acts,  1883 — 1888. 

(tbadb-mabxs.)  Form  S. 

Request  for  Certificate  of  Registration  of  Trade-Mark  to  he  used 
in  Legal  Proceedings, 

In  the  matter  of  the  Trade-Mark,  No.  ,  registered  in. 

Glass        ,  in  the  name  of 

I,  ,  of  ,  the  registered  proprietor  of  the  above  Trade-Mazk 

hereby  request  you  to  fnrni^  me  wiui  your  Certifioato  of  Begistration  to 
be  used  in  legal  proceedings. 

w . 

Dated  this  day  of  ,  18    . 

To  the  Comptroller y  Faimt  Office^  Trade-Marki  Branchy 
26,  Southampton  Buildings,  London, 

{a)  Signature. 


Patents,  Designs,  and  Tbade-Maees  Acts,  1883 — 1888. 

[tbade-mabes.]  Form  T. 

Application  for  Settlement  of  a  Special  Case  on  Application  to 
Register  a  Trade-Mark, 

In  the  matter  of  the  application  of  and  of  the  application 

of 
SzB, 

NonoB  is  hereby  given  that  I,  ,  of  ,  and  I,  ,  of  , 

are  unable  to  agree  upon  the  facts  on  whioh  the  opinion  of  the  Court  is 
to  be  taken,  and  that  we  request  you  to  fix  a  aay  on  which  we  may 


Trade-Marks  Rules^  1890.  615 

attend  before  you  and  obtain  your  finding  on  the  matters  of  fact  to  be 
sabmitted  to  the  Gonrt  as  settled. 

(a) . 

Dated  this  day  of  18    . 

2b  the  OmptroUer,  Fatent  Office^  Trade-Marks  Braneh, 
26,  Southampton  BuUdings,  London, 

(a)  To  be  signed  by  both  parties. 

Patents,  DESioirs,  and  Tilabe-Mabks  Acts,  1883 — 1888. 

[t&ade-mabks.]  Form  T 1. 

Request  for  General  Certificate  of  Comptroller  {other  than 
Certificate  for  use  in  Legal  Proceedings  or  for  use  in 
obtaining  Registration  Abroad), 

In  the  matter  of  the  Trade-Mark  No.  ,  in  Class 

SlE, 

I,  ,  of  y  hereby  request  yon  to  furnish  me  with  your 

certificate  that  (a) 

(h) . 

Dated  this  day  of  ,  18    . 

To  the  Comptroller,  Patent  Office,  Trade-Marke  Branch, 
25,  Southampton  Buildinge,  London. 

{a)  Here  set  out  the  particulars  which  the  Comptroller  is  requested  to 
certify. 
(b)  Signature.  __«. 

Patents,  Designs,  and  T&ade-Habxs  Acts,  1883 — 1888. 

[tbade-icabes.]  Form  IT. 

General  Certificate  of  Comptroller  {other  than  Certificate  for 
use  in  Legal  Proceedings  or  for  use  in  obtaining  Regis- 
tration Abroad), 

Patent  Office,  Trade-Marks  Branch, 
London,  ,  18 

I,  ,  ComptroUer-Gtoeral  of  Patents,  Designs,  and  Trade-Marks, 

hereby  certify 

Patents,  Designs,  and  Tbade-Mabes  Acts,  1883 — 1888. 
[trade-kaees.]  Form  V. 

Request  for  Copy  of  Official  Notification  of  Registration  of 
Trade-Mark, 
In  the  matter  of  the  Trade-Mark,  No.  ,  registered  in 

Class 
Sd, 

I,  ,  of  ,  the  registered  propietor  of  the  Trade-Mark  above 

named  hereby  request  that  ^ou  will  furnish  me  with  a  copy  of  the  official 
notification  ot  the  registration  of  the  same. 

(a) . 

Dated  this  day  of  18    . 

To  the  Comptroller,  Patent  Office,  Trade-Marke  Branch, 
26,  Southampton  Buildings,  London. 

(a)  Signature. 
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Patents,  Desioks,  Am)  Tbade-Mabks  Acts,  1888 — 1888. 

(tbade-icares.)  Form  W. 

Form  of  Appeal  from  Cutlers^  Company  at  Sheffield  to 
Comptroller. 

\^Ihhe  accompanied  by  an  unstamped  duplieateJ} 
SzBy 

I HEBEBT  give  notice  of  appeal  against  the  decision  of  Hie  Cutlets* 
Gompanr  of  She£BleId  in  Teg&rd  to  my  application  for  registration  of  a 
Traae-Mark  No.  in  Class  for  and  I  beg  to  sabmit  my 

oase  (a)  for  your  decision  aooordinglj. 

(*) • 

Dated  this  day  of  18    . 

2b  the  Comptroller,  Patent  Qfiee,  Trade^Marke  Branch, 
26,  Southampton  Buildings,  London. 

(a)  The  statement  of  the  case  to  be  written  upon  foolscap  P^^P^  (on^ 
one  side  only),  -with  a  margin  of  two  inches  on  the  left-hand  side  thereof. 
{b)  Signature. 


Patents,  Designs,  anb  Tbade-Mabss  Acts,  1883— -1888. 

(trade-marks.)  Form  X. 

Continuance  of  Mark  at  Expiration  of  Fourteen  Tears  from  the 

date  of  Registration. 
Sib, 

In  pursuance  of  the  notice  received  from  you,  I  here^  transmit  the 
preeonbed  fee  of  1/.  for  continuance  on  the  Trade-Marks  Kegister  of  the 
Trade-Mark  No.  ,  in  Class 

Dated  the  day  of  18    . 

{a) . 

T^  the  Comptroller,  Faient  Office,  Trade-Marks  Branch, 
26,  Southampton  Buildings,  London, 

(a)  Signature  of  proprietor. 


Patents,  Designs,  and  Trade-Mares  Acts,  1888 — 1888. 

(trade-marks.)  Form  T. 

Additional  Fee  of  lOs.  to  accompany  "  Continuance  Fee" 
{Form  X),  within  Three  Months  after  Expiration  of  Four- 
teen Tears. 

Snt, 

In  pursuance  of  the  notices  issued  by  you,  and  of  the  provisions  of 
sect.  79  (3),  of  the  above  Acts,  I  hereby  transmit  the  additional  fee  of  10«. 
(alonff  with  Fonn  X)  for  the  continuance  on  the  Trade- Marks  Begister  of 
the  Trade-Mark  No.  in  Class 

Dated  the  day  of  18    . 

W . 

To  the  Comptroller^  Patent  Office,  Trade-Marks  Branch, 
26,  Southampton  Buildings,  London. 

(a)  Signature  of  proprietor. 
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Patents,  Designs,  and  Tkade-Maeks  Acts,  1883 — 1888. 

(IRADE-MABES.)  FonXl  Z. 

Restoration  of  Trade-Mark  where  Removed  for  Nonpayment 
of  Fee, 

(7b  accompany  Form  X,) 

Li  pnmiazice  of  the  notices  issaed  by  yon,  and  of  the  provisionB  of 
aeot.  79  (4),  of  the  above  Acts,  I  hereby  transmit  the  additional  fee  of  1/. 
(along  with  Form  X)  for  restoration  to  the  Trade-Harks  Register  of  the 
Trade-Mark  No.  in  Class 

Dated  the  day  of  18    . 


7b  th$  Ckmptroller,  Patent  Office^  Trade-Marka  Branch, 
25,  Southampton  BuildingSy  London. 

(a)  Signature  of  proprietor. 


(ay 


Patents,  Designs,  and  Teadb-Mabks  Acts,  1883 — 1888. 
Applieation  for  Registration  of  Old  Corporate  Trade-Mark, 
(oosporate  trade-kase.) 


Yon  are  hereby  requested  to  register  the  aooompanying  old  Corporate 
Trade-Mark  in  Class  ,  in  respeot  of  ,  in  the  name  of  , 

who  claims  to  be  the  proprietor  thereof. 

(Signed)        . 

Bated  the  day  of  18    . 

To  the  Cutlert^  Company ,  Cutlert*  Edlly  Sheffield, 

M.  E.  HICKS-BEACH, 
Tresident  of  the  Board  <f  Trade. 
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THIRD  SCHEDULE, 

GjDTEBAIi  NOKB. 

Any  wares  made  of  mixed  materialB  (for  example,  ol  both  ootton  and 
Bilk)  shall  be  indtided  m  saoh  one  of  the  olaases  appiopiiated  to  those 
materials  as  the  comptroller  may  destre. 


CLAfiSIFIOATION  OP  GOODS  (a). 

lUuttruiumt, 

NoU. — Goods  are  mentioned  in 
this  oolmnn  by  way  of  iUnstiation, 
and  not  as  aa  ezlurastiy  e  list  of  the 
oontents  of  a  olass. 

Glass  1. 

Ohemioal  sabstanoes  nsed  in  mann-  Suoh  as — 

faotares,  photography,  or  ^hilo-  Aoids,  indnding vegetable  acids; 

sophical  research,  and  anti-oor-  aJkalies ;  artists'  colours ;  pi^^- 

rosiyes.  ments;  mineral  dyes. 

Class  2. 
Chemical  substances  nsed  for  agri-      Such  as — 
cultural,    horticultural,    veteri-  Artificial  manure ;  cattle  medi- 

nary,  azid  sanitary  purposes.  oines ;  deodonsers;  rennin  de- 

stroyers. 
Class  3. 
Chemical  substances  prepared  for      Such  as — 
use  in  medicine  and  pharmacy.  Cod  liyer  oil ;  medicated  articleB ; 

patent  medicines  ;    plasters  ; 
rhubarb. 

{a)  See  Chap.  V.  p.  87. 

By  rule  6,  ''If  any  doubt  arises  as  to  what  class  any  particular 
description  of  goods  belongs  to,  the  doubt  shall  be  determined  by  the 
comptroller." 

An  alphabeticaUy  arranged  list  comprising  a  great  number  of  kinds  of 
goods  with  references  to  their  proper  regwter  classes,  is  pubUshed  by 
authoriiy,  and  is  called  the  ''  Guide  to  the  Classification  of  Goods  under 
the  Patents,  &c.  Acts,  1883—1888."  It  is  prefaced  by  the  following 
direction : — 

'<  If  any  person  intending  to  apply  for  registration  of  a  Trade-Mark  is, 
on  examining  the  following  enumeration  of  goods,  uncertain  as  to  the 
class  to  which  his  goods  belong,  he  should  send  to  the  Comptroller* 
General  a  letter  addressed — 

<<  The  Comptroller- General, 
<'The  Patent  Office,  Trade-Marks  Branch, 
*'  26,  Soutiiampton  Building^  Chancery  Lane,  London,  W.C. 

«  giving  a  full  description  of  the  goods  and  of  the  purposes  for  which 
they  are  used.  He  will  then  be  informed  bv  the  ComptrdUer-G^eral 
what  class  he  should  name  in  his  application.*' 
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GLia9  4. 
Baw  or  varQj  prepared  vegetable, 
aniniali  and  mineral  sabetanoea 
uaed   in  manufaotmeB,  not  in- 
ctaded  in  other  daaaes. 


GlasbS. 
Unwrooglit  and   partly  wrought 
metals  med  in  mannfaoture. 


Cum  6. 
IfftRhineiy  of  all  kinds,  and  parts 
of  maohinery,  except  agziool- 
toral  and  hortiooltnzal  machines 
indadad  in  Glass  7. 


Glass  7. 
Agricoltiiral  and  hortiooltnral  ma- 
chinery, and  parts  of  such  ma- 
chinety. 

Glass  8. 
Philosophical  instmments,   scien- 
tific instmments,  and  apparatus 
for  nsefnl  purposes.  Instruments 
and  apparatus  for  teaching. 

Glass  9. 
Musical  instruments. 

Glass  10. 
Hozologioal  instruments. 

Glass  11. 
Instruments,  apparatus,  and  con- 
trivances, not  medicated,  for  sur- 
gical or  curative  purposes,  or  in 
relation  to  the  health  of  men  or 


Glass  12. 
Cutlery  and  edge  tools. 


Such  as— 
Bedns;  oils  used  in  manufac- 
tures and  not  included  in  other 
classes ;  dyes,  other  than  mine- 
ral ;  tanning  substances ;  fi- 
brous substances  {e.  ^.,  cotton, 
hemp,  flax,  jute^ ;  wool ;  silk; 
loistles ;  hair ;  feathers ;  cork ; 
seeds  ;  coal ;  coke  ;  bone  ; 
sponge. 


Such  I 

Iron  and  steel,  pig  or  cast ;  iron, 
rough ;  iron,  oar  and  rail,  in- 
cluding rails  for  railways; 
iron,  bolt  and  rod;  iron,  sheet, 
and  boiler  and  armour  plates ; 
iron,  hoop;  lead,  pig;  lead, 
rolled  ;  lead,  sheet ;  wire ; 
copper;  zinc;  gold,  in  ingots. 


Such  i 

Steam  engines ;  boilers ;  pneu- 
matic machines ;  hydraulic 
machines;  locomotives;  sew- 
ing machines;  weififhing  ma- 
chmes ;  machine  tools ;  mining 
machinery ;  fire  engines. 

Such  as — 
Ploughs ;     drilling    machines  ; 
reaping  machines ;    thrashing 
machines  ;      chums ;      cyder 
presses ;  chaff  cutters. 


Such] 

Mathematical  instruments ;  gau- 
ges ;  logs ;  spectacles ;  educa- 
tional appliances. 


Suchf 

Bandages ;  friction  gloves ;  lan- 
cets; fleams;  enemas. 


Such] 

Knives ;  forks  ;  scissors ;  shears ; 
files ;  saws. 
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GlabbIS. 
Metal  goods  not  indaded  in  other 
clAflsee. 


Glass  14. 
Goods  of  precious  metals  (inoluding 
aluminmm,  niokeli  Britannia 
metal,  &o.)  and  jeweUerr,  and 
imitations  of  saoh  goods  and 
jewellery. 


Class  15. 


Glass. 


Glass  16. 
Poroelain  and  earthenware. 


Glass  17. 

Manufactures  from  mineral  and 
other  substances  for  building  or 
decoration. 

Class  18. 

Engineering,  architectural,  and 
building  contrivances. 


Class  19. 

Arms,  ammunition^  and  stores  not 
included  in  Class  20. 


Class  20. 
EzplosLve  substances. 


Glass  21. 

Naval  architectural  oontrivanoes 
and  naval  equipments  not  in- 
cluded in  Classes  19  and  20. 


Subhaa — 
Anvils ;    keys ;   basins  (metal^  ; 
needles;  noes;  shovels;  ooik- 
screwB. 


Such  1 

Plate;  dock  cases  and  pencil 
cases  of  such  metals ;  Sheffield 
and  other  plated  goods;  gi}t 
and  ormolu  work. 


Such  I 

Window  and  plate  glass ;  painted 
glass;  glass  mosaic;  g-lass 
beads. 

Such  as — 
China ;  stoneware ;  terra  ootta ; 
statuaiy     porcelain ;     tiles ; 
bricks. 


Suchi 

Cement ;      plaster ;      imitatioQ 
marble;  asphalt. 


Sudias — 
Diving  apparatus ;  warming 
apparatus;  ventilating  appa- 
ratus ;  filtering  apparatus ; 
lighting  contrivances;  drain- 
age contrivances ;  electric  and 
pneumatic  bells. 

Such  as — 
Cannon;    small  arms;    fowling 
pieces ;  swords ;  shot  and  other 
projectiles ;    camp  equipage  ; 
equipments. 


Sudi  I 

Gunpowder ;  gun-cotton ;  dyna- 
mite; fog-signals;  percussion 
caps  ;  fireworks ;  cartridges. 


Such  as — 
Boats;   anchors; 
rigging. 


chain  cables; 


Class  22. 


Carriages. 


Such  I 

Railway  caniages  ;  waggons  ; 
railway  trucks ;  bioydes ;  bath 
chairs. 
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Gla8b23. 
(«)  Cotton  yam,  and  sewing  cotton 

not  on  spools  or  reels. 
(A)  Seiwing   ootton   on   spools  or 

reels. 

Glass  24. 
Cotton  piece  goods  of  all  kinds. 

Glass  26. 
Cotton    goods    not    included    in 
CHaaseB  23,  24,  or  38. 

Class  26. 
linen  and  hemp  yam  and  thread. 

Class  27. 
linen  and  hemp  piece  goods. 

Class  2S. 
linen  and  hemp  goods  not  indoded 
in  Classes  26,  27,  and  50. 

Class  29. 
Jute  yams  and  tissues,  and  other 
articles  made  of  jute  not  included 
in  Class  50. 

Class  30. 
Bilk,  spun,  thrown,  or  sewing. 

Class  81. 
SQk  piece  goods. 

Class  82. 
Other  silk  goods  not  included  in 
Classes  30  and  31. 

Class  33. 
Tains  of  wool,  worsted,  or  hair. 

Class  34. 
Cloths  and  stnfb  of  wool,  worsted, 
or  hair. 

Class  86. 
Woollen   and   worsted   and   hair 
goods  not  included  in  Classes  ZZ 
and  84. 

Class  86. 
Gsipets,  floor-doth,  and  oil-doth. 

Class  37. 
Leather,    skins    unwrought    and 
wrought,   and  articles  made  of 
leather  not  induded   in   other 


Such  I 
Cotton  shirtings ;  long  doth. 


Suchi 

Cotton  lace ;  ootton  braids ;  oot- 
ton tapes. 


Suohi 

Drug^t;    mats  and  matting; 
nigs. 
Sudias— 
Saddlery;  harness;  whips;  port- 
manteaus; furs. 
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Glass  38. 
Ariidles  of  dothing. 


Glass  39. 
Paper     (except    paperhangiiigB), 
stationery,  and  bookbinding. 


Glass  40. 
Qoods  mannfaotnred  from  india- 
rubber  and  gfutta-peroha  not  in- 
cluded in  other  classes. 

Glass  41. 
Furniture  and  upholstery. 

Glass  42. 
Substanoes  used   as  food,  or  as 
ingredients  in  food. 


Glass  43. 
Fermented  liquors  and  spirits. 

Glass  44. 
Mineral  and  abated  waters,  natural 
and  artifioiaL  including*  ginger- 
beer. 

Glass  46. 
TobaocOy  whether  manufactured  or 
unmanufactured. 

Glass  46. 
Seeds  for  agricultural  and  horti- 
cultural purposes. 

Glass  47. 
Gaudies,  common  soap,  determents; 
illuminating,  heating,  or  lubri- 
cating oils ;  matches ;  and  starch, 
blue,  and  other  preparations  for 
latmdzy  purposes. 

Glass  48. 
Perfomery  (including  toilet  articles, 
preparations  for  the  teeth  and 
hair,  and  perfumed  soap). 


Such  I 

Hats  of  all  kinds ;  caps  and  bon- 
nets ;  hosiery ;  gloves  ;  boots 
and  shoes;  otiier  ready-made 
clothing. 


Such 

Envelopes ;  sealing  wax  ; 
(except  gold  pens) ;  ink ; 
ing    cards;    blotting 
copying  presses. 


Such  I 

Paperhangjngs ;  papier-mSchig ; 
mirrors;  matizesses. 

Subhas — 
Gereals ;  pulses ;  olive  oil ;  hops 
malt;  med fruits;  tea;  sago 
salt ;  sugar ;  preserved  meats 
oonf eotioneiy ;       oil     cakes , 
pickles;  vinegar;   beer  dari- 
ners. 


Such] 

Beer;    cyder;   wine;   whisikj; 
liqueurs. 


Sudhi 

Washing  powders;  benzine  ool- 
las. 
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Glasb49. 
Games  of  all  kinds  and  sporting 
artiolea  not  inolnded  in  other 


Glass  60. 
IGaoeUaneons — 

(1.)  Gk)oda  mannfaotoied  from 
iTory,  bone,  or  wood,  not  in- 
dnded  in  other  dUsses. 

(2.)  Goods  manufactured  from 
staraw  or  grass,  not  inoloded  in 
other  danee. 

(8.)  Gk)ods  mannfaotured  from 
animal  and  vegetable  snb- 
stanoes,  not  inolnded  in  other 


(4.)  Tobaooo  pipes. 

(50  Umbrellas,   walking-stioks, 

omahes,  and  combs. 
(6.)  Fomitare  cream,  plate  pow- 

(7.)  TazpanHnSy  tents,  ziokoloths, 
rope,  twine. 

(8.)  Bnttona  of  all  kinds,  other 
than  of  predons  metal  or  imi- 
tations meceof. 

(9.)  Packing   and   hose   of   all 

(10.)  Goods  not  inolnded  in  the 
foregoing  dasses. 


Such  I 

Billiard  tables;    roller   skates; 
fishing  nets  and  lines ;  tojs. 


Such 


Ckxypers'  wares. 


(Signed)       M.  E.  HIGKS-BEAGH, 

Frmdmt  of  the  Board  rf  Trade. 
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No.  6. 

INSTETTCTIONS  TO  PEESONS  WHO  WISH  TO 
BEaiSTEE  TEADE-MABES. 


PBELDHyABY. 

1.  All  commxmicatioiis  relating  to  trade-marks,  not  being 
marks  in  Classes  23,  24,  or  25,  or  Sheffield  marks,  should  be 
addressed  to  the  Comptroller,  Patent  Office,  Trade-Marks 
Branch.    All  applications  should  be  in  the  English  language. 

They  may  be  made  by  post,  or  left  at  the  Patent  Office, 
Trade-Marks  Branch,  25,  Southampton  Buildings,  Chanceiy 
Lane,  London,  W.C.     {See  also  paragraphs  8  and  33.) 

2.  The  fees  in  relation  to  trade-marks  registration  cannot 
be  received  at  the  Patent  Office.  They  should  be  paid  in 
exchange  for  the  stamped  forms  required,  which  may  be 
obtain^  at  the  following  places  : — 

(a)  The  Inland  Bevenue  Office,  Boyal  Courts  of  Justice, 

London  (Eoom  No.  6). 

(b)  The  following  Post  Offices  in  London : — 
The  General  Post  Office,  E.C. 

District  Post  Office,  Lombard  Street,  E.G. 

„  195,  Whitechapel  Eoad,  E. 

„  239,  Borough  ffigh  Street,  S.E. 

„  Charing  Cross,  W.C. 

„  28,  Eversholt  Street,  Camden  Town, 

N.W. 
Post  Office,  12,  Parliament  Street,  S.W.,  or 

(c)  The  Chief  Post  Office  of  the  imdermentioned  cities  and 

towns: — 

In  EzraLAHD  and  Walbb. 


Aoonnffton. 
Altrinohain. 

Bolton. 
Bradford. 

Carlisle. 
Chatham. 

Aflhton-imder-Lyne. 

Brighton. 

Chester. 

Bamsley. 

Bristol. 

CUtheroe. 

Barrow-in-FnmeflB. 

Bromsgroye. 

Congleton. 

Bath. 

Bamley. 

Coventry. 

Bedford. 

Burslem. 

Crewe. 

Beverley. 

Burton-on-Trent. 

Croydon. 

Bury. 

Barlaston. 

Birmingham. 

Cambridge. 

Derby. 

Blaokbnm. 

Cardiff. 

DewBbory. 

Insiructions  for  registering  Trade-MarJcs. 
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Lr  Eholakd  A2n>  WhisB--<iOfainued. 


DoDcaflter. 

Darohester. 

Driffield. 

Droitwioh. 

Dudley. 

DmiisiiL. 

Exeter. 

Gfiteahead. 

Goole. 

Greenwich. 

Gkiildford. 

Halifax. 

Hartlepool. 

Hnddenfield. 

HnU. 

Ip 


Kendal. 

Kidderminster. 

Knaiesbro'. 

Ejiutflford. 

lianoaster. 

lieaminffton. 

lieedB. 

Ijeioester. 

Ldnooln. 
liverpool. 

Aberdeen. 
Dumbarton. 
Dundee. 
Edinbnzgli. 


Belfast. 

Cork. 

DnUln. 


Maodeafield. 

JCanoiheBter. 

Hiddlesbroagli. 

Nantwidh. 

Newcastle. 

Viewport  (Mon.) 

Nortnallerton. 

Northampton. 

Nottingham. 

Nnneaton. 

Oldbury. 

Oldham. 

Patiington. 

Plymouth. 

Pontefraot. 

Portsmouth. 

Presoot. 

Preston. 

Reading. 

Redditch. 

Richmond  (ForkB.) 

Ripon. 

Rochdale. 

Rotherham. 

Rugby. 

S^ord. 

St.  Helens. 

In  Scoxlans. 

Glasgow. 
Grecnoock. 
Inverness. 
Lanark. 

In  Ibsland. 
Dundalk. 
Gkdway. 
limerick. 


Scarborough. 

Southampton. 

Stafford. 

Stalybridge. 

Sto<u[port. 

Stoke-on-Trent. 

Stourbridge. 

Stourport. 

Sunderland. 

Swansea. 

Tamworth. 

Truro. 

Tunstall. 

Wakeadd. 

Walsall. 

Warrington. 

Wedneebury. 

West  Bromwich. 

Whitby. 

Widnee. 

Wigan. 

Wolverhampton. 

Wolverton. 

Woolwich. 

York. 


Ldth. 
Paisley. 
Perth. 
Renfrew. 


liondonderry. 

Wateiford. 

Wexford. 


Note. — ArrangemmU  hove  alto  been  made  by  which  any  of  the  forme 
required  may  he  ordered  at  any  Money  Order  Office  in  the  United  Kingdom 
not  included  in  the  above  List, 

3.  The  following  is  a  list  of  the  stamped  forms  under  the 
Patents,  Designs,  and  Trade-Marks  Acts,  1883-1888,  which 
relate  to  trade-marks,  and  which  may  be  obtained  at  the 
places  mentioned  above : — 

Tradb-Mabks. 


Letter. 


Title  of  Eonn. 


I^ 


£ 
P 
G 

K. 


Application  for  hearing  by  comptroller  . . . . 
Application  for  registration  of  txade-mark 
Additional  representation  form 


£    e.  d. 

10    0 

0    6    0 

TSo  stamp. 

8  S 
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Lstter. 


I 
J 
K 


N 

O 
Q 

B 
8 

T 
Ti 

V 

w 


Title  of  Form. 


Appeal  to  Board  of  Trade  from  decision  of  oomp- 

troller 

Begistration  fee 

Notioe  of  opposition  to  application  for  registration . . 

Bequest  to  enter  name  of  subsequent  proprietor, 
with  declaration  in  support  thereof 

Bequest  for  certificate  of  refusal  to  r^^ter  a  trade- 
mark   

Notice  of  application  for  alteration  of  address 

Notice  of  order  of  court  for  alteration  or  rectification 
of  register 

Application  to  cancel  entry  of  mark  on  register  .... 

Bequest  for  correction  of  clerical  error  or  for  amend- 
ment of  application  under  sect.  91    

Bequest  for  certificate  of  reg^tration  for  use  abroad. 

Bequest  for  certificate  of  regfistration  for  use  in  legal 

Application  for  setUement  of  a  epeoial  case 

Bequest  for  general  certificate  ot  comptroller 

Bequest  for  copy  of  official  notification 

Appeal  from  Cutlers'  Company  at  Sheffield  to  comp- 
troller   

Fee  for  continuance  of  trade-mark  at  expiration  of 
fourteen  years 

Additional  fee  where  fee  is  paid  within  three  months 
after  expiration  of  fourteen  years 

Additional  fee  for  restoration  of  trade-mark  where 
removed  for  non-payment  of  fee  


Fee. 


£    8.  d. 


1  0 
1  0 
1     0 


1     0 
0    5 

0  10 
0    6 

0    6 

0  6 

1  0 

2  0 
0    5 

0  2 

1  0 
1    0 

0  10 

1  0 


10     0 


Of  the  above  forms,  those  bearing  the  letters  F,  G-,  and  I,  are  kept  in 
stock  at  the  various  offices  named  in  paragraph  2.  Any  of  the  others 
when  required  must  be  bespoken. 

If  it  should  not  be  convenient  to  apply  in  person  at  any  of  the  above 
offices,  the  forms  may  be  ordered  by  persons  in  this  country  or  abroad 
by  post  from  the  Controller  of  Stamps,  Boom  No.  7,  Inland  Bevenue 
Office,  Somerset  House,  London,  W.C. 

An  application  by  post  for  forms  must  be  accompanied  by  a  banker's 
draft,  or  by  a  Money  Order  or  Postal  Order,  p^able  to  the  Commissioners 
of  Inland  Bevenue,  and  crossed  <*  Bank  of  ^gland,"  for  the  value  of 
the  stamp  together  with  the  cost  of  the  postage  and  of  the  registration  of 
the  letter  in  which  the  forms  will  be  f orwazdS  to  the  applicant. 


Sale  of  Offioiai,  Publications. 

4.  The  Patents,  Designs,  and  Trade-Marks  Acts,  1883-1888, 
and  the  Trade-Marks  Bules,  1890,  should  be  carefully  studied. 
Copies  of  the  Acts  and  of  the  Pules  can  be  purchased  at  the 
Sale  Branch  of  the  Patent  Office,  38,  Cursitor  Street,  Chancery 
Lane,  London,  E.C.  The  price  of  the  Acts  and  Eules  together 
is  2«.  6d,,  postage,  2d. ;  of  the  Acts  alone,  2«.,  postage,  1^. ; 
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and  of  the  Bules  alone,  6£?.,  postage,  \d.    Sums  exceeding  1«. 
ahould  be  remitted  by  Postal  Order  or  Post  Office  Order. 

5.  Copies  of  the  Trade-Marks  Journal  may  also  be  obtained 
from  the  Sale  Branch  of  the  Patent  Office,  38,  Gursitor  Street, 
Chancery  Lane,  London,  E.G. 

The  price  of  the  Trade-Marks  JournafiB : — 
Nos.  1  to  509  (Years  1876  to  1887)  -  Is,  per  number. 
Nos.  510  to  561  (Year  1888)    -        -  Is.  6d.    „     ' 
No.   562  and  following  Nos.  from 

1  January,  1889  -        -        -        -        6d.    „ 

DEFmrrioN  of  a  Trade-Mabx. 

6.  The  definition  of  a  trade-mark  is  given  in  the  64th 
section  of  the  Acts,  as  follows : — 

**(1.)  For  the  purposes  of  this  Act,  a  trade-mark  must 
consist  of  or  contain  at  least  one  of  the  following 
essential  particulars : 

(a)  A  name  of  an  individual  or  firm,  printed,  impressed, 

or  woven  in  some  particular  and  distinctive 
manner;  or 

(b)  A  written  signature  or  copy  of  a  written  signature 

of  the  individual  or  firm  applying  for  registra- 
tion thereof  as  a  trade-mark ;  or 

(c)  A  distinctive  device,  mark,  brand,  heading,  label, 

or  ticket ;  or 

(d)  An  invented  word  or  invented  words ;  or 

(e)  A  word   or  words   having  no  reference   to  the 

character  or  quality  of  the  goods,  and  not  being 
a  geographical  name. 
(2.)  There  may  be  added  to  any  one  or  more  of  the 
essential  particulars  mentioned  in  this  section  any 
letters,  words,  or  figures,  or  combination  of  letters, 
words,  or  figures,  or  of  any  of  them,  but  the  appli- 
cant for  registration  of  any  such  additional  matter 
must  state  in  his  application  the  essential  particulars 
of  the  trade-mark,  and  must  disclaim  in  his  applica- 
tion any  right  to  the  exclusive  use  of  the  added 
matter,  and  a  copy  of  the  statement  and  disclaimer 
shall  be  entered  on  the  register. 
(3.)  Provided  as  follows : — 

(i.)  A  person  need  not  imder  this  section  disclaim  his 
own  name  or  the  foreign  equivalent  thereof,  or 
his  place  of  business,  but  no  entry  of  any  such 
name  shall  affect  the  right  of  any  owner  of  the 
same  name  to  use  that  name  or  the  foreign 
equivalent  thereof ; 
(ii.)  Any  special  and  distinctive  word  or  words,  letter, 
figure,  or  combination  of  letters  or  figures  or  of 

ss2 
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letters  and  figures  used  as  a  trade-mark  before 
the  thirteenth  day  of  August  one  thousand  eight 
hundred  and  seyenty-five  may  be  registered  as 
a  trade-mark  under  this  part  of  this  Act." 

SSABGHES. 

7.  A  person  wishing  to  adopt  a  trade-mark  should,  before 
engraving  a  block  and  circulating  impressions  of  the  mark 
among  his  customers,  make  a  search  or  a  formal  application 
at  the  Trade-Marks  Branch  of  tiie  Patent  Office  with  the  view 
of  ascertaining  whether  his  proposed  mark  is  already  reg:is- 
tered,  or  whemer,  from  its  being  calculated  to  deceive  by  a 
resemblance  to  other  marks  already  on  record,  it  would  be 
refused  registration  under  the  72nd  section  of  the  Acts. 

The  fee  payable  by  a  person  making  a  search  amongst 
the  classified  representations  of  trade-marks  is  1«.  for  each 
quarter  of  an  hour.  The  fee  for  a  formal  application  is  5s, 
See  paragraphs  9  and  3  of  these  instructions  as  to  the  mode 
of  making  a  formal  application. 

The  comptroller  does  not  undertake  to  make  searches 
amongst  the  trade-marks  recorded  at  his  office,  except  in  con- 
nexum  voith  formal  applications  for  registration. 

Afflioations  fob  BEai8TRi.TI0ir. 

8.  Applications  sent  by  post  should  be  addressed — 

The  Oompbroller, 

The  Fatent  Office,  Trade-Marks  Branch, 
25,  Southampton  Buildings, 
London,  W.C. 
In  the  case  of  marks  claimed  in  Glasses  23,  24,  or  25,  appli- 
cations should  be  addressed — 
The  Oomptroller, 

Manchester  Trade-Marks  Branch, 
48,  Boyal  Exchange, 
Manchester. 
Agents  and  other  persons  who  may  be  interested  in  more 
than  one  application  are  particularly  requested   to   make 
communications  relating  to  different  applications  in  separate 
letters. 

9.  An  application  for  the  registration  of  a  trade-mark 
consists  of : — 

(a)  An  application  form  (Form  F)  bearing  an  impressed 

stunp  of  5«.  {see  paragraph  3). 

(The  applicant  diould,  before  filling  up  the 
form,  carefully  read  the  marginal  notes!) 

(b)  Certain  additional  representations  of  the  trade-mark, 

mounted  on  forms  (Form  G)  {see  paragraphs  3  and  1 5). 

10.  A  separate  application  form  is  required  for  each  class  in 
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cases  where  the  same  trade-mark  is  claimed  in  more  than  one 
class  of  goods. 

11.  If  the  mark  be  the  property  of  a  firm,  the  Form  F 
should  be  signed  by  a  member  of  the  firm,  who  ^ould  add, 
after  his  signature,  ''A  member  of  the  firm" ;  if  of  a  company, 
by  the  secretary  or  other  principal  officer,  who  should  add, 
after  his  signature  and  designation,  ''  For  the  company." 

12.  Applications  may  be  made  by  agents  in  the  names  of 
and  on  benalf  of  the  owners  of  trade-marks.  The  agent  must 
be  duly  authorised  by  the  owner  or  owners;  the  necessary 
authority  should  be  signed  by  the  owner  or  owners. 

Applications  made  by  agents  should  have,  after  the  name 
of  the  agent,  the  description  '^  Agent." 

13.  When  an  applicant  for  the  registration  of  a  trade-mark 
otherwise  than  imder  an  Intemational  Convention,  is  out  of 
the  United  Kingdom  at  the  time  of  making  the  application, 
he  must  give  the  comptroller  an  address  ior  service  in  the 
United  E^gdom. 

14.  When  the  mark  consists  of  or  includes  words  printed  in 
other  than  Boman  characters,  there  should  be  given  upon  the 
forms  a  translation  of  such  words,  signed  by  the  apphcant  or 
his  agent. 

In  the  case  of  marks  claimed  in  Glasses  23,  24,  or  25,  the 
applicant  should  state  by  what  name  the  particular  mark 
claimed  would  be  referred  to  in  the  invoices  of  his  house. 

Additional  Representations  of  Mark. 

15.  Each  of  the  additional  representations  should  be  placed 
in  the  centre  of  a  separate  Form  G. 

In  the  case  of  a  trade-mark  which  is  not  claimed  in  Classes 
23  to  35,  two  additional  representations  are  required  for  each 
class  claimed. 

In  the  case  of  a  trade-mark  claimed  in  any  one  or  more  of 
the  Classes  23  to  25,  /bur  additional  representations  should 
be  sent  for  each  of  such  classes.  In  the  case  of  a  trade-mark 
claimed  in  any  one  or  more  of  the  Classes  26  to  35,  three 
additional  representations  should  be  sent  for  each  of  such 
classes. 

The  representations  of  the  mark  on  the  Forms  G  must 
agree  in  every  respect  with  each  other,  and  with  that  on  the 
Form  F. 

16.  Bepresentations  of  a  mark  of  a  laree  size  may  be 
folded.  In  that  case  they  must,  however,  be  backed  with 
linen  and  firmly  affixed  to  the  forms.  Bepresentations  must 
in  no  case  be  executed  in  pencil.  They  should  be  not  only 
of  a  durable  nature,  but  of  such  a  kind  as  will  admit  of  their 
being  preserved  and  bound  together  in  volumes  as  records  of 
the  property  of  the  owners. 
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Sebieb  of  Tbade-Mabks. 

17.  By  flection  66  of  the  Acts,  the  comptroller  is  enrpowered 
to  register  under  one  registration  a  series  of  trade-marks 
which,  whilst  they  resemble  each  other  in  the  material  par- 
ticulars, differ  from  each  other  in  respect  of  the  statements  of 
the  goods  for  which  they  are  used,  of  the  statements  of 
numbers,  of  the  statements  of  price,  of  the  statements  of 
quality,  or  of  the  statements  of  names  of  places.  When  an 
application  is  made  for  such  a  series,  a  representation  of  each 
of  the  marks  included  in  the  series  must  be  afi&xed  to  the 
Form  F,  and  also  to  each  of  the  Forms  O. 

OoMKON  OB  Open  Mabks. 

18.  In  the  case  of  a  trade-mark  used  before  the  18th 
August,  1875,  common  or  open  marks  of  any  kind  may  be 
registered  in  connection  with  it ;  but  in  the  case  of  a  trade- 
mark not  so  used,  common  or  open  marks  consisting  of  a  word 
or  combination  of  words  only  can  be  registered  as  a  part  of  the 
mark. 

In  each  case,  the  applicant  for  entzy  of  such  common 
particular  or  particulars  must  disclaim  the  right  to  the 
exclusive  use  of  the  same  in  a  note  at  the  foot  of  the  applica- 
tion f  orm,  such  note  to  be  signed  by  the  applicant  or  his 
agent. 

sSee  section  74  of  the  Aofcs,  sub-section  3,  for  definition  of 
common  marks. 

GLASSmOATIOK  OF  GooDS. 

19.  A  guide  to  the  classification  of  goods  under  the  Trade- 
Marks  Bules  can  be  obtained  on  application  at  the  Patent 
Office,  Trade-Marks  Branch,  and  should  be  asked  for  if  the 
applicant  feels  any  difficulty  in  determining  to  which  of  the 
daBses  set  out  in  the  Third  Schedule  to  the  Bules  the  goods 
for  which  he  uses  his  mark  belong. 

Adyebtisement  m  the  Tbade-Mabes  Joxtbnal. 

20.  A  trade-mark  cannot  in  any  case  be  entered  upon  the 
register  until  one  month  after  its  advertisement  in  the  official 
paper. 

21.  A  wood-block  or  electrotype  must  be  furnished  for  each 
mark  in  each  class  claimed,  except  in  the  case  of  Class  23a 
(cotton  yam  and  sewing  cotton,  not  on  spools  or  reels),  and 
Classes  24  and  25,  for  which  no  blocks  or  electrotypes  are 
required. 

A  wood-block  or  electrotype  will  be  required  for  an  appli- 
cation in  Class  23  whenever  it  is  in  respect  of,  or  covers, 
sewing  cotton  on  spools  or  reels. 
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No  block  or  eleotrotype  should  be  forwarded  until  a  formal 
demand  for  it  is  sent  by  the  comptroller. 

22.  In  the  case  of  a  series  of  trade-marks  differing  only  in 
respect  of  the  particulars  mentioned  in  section  66  of  the  Acts, 
a  wood-block  or  electrotype  must  be  furnished  for  each  mark 
in  the  series,  for  each  dass  claimed. 

23.  The  wood-blocks  or  electrotypes  furnished  must  corre- 
spond exactly  with  the  representations,  must  afford  perfectly 
distinct  impressions  of  the  marks,  and  must  be  upon  a  scale 
sufficiently  large  to  reproduce  the  marks  faithfully.  Worn  or 
mutilated  blocks  or  electrotypes  cannot  be  accepted. 

24.  The  largest  space  available  for  the  insertion  of  any 
single  block  or  electrotype  is  fiye  and  a  half  inches  broad  by 
seven  and  a  half  inches  deep. 

When  a  block  or  electrotype  exceeds  two  inches  in  depth  or 
breadth^  a  charge  for  additional  space  is  made,  at  the  rate  of 
two  shillings  for  every  inch  or  part  of  an  inch  in  depth  or 
breadth  beyond  the  two  inches. 

25.  The  number  given  by  the  comptroller  should  not  be  cut 
on  the  face  of  the  block  or  electrotype,  but  should  be  marked 
upon  the  side  in  such  a  manner  as  to  secure  its  identification. 

26.  All  blocks  or  electrotypes  should  be  sent  to  the  Patent 
Office,  Trade-Marks  Branch,  together  with  the  paper  marked 
''Form  2,"  and  with  the  representation  of  the  mark  sent  for 
the  g^dance  of  the  apphcant  in  preparing  the  block  or 
electrotype. 

27.  The  blocks  or  electrotypes  supplied  for  the  advertise- 
ment of  trade-marks  cannot  in  any  case  be  returned  to 
applicants. 

EBSTBionoirs  ok  Eegistbation. 

28.  Ornamental  or  coloured  groundwork,  such  as  tartans  or 
checks,  cannot  be  claimed  as  part  of  a  mark  unless  such 
groundwork  be  included  within  the  mark  by  some  border  or 
lines. 

29.  The  words  "registered,"  "registered  design,"  "copy- 
right," "entered  at  Stationers'  HaU,"  "to  counterfeit  this  is 
forgery,"  will  not  be  registered  under  the  Acts,  and  should 
not,  therefore,  appear  upon  the  representations  of  trade-marks 
forming  part  of  an  appfication. 

30.  The  following  will  not  be  registered  as  trade-marks,  or 
as  prominent  parts  of  trade-marks,  unless  the  marks  have 
been  used  before  13th  August,  1875 : — 

The  royal  arms,  or  arms  so  nearly  resembling  them  as  to 

be  calculated  to  deceive. 
Bepresentations  of  Her  Majesty  the  Queen,  or  of  any 

member  of  the  Boyal  Family. 
Bepresentations  of  the  Boyal  Grown. 
The  National  Arms  or  Flags  of  Qxeat  Britain. 
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81.  Wlien  there  appears  on  the  face  of  a  trade-mark  an 
indication  of  the  goods  to  which  the  mark  is  applied,  the 
claim  for  its  registration  must  be  in  respect  of  those  goods 
only. 

Oppositions. 

32.  Notice  of  opposition  to  the  registration  of  a  trade-mark 
(Form  J)  must  be  filed  within  one  month  (or  such  further 
time,  not  exceeding  three  months,  as  the  comptroller  may 
allow)  from  the  date  of  advertisement  of  the  mark  in  the 
Trade-Marks  Journal, 

The  applicant's  counter-statement  must  be  filed  within  one 
month  from  the  date  of  receipt  of  the  opponent's  notice  of 
opposition. 

The  opponent's  evidence,  in  support  of  the  opposition,  must 
be  filed  within  two  months  after  the  expiration  of  one  month 
(or  such  further  time,  not  exceeding  three  months,  as  the 
comptroller  may  allow)  from  the  date  of  advertisement  of  the 
mark  in  the  Trade-Marks  Journal^  and  a  copy  forthwith  sent 
to  the  applicant. 

The  applicant's  evidence  must  be  filed  within  one  month 
from  the  delivery  of  the  opponent's  evidence,  and  a  copy 
forthwith  sent  to  the  opponent. 

The  opponent's  evidence  in  reply  must  be  filed  within  seven 
days  from  the  delivery  of  the  appHcant*s  evidence,  and  a  copy 
forthwith  sent  to  the  applicant. 

On  the  completion  of  the  evidence,  either  party  may  apply 
(upon  Form  E )  for  the  case  to  be  heard  by  the  comptroller. 

FOBM  OF  CoUirrEB-STATEMENT. 

The  following  is  a  form  of  counter-statement : — 

Patents,  Designs,  and  Trade-Marks  Acts,  1883-1888. 
Trade-Marks. 
In  the  matter  of  an  application  No. 
and  of  the  opposition  thereto  No. 

In  reply  to  the  notice  of  opposition  in  this  matter  by  of  , 

I  g^ve  notice  by  way  of  counter-statement  that  I  rely  for  my  application 
on  the  following  groxmds : — 

(To  be  dated  and  signed  by  the  applicant  or  his  wlieiUir.) 

To  the  Comptroller, 

Patent  Office,  Trade-Marks  Branch, 

25,  Southampton  Buildings,  London. 

OuTLEEs'  Company. 

33.  By  section  81  of  the  Acts,  application  for  the  registra- 
tion of  trade^marks  used  on  metal  goods  shall,  if  made  by 
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a  person  cairying  on  business  in  Hallamshire,  or  within 
six  miles  thereof,  be  made  to  the  Cutlers'  Company.  See 
Bules  56  to  59. 

Applications  made  to  the  Cutlers'  Company  in  pursuance 
of  section  81  of  the  Acts  should  be  made  on  Form  F,  the 
address  in  the  left-hand  comer  to  be,  ''To  the  Cutlers' 
Company,  Sheffield,"  instead  of  ''To  the  Comptroller,"  and 
i^ould  be  left  at,  or  sent  by  post  to,  the  Cutlers'  Hall, 
Sheffield. 

Each  application  should  be  accompanied  by  an  unstamped 
copy  on  foolscap  paper.     See  Bule  56. 

Applications  sent  by  post  should  be  addressed — 

The  Law  Clerk  to  the  Cutlers'  Company, 
The  Cutlers'  HaU, 

Sheffield. 

Manohesteb  Office. 

34.  For  the  convenience  of  merchants  and  manufacturers 
engaged  in  the  cotton  trade,  and  for  the  purpose  of  facilitating 
the  recording  of  trade-marks  used  in  respect  of  cotton  goods, 
an  office  is  open  at  48,  Boyal  Exchange,  Manchester,  where 
searches  can  be  made,  on  payment  of  Is.  for  each  quarter  of 
an  hour,  for  marks  in  classes  of  textiles  from  Class  23  to 
Glass  35. 

Certifioates. 

35.  The  comptroller's  certificate  in  relation  to  a  trade-mark 
is  of  four  kinds,  viz. : — 

(i.)  For  use  in  legal  proceedings, 
(ii.)  For  use   in  applying  for    registration    in  foreign 

coimtries. 
(iii.)  Of  any  application  made  and  of  proceedings  thereon, 
(iv.)  A  certificate  of  refusal  of  a  mark  in  use  before 
13th  August,  1875,  and  not  registerable. 

36.  A  person  desirous  of  obtaining  any  of  the  above 
certificates  should  forward  Form  8,  Form  E,  Form  T*,  or 
Form  L  {see  paragraph  3),  as  the  case  may  be,  to  the  comp- 
troller, giving  the  comptroller's  official  number  of  the  mark, 
and  stating  whether  the  certificate  is  required  for  use  in  legal 
proceedings,  or  for  use  in  applying  for  the  registration  of  tibie 
mark  in  a  foreign  country,  or  for  what  other  purpose. 

37.  In  every  case  where  a  certificate  is  required  in  respect 
of  a  cotton  mark,  or  in  respect  of  any  trade-mark  of  which 
the  representations  or  specimens  forming  part  of  the  appli- 
cation for  registration  are  coloured,  or  m  respect  of  an 
application  made,  or  in  respect  of  an  application  refused,  two 
unmounted  copies  of  the  mark  must  be  supplied,  agreeing  in 
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every  reepect  with  the  repreeentations  fonning  part  of  ihe 
appucatioii  for  registration.  Special  attention  ^ould  be  paid 
to  this  requirement,  as  the  certificate  cannot  in  any  such  case 
be  prepared  until  these  unmounted  copies  are  receiyed  by  the 
comptroller. 

Keoistbation  of  subsequent  Pbofbietobs  of  Bbqistebed 
Trade-Mabks. 

38.  The  request  and  declaration  to  be  made  by  a  subsequent 
proprietor  on  application  for  the  registration  in  his  name  of 
a  registered  trade-mark  must  be  made  on  Form  £  (see 
paragraph  3). 

H.  EEADER  LACK, 

Comptroller. 


(    685    ) 


No.  6. 

PRECEDENTS  OE  FORMS  UPON  AN  OPPOSED 
APPLICATION  TO  REGISTER  A  TRADE- 
MARK AND  ON  APPEAL  (a). 

PAOB 

1.  Application  for  registration • 608 

2.  Notice  of  opposition • 636 

3.  Counter-statement 636 

4.  Evidence  in  snpnort 637 

6.  Application  for  nearing'    608 

6.  Appeal  to  the  Board  of  Trade 610 

7.  Gaseonappeal 637 

8.  Beference  by  the  Board  of  Trade  to  the  Conrt  640 

9.  Notice  of  motion  for  the  determination  of  the  appeal  640 


1.  APFUOATIOir  FOB  BE0ISTRi.TI0]7. 

(Form  F.,  above,  p.  608.) 


2.  NonoB  OP  Opposition. 
(Form  J.,  above,  p.  610.) 
(  Grounds  of  opposition. ) 

1.  We  are  the  registered  proprietors  of  a  trade-mark  in 
OlasB      ,  for  [^describing  the  goods]  registered  on  the  of 

18     ,  and  numbered  1,234,  and  we  use,  and  since  the 
of  ,  18    ,  we  have  extensively  used,  the  said 

mark  as  a  trade-mark  in  our  business  as  [describinff  the 
btisiness]. 

2.  We  also  use,  and  since  the  of  >  IB  ,  we 
have  extensively  used,  a  mark  consisting  of  [describing  it]  for 
[describing  the  goods!  as  a  trade-mark,  and  also  in  our  adver- 
tisements and  price  fists,  in  our  said  business. 

3.  The  mark  which  the  applicants  by  their  application 
above  referred  to  are  seeking  to  register  has  such  resemblance 

(a)  See  Chap.  lY.,  p,  58, 
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to  our  said  regiBtered  trade-mark,  numbered  ,  and  alao  to 
our  said  trade-mark  in  paragraph  2  hereof  referred  to,  as  to 
be  calculated  to  deceiye. 

(For  other  grounds  of  opposition,  see  pp.  63, 78 ;  Chap.  ViUL, 
p.  106,  '^What  marks  may  be  registered  as  trade-marks"; 
Qiap.  X.,  p.  175,  ''  Bestrictions  on  registration  "  {h).) 


3.   CloUinXB-STATEMENT. 

(In  answer  to  the  Notice  of  Opposition,  No.  2.) 
[^Heading  as  in  the  Form,  p.  632.] 

1.  We  ^the  applicants']  deny  that  the  mark  which  is  the 
subject  of  our  application  has  such  resemblance  to  either  of 
the  marks  referred  to  in  the  notice  of  opposition  herein  as  to 
be  calculated  to  deceive. 

2.  [^Describing  the  principal  differences  between  the  applicants^ 
mark,  and  the  opponenfs  registered  mark  No.  1,234]. 

3.  [Describing  the  principal  differences  between  the  applicants^ 
mark,  and  the  mark  referred  to  in  paragraph  2  of  the  notice  of 
opposition,! 

4.  The  last-mentioned  mark  is  not  a  trade-mark,  and  the 
opponents  have  not  used  the  same  as  a  trade-mark.  If  our 
said  mark  bears  any  undue  resemblance  to  the  said  mark  of 
the  opponents  (which  we  deny)  the  opponents  will  not  in  any 
way,  nor  will  any  right  of  which  they  are  possessed,  or  to 
which  they  are  entitled,  be  prejudiced  by  the  registration  of 
our  said  mark. 

5.  Our  said  mark  has  been  used  by  us  as  a  trade-mark  in 
connection  with  the  goods  to  which  our  application  relates 
since  the  of  >  18  ,  before  the  opponents  had 
commenced  to  use  either  of  their  said  marks,  and  if  it  bears 
any  undue  resemblance  to  the  last-mentioned  marks  or  either 
of  them  (which  we  deny),  the  said  marks,  or  whichever  of 
them  our  said  mark  so  resembles,  have  or  has  been  used  as  a 
trade-mark,  if  at  all,  and  the  opponents'  alleged  trade-mark, 
nimibered  1,234,  has  been  registered,  in  derogation  of  our 
rights,  and  our  application  to  register  ought  not  to  be  pre- 
judiced by  reason  of  such  user  or  registration. 

(Signed)      . 

To  the  Comptroller, 

Patent  Office,  Trade-Marks  Branch, 

25,  Southampton  Buildings,  London. 

{b)  See  also  KutnowU  Tm.,  10  B.  P.  C.  403. 
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4.  EviDEHOE  m  Support  of  the  Applioatiok  ob  Opposi- 
tion (c). 

The  formal  parts  of  the  dedarations  are  as  follows : — 
[Heading  <u  in  the  counter-statement^  p.  632.] 

We  do  solemnly  and  sincerely  declare  as  follows: 

\_setiing  out  the  evidence  of  the  declarants]. 

And  we  make  this  dedaration  oonscientioiislj  believing  the 
same  to  be  true  and  by  virtue  of  the  Statutory  Declarations 
Act,  1835. 

Declared  at  \     (Signed) 

in  the  City  of   London 
this  of  18 

before  me, 

A  commissioner  for  oaths. 


5.  Application  fob  Heabtng  by  the  Comptbolleb. 
(Eorm  E.,  above,  p.  608.) 


6.  FoBM  OF  Appeal  fbom  the  Ooicptbolleb  to  the  Boabd  of 

Tbadb. 

(Form  H.,  above,  p.  610.) 


7.  Statement  OF  Case  (J). 
[Heading  as  in  the  counter^ statement,  p.  632.] 

1.  The  appellants,  ,  are  manufacturers  and  vendors 
of  indiarubber  hose  covered  with  steel  wire,  which  is  wound 
helically  round  it  by  a  process  protected  by  certain  patents. 
The  opponents,  ,  are  vendors  of  indiarubber  hose 
coverea  with  steel  wire,  wound  round  it  by  a  process  which  is 
difE^ent  to  that  employed  by  the  appellants. 

2.  On  or  about  the  of  >  IB     ,  the  appellants 


{p)  ThiB  is  giTen  by  statutory  deolaratioii.  Role  31  (3),  (4),  p.  73,  and 
Boles  61,  62,  p.  606.  As  to  the  oomptroller's  power  to  dispense  with 
evidenoe,  see  Rule  63,  p.  603 ;  and  as  to  oases  of  infancy,  lunacy,  or  other 
inoapacitr,  sect.  99,  p.  670. 

(4  This  is  sabetantially  the  case  made  use  of  in  The  SphincUr  Co.* a  Tm,, 
10  R.  P.  0.  84. 
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published  a  circular  containing  {inter  alia)  a  representation  of 
the  device  which  they  now  seek  to  register  as  a  trade-mark. 
The  said  circular  and  representation  were  registered  at 
Stationers'  Hall  on  the  of  ,  18    ,  in  the  names  of 

the  appellants,  and  the  copyright  in  the  same  is  now  and 
always  has  been  vested  in  the  appellants. 
•  3.  l?he  said  device  consists  of  [^describing  it].  The  said 
device  was  drawn  on  the  instructions  of  the  appellants,  and 
was  entirely  novel  in  design,  and  it  is  a  distinctive  device. 
The  appellants  have  extensively  published  and  circulated  the 
said  circular  and  the  said  representation  and  device  amongst 
persons  concerned  in  the  indiarubber  and  hose  trade,  and 
amongst  their  customers  and  others  from  the  said  of 

,18     ,  to  the  present  time. 

4.  By  their  application,  numbered  ,  the  appellants 
sought  to  register  the  said  device  as  a  trade-mark  inUlass  50, 
for  use  in  connection  with  the  hose  manufactured  or  sold  b j 
them.  The  said  application  was  opposed  on  the  grounds 
following :  that  the  opponents  are  the  proprietors  of  a  trade- 
mark in  Class  50,  for  hose,  registered  on  the  of  , 
18  ,  under  No.  ;  and  that  they  had  (as  they  alleged) 
used  for  a  considerable  time  past  a  device  consisting  of 
[describinff  ill  as  an  advertisement  and  description  of  their 
hose  in  price  lists,  circulars,  &c.;  and  that  the  mark  for  which 
the  appellants  are  applying  for  registration  had  (as  was 
alleged)  such  a  resemblance  to  their  said  registered  trade- 
mark and  advertisement  as  to  be  calculated  to  deceive. 

5.  l?he  trade-mark  of  the  opponents  consists  of  Idescribtng 
it].  It  is  totally  difEerent  in  design  and  appearance  from  the 
said  device  of  the  appellants,  and  the  said  device  bears  no 
resemblance  whatever  to  it. 

6.  It  is  untrue  that  the  opponents  have  ever  used  any 
device  similar  to  or  resembHng  the  said  device  of  the  appel- 
lants, or  such  as  could  be  mistaken  for  or  confounded  with 
the  said  device  referred  to  in  the  appellants'  application,  or 
such  that  the  registration  of  the  latter  as  a  trade-mark  would 
be  calculated  to  deceive. 

7.  The  opponents  exhibited  to  their  declaration  in  opposi- 
tion certain  copies  of  price  lists  and  advertisements,  and 
among  them  a  price  list  marked  ,  containing  a  figure 
numbered  No.  1.  The  said  price  list  and  figure  were  first 
issued  and  published  on  the  of  ,  18  ,  as  an  ad- 
vertisement, that  is  to  say,  years  after  the  appel- 
hmts  had  commenced  to  issue  and  puolish  their  said  device. 
The  said  figure  No.  1  consists  of  [jdescrtbinff  tV].  The  said 
figure  is  quite  different  in  design  and  appearance  from  the 
said  device  of  the  appellants,  and  the  said  device  bears  no 
resemblance  whatever  to  it. 

8.  The  application  was  heard  before  the  learned  registrar 
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aittmg  for  the  comptroller,  and  on  the  of  %  18    , 

lie  gave  his  decision,  and  refused  to  allow  the  said  device  of 
the  appellants  to  be  registered. 

9.  The  appellants  crave  leave  to  refer,  for  the  purposes  of 
their  appeal,  to  all  the  evidence  used  at  the  hearing  of  their 
said  application  and  of  the  opposition  (0),  and  also  to  the 
written  decision  of  the  learned  registrar. 

The  appellants  submit  that,  under  the  circumstances  herein- 
before stated,  the  decision  of  the  learned  registrar  should  be 
reversed,  and  the  appellants'  device  No.  above  mentioned 
ahould  be  admitted  to  registration,  on  the  following  grounds : — 

(1.)  Because  the  said  device  is  a  distinctive  device  which  Grounds  of 
the  appellants  are  entitled  to  use  and  register  as  a  appeal, 
trade-mark  under  the  above-mentioned  Acts. 
(2.)  Because  the  learned  registrar  was  wrong  in  holding 
that  it  has  been  the  custom  in  the  hose  trade  to 
advertise  pictures  of  hoses  resembling  the  said  de- 
vice, whereas  no  such  custom  was  established  by  the 
evidence,  and  such  custom,  if  established,  would  not 
be  a  good  ground  of  objection  to  the  registration  of 
the  said  device. 
(3.)  Because  the  learned  registrar  was  wronff  in  holding 
that  the  said  device  resembles  the  said  trade-mark 
of  the  opponents  numbered  No.  ,  whereas  the 

said  device  does  not  resemble  the  said  trade-mark  at 
all,  or  (alternatively)  not  so  nearly  as  to  be  calculated 
to  deceive. 
(4.)  Because  the  learned  registrar  was  wrong  in  holding 
that  the  said  device  resembles  the  said  figure  No.  1, 
and  such  resemblance,  if  it  existed,  would  not  be  a 
good  ground  of  objecidon  to  the  registration  of  the 
said  device. 
The  matters  with  which  this  appeal  is  concerned  are  of 
great  importance  to  the  appellants,   and  they  are  desirous 
that  the  same  may  be  referred  to  the  decision  of  the  Court 
under  sect.  69  of  the  above-mentioned  Act  (/). 


(Signed) 


r«)  See  Rule  26,  p.  598. 


(/)  If  the  Board  of  Trade  see  no  reason  for  differing  from  the  deoisioii 
of  Uie  comptroller,  they  generally  refer  the  appeal  at  once  to  the  Court, 
and  so  save  a  step. 
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8.  FosM  OF  Befebei^ob  of  the  Appeal  to  the  Coxtbt  by  the 

BOABD  OF  TbADE. 

7,  Whitehall  Oardens,  S.W. 

,18     . 

Dear  Sirs, 

[The  application  of  ,  No.        ] 

and 
[The  opposition  of  ,  No.        ]. 

Bef  erring  to  the  notice  of  appeal  by        in  this  matter  dated 
the  ,  I  am  instructed  to  inform  you  that  the  Board  of 

Trade  have  deemed  it  expedient  to  refer  this  appeal  to  the 
Court  by  virtue  of  the  provisions  of  sub-sect  4  of  sect.  69  of 
the  Patents,  Designs,  and  Trade-Marks  Acts,  1883  and  1888, 
and  have,  pursuant  to  Bule  23  of  the  Trade-Marks  Bules, 
1890,  directed  the  appellants  to  make  application  by  motion, 
summons,  or  otherwise,  as  they  may  be  advised,  to  the  Chancery 
Division  of  the  High  Court  of  Justice  to  hear  and  determine 
the  said  appeal,  and  that  notice  of  such  application  be  served 
upon  the  Comptroller-General  of  Patents,  Designs,  and  Trade- 
marks, and  upon  [^the  opponents'}^  and  that  {_the  opponents']^  in 
default  of  being  served  within  two  months  from  this  date  with 
notice  of  any  such  application  as  aforesaid  by  the  appellants, 
be  at  liberty  to  apply  to  the  Chancery  Division  of  the  Hieh 
Court  of  Justice  as  they  may  be  advised.  And  that  upon  the 
hearing  of  any  such  application  as  aforesaid,  the  appellants, 
the  said  [^the  opponents^  and  the  Comptroller-General  be  respec- 
tively at  liberty  to  adduce  such  evidence  as  they  respectively 
may  be  advised. 

I  am,  dear  Sir,  yours  truly, 

Lcitor,  Board  of  Trade. 


9.  Notice  of  Motion  fob  the  Dbtbbmination  op  the  Appeal. 

18    ,No.    . 
In  the  High  Court  of  Justice, 
Chancery  Division, 
Mr.  Justice 

[^Ifeadin^  as  in  the  Counter-statement  above,  p,  632.] 

Take  notioe  that  the  Court  will  be  moved  before  the 
Honourable  Mr.  Justice  at  10.30  in  the   forenoon 

on  the  of  ,  18    ,  or  so  soon  thereafter  as  counsel 

can  be  heard  by  counsel  on  behalf  of  the  above-mentioned 
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appdicaiLts  ,  that  the  appeal  of  the  applicants  from  the 

decision  of  the  Comptroller-General  of  Patents,  Designs, 
and  Trade-marks  upon  their  above-mentioned  application 
(which  has  been  referred  by  the  Board  of  Trade  to  &e  Court) 
may  be  heard  and  determined :  And  for  an  order  directing 
the  Comptroller-General  of  Patents,  Designs,  and  Trade- 
marks to  proceed  with  the  registration  of  the  trade-mark 
referred  to  in  the  said  application. 

Dated  this  of  ,  18     . 

(Signed) 


Solicitors  for  the  above-named 


To  the  Comptroller-General  of  Patents, 
Designs,  and  Trade-marks, 
and 
To  [the  opponents]. 


K.  T  V 
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No.  7. 

NOTICE  OP  MOTION  TO  EECTTFT  THE 
EEGISTER 

18    .    No.     . 
In  the  High  Court  of  Justioe, 
Chancexy  Division, 
Mr.  Justice 

In  the  matter  of  a  Trade-mark  numbered        , 

And  in  the  matter  of  the  Patents,  Designs,  and  Trade- 
Marks  Acts,  1883-1888. 

Taxe  notice  that  this  Court  will  be  moved  before  the 
Honourable  Mr.  Justice  ,  on  the  of  18      , 

at  10.30  in  the  forenoon,  or  so  soon  thereafter  as  counsel  can 
be  heard,  by  counsel  on  behalf  of  {the  applicant)  of  {address)^ 
for  an  order  that  the  register  of  trade-marks  kept  under  the 
above-mentioned  Acts  may  be  rectified  (as  follows) : — 

(1.)  By  the  removal  of  the  mark  therein  registered  for 

class  ,  and  numbered 

(2.)  By  Hmiting  the  registration  of  the  mark  therein  regis- 
tered (&c.)  for  use  in  connection  with  part  of  the 
goods  comprised  in  the  said  class  only,  namely, 
(3.)  By  expunging  from  the  said  register  part  of  the  said 

mark  No.      ,  namely, 
(4.)  By  adding  to  the  entry  therein  of  the  said  mark 
No.      ,  a  disclaimer  of  any  right  on  the  part  of  the 
registered  proprietor  of  the  said  mark  to  the  exclu- 
sive use  of  part  of  the  said  mark,  that  is  to  say,  the 
words  (a), 
Or  that  such  other  order  for  the  rectification  of  the  said 
register  may  be  made  as  to  the  Court  shall  seem  fit. 

(Signed)        . 

To  (the  registered  proprietor), 

and 
To  the  Comptroller-Q^neral  of  Patents, 
Designs,  and  Trade-Marks. 

(a)  For  other  forms  of  reotification  see  above,  p.  231.    For  forms  of 
orderR,  see  Seton,  6th  ed.  vol.  3,  p.  1987. 


(    643    ) 


No.  8, 

PEECEDENTS  OF  PLEADINGS  IN  ACTIONS 
FOE  INFRINGEMENT  AND  PASSING 
OFF  (a). 

1.   LSTDOBSEMBNTT  OF  WbTT. 

The  plaintifPs  claim  is  for — 

SI.)  An  injunotiozL  to  restrain  the  defendant,  his  servants, 
agents,  from  infringing  the  plcdntifTs  renstered  trade- 
mark, No.  1234,  and  &om  passing  off  goods  not  of  the 
plaintiff's  manufacture  as  or  for  the  goods  of  the  plaintiff  (jb), 
(2.)  An  account  or  damages. 
(3.)  Delivery  up  of  the  marked  goods. 


2.  Statement  OF  Cladc. 

1.  The  plaintiff  and  defendant  are  both  manufacturers  of 
hoes,  shovels,  and  other  hardware  goods,  carrying  on  business 
in  Birmingham  and  also  in  London. 

2.  The  plaintiff  is  the  proprietor  of  a  trade-mark  consisting  ThepUdntifrs 
of  the  device  of  a  circle  and  a  triangle  with  a  dagger  placed  registered 
between  them,  and  the  word  "  dagger  "  printed  beneath  the  trade-mark, 
said  device.    The  said  trade-mark  was  registered,  as  an  old 

mark,  in  the  register  of  trade-marks,  under  No.  1234,  by  the 
plaintiff,  as  the  proprietor  thereof,  on  the  Ist  of  January, 
1890,  in  Class  13  for  hoes  and  shovels. 

3.  The  plaintiff,  and  his  predecessors  in  the  business  carried  Use  of  the 
on  by  the  plaintiff  as  aforesaid,  have  extensively  used  the  trade-mark, 
said  trade-mark  and  also  the  scdd  word  '^  dagger  "  as  a  trade- 
mark upon  hoes  and  shovels  manufactured  and  sold  by  them 

(a)  For  the  Forms  given  in  the  Appendix  to  the  BuleB  of  the  Supreme 
Court,  see  p.  872.  The  first  set  of  pleadizigs  here  given  relate  to  an 
action  for  the  infringement  of  a  registered  trade-mark,  and  also  for 
passing  off  goods  by  the  use  of  a  trade-name  and  imitation  of  ^t-up. 
The  paragraphs  referring  to  each  of  the  combined  causes  of  action  are 
readify  dutinguishable.  The  second  set  relate  to  an  action  for  the 
inirinsrement  of  an  unregfistered  trade-mark. 

(6)  See  a  fuller  form,  p.  644,  and  other  precedents,  p.  648  H  teg. 

XT  2 
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since  the  year  1850,  and  the  plaintiff  continues  to  extensiyelj 
use  the  said  trade-mark  and  word  in  his  said  business. 
PLamtifTs  4.  By  reason  of  the  user  alleged  in  the  last  paragraph,  the 

fiT^'^jf^j^^®^,  plaintiffs  hoes  and  rfiovels  marked  with  the  said  trade-mark 
as^ dagger      ^^^  word  have  become  known  to  purchasers  or  intending  pur- 
chasers as  "  dagger"  hoes  and  shovels ;  and  **  dagger  "  hoes, 
and  "dagger"  shovels  in  the  hardware  trade  mean  respectively 
the  hoes  and  shovels  made  and  sold  by  the  plaintiff. 
Get-np  of  the       6.  The  plaintiff  is  accustomed  to  paste  upon  the  hoes  and 
^J*^®        shovels  manufactured  and  sold  by  him  a  number  of  small 
f^^^^^^'  triangular  labels  arranged  in  the  form  of  a  circle  and  coloured 

alternately  red  and  green,  and  hoes  and  shovels  sold  in  the 
market  and  bearing  triangular  labels  so  arranged  and  coloured 
are  known  to  purchasers  or  intending  purchasers  as,  and  are 
bought  by  them  as  and  for,  the  goodB  of  the  plaintiff. 
The  infring.         6.  The  plaintiff  has  recently  discovered,  as  the  fact  is,  that 
ing  mark.        the  defendant  is  selling  hoes  and  shovels  not  of  the  plaintiff's 
Imitation  of     manufacture,  bearing  a  mark  consisting  of  the  device  of  an 
the  get-up.      Qyai  qj^^  a  square  with  a  dagger  placed  between  them,  and 
having  pasted  upon  them  a  number  of  small  square  labels 
arranged  and  coloured  similarly  to  the  labels  used  by  the 
plaintiff,  and  referred  to  in  paragraph  5  hereof. 
Use  of  7.  The  plaintiff  has  also  recently  discovered,  as  the  fact  is, 

*'^?^^"  l>y  that  the  defendant  has  advertised  and  has  invoiced  and  sold 
the  defendant.  ^^^^  ^^  shovels,   not   of    the    plaintiffs  manufacture,   as 


Infringement  8.  The  use  of  the  said  device  in  paragraph  6  mentioned, 
tfrSd^<^^?*'  ^^^  ^^  ^^  ^^®  word  "  dagger,"  as  in  paragraph  7  mentioned, 
jjy^.]j  ®"  is  an  infringement  of  the  plaintiffs  said  trade-mark  No.  1234. 
Imitati  f  ^'  ^^®  employment  of  the  said  square  labels  by  the  defen- 
get-up.*"^  ^      ^^^^  ^^  ^^  umawf ul  imitation  of  the  get-up  of  the  plaintiff's 

goods  referred  to  in  paragraph  5  hereof. 
Passing  off  10.  By  reason  of  me  imlawful  acts  aforesaid  the  defendant 

goods:  profits,  j^^  gQ^^  ^nd  passed  off,  and  has  caused  to  be  sold  and  passed 

off,  large  quantities  of  goods  not  of  the  plaintiffs  manuiacture 

as  and  for  the  plaintiff's  goods,  and  has  thereby  gained  large 

profits. 

The  plaintiff  claims — 

(1.)  An  injunction  to  restrain  the  defendant,  his  servants 
and  agents,  from  infringing  the  plaintiffs  said 
trade-mark,  No.  1234,  and  from  passing  off  goods 
not  of  the  plaintiff's  manufacture  as  or  for  the 
goods  of  the  plaintiff.  And  in  particular  to  restrain 
him  and  them  from  selling,  offering  for  sale,  or 
disposing  of  any  hoes  or  shovels,  not  of  the  plain- 
tiff's manufacture,  bearing  the  device  of  a  circle 
and  a  square  with  a  dagger  between  them,  or  any 
other  device  colourably  resembling  the  plaintiffs 
said  trade-mark,  or  under  the  name  '' dagger" 
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hoes  or  shovels,  or  haying  fixed  upon  them  square 
labels  arranged  in  a  cirde,  or  any  other  labels  in 
imitation  of  the  get-up  of  the  plaintifPs  goods,  in 
paragraph  5  hereof  mentioned  (c). 

(2.)  An  account  of  the  profits  made  by  the  plaintifE  in 
selling  or  disposing  of  any  hoes  or  shovels  not  of 
the  plaintiff's  manufacture,  sold  under  the  device 
in  paragraph  6  hereof  mentioned,  or  as  "  dagger  " 
hoes  or  shovels,  or  bearing  square  labels  arranged 
and  coloured  as  in  paragraph  8  hereof  mentioned. 

(3.)  Delivery  up  to  the  plaintiff  oy  the  defendant  upon 
oath  of  all  hoes  and  shovels  not  of  the  plaintiff's 
manufacture,  in  the  defendant's  possession  or 
under  his  control,  marked  with  the  device,  or 
bearing  the  said  labels,  and  of  all  price  lists, 
copies  of  invoices,  and  other  documents,  and  of  aU 
advertisement-blocks  in  the  defendant's  possession 
or  under  his  control,  bearing  the  words  ** dagger," 
for  erasure  or  cancellation  of  the  devices,  bibels, 
and  words,  or  for  destruction. 

(4.)  CJosts. 


3.  Defenoe 
(In  answer  to  the  above  Statement  of  Claim  No.  2). 

1.  The  defendant  admits  that  the  plaintiff  is  registered  as  Traverses  of 
the  proprietor  of  the  alleged  trade-mark,  No.  1234  in  class  13,  the  alJega- 
but  he  denies  that  the  said  mark  is  a  trade-mark,  and  that  ^^  ^  ^\ 
the  plaintiff  is  properly  registered  as  the  proprietor  of  the  daini. 
same.     The  said  mark  was  not  used  by  the  plaintiff  or  by  his 
predecessors  in  business  as  a  trade-mark  before  the  13th  of 
August,  1875. 

2.  The  defendant  denies  that  the  said  mark  and  that  the 
word  "  dagger  "  is,  or  at  any  material  time  has  been,  used  as 
a  trade-mark  for  hoes  or  shovels,  and  that  the  plaintiff's  hoes 
or  shovels  are  known  as  "  dagger"  hoes  or  shovels,  and  that 
"  dagger  "  hoes  or  shovels  mean,  or  are  understood  to  mean, 
hoes  or  shovels  made  or  sold  by  the  plaintiff,  and  that  hoes 
and  shovels  sold  in  the  market  and  bearing  labels  arranged 
and  coloured  as  stated  in  paragraph  5  of  the  statement  of 
claim  are  known  to  purchasers  or  intending  purchasers  as,  or 
are  bought  as  or  for  the  goods  of  the  plaintiff. 

3.  The  devices  of  a  circle  or  an  oval  and  a  triangle,  and  the  Devices  and 
word  "  dagger,"  and  the  device  of  a  dagger,  are,  and  each  of  word  common 
them  is,  common  to  the  trade  in  hoes  and  shovels.     The  word  ^  ™®  trade. 
"  dagger"  and  the  device  of  a  dagger  are  commonly  employed 

in  the  hardware  trade  to  indicate  a  particular  pattern  of  hoe 

(e)  See  other  forms  of  injunction,  post,  p.  648. 


646 


Appendix — No.  8. 


Qet'Xrp  used 
for  a  loDg 
time  by  the 
defendant. 


Aoqnieooenoe 
and  waiver. 


Gtet-up  of 
defendant's 
goods  IB  not 
deoeptiye. 


Denial  of 
infringement. 


Denial  of 
passing  off 
and  of  profits. 


or  shoyel,  namely,  a  hoe  or  shoyel  liaying  an  nnnsnallj  narrow 
blade. 

4.  The  business  of  the  defendant  as  a  manufacturer  of  hoee 
and  shovels  has  been  established  since  the  year  1860,  and  the 
said  business  is  much  larger  than  that  of  the  plaintiff.  The 
defendant  and  his  predecessors  in  the  said  business  have  for 
many  years,  and  since  the  year  1870  at  least  (as  the  plaintiff 
has  since  the  year  last  mentioned  beeu  well  aware),  used  upon 
the  hoes  and  shovels  manufactured  and  sold  by  them  a  number 
of  small  square  labels  coloured  red  and  green,  and  arranged 
in  the  form  of  a  circle. 

5.  If  the  use  by  the  defendant  of  the  said  square  labels 
as  aforesaid  was  at  any  time  an  infringement  of  any  right  of 
the  plaintiff  (which  the  defendant  denies),  the  plaintiff  has 
acquiesced  in  the  same,  and  has  long  since  forfeited  any  claim 
to  interfere  with  such  use. 

6.  The  said  square  labels  arranged  and  coloured  as  afore- 
said are  not  an  imitation  of  the  plaintiff's  triangular  labels, 
but  are,  and  are  well  known  to  dealers  in  and  purchasers  of 
hoes  and  shovels  to  be,  distinct  from  the  same,  and  to  indicate 
the  goods  of  the  defendant. 

7.  The  defendant  denies  that  he  has  infringed  the  plain- 
tiff's alleged  trade-mark,  or  imitated  the  get-up  of  the  plain- 
tiff's goods.  He  admits  that  he  has  sold  hoes  and  shovels,  as 
he  lawfully  might,  bearing  some  of  the  common  marks  afore- 
said, namely,  the  devices  of  an  oval,  a  square,  and  a  dagger. 
Save  as  herein  expressly  admitted,  he  denies  each  of  the 
allegations  in  paragraphs  6,  7,  8,  and  9  of  the  statement  of 
claim. 

8.  The  defendant  denies  that  he  has  sold  or  passed  off,  or 
caused  to  be  sold  or  passed  off,  any  goods  not  of  the  plaintiff's 
manufacture  as  or  for  the  plaintiff's  goods,  and  that  (if  he 
has  done  so,  which  he  denies)  he  has  made  any  profits 
thereby. 


4.  Statement  of  Claim  {d). 
(**  Common  Law  Trade-Mark.") 

1.  The  plaintiffs  have  for  many  years  been  manufacturers 
of  belting  for  driving  machinery,  and  have  extensively 
advertised,  and  sold  the  belting  made  by  them  under  the 
styles  of  *'  Camel,"  "  Camel  Brand,"  and  **  Camel  Hair."  In 
consequence  thereof,  belting  called  "Camel,"  "Camel Brand," 
or  **  Camel  Hair,"  has  become  to  be  known  in  all  parts  of  the 
world  where  belting  is  used  as  belting  of  the  plaintiffs' 
manufacture,  as  the  defendants  well  know. 

2.  The  defendants  have  lately  commenced  the  business  of 

(rf)  Heddaway  ^  Co.  v.  Bmtham  Kemp  Spinning  Co.,  9  R.  P.  C.  603. 
This  and  the  following  pleading  are  token  from  the  zeport,  and  are 
probably  somewhat  abbreviated  mm  the  f  onns  aotoally  used. 
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beltmg  manufacturers,  and  in  order  to  obtain  for  themselves 
the  reputation  acquired  by  the  plaintiffs,  and  to  pass  off  their 
belting  as  that  of  the  plaintias,  and  to  deceive  purchasers 
thereof,  have  adopted  the  words  *' Camel,"  "Camel  Brand," 
and  "  Camel  Hair,"  so  used  by  the  plaintiffs  as  aforesaid,  and 
have  sold  belting  under  the  same  designation,  and  have  ad- 
vertised for  sale  belting  manufactured  by  them  as  '^  Camel," 
"  Camel  Brand,"  and  **  Camel  Hair  Belting." 

3.  The  use  of  the  words  **  Camel,"  "  Camel  Brand,"  and 
'*  Camel  Hair,"  by  the  defendants  as  aforesaid,  is  calculated 
to  deceive  purchasers  of  belting  into  the  belief  that  they  were 
buying  belting  of  the  plaintiffs'  manufacture,  and  many 
persons  have  been  so  deceived  {e). 


5.  Defence 
(In  answer  to  the  above-printed  Statement  of  Claim,  No.  4). 

1.  The  defendants  deny  that  belting  called  "Camel," 
"  Camel  Brand,"  and  "  Camel  Hair  Belting,"  has  become  to 
be  known  in  all  parts  of  the  world  where  belting  is  used  as 
belting  of  the  plaintiffs'  manufacture;  and,  if  it  has,  they 
deny  that  the  defendants  were  aware  of  the  fact. 

2.  The  defendants  and  their  predecessors  have  long  carried 
on  the  business  of  hemp  spinning,  and  some  time  ago  com- 
menced the  manufacture  of  various  kinds  of  belting  in  con- 
nection with  and  as  a  branch  of  their  said  business. 

3.  Amongst  other  materials  used  by  the  defendants  in  the 
manufacture  of  belting  was  yam  made  of  camels'  hair ;  and 
the  defendants  have,  as  they  lawfully  may,  described  and  sold 
the  said  belting  as  the  "Bentham  Solid  Woven  Camel-Hair 
Belting."  The  defendants  have  applied  to  the  said  belting 
manufactured  and  sold  by  them  their  distinctive  trade-mark. 

4.  Save  as  aforesaid,  the  defendants  deny  that  they  have 
sold  or  advertised  their  belting  manufactured  by  them  as 
"  Camel,"  "  Camel  Brand,"  and  "  Camel  Hair." 

5.  The  defendants  deny  that  the  use  of  the  words  "  Camel," 
"  Camel  Brand,"  and  "  Camel  Hair,"  would  be  calculated  to 
deceive  persons  into  the  belief  that  they  were  buying  goods 
of  the  plaintiffs'  manufacture.  The  plaintiffs  have  no  pre- 
scriptive or  distinctive  right  to  the  use  of  the  said  words. 

6.  The  defendants  deny  that  the  use  of  the  words  *'  Camel 
Hair,"  as  used  by  them,  was  calculated  to  deceive  purchasers 
of  belting  mani^actured  by  the  defendants  into  the  belief 
that  they  were  buying  belting  of  plaintiffs'  manufacture. 
The^defendants  deny  that  any  persons  have  been  so  deceived. 

(The  defendants  also  denied  that  the  plaintiffs  had  been 
damnified,  and  alleged  that  their  competition  with  the 
plaintiffs  was  fair  trade  competition.) 

{$)  For  forms  of  daim,  see  pp.  644  and  648  ft  9$q. 
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FORMS  OF  ORDERS  IN  TRADE-MARK  OASES 
AND  CASES  ANALOGOUS  THERETO  {a). 

PAOB 

1.  Moriflon  r.  Moat  (MoritofCs  Universal  Medicine) 648 

2.  Farina  r.  Silyerlodc  (Eau  de  Cologne)    649 

3.  Seixo  f.  Frovezende  [Croum  Seixo  Wine) 649 

4.  Wotlierspoon  V.  dime  (&^^U  iStofvA) 649 

5.  YoTdiV.toatee  (Eureka  Shirts) ^m 

6.  Orr-Ewing  v.  Johnston  (Two  Elephant  Tarn) 660 

7.  Massam  v.  Thorley  (Thorley's  Cattle  Food) 660 

8.  Hendriks  v.  Montaga  ( Universal  L\fe  Assurance  Co.)    661 

9.  Bjeadv.Bi6ha.rdBon  (Dog's  Mead  Eeer) 662 

10.  Leyer  v.  Goodwin  (Self-  Washer  and  Sunlight  Soap)  662 

11.  Melachrino  v.  The  Melachrino,  &c.  Go.  (Melaehrino  Cigarettes)  ..  663 

12.  Apollinaris  Go.  v,  Herrfeldt  (ApoUinis  Water)       663 

13.  Jay  f.  Ladler  (Lady  and  Bear  Furs) 664 

14.  Montgomery  v.  Thompson  (Stone  Ales)    664 

16.  Wilkinson  r.  Griffith  (J2e^  ir^<^  Po/mA) 664 

16.  Paine  v,  Daniels  (John  Bull  Beer) 666 


1.  MoEisow  V.  Moat  (5),  20  L.  J.  Oh.  529  (1851),  Turner,  V.-C. 
Trade  Secret. 

An  injunction  to  restrain  the  defendant,  his  agents,  ser- 
vants, and  workmen,  from  selling,  or  causing  or  procuring  to 
be  sold,  under  the  title  or  designation  of  ^*Mortson's  Universal 
Medidncy^^  any  medicine  made  or  manufactured  by  him,  the 
^t^  -  said  defendant,  or  by  or  under  his  order  or  direction ;  and 
J^^^^g^^^  also  to  restrain  the  defendant,  his  agents,  servants  and  work- 
men, from  making  or  compounding  any  medicines  according 
to  the  secret  in  the  said  bill  mentioned,  and  from  in  any 
manner  usingf  the  secret  of  compounding  the  said  medicines 
or  any  part  thereof. 


Injunction 
against  use 
of  name  of 
plaintiff's 
goods; 


J  a)  The  forms  are  taken  from  the  reports  cited ;  in  some  cases  they  give 
y  the  substance  of  the  orders  actually  drawn  up.  For  fuller  forms  and 
the  formal  parts  of  orders,  see  Seton,  6th  ed.,  vol.  I.,  p.  634  et  seq.  A 
large  number  of  orders  have  been  collected  by  Jdj.  Sebastian,  and  are 
printed  in  his  book,  3rd  ed.,  p.  610. 

(b)  The  Lords  Justices  required  the  plaintiffs  to  give  an  undertaking  as 
to  damages  ;  21  L.  J.  Gh.  248. 
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2.  Fabuta  v.  Silvbrlooz,  24  L.  J.  Oh.  632  (1855),  Wood,  V.-C. 

Trade-Mark. 

To  restrain  the  defendant  from  printing  or  selling  any  labels  Injimotion 
similar  to  those  in  use  by  the  plaintiff,  or  containing  copies  of  against 
his  signature,  or  address,  or  flourish,  seal  or  stamps,  or  other  £^^f^^i,. 
marks  invented  and  used  by  the  plaintiff,  or  marks  merely         ^ .        ' 
colourably  differing  therefrom,  intended  to  represent  that  o'PM8"»goff« 
Eau  de  Cologne  prepared  by  other  parties  was  Eau  de  Cologne 
prepared  by  the  phuntiff . 


3.  Sbixo  v.  Pbovbzendb,  L.  E.  1  Ch.  194  (1865), 
Cranworth,  L.C. 

Trade-Mark  and  Passing  off. 

An  injunction  to  restrain  the  defendants  from  affixing,  or  Injimddon 
causing  to  be  afi&xed,  to  any  casks  of  wine  shipped  to  uieir  against  use  of 
orders,  the  brand  or  mark  of  a  crown  and  the  word  Seixo^  or  tra^-™ark  ; 
any  other  combination  of  marks  or  words  so  contrived,  as  by 
colourable  imitation  or  otherwise,  to  represent  the  marks  or 
brands  of  the  plaintiff,  and  from  employing  any  marks  or 
words  which  should  be  so  contrived  as  to  represent,  or  induce 
the  belief,  that  such  wines  were  Crown  SeixOy  or  the  produce 
of  the  Quinta  do  SeixOy  or  otherwise  using  the  word  Seixo  or  of  trade- 
without  clearly  distinguishing   the    same  from  the  wines  ^^\j^*^® 
produced  by  the  Quinta  do  Seixo.  S^^T  " 


4.  "WoTHEESPOON  V.  CuBEiB,  L.  E.  5  H.  L.  p.  523  (1872). 

Trade-Name  of  Goods,  Passing  off. 

Injunction  restraining  the  respondent,  his  servants  and  Injunction 
agents,  from  using  the  word  "Glenfield"  in  or  upon  any  agiinstuae 
labels  affixed  to  packets  of  starch  manufactured  by  or  for  of  name; 
him,  and  from  in  any  other  way  representing  the  starch 
manufactured  by  or  for  him  to  be  '^  Glenfleld  Starch,"  and 
^m  selling  or  causing  the  same  to  be  sold  as  '^  Glenfield 
Starch,''  and  from  doing  any  act  or  thing  to  induce  the  belief  and  passing 
that  starch  manufactured  by  or  for  him,  the  respondent,  is  off- 
'^Glenfield  Starch"  or  starch  manufactured  by  the  appellants. 
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5.  FoED  V.  FosTEE,  L.  R  7  Oh.  p.  684  (1872),  L.JJ. 

Trade-Mark. 

Injimotioii  To  restrain  the  defendants  from  applying  the  mark  or  title 

ag^nst  uae  of  "  Eureka "  to  any  shirts  manufactured  by  them,  or  to  any 
trade-mark,  gi^irts  sold  by  them,  unless  manufactured  by  the  plaintiffs, 
and  from  selUng  any  shirts  already  marked  with  the  mark 
and  title  ''  Eureka,^*  unless  such  mark  or  title  has  been  applied 
with  the  sanction  of  the  plaintiff ;  and  from  issuing  any  boxes 
or  packages  on  which  the  mark  or  title  of  '^  Eureka  "  shall  be 
applied  to  shirts  not  of  the  plaintiff's  manufacture ;  and  from 
affixing  or  using  any  label  or  card  or  other  mark  containing 
the  word  *^ Eureka^*  to  or  upon  any  shirts  not  of  the  plain- 
tiff's manufacture  (there  was  also  an  order  for  an  account 
limited  to  the  period  since  the  filing  of  the  biU). 


6.  Ore-Ewtng  &  Oo.  V.  Johnston  &  Co.,  13  C.  D.  p.  460 
(1880),  Fry,  J.,  and  0.  A.  (c). 

Trade-Mark  and  Trade-Name. 

Injunction  To  restrain  the  defendants,  Eobert  Johnston  &  Go.,  their 

against  use  of  servants,  workmen,  and  agents,  from  affixing  or  causing  to 

^^^^fi^fiT  be  affixed  to  any  Turkey  red  yarn  not  dyed  by  the  plaintiffs, 

™"  *  .  Archibald  Orr-Ewing  &  Co.,  the  ticket  marked  B,  and  from 

m^^^^A  ^®^°?  *^^  elephants  on  any  tickets  used  on  Turkey  red  yam, 

dia^jjjiguiBh-     without  clearly  distinguishing  such  tickets  from  the  plaintiffs' 

ing,  &o.  ticket  marked  A,  and  from  employing  any  mark  or  toorde  which 

would  be  calculated  to  cause  any  Turkey  red  yam  not  dyed  by  the 

plaintiff's  to  be  known  in  Bombay  as  ^*Bh4  HathV^  yam,  or  to{c) 

(or  so  as  to)  represent  or  induce  the  belief  that  any  of  the  said 

yam  was  dyed  oy  the  plaintiffs ;  with  an  order  for  an  account 

of  profits  and  costs. 

7.  MAflRATtf  V.  Thorlet's  Cattle  Food  (Jompant,  14  0.  D. 
p.  762  (1880),  0.  A. 

Trade-Name  and  Passing-off, 

Injunction  An  injunction  to  restrain  the  defendant  company,  their 

against  servants,  workmen,  agents  and  travellers,  and  representatives 

passing  off ;      respectively,  from  selnng,  exporting,  or  shipping,  or  causing, 

or  procuring,  or  allowing  to  be  sold,  shipped,  or  exported,  and 

from  in  any  manner  representing,  or  causing,  or  procuring  to 

be  represented,  any  goods  manufactured  by  the  defendant 

(e)  The  words  in  italics  were  struck  out  by  the  House  of  Lords.    7  App. 
Gas.  p.  234. 
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company  as  the  manufacture  or  goods  of  the  late  Joseph 
Tkorley^  or  of  the  plaintiffs,  his  trustees  and  successors  in 
business;    and  also  from  in  any  manner  representing,  or  against 
causing,  or  procuring  to  be  represented,  or  doing  anyming  pretence  that 
which  shall  lead  to  the  belief  that  the  defendant  company  defendants' 
have  been  or  are  carrying  on  the  business  of  the  late  Joseph  pj^^"    * 
Thorley,  or  are  the  successors  in  business  of  the  late  Joseph 
Thorley  ;  and  also  from  affixing  or  permitting,  or  causing  to 
be  affixed  to  any  goods  or  articles  manufactured  or  bought, 
or  procured,  or  sold,  or  shipped,  or  exported  by  the  defendant 
company,  or  otherwise  using  or  employing,  or  permitting  to  against 
be  used  or  employed,  any  labels,  wrappers,  or  marks  usea  by  imitation  of 
the  late  Joseph   Thorley  and  the  plaintiffs,  his  trustees  and  ™^^  and 
successors  in  business,  or  so  contrived  and  prepared  as  to  fi^*"'*?' 
represent  or  lead  to  the  belief  that  the  goods  or  articles  manu- 
factured, or  sold,  or  shipped,  or  exported  by  the  defendant 
company  are  the  goods  or  manufacture  of  the  late  Joseph 
Thorley,  or  of  the  plaintiffs ;  and  also  from  employing,  using,  Qiioulars  and 
or  circulating,  or  causing  to  be  employed,  used,  or  circulated,  advertise- 
any  circulars,  pamphlets,  notices,  or  advertisements  of  the  late  ™ent. 
Joseph   Thorley  or  of  the  plaintiffs,  or  which  shall  in  any 
manner  represent  or  lead  to  the  belief  that  the  defendant 
company  have  been  or  are  carrying  on  the  business  of  the  late 
Joseph  Thorley^  or  that  they  are  his  successors  in  business. 

(The  Court  refused  to  prohibit  the  defendants  using  the 
name  Thorley  in  a  way  not  calculated  to  mislead  the  public.) 


8.  Hbndbiks  v.  Montagu,  17  0.  D.  p.  638  (1881),  0.  A. 
Company^ s  Trade-Name. 

"  An  injunction  to  restrain  the  defendants  from  applying  to  Injunction 
the  Registrar  of  Joint  Stock  Companies  in  England  for  regis-  against 
tration,  under  the  Companies  Acts,  of  any  company  to  beincor-  r^ristration 
porated  under    the  name   of    the   Universe  Life  Assurance  %f^^^^J 
Assodatiofiy  or  any  other  name  likely  to  mislead  or  deceive  like  plaintifPs 
the  public  into  the  belief  that  the  company,  being  incorporated  name ; 
as  aforesaid,  is  the  same  as  the  Universal  Life  Assurance 
Society,  from  issuing  or  publishing  advertisements,  circulars,  against 
or  prospectuses,  representing  that  a  company  is  to  be  incor-  advertising 
porated  pursuant  to  the  Companies  Act,  1862,  under  the  name  companv  with 
of  the  Universe  Life  Assurance  Association,  Limited,  or  any  Saintiff's 
other  such  name  as  aforesaid ;  and  from  carrying  on  or  com-  name ; 
mencing  any  business  under  the  name  of  the  Universe  Life  ^^  carryinir 
Assurance  Association,  Limited,  or  any  such  other  name  as  on  business 
aforesaid."  nnd^  such 
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Undertaking 
astodamageB. 


Interim 
injunotion 
against  use  of 
trade-marks 
on  goods  for 
exportation. 


Ck>st8. 


9.  Ebad  v.  Eiohabdson,  45  L.  T.  N.  S.  p.  60  (1881),  C.  A. 

Trade-Mark, 

The  plaintifEs  by  their  counsel  uiidertaking  to  abide  by  any 
order  this  Court  may  make  as  to  damages,  in  case  this  Court 
shall  hereafter  be  of  opinion  that  the  defendants  have  sus- 
tained any  by  reason  of  this  order  which  the  plaintiffs  ought 
to  pay,  this  Court  doth  order  that  the  defendants,  E.  Richardson 
&  Co.,  their  servants  and  agents,  be  restrained  from  using  the 
figure  of  a  dog's  head  upon  any  labels,  tickets,  or  wrappers 
amxed  or  applied  to  bottles  of  beer  or  stout  sold  for  exporta- 
tion, or  exported  by  the  defendants  to  any  of  the  Australian 
colonies  or  New  Zealand,  and  from  selling  for  exportation,  or 
exporting,  any  bottles  of  beer  or  stout  having  affixed  or 
applied  thereto  any  such  label,  ticket,  or  wrapper,  until 
judgment  in  this  action,  or  further  order :  and  it  is  ordered 
that  the  plaintiffs'  costs  of  this  motion  be  their  costs  in  the 
action. 


Trade-mark 

action 

dismissed. 

Injunction 
against  use  of 
particular 
wrapper ; 


against 
passing  off. 

Account. 


Payment  of 
amount  found 
due. 


Costs. 


10.  Leveb  v.  Goodwin,  4  R  P.  C.  p,  503  (1886), 
Chitty,  J.,  and  C.  A. 

Trade-Mark  and  Passing  off, 

*^  This  Court  doth  order  that  this  action,  so  far  as  the  same 
claims  protection  in  respect  of  the  trade -mark.  No.  39,714, 
stand  dismissed  out  of  the  said  Court.  And  it  is  ordered,  that 
the  defendants,  Goodwin  Bros.,  their  agents  and  servants, 
be  restrained  from  selling,  offering  for  sale,  or  disposing  of 
any  soap,  not  being  manufactured  for  or  by  the  plaintiffs,  in 
the  wrapper,  or  of  the  form  of  any  one  of  the  three  exhibits 
admitted  in  this  action  to  have  been  issued  by  the  defen- 
dants, and  marked  J.S.S.l,  J.S.S.4,  and  B.B.I,  or  in  any 
wrapper  or  in  any  form  calculated  or  intended  to  pass  off,  or 
to  enable  others  to  pass  off,  such  soap  as  or  for  the  goods  of 
the  plaintiffs.  And  it  is  ordered  that  the  following  account  be 
taken,  that  is  to  say,  an  account  of  the  profits  made  by  the 
defendants  in  selling  or  disposing  of  soap,  made  by  or  for  the 
defendants,  in  any  wrapper  such  as  that  contained  in  the 
exhibits  marked  J.S.S.l,  J.S.S.4,  and  B.B.I,  and  in  the  form 
of  those  exhibits.  And  it  is  ordered  that  the  defendants, 
Goodwin  Bros.,  do  within  fourteen  days  after  the  date  of 
the  chief  clerk's  certificate,  to  be  made  pursuant  to  this  order, 
pay  to  the  plaintiffs,  Lever  &  Co.,  the  amount  which,  upon 
taking  such  account,  shall  be  certified  to  be  payable  by  the 
defendants  to  the  plaintiffs.  And  it  is  ordered  that  it  be 
referred  to  the  taxing  master  to  tax  the  costs  of  the  plaintiffs 
of  this  action,  up  to  and  including  the  trial,  except  so  far  as 
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the  same  have  been  incurred  by  their  claim  for  protection  in 
respect  of  the  trade-mark  aforesaid.  And  it  is  ordered  that 
it  be  referred  to  the  taxing  master  to  tax  the  costs  of  the 
defendants  of  the  action,  so  far  as  the  same  have  been  in- 
curred by  the  plaintiffs  setting  up  the  said  claim  for  protection 
in  respect  of  the  said  trade-mark,  and  the  costs  of  the  plain- 
tiffs, when  so  taxed,  are  to  be  set  off  against  the  said  costs  of 
the  defendants,  when  taxed,  and  the  taxing  master  is  to 
certify  to  whom,  after  such  set-off,  the  balance  is  due.  And 
it  is  ordered  that  the  party  from  whom  such  balance  shall  be 
certified  to  be  due  do  pay  the  amount  thereof  to  the  other 
party.  And  the  question  of  the  costs  of  this  action  incurred  Costs  of 
subsequent  to  the  trial  are  reserved,  and  either  of  the  parties  ^^^'^ 
are  to  be  at  liberty  to  apply  as  they  may  be  advised."  reserv    . 


11.  Melaohrino  V,  The  Melacheiko  Egyftiait  Cigarette  Co., 
4  E.  P.  C.  225  (1887),  Chitty,  J. 

Trade-Mark  and  Trade-Name, 

An  injunction  to  restrain  the  defendant  Poulidesy  his  agents  Interim 
and  servants,  from  carrying  on  at  No.  10,  Pall  Mall,  the  busi-  injunction 
ness  carried  on  by  him  there  under  the  name  of  The  Melachrino  ^^^  ^^ 
Egyptian  Cigarette  Co.,  or  of  Melachrino  Sf  Co.,  and  to  restrain  particular 
the  defendants  respectively,  and  their  respective  agents  and  businesB ; 
servants,  until  judgment  or  further  order,  from  selling  or  and  use  of 
offering  for  sale  cigarettes  not  of  the  plaintiffs'  manufacture  particular 
or  merchandise,  in  boxes  or  packages  having  affixed  thereto  la^fe- 
or  connected  therewith  the  labels,  exhibits  All  and  A12,  or 
any  other  label  being  a  colourable  imitation  of  the  plaintiffs' 
la  Del. 


12.  The  Apollinaeis  Co.  v.  Hebefeldt,  4  £.  P.  C.  488  (1887), 

C.  A. 

Trade-Marks, 

That  the  defendants,  Messrs.  Herrf eldt  and  Campbell,  their  Interim 
servants,  agents,  and  workmen,  be  restrained,  until  judgment  W^^ction 
in  this  action  or  further  order,  from  using  the  word  "  Apol-  of^Sinrinir 
/inw,"  or  any  other  word  only  colourably  differing  from  the  -^ord ; 
word  **  Apollinaris,"  upon  any  labels  or  corks  used  by  them 
in  the  course  of  their  trade  in  any  mineral  water,  and  also  and  sale  of 
from  offering  for  sale,  or  selling,  or  otherwise  disposing  of  any  marked  goods, 
mineral  water  in  bottles  bearing  the  word  *'  Apollinit,^^ 
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Initmotioii 

against 

infringemeDt 

bjcirculan 

or  advertiBe- 

menta; 

ag^ainflt  the 
naeof  a 
nartioular 
doTioe. 


13.  Jay  i;.  Ladlbb,  6  E.  P.  0.  138,  140  (1888),  Kokewich,  J. 

Trade-Mark  and  Paesinff  Off. 

To  restrain  the  defendant  from  infringing  the  plaintiff's 
trade-mark  by  issuing,  publishing,  or  circulating,  or  causing 
to  be  issued,  published,  or  circulated,  any  circular,  adTertise- 
ment,  or  notice  containing  or  bearing  the  trade-mark  in  the 
pleadings  mentioned,  or  any  colourable  imitation  thereof,  in 
connection  with  sealskin  mantles  and  sealskin  coats,  or  other- 
wise using  the  said  trade-mark  in  that  connection  (and  also 
from  using  the  device  of  a  lady  and  a  bear  so  as  to  deceive  the 
public). 


Interim 
injunction 
against  the 
use  of  the 
plaintiffs' 
trade-name; 

and  against 
passing  off. 


14.  UomooKSRY  V.  Thompson,  41 0.  D.  47  (1889),  Chitty,  J., 
and  C.  A.  («?). 

Traele-Name,  Passing  off. 

An  injunction  restraining  the  defendant  until  judgment  or 
further  order  from  canying  on  the  business  of  a  brewer  at 
/Stone,  under  the  title  of  "  Stone  Brewery"  or  "  Montgomery*  e 
Stone  Brewery,**  or  under  any  other  tiue  so  as  to  represent 
that  the  defendant's  brewery  is  the  brewery  of  the  plaintilfe, 
and  from  selling  or  causing  to  be  sold  any  ale  or  beer  not  of 
the  plaintiffs'  manufacture,  under  the  term  '^  Stone  Ale  "  or 
''  Stone  Alee,**  or  in  any  way  so  as  to  induce  the  belief  that 
such  ale  or  beer  is  of  the  plaintiffs'  manufacture. 


Injnnotion 
against  the 
use  of  a 
particular 
kbel. 

Inquiry  as 
to  damages. 

Costs. 


16.  Wilkinson  v.  Geiefith  Beos.  &  Co.,  8  E.  P.  C.  376  (1891), 
Bomer,  J. 

Trade-Name  and  Passing  off. 

An  injunction  restraining  the  defendants,  their  agents  and 
servants,  from  selling,  or  ofPering  for  sale,  any  French  polish 
not  of  the  plaintiffs'  manufacture  with  the  label  complained 
of  upon  it,  or  so  labelled  or  marked  as  to  induce  the  public  to 
believe  that  it  is  of  the  plaintiffs'  manufacture.  An  inquiry 
as  to  the  amount  of  damages  suffered  by  the  plaintiffs  by  the 
wrongful  acts  of  the  defendants.  The  defendants  to  pay  the 
costs  of  the  action  up  to  and  including  the  trial.  The  subse- 
quent costs  to  be  reserved,  with  liberty  to  apply.  The  costs 
which  the  defendants  are  ordered  to  pay  to  include  the  costs 
of  the  counterclaim  which  was  not  insisted  upon. 


(^  The  injunction  was  made  perpetual,  and  was  upheld  by  the  Hoaae 
of  Lords;  (1891)  A.  0.  217. 
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16.  Painb  &  Go.  V.  Daniells  &  Sons'  Bbbwebxes, 
(1893)  2  Oh.  681,  0.  A. 

Trade-Mark  and  Pcuiing  off. 

Bestrain  the  defendants,  their  servants,  and  agents,  from  Injimoiioxi 
using  the  label  marked  *^  F."  in  the  labels  referred  to  in  the  against  nee  of 
plaintiffs'  interrogatories,  and  from  otherwise  infringing  the  trade-mark; 
pkdntifEs'  registered  trade-marks  aforesaid,  and  from  doing  ^nd  against 
any  act  calculated  to  pass  off  ale  or  beer  made  by  the  passing  off. 
defendants  as  ale  or  beer  made  by  the  plaintiffs. 
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No.  10. 

ORDEES  IN  COUNCIL  APPLYING  THE  PRO- 
VISIONS OP  SECT.  103  OF  THE  PATENTS, 
Etc.  act  OF  1883  TO  BRITISH  POSSES- 
SIONS AND  FOREIGN  STATES. 


OoLosiAi.  ABBAirasMzim. 


Oolcmy. 

Date  of  Older  in  Goondl. 

London  Gawtta. 

Queenfiland    

NewZealand    

17  Sept.,  1886 

8  Feb.,  1890    

22  Sept.,  1886,  p.  4429. 
11  Feb.,  1890,  p.  727. 

Intsbnational  Ajbbanqements. 


Foreign  state. 

Date  of  Order  in  CkranoO. 

London  Gantte. 

Belgium * 

26  June,  1884 

26  June,  1884 

21  Oct.,  1890 

16  May,  1893 

26  June,  1884 

26  June,  1884 

26  June,  1884 

B8May,  1889 

26  June,  1884 

17  Nov.,  1888 

17  May,  1890 

24  Sept.,  1886 

26  June,  1884 

6  Aug.,  1892 

26  June,  1884 

26  June,  1884 

9  July,  1886    

26  June,  1884 

26  June,  1884 

12  July,  1887 

24  Sept.,  1886 

1  July,  1884,  p.  2993. 
1  July,  1884,  p.  2993. 
28  Oct.,  1890,  p.  6661. 

19  May,  1893,  p.  2899. 
1  July,  1884,  p.  2993. 
1  July,  1884,  p.  2993. 
1  July,  1884,  p.  2993. 
31  May,  1889,  p.  2964. 
1  July,  1884,  p.  2998. 

23  Nov.,  1888,  p.  6412. 

20  May,  1890,  p.  2891. 

28  Sept.,  1886,  p.  4726. 
1  July,  1884,  p.  2993. 
12  Aug.,  1892,  p.  4664. 
1  July,  1884,  p.  2993. 
1  July,  1884,  p.  2993. 
10  Jdy,  1885,  p.  3178. 
1  July,  1884,  p.  2993. 
I  Jidy,  1884,  p.  2993. 
15  July,  1887,  p.  3827. 
28  Sept.,  1886,  p.  4725. 

Bn^ 

Bominioan  Bepublic. . 
Fouador  .•• 

]EVBnee    •••  •«•• 

Guatemala     

Italy   

Mexico    

Netherlands 

NetherlandB      (Eaat  \ 

Indian  Oolomea)    ] 
N6therland8(Cnia^oa ) 

and  Surinam) 
Paraguay   • . « 

Portugal    

Spain 

Sweden  and  Norway.. 

Switzerland   

Tunifl , 

UnitedStates    

TTmflruav    

Orders  in  CounciL 
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Plages  xtitdeb  British  Juilisdiotion. 

Penalties  on  Britisk  subjects  committing  offences  against 
the  Patents,  &c.  Acts,  1883  to  1888  (d). 


Flaoes. 


Date  of  Order  in  Ooonca. 


London  Gaiette. 


Afrioa  (Madagascar  \ 
and  oertaiii  other  > 
parta)  ) 

Bmnei    

Horooco 

Persia , 

Persian  Coast    

Somali  Coast 

Zanzibar     


16  Oct.,  1889 

22  No7.,  1890 
28  Nov.,  1889 
13  Deo.,  1889 
13  Deo.,  1889 
13  Dec.,  1889 
16  Maj,  1893 


22  Oct.,  1889,  p.  6667. 

28  Nov.,  1890,  p.  6671. 
13  Deo.,  1889,  p.  7163. 
24  Dec.,  1889,  p.  7417. 
24  Deo.,  1889,  p.  7469. 
24  Deo.,  1889,  p.  7467. 
19  May,  1893,  p.  2899. 


(3)  Orders  in  CoimoU  issaed  under  41  &  42  Vict.  c.  67,  now  replaced 
by  63  &  64  Yiot.  o.  37. 


X. 


vv 
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No.  11. 
THE  INTEBNATIONAL  CONVENTION  (a). 


Ltteknational  Convention  between  the  Govern- 
ments OP  Belgium,  Brazil,  Spain,  France,  Guate- 
mala, Italy,  Netherlands,  Portugal,  Salvadob,* 
Servia,  and  Switzerland,  for  the  Protection  of 
Industrial  Property. 

Signed  at  Park,  March  20,  1883. 

[Ratifications  exchanged  at  Paris,  June  6, 1884.] 

(Translation.) 

Art.  I. — ^Thb  Ooyemments  of  Belgium,  Brazil,  Spain, 
France,  Guatemala,  Italy,  Holland,  Portugal,  Salvador,* 
Servia,  and  Switzerland  constitute  themselves  into  a  Union 
for  the  Protection  of  Industrial  Property. 

Art.  n. — The  subjects  or  citizens  of  each  of  the  Contract- 
ing States  shall,  in  all  the  other  States  of  the  Union,  as 
regards  patents,  industrial  designs  or  models,  trade-marks 
and  trade-names,  enjoy  the  advantages  that  their  reroective 
laws  now  grant,  or  shall  hereafter  grant,  to  their  own 
subjects  or  citizens. 

Consequently,  they  shall  have  the  same  protection  as  the 
latter,  and  the  same  legal  remedy  against  any  infringement 
of  their  rights,  provided  they  observe  the  formalities  and 
conditions  imposed  on  subjects  or  citizens  by  the  internal 
legislation  of  each  State. 

*  Salvador  withdrew  from  this  Ck>nveiition  bv  notioe  dated  September  6, 
1886.  

(a)  Farther  artidee  were  agreed  upon  at  the  Conference  at  Rome  in 
1886  (see  Parliamentary  Paper,  0.— 4837),  but  were  never  ratified.  The 
articles  printed  below,  p.  664,  were  agreed  upon  at  the  Ck>nferenoe  at 
Madrid  m  1889,  and  they  have  been  duly  ratified  by  Great  Britain, 
Spain,  France,  Switzerland,  and  Tunis.  There  are  numerous  other 
Treaties  and  arrangements  existing  between  this  country  and  foreign 
States  for  the  protection  of  the  trade-marks  of  each  other's  subjects. 
See  Parliamentary  Papers  (1888),  Commercial,  No.  12,  and  ^1872) 
C— 633. 
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Abt.  TTT. — Subjects  or  citizens  of  States  not  forming  part 
of  the  Union,  wlio  are  domiciled,  or  haye  industrial  or  com- 
mercial establishments  in  the  territory  of  any  of  the  States  of 
the  Union,  shall  be  assimilated  to  the  subjects  or  citizens  of 
the  Contracting  States. 

Abt.  IV. — ^Any  person  who  has  duly  applied  for  a  patent, 
industrial  design  or  model,  or  trade-mark  in  one  of  the  Con- 
tracting States,  shall  enjoy,  as  regards  registration  in  the 
other  States,  and  reserving  the  rights  of  thiiS  parties,  a  right 
of  priority  during  the  periods  hereinafter  statea. 

Consequently,  subsequent  registration  in  any  of  the  other 
States  of  the  Union  before  expiry  of  these  periods  shall  not 
be  invalidated  through  any  acts  accomplished  in  the  interval, 
either,  for  instance,  By  another  registration,  by  publication  of 
the  invention,  or  hj  the  working  of  it  by  a  third  party,  by 
the  sale  of  copies  of  the  design  or  modd,  or  by  use  of  the 
trade-mark. 

The  above-mentioned  terms  of  priority  shall  be  six  months 
for  patents  and  three  months  for  industrial  designs  and 
models  and  trade-marks.  A  month  longer  is  allowed  for 
countries  beyond  sea. 

Art.  V. — The  introduction  by  the  patentee  into  the  country 
where  the  patent  has  been  granted  of  objects  manufactured 
in  any  of  the  States  of  the  Imion  shall  not  entail  forfeiture. 

Nevertheless,  the  patentee  shall  remain  bound  to  work  his 
patent  in  conformity  with  the  laws  of  the  country  into  which 
he  introduces  the  patented  objects. 

Abt.  VI. — ^Every  trade-mark  duly  registered  in  the  country 
of  origin  shall  be  admitted  for  registration,  and  protected  in 
the  form  originally  registered  in  all  the  other  countries  of  the 
Union. 

That  country  shall  be  deemed  the  country  of  origin  where 
the  applicant  has  his  chief  seat  of  business. 

If  this  chief  seat  of  business  is  not  situated  in  one  of  the 
countries  of  the  Union,  the  country  to  which  the  applicant 
belongs  shall  be  deemed  the  country  of  origin. 

Eegistration  may  be  refused  if  the  object  for  which  it  is 
solicited  is  considered  contrary  to  morality  or  public  order. 

Art.  Vn. — ^The  nature  of  the  goods  on  which  the  trade- 
mark is  to  be  used  can,  in  no  case,  be  an  obstacle  to  the 
registration  of  the  trade-mark. 

Art.  Vm. — A  trade-name  shall  be  protected  in  all  the 
countries  of  the  Union,  without  necessity  of  registration, 
whether  it  form  part  or  not  of  a  trade-mark. 

Art.  IX. — All  goods  illegally  bearing  a  trade-mark  or 
trade-name  may  be  seized  on  importation  into  those  States  of 
the  Union  where  this  mark  or  name  has  a  right  to  legal 
protection. 

u  u2 
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The  seizure  sliall  be  effected  at  the  request  of  either  the 
proper  public  department  or  of  the  interested  party,  pursuant 
to  the  internal  legislation  of  each  country. 

Aet.  X. — ^The  provisions  of  the  preceding  Article  shall 
apply  to  all  fi;oods  falsely  bearing  the  name  of  any  locality  as 
inmcation  of  the  place  of  origin,  when  such  indication  is 
associated  with  a  trade-name  of  a  fictitious  character  or 
assumed  with  a  fraudulent  intention. 

Any  manufacturer  of,  or  trader  in,  such  goods,  established 
in  the  locality  falsely  designated  as  the  place  of  origin,  shall 
be  deemed  an  interested  party. 

Aet.  XI. — The  high  contracting  parties  agree  to  grant 
temporary  protection  to  patentable  inyentions,  to  industrial 
designs  or  models,  and  trade-marks,  for  articles  exhibited  at 
official  or  officially  recognized  international  exhibitions. 

Art.  XTT. — ^Each  of  the  high  contracting  parties  agrees  to 
establish  a  special  government  department  for  industrial  pro- 
perty, and  a  central  office  for  communication  to  the  pubHc  of 
patents,  industrial  designs  or  models,  and  trade-marks. 

Art.  XTTT. — ^An  international  office  shall  be  organized 
under  the  name  of  ''  Bureau  International  de  rUnion  pour  la 
Protection  de  la  Propri6te  Industrielle  "  (International  Office 
of  the  Union  for  the  Protection  of  Industrial  Property). 

This  office,  the  expense  of  which  shall  be  defrayed  by  the 
governments  of  all  the  Contracting  States,  shall  be  placed 
under  the  high  authority  of  the  central  administration  of  the 
Swiss  Confederation,  and  shall  work  under  its  supervision. 
Its  functions  shall  be  determined  by  agreement  between  the 
States  of  the  Union. 

Art.  XTV". — The  present  Convention  shall  be  submitted  to 
periodical  revisions,  with  a  view  to  introducing  improvements 
calculated  to  perfect  the  system  of  the  Union. 

To  this  end  conferences  shall  be  successively  held  in  one  of 
the  Contracting  States  by  delegates  of  the  said  States.  The 
next  meeting  shall  take  place  in  1885  at  Bome. 

Art.  XY. — ^It  is  agreed  that  the  high  contracting  parties 
respectively  reserve  to  themselves  the  right  to  make  separately, 
as  between  themselves,  special  arrangements  for  the  protection 
of  industrial  property,  in  so  far  as  such  arrangements  do  not 
contravene  the  provisions  of  the  present  Convention. 

Art.  XVI. — States  which  have  not  taken  part  in  the  present 
Convention  shall  be  permitted  to  adhere  to  it  at  their  request. 

Such  adhesion  shall  be  notified  officially  through  the 
diplomatic  channel  to  the  government  of  the  Swiss  Confedera- 
tion, and  by  the  latter  to  all  the  others.  It  shall  imply  com- 
plete accession  to  all  the  clauses,  and  admission  to  all  the 
advantages  stipulated  by  the  present  Convention. 
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Art.  Xyn. — ^The  ezeoutlon  of  the  redprocal  enffagemeiits 
oontamed  in  the  present  Oonvention  is  snoordinatedi  in  so  far 
as  necessary,  to  the  observance  of  the  formalities  and  rules 
established  by  the  constitutional  laws  of  those  of  the  high 
contracting  parties  who  are  bound  to  procure  the  application 
of  the  same,  which  they  engage  to  do  with  as  little  delay  as 
possible. 

Aet.  JLVJLLL. — The  present  Convention  shall  come  into 
operation  one  month  after  the  exchange  of  ratifications,  and 
snail  remain  in  force  for  an  unlimited  time,  till  the  expiry  of 
one  year  from  the  date  of  its  denunciation.  This  denuncia- 
tion shall  be  addressed  to  the  government  commissioned  to 
receive  adhesions.  It  shall  only  affect  the  denouncing  State, 
the  Convention  remaining  in  operation  as  regards  the  other 
contracting  parties. 

[HerefoUow  the  Signatures,'] 


Final  Protocol. 

On  proceeding  to  the  signature  of  the  Convention  concluded 
this  day  between  the  governments  of  Belgium,  Brazil,  Spain, 
France,  Guatemala,  Italy,  the  Netherlands,  Portugal,  Sal- 
vador, Servia,  and  Switzerland,  for  the  protection  of  industrial 
property,  the  undersigned  plenipotentiaries  have  agreed  as 
follows : — 

1.  The  words  "  industrial  property"  are  to  be  understood 
in  their  broadest  sense;  they  are  not  to  apply  simply  to 
industrial  products  properly  so  called,  but  also  to  agricultural 

Sroducts  (wines,  com,  miite,  cattle,  &c.),  and  to  mineral  pro- 
nets  employed  in  commerce  (mineral  waters,  &c.). 

2.  Under  the  word  "patents"  are  comprised  the  various 
kinds  of  industrial  patents  recognized  by  the  legislation  of 
each  of  the  Contracting  States,  such  as  importation  patents, 
improvement  patents,  &o. 

3.  The  last  paragraph  of  Article  II.  does  not  affect  the 
legislation  of  each  of  tne  Contracting  States  as  regards  the 
procedure  to  be  followed  before  the  tribunals,  and  the  com- 
petence of  those  tribunals. 

4.  Paragraph  1  of  Article  YI.  is  to  be  understood  as  mean- 
ing that  no  trade-mark  shall  be  excluded  from  protection  in 
any  state  of  the  Union,  from  the  fact  alone  that  it  does  not 
satisfy,  in  regard  to  the  signs  composing  it,  the  conditions  of 
the  legislation  of  that  State ;  provided  that  on  this  point  it 
comply  with  the  legislation  of  the  countiy  of  origin,  and  that 
it  had  been  properly  registered  in  said  oountiy  of  origin. 
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With  this  exception,  wldch  relates  only  to  the  form  of  the 
mark,  and  under  reserve  of  the  provisions  of  the  other  Artides 
of  the  Oonventioni  the  internal  legislation  of  each  State  remains 
in  force. 

To  avoid  misconstruction,  it  is  agreed  that  the  use  of  public 
armorial  bearings  and  decorations  may  be  considered  as  bein^ 
contrary  to  pubHc  order  in  the  sense  of  the  last  paragraph  of 
Article  VI. 

5.  The  organization  of  the  special  department  for  industrial 
property  mentioned  in  Article  XII.  shall  comprise,  so  far  as 
possible,  the  publication  in  each  State  of  a  periodical  official 
paper. 

6.  The  common  expenses  of  the  International  Office,  insti- 
tuted by  virtue  of  Article  XIII.,  are  in  no  case  to  exceed  for 
a  single  year  a  total  sum  representing  an  average  of  2,000fr. 
for  each  Contracting  State. 

To  determine  the  part  which  each  State  should  contribute  to 
this  total  of  expenses,  the  Contracting  States,  and  those  which 
may  afterwards  join  the  Union,  shall  bo  divided  into  six 
classes,  each  contributing  in  the  proportion  of  a  certain 
number  of  units,  namely : — 

1st  dass  25  units. 

2nd  „  20 

3rd    „  15 

4th    „  10 

5th    ,,  . .  . .         . .         . .       5 

6th    „  3 

These  co-efficients  will  be  multiplied  by  the  number  of 
States  in  each  class,  and  the  simi  of  the  result  thus  obtained 
will  supply  the  number  of  units  by  which  the  total  expense 
has  to  be  divided.  The  quotient  wHl  give  the  amount  of  the 
unit  of  expense. 

The  Contracting  States  are  classed  as  follows,  with  regard 
to  the  division  of  expense :  — 

1st  class        . .  France,  Italy. 
2nd   „  . .  Spain. 

3rd    „  . .  Belgium,  Brazil,  Portugal,  Switzerland. 

4th    „  ..  HoUand. 

5th    „  . .  Servia. 

6th    „  . .  Guatemala,  Salvador. 

The  Swiss  Government  will  superintend  the  expenses  of  the 
International  Office,  advance  the  necessary  funds,  and  render 
an  annual  account,  which  will  be  communicated  to  all  the 
other  administrations. 

The  International  Office  will  centralize  information  of  every 
kind  relating  to  the  protection  of  industrial  property,  and  wiU 
brine;  it  together  in  the  form  of  a  general  statistical  statement 
which  will  be  distributed  to  all  the  administrations.  It  will 
interest  itself  in  all  matters  of  common  utility  to  the  Union, 
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and  will  edit,  with  the  help  of  the  documents  supplied  to  it 
by  the  Tarious  administrations,  a  periodical  paper  in  the 
fVench  language  dealing  with  questions  regarding  the  object 
of  the  Union. 

The  numbers  of  this  paper,  as  well  as  all  the  documents 
published  by  the  International  Office,  will  be  circulated 
among  the  administrations  of  the  States  of  the  Union  in  the 
proportion  of  the  number  of  contributinfi^  imits  as  mentioned 
above.  Such  further  copies  as  may  be  desired  either  by  the 
said  administrations,  or  oy  societies  or  private  persons,  will 
be  paid  for  separately. 

The  International  Office  shall  at  all  times  hold  itself  at  the 
service  of  members  of  the  Union,  in  order  to  supply  them  with 
any  special  information  they  mav  need  on  questions  relating 
to  the  international  system  of  industrial  property. 

The  administration  of  the  country  in  which  the  next  Oon- 
ference  is  to  be  held  will  make  preparation  for  the  transactions 
of  that  Conference,  with  the  assistance  of  the  International 
Office. 

The  Director  of  the  International  Office  will  be  present  at 
the  meetings  of  the  Conferences,  and  will  take  pcurt  in  the 
discussions,  but  without  the  privilege  of  voting. 

He  will  furnish  an  annufd  report  upon  his  administration 
of  the  office,  which  shall  be  communicated  to  all  the  members 
of  the  Union. 

The  official  language  of  the  International  Office  will  be 
French. 

7.  The  present  final  protocol,  which  shall  be  ratified  together 
with  the  Convention  concluded  this  day,  shall  be  considered  as 
forming  an  integral  part  of,  and  shall  have  the  same  force, 
validity,  and  duration  as,  the  said  Convention. 

[HerefoUow  the  sigtMiuresJ] 


Accemons  and  Withdrawals  (6). 

Dominican  Bepublic  acceded  December  8,  1884. 
Equator  acceded  December  21,  1883;  but  withdrew  Feb- 
ruary 27,  1886. 
Salvador,  a  signatory  party,  withdrew  September  6,  1886. 
Sweden  acceded  June  18,  1885. 
United  States  acceded  May  30,  1837. 


{b)  See  the  list  printed  at  p.  666. 
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Arranobmbnt  between  Great  Britain,  Spain,  France, 
Switzerland,  and  Tunis,  for  the  Prevention  op 
False  Indications  of  Origin  of  Gk)ODS  (a). 

Signed  at  Madrid^  April  14, 1891. 

[Ratifications  exchanged  at  Madrid^  June  15, 1892.] 

(Translatioii.) 

The  undersigned  Plenipotentiaries  of  the  States  hereinafter 
enumerated,  

In  view  of  Article  XV.  of  the  International  Convention  of 
the  20th  March,  1883,  for  the  protection  of  industrial  pro- 
periy, 

Have  mutually  concluded  the  following  arrangement,  sub- 
ject to  ratification : — 

Art.  I. — AJl  goods  bearing  a  false  indication  of  origin, 
in  which  one  of  the  Ck>ntracting  States,  or  a  place  situated 
therein,  shall  be  directly  or  indirectly  indicated  as  being  the 
country  or  place  of  origin,  shall  be  seized  on  importation  into 
any  of  the  said  States. 

The  seizure  may  also  take  place  either  in  the  State  where 
the  false  indication  of  origin  has  been  applied,  or  in  that  into 
which  the  goods  bearing  the  false  indication  may  have  been 
imported. 

If  the  law  of  any  State  does  not  permit  seizure  on  importation, 
such  seizure  shall  be  replaced  by  prohibition  of  importation. 

If  the  law  of  any  State  does  not  permit  seizure  in  tne  interior, 
such  seizure  shall  be  replaced  by  the  remedies  assured  in  such 
case  to  natives  by  the  law  of  such  State. 

Art.  n. — The  seizure  shall  take  place  at  the  request  either 
of  the  proper  government  department,  or  of  an  interested 

Sariy,  wheilier  individual  or  society,  in  conformity  with  the 
omestic  law  of  each  State. 

The  authorities  are  not  bound  to  efPect  the  seizure  of  goods 
in  transit. 

Art.  hi. — The  present  stipulations  are  not  intended  to 
prevent  the  vendor  from  indicating  his  name  or  address 
upon  ffoods  coming  from  a  country  other  than  that  where 
the  sale  takes  place;  but  in  such  case  the  address  or  the 
name  must  be  accompanied  by  a  dear  indication  in  legible 
characters  of  the  country  or  place  of  manufacture  or  pro- 
duction. 

(a)  Parliamentary  Paper,  Treaty  Series,  No.  13  (1892). 
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Art.  IV. — ^The  tribunals  of  each  country  will  decide  wliat 
appellations,  on  account  of  their  generic  character,  do  not  fall 
within  the  provisions  of  the  present  arrangement,  regional 
appellations  concerning  the  origin  of  products  of  the  vine 
being,  however,  not  comprised  in  the  reserve  provided  for  by 
the  present  article. 

Art.  V. — States  which  are  parties  to  the  Union  for  the 
Protection  of  Industrial  Property,  and  who  have  not  adhered 
to  the  present  arrangement,  shall  be  allowed  to  accede  on 
demand  in  the  manner  prescribed  by  Article  XYI.  of  the 
Convention  of  the  20th  March,  1883,  for  the  Protection  of 
Industrial  Property. 

Art.  VI. — The  present  arrangement  shall  be  ratified,  and 
the  ratifications  shall  be  exchanged  at  Madrid  within  six 
months  at  the  latest. 

It  shall  come  into  force  one  month  after  the  exchange  of 
ratifications,  and  have  the  same  force  and  duration  as  the 
Convention  of  the  20th  March,  1883. 

In  witness  whereof  the  plenipotentiaries  of  the  States  here- 
inafter enumerated  have  signed  the  present  arrangement  at 
Madrid,  14th  April,  1891. 

[Signed  on  behalf  of  Brazil,  Spain,  France  and  Tunis, 
(&eat  Britain,  Guatemala,  Portugal,  and  Switzer- 
land, but  Brazil,  Ghiatemala,  and  Portugal  did 
not  ratify.] 


J 
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No.  12. 

MERCHANDISE  MARKS  ACT,  1887(a). 
(50  &  51  Vicrr.  c.  28.) 

Seotion.  ABRANaEMENT  OF  SECTIONS. 

1.  Short  title. 

2.  Offences  as  to  trade-marks  and  trade  deaoriptions. 

3.  Definitions. 

4.  Forcing  trade- mark. 

5.  Applying  marks  and  descriptions. 

6.  Exemption  of   certain   persons  employed  in   ordinary  oourse    of 

bnsmess. 

7.  Application  of  Act  to  watches. 

8.  Mark  on  watch  case. 

9.  Trade-mark,  how  described  in  pleading. 

10.  Rules  as  to  evidence. 

11.  Punishment  of  accessories. 

12.  Search  warrant. 

13.  Extension  of  22  &  23  Vict.  c.  17,  to  offences  under  this  Act. 

14.  Costs  of  defence  or  prosecution. 
16.  Limitation  of  prosecution. 

16.  Prohibition  on  importation. 

17.  Implied  warranty  on  sale  of  marked  goods. 

18.  Provisions  of  Act  as  to  false  description  not  to  apply  in  oertain 

cases. 

19.  Savings. 

20.  False  representation  as  to  Royal  Warrant. 

21.  Application  of  Act  to  Scotland. 

22.  Application  of  Act  to  Ireland. 

23.  Repeal  of  25  &  26  Vict.  o.  88. 


Short  title. 

Offences  as  to 
trade-marks 
and  trade 
descriptions. 


An  Act  to  consolidate  and  amend  the  Law  relating  to  Fraudu- 
lent Marks  on  Merchandise.  [23rd  Augost,  1887.] 

Be  it  enacted  by  the  Queen's  most  excellent  Majesty,  by  and 
with  the  advice  and  consent  of  the  lords  spiritual  and  tem- 
poral, and  commons,  in  this  present  parliament  assembled, 
and  by  the  authority  of  the  same,  as  follows : 

1.  This  Act  may  be  cited  as  the  Merchandise  Marks  Act, 
1887. 

2. — (1.)  Every  person  who — 

(a)  forges  any  trade-mark  (pp.  465  to  472)  ;  or 

(b)  falsely  applies  to  goods  any  trade-mark  or  any  mark  so 


(a)  See  Book  II.,  p.  460. 
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nearly  resembling  a  trade-mark  as  to  be  oalcnlated  to 
deceive  (pp.  472  to  476) ;  or 

(c)  makes  any  die,  block,  machine,  or  other  instrument  for 

the  purpose  of  forging,  or  of  being  used  for  forging,  a 
trade-mark  (pp.  465  to  472)  ;  or 

(d)  applies  any  false  trade  description  to  goods  (pp.  475  to 
498);  or 

(e)  disposes  of  or  has  in  his  possession  any  die,  block, 

machine,  or  other  instrument  for  the  purpose  of  forging 
a  trade-mark  (pp.  465  to  472) ;  or 

(f )  causes  any  of  the  things  above  in  this  section  mentioned 

to  be  done  (p.  600), 
shall,  subject  to  the  provisions  of  this  Act,  and  unless  he 
proves  that  he  acted  without  intent  to  defraud  (pp.  505  to 
509),  be  guilty  of  an  ofPence  against  this  Act. 

(2.)  Every  person  who  sells,  or  exposes  for,  or  has  in  his 
possession  for,  sale,  or  any  purpose  of  trade  or  manufacture, 
any  goods  or  things  to  which  any  forged  trade-mark  or  false 
trade  description  is  applied,  or  to  which  any  trade-mark  or 
mark  so  nearly  resembling  a  trade-mark  as  to  be  calculated 
to  deceive  is  falsely  applied,  as  the  case  may  be,  shall,  unless 
he  proves — 

(a)  That  having  taken  all  reasonable  precautions  against 

committing  an  ofEence  against  this  Act,  he  had  at  the 
time  of  the  commission  of  the  alleged  offence  no  reason 
to  suspect  the  genuineness  of  the  trade-mark,  mark,  or 
trade  description ;  and 

(b)  That  on  demand  made  by  or  on  behalf  of  the  prosecutor, 
he  gave  all  the  information  in  his  power  with  respect 
to  the  persons  from  whom  he  obtained  such  goods  or 
things ;  or 

(c)  That  otherwise  he  had  acted  innocently ; 

be  guilty  of  an  offence  against  this  Act  (pp.  510  to  513). 

(3.)  Every  person  guilty  of  an  offence  against  this  Act  shall 
be  liable  (p.  513)— 

(i.)  on  conviction  on  indictment,  to  imprisonment,  with  or 
without  hard  labour,  for  a  term  not  exceeding  two 
years,  or  to  fine,  or  to  both  imprisonment  and  fine; 
and 

(ii.)  on  summary  conviction  to  imprisonment,  with  or  with- 
out hard  labour,  for  a  term  not  exceeding  four  months, 
or  to  a  fine  not  exceeding  twenty  pounds,  and  in  the 
case  of  a  second  or  subsequent  conviction  to  imprison- 
ment, with  or  without  hard  labour,  for  a  term  not 
exceeding  six  months,  or  to  a  fine  not  exceeding  fifty 
pounds;  and 

(iii.)  in  any  case,  to  forfeit  to  her  Majesty  every  chattel, 
article,  instrument,  or  thing  by  means  of  or  in  relation 
to  which  the  offence  has  been  committed. 
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(4.)  The  Court  before  whom  any  perBon  is  oonyicted  under 
this  section  may  order  any  forfeited  articles  to  be  destroyed  or 
otherwise  disposed  of  as  the  Court  thinks  fit  (p.  514). 

(5.)  If  any  person  feels  aggrieved  by  any  conviction  made 
by  a  court  of  summary  juris£ction,  he  may  appeal  therefrom 
to  a  court  of  quarter  sessions  (p.  519). 

(6.)  Any  offence  for  which  a  person  is  under  this  Act  liable 
to  punishment  on  summary  conviction  may  be  prosecuted,  and 
any  articles  liable  to  be  forfeited  under  this  Act  by  a  court  of 
summary  jurisdiction  may  be  forfeited,  in  manner  provided 
42  &  43  Vict,  by  the  Summary  Jurisdiction  Acts  :  Provided  that  a  person 
c-  *®-  charged  with  an  offence  under  this  section  before  a  court  of 

summary  jurisdiction  shall,  on  appearing  before  the  court, 
and  before  the  charge  is  gone  into,  be  informed  of  his  right 
to  be  tried  on  indictment,  and  if  he  requires  be  so  tried 
accordingly  (p.  514). 

Definitiona.  8. — (1.)  For  the  purposes  of  this  Act — 

The  expression  '*  trade-mark  "  means  a  trade-mark  regis- 
tered in  the  register  of  trade-marks  kept  under  the 
46  &  47  Vict.  Patents,  Designs,  and  Trade-Marks  Act,  1883,  and  in- 

0.  67.  dudes  any  trade-mark  which,  either  with  or  without 

registration,  is  protected  by  law  in  any  British  possession 
or  foreign  state  to  which  the  provisions  of  the  one 
hundred  and  third  section  of  the  Patents,  Designs,  and 
Trade-Marks  Act,  1883,  are,  under  Order  in  Council,  for 
the  time  being  applicable  (p.  465)  : 
The  expression  ^*  trade  description''  means  any  description, 
statement,  or  other  indication,  direct  or  indurect, 

(a)  as  to  the  number,  quantity,  measure,  gauge,  or 

weight,  of  any  goods,  or 

(b)  as  to  the  place  or  country  in  which  any  goods  were 
made  or  produced,  or 

(c)  as  to  the  mode  of  manufacturing  or  producing  any 

goods,  or 

(d)  as  to  the  material  of  which  any  goods  are  com- 
posed, or 

(e)  as  to  any  goods  being  the  subject  of  an  existing 

patent,  privilege,  or  copyright, 
and  the  use  of  any  figure,  word,  or  mark  which,  according  to 
the  custom  of  the  trade,  is  commonly  taken  to  be  an  indica- 
tion of  any  of  the  above  matters,  shall  be  deemed  to  be  a 
trade  description  within  the  meaning  of  this  Act  (pp.  476  to 
487): 
The  expression  ''false  trade  description"  means  a  trade 
description  which  is  false  in  a  material  respect  as  regards 
the  goods  to  which  it  is  applied,   and  includes  every 
alteration  of  a  trade  description,  whether  by  way  of 
addition,  effacement,  or  otherwise,  where  that  alteration 
makes  the  description  false  in  a  material  respect,  and  the 
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fact  that  a  trade  description  is  a  trade-mark,  or  part  of  a 

trade-mark,   shall  not  prevent  such   trade  description 

being  a  false  trade  description  within  the  meaning  of 

this  Act  (pp.  487  to  491) : 
The  expression  ''goods"  means  anything  which  is  the 

subject  of  trade,  manufacture,  or  merchandise  (p.  472) : 
The    expressions    ''person,"    "manufacturer,    dealer,   or 

trader,"  and  "proprietor"  include  any  body  of  persons 

corporate  or  immcorporate  (p.  463) : 
The  expression  "name"  includes  any  abbreviation  of  a 

name  (p.  495). 
(2.)  The  provisions  of  this  Act  respecting  the  application  of 
a  false  trade  description  to  goods  shall  extend  to  the  appli- 
cation to  goods  of  any  such  figures,  words,  or  marks,  or 
arrangement  or  combination  thereof,  whether  including  a 
trade-mark  or  not,  as  are  reasonably  calculated  to  lead 
persons  to  believe  that  the  goods  are  the  manufacture  or 
merchandise  of  some  person  other  than  the  person  whose 
manufacture  or  merchandise  they  really  are  (p.  491). 

(3.)  The  provisions  of  this  Act  respecting  the  application 
of  a  false  trade  description  to  goods,  or  respecting  goods  to 
which  a  false  trade  description  is  applied,  shall  extend  to  the 
application  to  goods  of  any  false  name  or  initials  of  a  person, 
and  to  goods  with  the  false  name  or  initials  of  a  person 
applied,  in  like  manner  as  if  such  name  or  initials  were  a 
traae  description,  and  for  the  purpose  of  this  enactment  the 
expression  false  name  or  initials  means  as  applied  to  any 
goods,  any  name  or  initials  of  a  person  which — 

(a)  are  not  a  trade-mark,  or  part  of  a  trade-mark,  and 

(b)  are  identical  with,  or  a  colourable  imitation  of  the 
name  or  initials  of  a  person  carrying  on  business  in 
connection  with  goods  of  the  same  description,  and 
not  having  authorised  the  use  of  such  name  or  initials, 
and 

(c)  are  either  those  of  a  fictitious  person  or  of  some  person 

not  bond  fide  carrying  on  business  in  connection  with 
such  goods  (pp.  493  to  498). 

4.  A  person  shall  be  deemed  to  forge  a  trade-mark  who  Forg^g 
either —  trade-mark. 

(a)  without  the  assent  of  the  proprietor  of  the  trade-mark 

makes  that  trade-mark  or  a  mark  so  nearly  resembling 
that  trade-mark  as  to  be  calculated  to  deceive ;  or 

(b)  falsifies  any  genuine  trade-mark,  whether  by  alteration, 
addition,  effacement,  or  otherwise ; 

and  any  trade-mark  or  mark  so  made  or  falsified  is  in  this 
Act  referred  to  as  a  forged  trade-mark. 

Provided  that  in  any  prosecution  for  forging  a  trade-mark 
the  burden  of  proving  the  assent  of  the  proprietor  shall  lie  on 
the  defendant  (p.  468). 
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Applying 
marks  and 
deBoriptions. 


Szomption 
of  certain 
persons  em- 
ployed in 
ordinaiy 
course  of 
btuadnesB. 


5. — (1.)  A  person  shall  be  deemed  to  apply  a  trade-mark 
or  marJL  or  tr^e  description  to  goods  who— 

(a)  applies  it  to  the  goods  themselves ;  or 

(b)  applies  it  to  any  covering,  label,  reel,  or  other  thing  in 
or  with  which  the  goods  are  sold  or  exposed  or  had  in 
possession  for  any  purpose  of  sale,  trade,  or  manu- 
facture; or 

(c)  places,  encloses,  or  annexes  any  goods  which  are  sold 

or  exposed  or  had  in  possession  for  any  purpose  of  sale, 
trade,  or  manufacture,  in,  with,  or  to  any  covering, 
label,  reel,  or  other  thing  to  which  a  trade-mark  or 
trade  description  has  been  applied ;  or 

(d)  uses  a  trade-mark  or  mark  or  trade  description  in  any 
manner  calculated  to  lead  to  the  belief  that  the  goods 
in  connection  with  which  it  is  used  are  designated 
or  described  by  that  trade-mark  or  mark  or  trade 
description  (p.  473). 

(2.)  The  expression  ^'  covering"  includes  any  stopper,  cask, 
bottle,  vessel,  box,  cover,  capsiue,  case,  frame,  or  wrapper; 
and  the  expression  '*  label "  includes  any  band  or  ticket. 

A  trade-mark,  or  mark,  or  trade  description,  shall  be  deemed 
to  be  applied,  whether  it  is  woven,  impressed,  or  otherwise 
worked  into,  or  annexed,  or  affixed  to  the  goods,  or  to  any 
covering,  label,  reel,  or  other  thing  (p.  474). 

(3.)  A  person  shall  be  deemed  to  falsely  apply  to  goods  a 
trade-mark,  or  mark,  who  without  the  assent  of  the  proprietor 
of  a  trade-mark  applies  such  trade-mark,  or  a  mark  so  nearly 
resembling  it  as  to  be  calculated  to  deceive,  but  in  any  prose- 
cution for  falsely  applying  a  trade-mark  or  mark  to  goods  the 
burden  of  proving  the  assent  of  the  proprietor  shall  he  on  the 
defendant  (p.  474). 

6.  Where  a  defendant  is  charged  with  making  any  die, 
block,  machine,  or  other  instrument  for  the  purpose  of  forg- 
ing, or  being  used  for  forging,  a  trade-mark,  or  with  falsely 
applying  to  goods  any  trade-mark  or  any  mark  so  nearly 
resembling  a  trade-mark  as  to  be  calculated  to  deceive,  or 
with  applying  to  goods  any  false  trade  description,  or  causing 
any  of  the  things  in  this  section  mentioned  to  be  done,  and 
proves — 

(a)  That  in  the  ordinary  course  of  his  business  he  is  em- 
ployed on  behalf  of  other  persons,  to  make  dies,  blocks, 
machines,  or  other  instruments  for  making,  or  being 
used  in  making,  trade-marks,  or  as  the  case  may  be. 
to  apply  marks  or  descriptions  to  goods,  and  that  in 
the  case  which  is  the  subject  of  the  cha^re  he  was  so 
employed  by  some  person  resident  in  the  United  King- 
dom, and  was  not  interested  in  the  goods  by  way  of 
pro£t  or  commission  dependent  on  ulq  sale  of  such 
goods;  and 
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(b)  That  he  took  reasonable  precautions  against  oommitting 
the  offence  charged ;  and 

(c)  That  he  had,  at  the  time  of  the  commission  of  the 

alleged  offence,  no  reason  to  suspect  the  genuineness 
of  the  trade-mark,  mark,  or  trade  description ;  and 

(d)  That  he  gare  to  the  prosecutor  all  the  information  in 
his  power  with  respect  to  the  persons  on  whose  behalf 
the  trade-mark,  mark,  or  description  was  applied — 

he  shall  be  discharged  from  the  prosecution,  but  shall  be 
liable  to  pay  the  costs  incurred  by  the  prosecutor,  unless  he 
has  given  due  notice  to  him  that  he  wiU  rely  on  the  aboye 
defence  (pp.  501  to  504). 

7.  Where  a  watch  case  has  thereon  any  words  or  marks  Applioation 
which  constitute,  or  are  by  common  repute  considered  as  o'-A-ctto 
constituting,  a  description  of  the  country  m  which  the  watch  ''^**<*'^®** 
was  made,  and  the  watch  bears  no  description  of  the  country 
-where  it  was  made,  those  words  or  marks  shall  primd  facie 
be  deemed  to  be  a  description  of  that  country  within  the 
meaning  of  this  Act,  and  the  provisions  of  this  Act  with 
respect  to  goods  to  which  a  false  trade  description  has  been 
applied,  and  with  respect  to  selling  or  exposing  for,  or  having 
in  possession  for  sale,  or  any  purpose  of  trade  or  manufacture, 
goods  with  a  false  trade  description,  shall  apply  accordingly, 
and  for  the  purposes  of  this  section  the  expression  ^* watch" 
mecms  all  that  portion  of  a  watch  which  is  not  the  watch  case 
(p  522). 

8. — (1.)  Every  person  who  after  the  date  fixed  by  Order  in  Mark  on 
Council  sends  or  brings  a  watch  case,  whether  imported  or  watoh  case, 
not,  to  any  assay  office  in  the  United  Kingdom  for  the  pur- 
pose of  being  assayed,  stamped,  or  marked,  shall  make  a 
declaration  declaring  in  what  country  or  place  the  case  was 
made.  If  it  appears  by  such  declaration  that  the  watch  case 
was  made  in  some  country  or  place  out  of  the  United  King- 
dom, the  assay  office  shall  place  on  the  case  such  a  mark 
(differing  from  the  mark  placed  by  the  office  on  a  watch  case 
made  in  the  United  Kingdom),  and  in  such  a  mode  as  may  be 
from  time  to  time  directed  by  Order  in  Council  (pp.  525,  695). 

(2.)  The  declaration  may  be  made  before  an  officer  of  an 
assay  office,  appointed  in  that  behalf  by  the  office  (which 
officer  is  hereby  authorized  to  administer  such  a  declaration), 
or  before  a  justice  of  the  peace,  or  a  commissioner  having 
power  to  administer  oaths  in  the  Supreme  Court  of  Judicature 
in  England  or  Ireland,  or  in  the  Court  of  Session  in  Scotland, 
and  shall  be  in  such  form  as  may  be  from  time  to  time  directed 
by  Order  in  Council  (p.  696). 

(3.)  Every  person  who  makes  a  false  declaration  for  the 
purposes  of  lliis  section  shall  be  liable,  on  conviction  on 
mdictment,  to  the  penalties  of  perjury,  and  on  summary 
conviction  to  a  fine  not  exceeding  twenty  pounds  for  each 
ofEGiice  (p.  541). 
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Trade-mark,        9.  In  any  indictment,  pleading,  prooeeding,  or  docnment,  in 

how  dMcribed  ^hich  any  trade-mark  or  forged  trade-mark  is  intended  to  bo 

in  pleading,     xnentioned,  it  shall  be  sufficienty  without  further  description  and 

without  any  copy  or  facsimile,  to  state  that  trade-mark  or  foi^;ed 

trade-mark  to  be  a  trade-mark  or  forged  trade-mark  (p.  468). 

Rules  as  to  10.  In  any  prosecution  for  an  offence  against  this  Act, — 

evidence.  (1*)  -^  defendant,  and  his  wife  or  her  husband,  as  the  case 

may  be,  may,  if  the  defendant  thinks  fit,  be  called  as  a 
witness,  and,  if  called,  shaU  be  sworn  and  examined, 
and  may  be  cross-examined  and  re-examined  in  like 
manner  as  any  other  witness  (p.  509). 
(2.)  In  the  case  of  imported  goods,  evidence  of  the  port  of 
shipment  shall  be  prtmd  facie  evidence  of  the  place  or 
country  in  which  the  goods  were  made  or  produced 
(p.  481). 

Punishment  11.  Any  person  who,  being  within  the  United  Kingdom, 
of  aooesaoriea.  procures,  counsels,  aids,  abets,  or  is  accessory  to  the  commis- 
sion, without  the  United  Eangdom,  of  any  act  which,  if 
committed  in  the  United  Kingdom,  would  under  this  Act  be 
a  misdemeanour,  shall  be  gmlty  of  that  misdemeanour  as  a 
principal,  and  be  liable  to  be  indicted,  proceeded  against, 
trie^  and  convicted  in  any  county  or  place  in  the  United 
Kingdom  in  which  he  may  be,  as  if  the  misdemeanour  had 
been  there  committed  (p.  504). 

Seardh  12.-— (1.)  Where,  upon  information  of  an  offence  against 

warrant.  ^hia  Act,  a  justice  has  issued  either  a  summons  requiring  the 

defendant  charged  by  such  inf oimation  to  appear  to  answer 
to  the  same,  or  a  warrant  for  the  arrest  of  such  defendant, 
and  either  the  said  justice  on  or  after  issuing  the  summons  or 
warrant,  or  any  other  justice,  is  satisfied  by  information  on 
oath  that  there  is  reasonable  cause  to  suspect  that  any  goods 
or  things  by  means  of  or  in  relation  to  which  such  offence  has 
been  committed  are  in  any  house  or  premises  of  the  defen- 
dant, or  otherwise  in  his  possession  or  under  his  control  in 
any  place,  such  justice  mav  issue  a  warrant  under  his  hand 
by  virtue  of  which  it  shall  De  lawful  for  any  constable  named 
or  referred  to  in  the  warrant,  to  enter  such  house,  premises, 
or  place  at  any  reasonable  time  by  day,  and  to  search  there 
for  and  seize  and  take  away  those  goods  or  things ;  and  any 
ffoods  or  things  seized  under  any  such  warrant  shall  be 
Drought  before  a  court  of  summary  jurisdiction  for  the  pur- 
pose of  its  being  determined  whether  the  same  are  or  are  not 
uable  to  forfeiture  under  this  Act. 

(2.)  If  the  owner  of  any  goods  or  things  which,  if  the  owner 
thereof  had  been  convicted,  would  be  liable  to  forfeiture  under 
this  Act,  is  unknown  or  cannot  be  found,  an  information  or 
complaint  may  be  laid  for  the  purpose  only  of  enforcing  such 
forfeiture,  and  a  court  of  summary  jurisdiction  may  cause 
notice  to  be  advertised  stating  that,  unless  catise  is  shown  to 
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the  contrary  at  the  time  and  place  named  in  the  notice,  such 
goods  or  thinfi;s  will  be  forfeited,  and  at  such  time  and  place 
me  Court,  unless  the  owner  or  any  person  on  his  behalf,  or 
other  person  interested  in  the  goods  or  things,  shows  cause  to 
the  contrary,  may  order  such  goods  or  things  or  any  of  them 
to  be  forfeited. 

(3.)  Any  goods  or  things  forfeited  under  this  section,  or 
under  any  other  provision  of  this  Act,  may  be  destroyed  or 
otherwise  disposed  of,  in  such  manner  as  the  Court  by  which 
the  same  are  forfeited  may  direct,  and  the  Court  may,  out  of 
any  proceeds  which  may  be  realized  by  the  disposition  of  such 
goods  (all  trade-marks  and  trade  descriptions  being  first 
obliterated),  award  to  any  innocent  party  any  loss  he  may 
have  innocently  sustained  in  dealing  with  such  goods  (pp.  520 
to  522). 

13.  The  Act  of  the  session  of  the  twenty-second  and  twenty-  Extension  of 
third  years  of  the  reign  of  her  present  Majesty,  chapter  22  &  23  Vict, 
seventeen,  intituled  "  An  Act  to  prevent  vexatious  indict-  oif^^Jj^m»der 
ments  for  certain  misdemeanours,"  shall  apply  to  any  offence  f;^  j^^^ 
punishable  on  indictment  under  this  Act,  in  like  manner  as 

if  such  offence  were  one  of  the  offences  specified  in  section  one 
of  that  Act,  but  this  section  shall  not  apply  to  Scotland  (p.  517). 

14.  On  any  prosecution  under  this  Act  the  Court  may  order  Ooets  of 
costs  to  be  paid  to  the  defendant  by  the  prosecutor,  or  to  the  defence  or 
prosecutor  by  the  defendant,  having  regard  to  the  information  P'*'^®*^^^^- 
given  by  and  the  conduct  of  the  defendant  and  prosecutor 
respectively  (p.  518). 

15.  No  prosecution  for  an  offence  against  this  Act  shall  be  Limitation  of 
commenced  after  the  expiration  of  three  years  next  after  the  prosecution, 
commission  of  the  offence,  or  one  year  next  after  the  first 
discovery  thereof  by  the  prosecutor,  whichever  eiqpiration  first 

happens  (p.  517). 

16.  Whereas  it  is  expedient  to  make  further  provision  for  Prohibition  on 
prohibiting  the  importation  of  goods  which,  if  sold,  would  be  importation. 
Hable  to  forfeiture  under  this  Act ;  be  it  therefore  enacted  as 

follows  (pp.  526  to  539) : 

(1.)  All  such  goods,  and  also  all  goods  of  foreign  manu- 
facture bearing  any  name  or  trade-mark  being  or 
purporting  to  be  the  name  or  trade-mark  of  any 
manufacturer,  dealer,  or  trader  in  the  United  King- 
dom, unless  such  name  or  trade-mark  is  accompanied 
by  a  definite  indication  of  the  country  in  which  the 
goods  were  made  or  produced,  are  hereby  prohibited  to 
be  imported  into  the  united  Kingdom,  and,  subject  to 
die  provisions  of  this  section,  shcdl  be  included  among 
goods  prohibited  to  be  imported  as  if  they  were  speci- 
fied in  section  forty-two  of  the  Customs  Consolidation  39  &  40  Viot. 
Act,  1876  (pp.  531  et  seq).  «•  ^' 
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(2.)  Before  detaining  any  such  goods,  or  taking  any  further 
proceedings  with  a  view  to  the  forfeiture  hereof  under 
the  law  relating  to  the  Customs,  the  Commissioners  of 
Customs  may  require  the  regulations  under  this  section, 
whether  as  to  information,  security,  conditions,  or  other 
matters,  to  be  complied  with,  and  may  satisfy  them- 
selves in  accordance  with  those  regulations  that  the 
goods  are  such  as  are  prohibited  by  this  section  to  be 
imported  (p.  536), 

(3.)  The  Commissioners  of  Customs  may  from  time  to  time 
make,  revoke  and  vary,  regulations,  either  general  or 
special,  respecting  the  detention  and  forfeiture  of  goods 
the  importation  of  which  is  prohibited  by  this  section, 
and  the  conditions,  if  any,  to  be  fulfilled  before  such 
detention  and  forfeiture,  and  may  by  such  regulations 
determine  the  information,  notices,  and  security  to  be 
given,  and  the  evidence  requisite  for  any  of  the  pur- 
poses of  this  section,  and  the  mode  of  verification  of 
such  evidence  (p.  536). 

(4.)  Where  there  is  on  any  goods  a  name  which  is  identical 
with  or  a  colourable  imitation  of  the  name  of  a  place  in 
the  United  Kingdom,  that  name,  unless  accompanied 
by  the  name  of  the  country  in  which  such  place  is 
situate,  shall  be  treated  for  the  purposes  of  this  section 
as  if  it  were  the  name  of  a  place  in  the  United  King- 
dom (p.  483). 

(5.)  Such  regulations  may  apply  to  all  goods  the  importa- 
tion of  which  is  prohibited  by  this  section,  or  different 
regulations  may  be  made  respecting  different  classes 
of  such  goods  or  of  offences  in  relation  to  such  goods. 

(6.)  The  Commissioners  of  Customs,  in  making  and  in 
administering  the  regulations,  and  generaUy  in  the 
administration  of  this  section,  whether  in  the  exercise 
of  any  discretion  or  opinion,  or  otherwise,  shall  act 
under  the  control  of  the  Commissioners  of  her  Majesty's 
Treasury. 

(7.)  The  regulations  may  provide  for  the  informant  reim- 
bursing the  Commissioners  of  Customs  all  expenses  and 
damages  incurred  in  respect  of  any  detention  made  on 
his  i^ormation,  and  of  any  proceedings  consequent 
on  such  detention. 

(8.)  All  regulations  under  this  section  shall  be  published  in 
the  '' London  Qazette"  and  in  the  ''Board  of  Trade 
Journal." 

(9.)  This  section  shall  have  effect  as  if  it  were  part  of  the 

Customs  Consolidation  Act,  1876,  and  shall  accordingly 

apply  to  the  Isle  of  Man  as  if  it  were  part  of  the 

United  Kingdom. 

46  &  47  Vict        (10.)  Section  two  of  the  Eevenue  Act,  1883,  shall  be  re- 

°-  ^^-  pealed  as  from  a  day  fixed  by  regulations  under  this 
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Bection,  not  bein^  later  than  the  first  day  of  January 
one  thousand  eight  hundred  and  eighty-eight,  without 
prejudice  to  anything  done  or  suffered  thereunder. 

17.  On  the  sale  or  in  the  contract  for  the  sale  of  any  goods  Implied 

to  which  a  trade-mark,  or  mark,  or  trade  description  has  been  "warranty  oti 
applied,  the  vendor  shall  be  deemed  to  warrant  that  the  mark  ^^^ 
is  a  genuine  trade-mark  and  not  forged  or  falsely  applied,  or  *^^' 
that  the  trade  description  is  not  a  false  trade  description 
within  the   meaning   of   this   Act,   unless   the  contrary  is 
expressed  in  some  writing  signed  by  or  on  behalf  of  the 
vendor  and  delivered  at  3ie  time  of  the  sale  or  contract  to 
and  accepted  by  the  vendee  (p.  431). 

18.  Where,  at  the  passing  of  this  Act,  a  trade  description  ProvisioxLB 
is  lawfully  and  generally  applied  to  goods  of  a  particular  of  Aotaa 
class,  or  manufactured  by  a  particular  method,  to  indicate  the  Jug^^tion 
particular  class  or  method  of  manufacture  of  such  goods,  the  ^^^  to  apply 
provisions  of  this  Act  with  respect  to  false  trade  descriptions  in  oertam 
shall  not  apply  to  such  trade  description  when  so  applied :  cmos. 
Provided  that  where  such  trade  description  includes  the  name 

of  a  place  or  country,  and  is  calculated  to  mislead  as  to  the 
place  or  country  where  the  goods  to  which  it  is  applied  were 
actually  made  or  produced,  and  the  goods  are  not  actually 
made  or  produced  in  that  place  or  country,  this  section  shaU 
not  apply  unless  there  is  added  to  the  trade  description, 
immediately  before  or  after  the  name  of  that  place  or  country, 
in  an  equally  conspicuous  manner,  with  that  name,  the  name 
of  the  place  or  country  in  which  the  goods  were  actually  made 
or  produced,  with  a  statement  that  they  were  made  or  pro- 
duced there  (p.  498). 

19. — (1.)  This  Act  shall  not  exempt  any  person  from  any  Savings, 
action,  suit,  or  other  proceeding  which  might,  but  for  the 
provisions  of  this  Act,  be  brought  against  him. 

(2.)  Nothing  in  this  Act  shaU  entitle  any  person  to  refuse 
to  make  a  complete  discovery,  or  to  answer  any  question  or 
interrogatory  in  any  action,  but  such  discovery  or  answer  shaU 
not  be  admissible  in  evidence  against  such  person  in  any  pro- 
secution for  an  offence  against  this  Act. 

^3.)  Nothing  in  this  Act  shall  be  construed  so  as  to  render 
haole  to  any  prosecution  or  punishment  any  servant  of  a 
master  resident  in  the  United  Kingdom  who  bond  fide  acts  in 
obedience  to  the  instructions  of  such  master,  and,  on  demand 
made  by  or  on  behalf  of  the  prosecutor,  has  given  full 
information  as  to  his  master  (p.  520). 

20.  Any  person  who  falsely  represents  that  any  goods  are  False  repre- 
made  by  a  person  holding  a  royal  warrant,  or  for  the  service  Bentation  aa 
of  her  Majesty,  or  any  of  the  Eoyal  Family,  or  any  govern-  ^^^^ 
ment  department,  shall  be  liable,  on  summary  conviction,  to 
a  penalty  not  exceeding  twenty  pounds  (p.  542). 
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21.  In  the  application  of  this  Act  to  Scotland  the  following 
modifications  fiSiall  be  made : — 

The  expression  '* Summary  Jurisdiction  Acts"  means  the 
Summary  Procedure  Act,  1864,  and  any  Acts  amending 
the  same. 

The  expression  **  justice  "  means  sherifP. 

The  expression  "Court  of  Summary  Jurisdiction"  means 
the  Sheriff  Oourt,  and  all  jurisdiction  necessary  for  the 
purpose  of  this  Act  is  hereby  conferred  on  sheriffs. 

22.  In  the  application  of  this  Act  to  Ireland,  the  following 
modifications  shall  be  made : — 

The  expression  "  Summary  Jurisdiction  Acts,"  means,  so 
far  as  respects  the  police  district  of  Dublin  metropolis, 
the  Acts  regulating  the  powers  and  duties  of  justices  of 
the  peace  of  such  district,  and  as  regards  the  rest  of 
Ireland  means  the  Petty  Sessions  (Ireland)  Act,  1851, 
and  any  Act  amending  the  same. 

The  expression  '' Court  of  Summary  Jurisdiction"  means 
justices  acting  under  those  Acts. 

23.  The  Merchandise  Marks  Act,  1862,  is  hereby  repealed, 
and  any  unrepealed  enactment  referring  to  any  enactment  so 
repealed  shaU  be  construed  to  apply  to  the  corresponding 
provision  of  this  Act;  provided  that  this  repeal  shall  not 
affect — 

(a)  any  penalty,  forfeiture,  or  punishment  incurred  in 
respect  of  any  offence  committed  against  any  enact- 
ment hereby  repealed ;  nor 

(b)  the  institution  or  continuance  of  any  proceeding  or 
other  remedy  under  any  enactment  so  repealed  for  the 
recovery  of  any  penalty  incurred,  or  for  the  punish- 
ment of  any  offence  conmiitted,  before  the  commence- 
ment of  this  Act ;  nor 

(c)  any  right,  privilege,  liability,  or  obligation  acquired, 

accrued,   or  incurred   under  any  enactment   hereby 
repealed. 
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No.  13. 

MEEOHANDISE  MAEKS  ACT,  1891. 
(54  Vict.  c.  15.) 

An  Act  to  amend  the  Merchandise  Marks  Act,  1887. 

[11th  May  1891.] 

Bb  it  enacted  by  the  Queen's  most  Excellent  Majesty,  by 
and  with  the  advice  and  consent  of  the  Lords  Spiritual 
and  Temporal,  and  Commons,  in  this  present  Parliament 
assembled,  and  by  the  authority  of  the  same,  as  follows : 

1.  The  customs  entry  relating  to  imported  goods  shall,  for  Oastoms  entry 
the  purposes  of  the  Merchandise  Marks  Act,  1887,  be  deemed  to  be  trade 
to  be  a  trade  description  applied  to  the  goods  (p.  486).  deacription. 

60  ft  61  Vict. 

2. — (1.)  The  Board  of  Trade  may,  with  the  concurrence  of  o.  28. 
the  Lord  Chancellor,  make  regulations  providing  that  in  cases  Official 
appearing  to  the  Board  to  aSect  the  general  interests  of  the  proaeoations. 
country,  or  of  a  section  of  the  community,  or  of  a  trade,  the 
prosecution  of  offences  under  the  Merchandise  Marks  Act, 
1887,  shall  be  undertaken  by  the  Board  of  Trade,  and  pre- 
scribing the  conditions  on  which  such  prosecutions  are  to  be 
so  undertaken.    The  expenses  of  prosecutions  so  undertaken 
shall  be  paid  out  of  moneys  provided  by  Parliament. 

(2.)  All  regulations  made  under  this  section  shall  be  laid 
before  Parliament  within  three  weeks  after  they  are  made  if 
Parliament  is  then  sitting,  and  if  Parliament  is  not  then 
sitting,  within  three  weeks  after  the  beginning  of  the  next 
session  of  Parliament,  and  shall  be  judicially  noticed,  and 
shall  have  effect  as  if  enacted  by  this  Act,  and  shall  be 
published  imder  the  authority  of  Her  Majesty's  Stationeiy 
Office. 

(3.)  Nothing  in  this  Act  shall  affect  the  power  of  any 
person  or  authority  to  undertake  prosecutions  otherwise  than 
under  the  said  regulations  (pp.  515,  707). 

3.  This  Act  may  be  cited  as  the  Merchandise  Marks  Act,  Short  title. 
1891,  and  the  Merchandise  Marks  Act,  1887,  and  this  Act 
may  be  cited  together  as  the  Merchandise  Marks  Acts,  1887 
and  1891. 
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Q.  Notice  to  registered  owner  of  infringed  name  or  mark 703 

B.  Saumur  champagne 704 


A. — Geneeal  Oeder  81/1887. 

Custom  House,  London, 
gix^  20tli  October,  1887. 

Herewith  you  will  receive  the  UBual  number  of  copies  of 
the  Merchandise  Marks  Act,  1887  (50  &  51  Vict.  c.  28). 

You  are  carefully  to  note  the  meanings  given  by  the  Act  to 
the  following  expressions,  viz. : — 
"  Goods,"  section  3. 

'*  Applied,"  section  5  ;  sub-sections  1  and  2. 
"Falsely  applied,"  section  5 ;  sub-section  3. 

{d\  The  Order  dated  Ist  February,  1889,  and  those  preceding  it,  are 
pubushed  in  the  32nd  and  3drd  Beports,  Conmiissioners  of  Customs.  I 
am  indebted  to  the  courtesy  of  the  Board  of  Customs  for  oopies  of  the 
remaining  Orders. 
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"Trade-mark" 
"Trade  description" 
"  False  trade  descriptioii " 
"Person" 

"Manufacturer"  )    Sections. 

"Dealer  "or  "Trader" 
"Proprietor" 
"Name" 

"  Name  or  initials  " 
You  will  also  especially  note,  as  applying  to  imported 
goods,   the  provisions  of    section   10,   sub-section  (2),  and 
section  18  of  the  Act. 

You  will  observe  that  by  section  5  of  the  Act  the  word 
"applies"  in  connection  with  goods  is  extended  to  "applying" 
the  name  or  mark  to  any  "covering,  label,  reel,  or  other 
thing." 

You  will  understand  that,  in  future,  as  hitherto,  this  will  CoveriBgs. 
not  be  held  to  extend  to  "coverings"  or  other  such  things, 
including  boxes,  bottles,  or  the  like,  imported  alone  and  with 
the  intention  of  using  them  as  auxiliary  means  of  carrying 
into  the  market  goods  really  British  or  goods  (such  as  wine) 
incapable  of  being  mistaken  as  Briti£  goods,  where  the 
description  applied  to  the  coverings  or  such  other  things  does 
not  relate  to  them,  but  has  reference  to  the  goods  whicn  they 
are  to  cover  to  carry  into  the  market. 

There  is,  however,  on  this  point  one  article  to  be  specially  Watoh  cases, 
noticed,  viz.,  "  watch  cases ; "  and,  as  to  this,  your  attention 
is  called  to  section  7  of  the  Act,  which  lays  down  that,  in  the 
absence  of  a  counter  description  of  the  watch  itself,  the 
description  on  the  watch  case  shcdl  be  always  held  to  describe 
the  watch. 

Under  section  16  of  the  Act,  regulations  have  been  pre- 
pared by  the  Board  which  are  now  under  the  consideration  of 
the  Lords  of  the  Treasury. 

As  soon  as  these  regulations  are  finally  approved,  a  copy 
will  be  sent  to  you,  together  with  instructions  as  to  the  manner 
in  which  you  are  to  carry  them  into  effect. 

These  regulations  will  come  into  force  on  a  date  to  be  fixed 
imder  them,  but  not  later  than  the  first  day  of  January  next. 
It  is  highly  desirable,  therefore,  that  in  the  meanwhile  you 
should  make  yourself  familiar  with  the  general  scope  of  the 
Act,  and  especially  with  the  provisions  contained  in  section  16 
as  to  the  importation  of  goods  coming  within  its  powers,  and 
with  the  points  to  which  your  attention  is  now  more  parti- 
cularly directed. 

I  am.  Sir,  your  obedient  servant, 
To  the  Collector.  E.  Qoodwyn. 
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B.— Qenbeal  Obdbb  99/1887. 

Custom  House,  Loin>ON, 
Sib,  22iid  December,  1887. 

1.  As  a  sequel  to  G.  0.  81/1887  you  will  receive  herewith  a 
copy  of  the  regulations  made  by  the  Board  under  section  16 
of  the  Merchandise  Marks  Act,  1881,  published  in  the  London 
Gazette  of  the  2nd  of  December,  1887,  and  in  the  Board  of 
Trade  Journal  for  the  present  month. 

2.  Tou  will  observe  that  the  regulations  do  two  things : 
(i.)  They  direct  that  goods  prohibited  by  the  Act  which  are 

detected  by  the  officers  upon  examination  (that  is  to 
say,  upon  ordinary  examination  for  revenue  purposes), 
are  to  be  detained  without  previous  information, 
(ii.)  They  provide  what  is  to  be  done  in  cases  where  pro- 
hibited importation,  and  the  ground  of  such  prohibition, 
are  matters  not  of  detection,  in  the  ordinary  way,  but 
of  information  by  an  informant. 

3.  Tou  wiU  require  guidance  as  to  what  goods,  in  the 
opinion  of  the  Board,  the  officers  ought  to  detect  as  mentioned 
in  sub-paragraph  (i) ;  and  as  to  the  action  to  be  taken  by 
officers,  after  information,  as  mentioned  in  sub-paragraph  (ii). 

4.  The  Act  extends  so  largely  the  area  of  prohibited  goods, 
for  the  benefit  not  only  of  British  subjects,  but  also  of  the 
subjects  and  citizens  of  foreign  states,  that  as  to  a  considerable 
proportion  of  goods  liable  to  prohibition  on  importation,  the 
officers  cannot  be  expected  to  act  without  some  guidance  by 
information.  It  must  not  be,  however,  held  or  worked  so  as 
in  any  way  to  diminish  the  care  at  present  taken  by  the 
officers  in  respect  to  **  British  marks,"  involving  names  of 
British  places,  or  indications  of  British  manufacture,  and  to 
this  extent,  at  least,  the  officers  must  continue  to  act  without 
previous  information. 

5.  You  will  observe  that  names  or  trade-marks  of  British 
manufacturers,  dealers,  or  traders  on  imported  foreign  goods 
(section  16,  sentence  beginning  ''all  goods  of  forei^  manu- 
facture") are  to  be  only  admissible  if  distinctiy  qudified,  not 
merely,  as  heretofore,  by  words  showing  manufacture  abroad, 
but  by  a  definite  indication  of  the  country  in  which  the  goods 
were  made  or  produced ;  and  this  same  principle  is  contained, 
even  more  emphatically,  in  section  18  of  the  Act,  as  regards 
lawful  and  general  ''trade  descriptions,"  which  include  the 
name  of  a  place  or  country. 

6.  The  goods,  therefore,  which  the  Board  distinctiy  expect 
the  officers  themselves  to  detect  upon  ordinary  examination, 
and  without  previous  information,  will  be  as  follows,  viz. : — 

Class  (a).  Goods  of  foreign  manufacture,  by  whomsoever 
imported  having  applied  to  them,  either, 

A  name  or  trade-mark  which  is  or  purports  to  be  the 
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name  or  trade-mark  of  a  manufacturer^  dealer,  or  trader 
in  the  United  Kingdom ;  or  a  trade  description  which 
indicates  a  particular  class  or  method  of  manufacture,  and 
includes  the  name  of  a  place  in,  or  a  part  of  the  United 
Kingdom,  and  is  thereby  calculated  to  mislead  as  to  the 
place  of  the  manufacture  or  production  of  goods  which 
naye  not  been  manufactured  or  produced  in  the  United 
Kingdom; 

unless  such  name,  mark,  or  description  is  accompanied 
by  a  definite  indication  of  the  place  or  country  in  which 
the  goods  were  made  or  produced,  that  is  to  say,  an 
addition  immediately  before  or  after  the  said  name, 
mark,  or  description,  in  an  equally  conspicuous  manner 
therewith,  of  the  name  of  the  place  or  countiy  in  which 
the  goods  were  actually  made  or  produced,  with,  in  the 
case  of  a  trade  description  including  name  of  place,  a 
statement,  that  they  were  made  or  produced  there. 
Class  (b).  Goods  of  foreign  manufacture,  by  whomsoever 
imported,  having  applied  to  them  any  description,  figures, 
words,  or  marks,  or  arrangement  or  combination  thereof, 
so  as  to  constitute,  by  being  or  including,  either  expressly 
or  by  reference,  iJie  name  of  a  place  in  or  a  part  of  the 
United  Kingdom,  or  in  any  other  way,  a  statement  or 
other  indication,  direct  or  indirect,  that  the  goods  were 
made  or  produced  in  the  United  Kingdom  (5). 

7.  On  the  above  classification  you  will  note  this  paragraph 
and  the  paragraphs  to  1 0  inclusive. 

It  will  obviously  not  be  in  the  power  of  the  officers,  nor  are  Ab  to  the 
they  expected,  to  decide  whether  goods  falling  within  class  (a)  requirement 
were  actually  made  or  produced  in  the  country  from  which  ?^  *  d^nite 
they  come ;  but,  in  practice,  it  wiU  be  sufficient  if  the  officers  ^  pSoe^w 
satisfy  themselves  that  the  name  of  some  foreign  country,  or  ooontiy  of 
of  some  place  in  a  foreign  countiy  is  applied  to  the  goods  in  origin, 
a  manner  equally  indelible  or  irremovable,  and  as  equally 
conspicuous,  as  ^e  name  or  trade-mark  itself,  and  in  close 
proximity  to  it. 

8.  The  word  '^purports,"  also  in  (a),  is  to  be  understood  ABtothe 
as  referring  to  any  name  or  names  reasonably  suggesting  a  meaning  of 
British  manufacturer,  dealer,  or  trader,  without  regard  to  the  *^®  ^^'ia  " 
fact  of  whether  the  name  is  or  is  not  known  to  the  officer ;  or     P^^P^    * 
as  referring  to  a  trade-mark  not  beins^  merely  matter  of 
decoration  or  ornament,  which  reasonably  suggests  itself  as 

British  by  containing  English  wording,  or  national  devices  or 
figures  distinctly  in<ucating  British  manufacture. 

2.  The  words  ''a  trade  description  which  indicates  a  par-  As  to  *' trade 
ticular  class  or  method  of  manufacture,  and  includes  the  name  description," 
of  a  place  in  or  a  part  of  the  United  Kingdom,  and  is  thereby  iaoluding 

(h)  See  G.  O.  26/1888,  below. 
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caloolatedto  calculated  to  mislead"  mean  sacih  tennB  as  Kidderminster 
carpets,  Windsor  soap,  "Balbriggan"  on  hosieiy,  or  "Shet- 
land "  on  shawls,  and  the  like,  which,  although  they  might 
be  held  to  be  merely  phrases  descriptive  of  method  of  manu- 
facture, are  yet  calculated  to  mislead  as  to  place  of  origin. 

10.  Class  (b)  refers  to  and  includes  such  inscriptions  as 
"  present  from  such  and  such  a  place,"  ^d  the  like ;  or,  even 
without  a  name,  any  phrases,  words,  language  or  devices, 
which  state  or  indicate,  directly  or  indirectly,  make  or  pro- 
duction in  the  United  Kingdom;  and  the  words  "by  refer- 
ence" mean  that  ''Irish,"  for  instance,  is  equivalent  to  ''of 
Ireland."  Any  goods  bearing  such  marks  will  be  detained, 
and  you  will  refer  the  matter  to  the  Board  (b), 

11.  Passing  from  the  goods  thus  specially  mentioned,  those 
generally  prohibited  by  the  Act  to  be  imported  may  be  sum- 
marized as  follows : — 

(Head  i.)  Goods  whether  of  foreign  manufacture  or  British 
goods  brought  back,  having  a  false  trade  description  as 
to  name  or  initials,  or  a  forged  trade-mark  applied  to 
them. 
(Head  ii.)  Like  goods  having  applied  to  them  a  false  trade 
description  as  to  the  place  or  country  in  which  they  were 
made  or  produced ;  or  as  to  number,  quantity,  measure, 
gauge  or  weight,  mode  of  manufacture  or  production,  or 
material  of  which  composed;  or  as  to  the  goods  being 
the  subject  of  any  existing  patent,  privilege,  or  copy- 
right. 
A  false  trade  description  is  a  description  or  indication, 
whether  original  or  by  addition,  efEacement  or  otherwise, 
and  whether  by  figures,  words,  or  marks,  or  any  arrange- 
ment or  combination  thereof,  directly  or  indirectly  false 
in  a  material  respect. 
Scope  of  12.  With  regard  to  Head  (i).    This  is  the  protection  of  a 

Head  (i).  manufacturer,  dealer,  or  trader  against  the  fraudulent  or 
imfair  use  of  his  name  or  trade-mark  by  any  other  person. 
It  would  not  be  possible  for  officers  to  enter  into  examination 
of  all  names  and  marks  in  respect  to  their  use  as  between 
various  importers.  At  the  same  time,  a  manufacturer,  dealer, 
or  trader  who  has  reason  to  believe  that  his  name  or  trade- 
mark is  one  not  unlikely  to  be  imitated,  so  as  to  constitute  a 
false  trade  description,  or  forged  trade-mark,  is  entitled  to  ask 
that,  without  the  requirement  of  special  information,  such 
description  or  mark  may,  upon  any  importation,  be  stopped. 
Registration  13.  For  this  purpose  the  Board  sanction  the  system  of 
for  this  registration  of  names  or  maxks  in  a  way  similar  to  that  which 

purpose  (c).      ]^q^  hitherto  existed ;  and  a  manufacturer,  dealer,  or  trader 


(*)  See  G.  O.  26/1888,  below. 

{e)  As  to  notice  to  the  owner  of  a  registered  name  or  mark  when  goods 
are  detained,  see  G.  O.  60/1893,  below. 
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may  register  his  name  or  mark  at  such  port  or  ports  as  he 
desires.  In  respect  of  names  or  marks  so  registered^  it  will 
be  the  duty  of  the  officers  at  the  particular  port  or  ports,  to 
prevent  the  delivery  of  goods  to  which  such  names  or  marks 
are  applied,  unless  the  delivery  is  authorized  by  the  regis- 
tered proprietor.  Apart  from  names  or  marks  as  to  which 
such  registration  exists,  the  officers  are  not  expected  to 
examine  goods  with  reference  to  Head  (i). 

14.  Any  manufacturer,  dealer,  or  trader,  whether  British  Who  may 
or  foreign,  may  register  his  name  or  mark ;   but  you  may  ^^^^'^l  ^^ 
refuse  registration  to  any  name  or  mark  which  you  consider  J^^^ 

to  be  of  a  character  too  indefinite  or  indistinct  for  officers  to 
recognize,  referring  to  the  Board  in  any  case  of  doubt.  An  See  paia- 
applicant  for  registration  must  prove  his  proprietorship  of  the  gra-ph  32. 
name  or  mark  by  declaration ;  and  if,  in  order  to  avoid  delay, 
he  desires  to  do  so,  he  may  appoint  an  agent  to  give  autho- 
rity for  delivery  of  his  goods,  and  prove  (also  by  declaration) 
the  appointment  of  such  agent. 

15.  You  must  understand,  very  distinctly,  that  the  use  by  Begistration 
the  British  manufacturer,  dealer,  or  trader  of  even  his  own  to  be  subject 
name  on  foreign  goods,  and  the  use  by  any  manufacturer,  *®  provifflcma 
dealer,  or  trader,  on  like  goods,  of  words,  figures,  or  marks  of  ^J^^^  ^ 
any  kind  stating  or  indicating,  directly  or  indirectly,  make  or 
production  in  the  United  Kingdom,  are  prohibited  imless  the 
qualifying  conditions  specified  in  paragraph  6  are  complied 

with.  You  must,  therefore,  clearly  explain  to  every  person 
registering  a  name  or  mark  which  involves  any  such  state- 
ment or  indication,  as  wiU  probably  often  be  the  case,  that 
while  the  name  or  mark  will  be  guarded  by  such  registration, 
it  will  not  be  rendered  admissible  unless  duly  qualified,  as  the 
law  may  require,  in  every  case.  The  register  at  your  port 
under  the  law  now  expiring  will  cease  to  be  operative  with 
the  expiry  of  that  law. 

16.  As  regards  Head  (ii) :  if  (apart  from  the  goods  specially  Kotwith- 
mentioned  in  paragraph  6,  and  notwithstanding  that  classifi-  Btanding 
cation)  the  officers  should  in  any  case  upon  that  ordinary  pJ^fifflfication 
examination  for  revenue  purposes,  detect  anything  constitut-  ^^J*6 
ing  an  infringement  of  any  of  the  prohibitions  of  the  Act  as  any  other 
thus  set  forth,  you  will  detain  such  goods  and  refer  the  matter  infringement 
to  the  Board.  yl^\^  ^^  ^ 

17.  Such  detection  by  officers  may  happen,  for  instance,  as  ^v  dete^ti^ 
to  number,  quantity,  measure,  gauge,  or  weight ;  while,  on  f  ^^' 
the  other  hand,  as  to  mode  or  material  of  manufacture,  as  to  to  where  su^ 
any  patent,  privilege,  or  copyright,*  or  foreign  trade-marks,  detection  may 
the  officers,  upon  ordinary  examination,  may  probably,  in  the  happen, 
absence  of  special  knowledge,  fail  in  detecting  false  descrip- 
tions or  forged  trade-marks. 

*  As  to  copyright,  this  instraction  in  no  way  affects  the  practice  under 
flections  42  and  44  of  <'  The  Customs  Consolidation  Act,  1876." 
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Directions  as 
toqnestion 
of  plaoe  or 
oountryof 
origin. 


Action  npon 
information — 
two  stages  of 
such  action. 


As  to  special 
examination 
of  goods  in 
such  case. 


On  what  it 
will  depend. 


Course  where 
such  exami- 
nation would 
not  be 
serviceable. 


Course  where 
such  exami- 
nation would 
be  serviceable. 


18.  Fake  desoiiptions  aa  to  place  of  origin  affecting  the 
interests  of  ''British  possessions"  or  ''foreign  states"  are 
matters  which,  unaided  by  information,  officers  will  not 
generally  be  expected  to  trace ;  but  whereyer  they  observe 
goods  conspicuously  known  as  the  usual  product  of  a  par- 
ticular place  or  countiy,  and  marked  with  that  name,  shipped 
from  a  port  in  another  countiy  altogether,  as,  for  instance, 
wine  marked  "Xeres"  or  "Spanish"  from  Belgium,  or 
cigars  marked  "Hayana"  from  (Germany,  such  goods  may, 
in  the  absence  of  proof  of  make  or  produce  at  the  place  or  in. 
the  country  named  on  them,  be  properly  detained. 

19.  Some  directions  (beyond  what  is  shown  in  the  regula- 
tionsj  are  desirable  as  to  your  action  upon  "  information,"  and 
you  will  observe  that  there  are  two  stages  of  procedure  in 
this,  viz.,  one  up  to  and  including  the  arrival  and  examination 
or  identification  of  the  goods ;  and  the  other  after  the  exami- 
nation or  identification. 

20.  With  regard  to  the  first  stage — ^the  two  points  for  con- 
sideration are,  whether  any,  and  if  so  what,  special  examina- 
tion of  the  goods  should  be  made,  and  what  deposit  should 
be  taken  to  cover  the  expense  of  such  examination,  if  it  is 
made. 

21.  The  character  and  extent  of  examination  will  require 
careful  discretion  on  your  part,  and  will  depend  on  the  manner 
in  which  the  goods  are  alleged  in  the  notice  to  infringe  the 
Act.  An  indication  has  been  given  you  above  as  to  what  the 
Board  consider  that  officers  can  detect  and  what  they  cannot, 
upon  ordinary  examination ;  and  this  will  f  umish  you  with  a 
guide  as  to  what  they  may  be  able  to  trace  upon  fuller  exami- 
nation after  information. 

22.  Wherever,  in  accordance  with  such  indication,  you  are 
of  opinion  that  the  officers  could  not,  even  on  fuller  exami- 
nation, discover  whether  the  goods  infringe  the  Act,  you 
need  not  order  a  special  examination,  and  consequently  you 
will  not  require  any  deposit  in  respect  of  such  examination, 
but  you  may  at  once  order  detention  of  the  goods  as  if  ike 
officers  had  seen  cause  to  detain  them,  and  proceed  to  require 
security,  in  conformity  with  directions  given  in  paragraph  29 
of  this  Order. 

23.  Wherever,  on  the  other  hand,  you  are  of  opinion  that  a 
fuller  examination  than  that  ordinarily  directed  for  revenue 
purposes  may  reasonably  enable  the  officers  to  discover 
whether  or  not  there  is  the  infringement  alleged,  as,  for 
instance,  by  careful  weighing,  measuring,  counting,  or 
gauging,  you  will  direct  that  such  an  examination  shall  take 
place,  examining  as  to  free  goods,  for  this  purpose,  not  less 
than  twice  the  usual  number  of  packages,  and  m  tilie  case  of 
goods  imported  in  bulk,  such  as  machinezy  and  the  like, 
treating  each  piece  imported  as  a  package. 
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24.  Assuming  examination  to  be  ordered  by  you  in  accord-  Deposit  to 
ance  with  the  lines  above  indicated,  you  will  take,   as  a  cover.  «w|i 
deposit  to  cover  the  additional  expense  of  this  examination,  ^*™"^"0°« 
such  sum  as  you  may  think  necessary,  having  regard  to  tho 

nature  of  .the  goods,  and  to  the  number  of  packages  which, 
according  to  me  informant's  knowledge,  will  have  been 
stated  in  the  notice. 

25.  The  case  of  false  description  as  to  place  of  origin  Special  roles 
affecting  the  interests  of  "British  possessions"  or  "foreign  "^such 
states"  is  here  again  one  for  special  mention.     As  above  i^^J!^^J^to 
stated  it  is  one  which,  as  a  rule,  officers  cannot  be  expected  piaoeOT 

to  detect  without  information ;  but,  for  an  officer  examining  country  of 
upon  information,  the  following  rules  may  be  laid  down,  viz.,  origin  as 
if  it  is  ascertained  that  the  name  of  place  or  country  com-  g^^S^^ 
plained  of  is  not  applied  to  the  goods  at  aU,  or,  if  applied,  is  p^eeaionfl 
accompanied  by  a  definite  indication  or  addition,  as  contem-  or  Foreign 
plated  by  the  Act,  of  make  or  production  elsewhere,  the  States. 
officer  may  be  satisfied  that  there  is  no  ground  existing  to 
justify  the  notice  received ;  but  if  the  name  complained  of  is 
found  to  be  applied  to  the  goods,  and  is  the  name  of  a  country, 
or  of  a  place  in  a  country,  not  the  country  of  a  port  or  ship- 
ment, the  officer  may,  in  the  absence  of  proof  of  make  or 
produce  at  the  place  or  in  the  country  named  on  them,  be 
satisfied  that  the  alleged  infringement  clearly  exists. 

26.  In  the  case  of  a  notice  alleging  the  application  of  a  As  to  British 
forged  trade-mark  where  the  mark  is  one  protected  in  a  possessions 
British  possession  or  foreign  State,  such  a  notice  will  only  be  ^^Fi^^ 
good,  and  need  only  be  accepted  by  you,  if  it  relates  to  posses-  ^iiich  the 
sions  or  States  included  in  the  defmition  of  trade-marks.  proyisions  in 

Up  to  the  present  time  the  British  possessions  and  foreign  relation  to 
States  so  included  are  {d).  for^d  trade- 

27.  As  to  transhipment  and  transit  foods;  where  infer-  ™"f***PPly- 
mation  and  "  notice  "  relate  to  these  goods  you  will  deal  with  ^'^''?^^*^®^* 
them  exactly  as  if  they  were  goods  for  home  use.    Apart  *^ 

from  information  you  wiU  not,  as  regards  the  ordinary  exami- 
nation of  such  goods  for  revenue  purposes,  examine  more 
packages  than  at  present ;  but  the  board,  in  addition  to  the 
existing  rules  as  to  transhipment  and  transit  ffoods,  direct 
that,  as  to  all  such  goods,  no  marks  of  any  kina  or  descrip- 
tion shall  be  allowed  to  be  applied  to  them  in  this  country, 
and  you  will  see  that  this  is  strictly  carried  out  in  your  port. 

28.  As  to  goods  examined  upon  information  generally,  you  Bules  as  to 
will  be  guided  by  the  following  rules.     If  upon  examination  "pecial 
the  officer  is  satisfied  that  there  is  no  ground  existing  to  e^»^|^<^on 
justify  the  notice  received,  he  will  pass  3ie  goods ;  if  he  is  *^      ^' 
satisfied  that  the  alleged  infringement  clearly  exists,  he  will 

detain  the  goods  as  in  a  case  of  detention  upon  ordinary 

(iQ  See  list,  p.  656. 
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Ab  to  security 
'where 
detention 
ordered. 


Enquiries  as 
to  sufficiency 
of  sureties. 


As  to  goods 
after  security 
taken,  and  as 
to  delivery  up 
of  security. 

Supply  of 
forms. 


ezaminatioii ;  but  in  cases  where  the  officer  is  not  so  satisfied, 
and  in  cases  where  you  may  have  considered  that  official 
examination  cannot  test  the  point,  you  will  order  the  deten- 
tion of  the  goods  at  the  risk  of  the  inf  ormant,  and  thus  arrive 
at  the  second  stage  of  the  procedure  upon  information,  viz., 
the  taking  of  security. 

29.  You  will  observe  that  (except  in  cases  where  the  infor- 
mant prefers  to  give  a  bond^  and  where  time  allows  such  a 
step  to  be  taken  before  the  goods  arrive  and  are  examined), 
there  are  two  things  to  be  done  in  taking  security — ^first,  to 
take  an  ad  valorem  money  deposit  to  cover  the  possibility  of 
the  bond  not  being  completed,  and  secondly,  to  see  that  the 
bond  is  completed,  after  which  you  will  return  the  deposit. 
The  amount  of  both  the  deposit  and  the  bond  will  depend  on 
the  value  of  the  goods. 

30.  The  form  of  notice  given  in  the  schedule  to  the  regula- 
tions requires  a  statement  of  the  names  of  persons  proposed 
as  sureties.  As  to  the  sufficiency  of  these  you  will  make 
enquiries  in  the  usual  way,  and  have  the  bond  completed  as 
in  other  transactions. 

31.  The  security  having  once  been  taken,  the  goods  will, 
without  further  special  examination,  remain  in  charge,  and 
the  regulations  contain  definite  provisions  as  to  when,  in  the 
various  contingencies  that  may  arise,  the  security  will  be 
delivered  up. 

32.  A  form  is  annexed  of  the  declaration  mentioned  in 
paragraph  14 ;  and  also  of  a  bond,  when  it  is  preferred  to 
give  one  before  examination,  as  mentioned  in  paragraph  29. 
Supplies  of  these  forms,  and  of  those  given  in  the  schedule  to 
the  regulations,  can  be  obtained  in  the  usual  way. 

33.  A  general  order  as  to  watch  cases  and  watches  will 
shortly  be  issued;  and  further  directions  will  be  given, 
from  time  to  time,  as  decisions  are  arrived  at,  under  para- 
graphs 9  and  10,  and  paragraphs  16,  17,  and  18  of  this 
order. 

I  am,  sir,  your  obedient  servant, 
The  collector  ,  at  .  E.  Goodwyn. 


C. — ^Mebohakdise  Makes  Act,  1887. 
(50  &  51  Vict.  c.  28.) 

Declaration  on  Registration  under  Paragraph  13  o/*  General 

Order  99/1887. 

Port  of 

I*  ,  hereby  declare  thatf  ,{  the  proprietor    , 

of  §  ,  viz.,  ,  which  II  expect  to  be  applied  to 

goods  imported,  from  time  to  time,  at  this  port;  and  thaty 
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have  appointed  Mr.^  of  ,  to  be** 

agent,  to  give  authority  for  the  delivery  of  such  goods. 

I  make  this  solemn  declaration  conscientiously  believing 
the  same  to  be  true,  and  by  virtue  of  the  Statutory  Declara- 
tion Act,  1835. 

(Signed)        . 

Declared  this  day  of  ,  188     ,  at  , 

Before  me  , 

A  commissioner  to  administer  oaths,  &c. 

N.B. — ^Registration  in  pursuance  of  this  declaration  is 
subject  to  the  provisions  of  the  Act  which  forbid  the  im- 
portation, by  a  registered  proprietor,  even  of  his  own  goods 
which  bear,  in  name  or  mark,  any  statement  or  indication, 
direct  or  indirect,  of  make  or  produce  in  the  United  Kingdom 
unless  qualified  as  the  Act  requires. 

*  Full  name  and  address  of  declarant. 

t  **  I,"  or  **  I  and  my  partners,  trading  as  Messrs.  ,"  or  "  such 

and  saoh  a  company,  of  which  I  am  the  representative  official,"  or  **  so 
and  so,  of  such  and  such  a  place  abroad,  whom  I  represent  in  this 
oonntry." 

t  "Is"  or  "are." 

§  "The  following  name  as  a  trade  description,"  or  "the  following 
traide-mark,"  or  "the  following  name  as  a  trade  description  and  trade- 
mark." 

II  "I"  or  "we." 

IT  This  portion  as  to  appointment  of  agent  may  be  erased,  where  sach 
aimomtment  is  not  desired. 
••  "My"  or  "our." 


D. — Boin)  ACGO^cFAinriNG  bequest  fob  the  Detention  of 
Goods. 

Enow  all  Men  by  these  presents  that  we  are  held  and 

firmly  bound  unto  our  Sovereign  Lady  Victoria,  by  the 

Grace  of  God,  of  the  United  Kingdom  of  Great  Britain 

and  Ireland,  Queen  Defender  of  the  Faith,  in  the  sum 

of  poimds  to  be  paid  to  our  said  Lady  the  Queen, 

her  heirs   or  successors,   for  which  payment  well  and 

truly  to  be  made  we  bind  ourselves  jointly  and  severally, 

our  heirs,  executors,  and  administrators,  firmly  by  these 

presents.     Sealed  with  our  seals.     Dated  this  day 

of  in  the  year  of  our  Lord  one  thousand  eight 

hundred  and  eighty 

Whebeas  the  above  named  has  by  a  notice  dated 

the  day  of  informed  the  collector  of  customs 

at  that  the  undermentioned  goods,  that  is  to  say, 

are  about  to  be  imported  into  the  port  of  contrary  to 

section  16  of  the  Merchandise  Marks  Act,    1887,   and  has 

requested  that  the  said  goods  shall  be  detained  and  dealt 
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with  aooordinffly.  Now  the  oonditioii  of  this  obligation  is 
such  that  if  me  said  his  executors  or  administratorB, 

shall  well  and  effectually  indemnify,  save  harmless,  and  keep 
indemnified  her  Majesty,  her  heirs  and  successors,  and  ail 
her  and  their  officers  of  customs  and  their  executors  or 
administrators,  from  and  against  all  loss  or  damage,  payment 
or  payments,  and  all  costs  and  expenses  which  her  said 
Majesty,  her  heirs  or  successors,  and  her  or  their  officers  of 
customs,  their  executors  and  administrators,  shall  or  may 
sustain  or  incur  by  reason  or  on  account  of  any  detention  or 
delay  in  the  delivery  of  the  said  goods,  following  upon  the 
information  contained  in  such  notice  and  any  proceedings 
consequent  upon  such  detention  or  delay,  then  this  obligation 
shall  be  void,  otherwise  shall  be  and  remain  in  full  force  and 
virtue. 

Signed,  sealed  and  deliyered 


E. — ^Eegt}lations  made  by  the  Commissionebs  op  Customs 

TJNDEB    section    16    OF    THE    MERCHANDISE    MaBKS    AcT, 

1887  (tf). 

Whebeas  by  the  Merchandise  Marks  Act,  1887  (hereinafter 
caUed"theAct"), 

After  various  provisions  against  the  sale,  or  exposure  for 
sale,  or  possession  for  sale,  trade  or  manufacture,  of 
goods  with  forged  trade- marks  or  false  descriptions,  or 
trade-marks  falsely  applied  to  them  : 

And  after  defining  (amongst  other  things),  the  expression 
''  trade-mark"  in  manner  therein  set  forth,  with  reference 
to  "Hie  Patents,  Designs,  and  Trade-Marks  Acts,  1883," 
and  the  law  of  indicated  British  possessions  and  foreign 
states: 

And  after  defining  the  expression  "  trade  description "  as 
any  description,  statement  or  other  indication,  direct  or 
indirect,  as  to  number,  qucmtity,  measure,  gauge,  or 
weight,  of  goods,  as  to  place  or  coimtry  in  whi(£  any 
goods  were  made  or  produced,  as  to  the  mode  of  manu- 
facturing or  producing  any  goods,  or  as  to  the  material 
of  which  any  goods  are  composed,  or  as  to  any  goods 
being  the  subject  of  any  existing  patent  privilege,  or 
copyright : 

And  aiter  defining  the  expressions  "  false  trade  description '' 
and  " goods,"  "  apply,*'  and  "falsely  apply," 
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It  is  provided  by  section  16,  tliat — 

(i.)  All  such  goods  as  above  mentioned,  and 
(ii.)  All  goods  of  foreign  manufacture,  bearing  any  name 
or  trade-mark,  being  or  purporting  to  be,  the  name 
or  trade-mark  of  any  manufacturer,  dealer,  or  trader 
in  the  United  £[ingdom,  unless  such  name  or  mark  be 
accompanied  by  definite  indication  of  the  country  in 
which  such  goods  were  made  or  produced, 
shall  be  prohibited  to  be  imported,  and,  subject  to  the 
provisions  of  the  said  section,  shall  be  included  among 
goods  prohibited  to  be  imported,  as  if  they  were  speci- 
fied in  section  42  of  <^the  Customs  Consolidation  Act, 
1876  "  : 
And  whereas  by  section  18  of  the  Act,  after  authorising  the 
continued  use  of  trade  descriptions  lawfully  and  generally 
applied  to  goods  of  the  particular  class,  or  manufactured 
by  a  particular  method,  to  indicate  such  class  or  method, 
it  is  provided  that,  where  such  trade  description  includes 
the  name  of  a  place  or  countrv  calculated  to  mislead  as  to 
where  the  goods  were  actually  made  or  produced,  such 
goods  not  having  been  actually  made  or  produced  there, 
file  said  reciting  section  should  not  apply  (and,  conse- 
quently, goods  so  marked  would  be  prohibited),  unless 
tiiere  be  added  to  the  trade  description,  immediately 
before  or  after  the  name  of  the  place  or  country,  in  an 
equally  conspicuous  manner  with  that  name,  the  name  of 
the  place  or  country  in  which  the  goods  were  actually 
made  or  produced,  with  a  statement  that  they  were  made 
or  produced  there : 
And  whereas  it  is  also  provided,  by  the  said  section  16,  that 
the  Commissioners  of  Customs  (hereinafter  called  ''the 
Commissioners  "),  may,  from  time  to  time,  make,  revoke, 
and  vary  regulations,  either  general  or  special,  respecting 
the  detention  and  forfeiture  of  goods  the  importation  of 
which  is  prohibited  as  hereinbefore  mentioned,  and  the 
conditions,  if  any,  to  be  fulfilled  before  such  detention 
and  forfeiture,  and  may  by  such  regulations  determine 
the  information,  notices,  and  security  to  be  given,  and 
the  evidence  requisite  for  any  of  the  purposes  of  the  said 
section,  and  the  mode  of  verification  of  such  evidence : 

And  it  is  further  provided  by  the  said  last-mentioned 
section: 

That  before  detaining  goods  or  taking  proceedings  with  a 
view  to  the  forfeiture  thereof  under  tbe  law  relating  to 
the  Customs,  the  commissioners  may  require  that  such 
regulations  as  aforesaid  shall  be  complied  with,  and 
satisfy  themselves  as  to  the  liability  of  the  goods  to 
forfeiture : 

That  such  regulations  may  apply  to  all  goods,  the  importa- 
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Goods  to  be 
detained. 


Xnionnation 
to  ensiire 
detention. 


tion  of  whicli  is  prohibited  by  the  said  section,  or  different 
regulations  may  be  made  respecting  different  classes  of 
such  goods : 
And  also  that  the  regulations  may  provide  for  the  informant 
reimbursing  the  commissioners  ful  expenses  and  damages 
incurred  in  respect  of  any  detention  made  on  his  in- 
formation, and  of  any  proceedings  consequent  on  such 
detention : 
And  it  is  also  provided,  by  the  said  section,  that  section  2 
of  the  Eevenue  Act,  1883,  shall  be  repealed  from  a  day  to  be 
fixed  by  regulations  under  the  said  reciting  sections,  such  day 
not  being  Later  than  the  first  day  of  January,  1888,  without 
prejudice  to  anything  done  or  suffered  thereunder : 
And  whereas  section  2  of  the  Bevenue  Act^  1883  is  the  law 
under,  and  by  virtue  of  which,  goods  of  foreign  manu- 
facture   infringing  the    proprietary  rights    of    British 
subjects  in  names,  addresses,  and  trade-marks,  or  bear- 
ing or  having  upon  them,  under  certain  conditions,  the 
name  of  a  pace  in  or  a  part  of  the  United  Kingdom, 
are,  at  the  present  time,  detected  and  stopped  by  officers 
of  Customs  acting  on  their  own  observation  and  responsi- 
bility, under  directions  laid  down  by  the  commissioners, 
and  without  the  requirement  of  previous  information, 
security,  or  other  conditions : — 
Now,  therefore,  the  commissioners  imder  and  by  virtue  of 
the  hereinbefore  recited  power  in  that  behalf,  hereby  make 
and  require  to  be  complied  with  the  following  regulations,  viz., 

1.  Goods  prohibited  to  be  imported  as  hereinbefore  recited, 
having  appued  to  them  forged  trade-marks,  false  trade  de- 
scriptions, or  marks,  names,  or  descriptions  otherwise  illegal, 
which,  upon  examination  are  detected  by  the  officers  of 
Customs,  are  to  be  detained  by  them  without  the  requirement 
of  previous  information. 

2.  In  giving  information  with  a  view  to  detention  an 
informant  must  fulfil  the  following  conditions,  viz. : — 

(i.)  He  must  give  to  the  collector  or  superintendent,  or  the 
chief  officer  of  Customs  of  the  port  (or  sub-port)  of 
expected  importation,  notice  in  writing  stating, 
the  number  of  packages  expected,  as  far  as  he  is 

able  to  state  the  same ; 
the  description  of  the  goods  by  marks  or  other 

particulars  sufficient  for  their  identification ; 
the  name  or  other  sufficient  indication  of  the  im- 
porting ship ; 
the  manner  in  which  the  goods  infringe  the  Act ; 
the  expected  day  of  the  arrival  of  the  ship ; 
(ii.)  He  must  deposit  with  the  collector  or  other  officer  as 
aforesaid  a  sum  sufficient,  in  the  opinion  of  that  officer, 
to  cover  any  additional  expense  which  may  be  incurr^ 
in  the  examination  required  by  reason  of  his  notice. 
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3.  If,  upon  arriyal  and  examination  of  the  goods,  the  officer 
of  Customs  is  satisfied  that  there  is  no  ground  for  their  deten- 
tion, they  will  be  delivered.  If  he  is  not  so  satisfied,  he  will 
decide  either  to  detain  the  goods,  as  in  a  case  of  detention 
upon  ordinary  examination,  or  to  require  security  from  the 
informcmt,  for  reimbursing  the  commissioners  or  their  officers 
all  expenses  and  damages  incurred  in  respect  of  the  detention 
made  on  his  information  and  of  any  proceedings  consequent 
thereon. 

4.  The  security  thus  required  must  be  an  immediate  ad 
valorem  deposit  of  ten  pounds  per  cent,  on  the  value  of  the 
goods,  as  fixed  by  the  officer  from  the  quantities  of  value 
shown  by  the  entiy ;  and,  also,  subsequently  a  bond  to  be 
completed  within  four  days  in  double  the  value  of  the  goods, 
with  two  approved  sureties.  The  ad  valorem  deposit  will  be 
returned  upon  completion  of  the  bond,  and  will  not  be  required 
if ,  as  an  alternative  where  time  permits,  the  informant  prefers 
to  give  a  like  bond  before  examination,  upon  estimated  value 
of  the  goods  declared  to  by  him  im.der  statutory  declaration. 
If  the  security  is  not  duly  given  as  above  required,  there  will 
be  no  further  detention  of  the  goods. 

5.  In  the  above  regulations  the  words  ^'officer  of  Customs" 
mean  an  officer  acting  under  the  general  or  special  direction 
of  the  Commissioners,  and  the  words  "  value  of  the  goods  " 
mean  value  irrespective  of  duty. 

6.  The  "  notice  "  and  "  bond  "  required  as  above  shall  be 
in  the  forms  contained  in  the  Schedule  to  these  regulations, 
or  in  such  other  forms  as  the  commissioners  may  from  time  to 
time  order  and  direct. 

7.  The  security  taken  under  these  regulations  will  be  given 
up  at  the  times  following,  that  is  to  say : — 

Where  given  before  examination,  and  if  no  detention, 
forthwith. 

Where  given  on  detention : — 

If  the  forfeiture  is  completed,  either  by  lapse  of  time  or 
ultimate  condemnation  by  a  court  of  justice,  then  on 
such  completion  of  forfeiture. 

If  the  forfeiture  is  not  completed,  then 

If  the  goods  are  released  by  the  commissioners,  and  no 
action  or  suit  has  been  commenced  against  them,  or  any 
of  their  officers,  in  respect  of  the  detention,  then  at  the 
expiration  of  three  months  from  the  time  of  detention ; 
or,  if  the  »x>ds  are  released  for  failure  of  proceedings 
taken  for  the  forfeiture  and  condemnation  thereof  upon 
information  under  section  207  of  ''  The  Customs  Consoli- 
dation Act,  1876,"  and  no  action  or  suit  has  been  com- 
menced against  the  commissioners,  or  any  of  their  officers, 
in  respect  of  the  detention,  then  at  the  expiration  of  three 
months  from  the  trial  of  such  information. 

yt2 
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If  within  sucli  periods  as  aforesaid  any  such  action  or  suit 
as  aforesaid  nas  been  commenced,  then  upon  the  ultimate 
conclusion  of  such  action  or  suit,  and  the  fulfilment  of  the 
purpose  for  which  the  security  was  ffiven. 

8.  These  regulations  apply  to  transhipment  and  transit 
eoods  as  well  as  to  goods  landed  to  be  warehoused,  or  for 
home  consumption. 

9.  The  Ist  day  of  January,  1888  is,  by  these  "reg^ula- 
tions,"  fixed  as  the  day  from  which  section  2  of  the  '^  Eevenue 
Act,  1883,"  shall  be  repealed,  subject  to  the  terms  of  the 
recited  Act ;  and  these  regulations  will  take  effect  from  the 
date  of  such  repeal. 

Ohakles  du  Cans     )    ru«,«*;-«;^«..»c,  ^* 
H.MTJBIIAY  '    Oommissionersof 

Horace  Seymottb. 

Oustom  House,  London, 

Ut  December,  1887. 


H.  M.  Customs. 


F.— S0HEDX7LE. 

(NonoB.) 
The  Merehandiae  Marks  Act,  1887. 

To  the  Golleotor,  Saperintendent,  or  Chief 
Officer  of  OnstomB  at  the  Port  [or 
Sub-Port]  of 

I  hereby  give  yon  notice  that  the  nndermentioned  goods,  that  is  to 
say,*  are  about  to  be  imported  into  your  port  on  or  about  the 

day  of  next,  in  thef 

•  That  such  goods  are  liable  to  detention  and  forfeiture  beingj 

That  Mr.     ^      of  and  Mr.  of  are  prepared  to 

become  my  sureties  in  such  bond  as  may  be  required  upon  detention  of 
the  goods. 

And  I  request  that  the  said  goods  may  be  detained  and  dealt  with 
accordingly. 

Dated  this  day  of  188  . 

A.B. 
[or  agent  for] 

KoTS. — ^Mr.  refers  to  his  bankers  [or  solidtorsl,  and 

Mr.  to  his  bankers  [or  solicitors]  as  to  his  sufficienoy  for  the 

penalty  of  the  bond. 


*  Describe  the  goods,  number  of  packages,  marks  used,  and  any  other 
particulars  necessary  for  their  identification. 

t  Describe  the  ship,  and  give  name  or  indication. 

}  State  how  the  goods  infringe  the  Act,  and  if  the  infringement  is  one 
as  to  a  forged  trade-mark  protected  in  a  British  possession  or  foreign 
state,  state  the  possession  or  state,  or  if  the  infringement  is  one  as  to  place 
or  country  of  origin,  state  the  name  of  the  place  or  country  falsely  used. 
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(BOHD.) 

The  MerehandUe  Marks  Act,  1887. 

Show  all  Men  bt  teesb  Pbbbemtb,  that  wb  A.  B.  and 

are  firmly  bound  unto  Our  Sovereign  Ladj  Victoria,  by  the  Graoo 
of  God,  of  the  United  Kingdom  of  Great  Britain  and  Ireland,  Queen, 
Defender  of  the  Faith,  in  the  sum  of  pounds  to  be  paid  to  our 

said  Lady  the  Queen,  her  heirs  or  successors.  For  which  payment 
well  and  truly  to  be  made  we  bind  ourselyes,  jointly  and  severally, 
our  heirs,  executors,  and  administrators,  fiimJy  by  these  presents. 
Sealed  with  our  seals.    Dated  this  day  of  in  the  year  of 

our  Lord,  one  thousand  eight  hundred  and 

'Whereas  the  abovenamed  A.  B.  has  by  a  notice  dated  the 

day  of  informed  the  collector  of  customs  at  that  the 

undermentioned  g^oods,  that  is  to  say,  were  about  to  be  imported 

into  the  port  of  contrary  to  section  16  of  the  Merdiandise  Marks 

Act,  1887,  and  requested  that  the  said  goods  should  be  detained  and 
dealt  with  accordingly.  And  whereas  the  said  goods  duly  arrived  in  the 
said  port  on  the  day  of  last,  and  are  now  detained  pursuant 

to  the  said  notice.  Now  the  condition  of  this  obligation  is  such  that  if 
the  said  A.  B.  his  executors  or  administrators,  shall  well  and 

effectually  indenmify,  save  harmless,  and  keep  indemnified,  her  Majesty, 
her  heirs  and  successors,  and  all  her  and  their  officers  of  customs,  and 
their  executors  or  administrators,  from  and  against  all  loss  or  damage, 
payment  or  payments,  and  all  costs  and  expenses  which  her  said  Majesty, 
her  heirs  or  successors,  and  her  and  their  officers  of  customs,  their  execu- 
tors or  administrators,  shall  or  may  sustain  or  incur  by  reason  or  on 
account  of  any  detention  of  the  said  goods  following  upon  the  information 
contained  in  such  notice  and  any  proceedings  consequent  upon  such  deten* 
tion,  then  this  obligation  shall  be  void,  or  otherwise  shall  be  and  remain 
in  full  force  and  virtue. 

Signed,  sealed,  and ) 
aeUyered.  ) 


0. — GEinERiJ.  Obdeb  9/1888. 

OxJSTOM  HoxjsE,  London, 
Sib,  18th  January,  1888. 

In  accordance  with  paragraph  33  of  General  Order  99/1887, 
I  now  transmit  to  you  the  directions  of  the  Board,  to  enable 
you  to  deal  with  watch  cases  and  watches,  under  the  Merchan- 
dise Marks  Act;  the  latter  term,  watches,  meaning  as  pro- 
vided by  section  7  of  the  Act,  '*  all  that  portion  of  a  watch 
which  is  not  the  watch  case." 

Your  attention  has  already,  by  G.O.  81/1887,  been  called  to 
the  position  in  which  watch  cases,  under  this  section,  stand  in 
relation  to  watches;  and  the  consequent  importance  of  the 
assay  mark  on  watch  cases,  which  mark,  by  virtue  of  sec- 
tion 3  (1)  of  the  Act,  would  be  deemed  a  trade  description  as 
to  place  or  country  of  origin. 

You  will  note,  in  addition,  that  by  section  8  (1)  of  the  Act, 
provision  is  made  for  preventing  foreign-made  watch  cases 
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from  obtaming  the  mark  placed  on  a  watcli  case  made  in  the 
United  Kingdom :  and  it  is  enacted  that  a  different  mark  shall 
be  placed  on  foreign  watch  cases  of  such  pattern,  and  in  sucli 
mode  as  directed  by  Order  in  Goimdl. 

An  Order  in  Council  to  this  effect,  dated  the  28th  of 
November  last,  was  published  in  the  '^ London  Gazette"  of 
9th  December  last,  and  a  copy  of  this  order,  together  with 
sheets  1  and  2  of  Appendix  to  Schedule  II.  therein  referred 
to,  which  contain  diagrams  of  the  required  new  marks,  are 
sent  to  you  herewith. 

You  will  carefully  study  these  sheets,  and  note  how  the 
marks  apply  variously  to  the  different  assay  offices  in  the 
United  Kingdom. 

The  directions  to  be  observed  by  you  in  applying  this  new 
law  will  relate  to— 

Watch  cases  with  assay  marks  imported  alone, 
like  watch  cases  imported  with  tiie  watches,  that  is 
to  say  watches  of  foreign  manufacture  in  them. 


(a)  Watch  Cases  with  Assay  Marks  imported  alone, 

11  the  cases  are  wholly  immarked,  or  are  duly  marked  in 
accordance  with  the  Order  in  Council,  or  with  a  foreign  assay 
mark,  and  there  is  not,  in  addition,  any  wording  on  any  part 
of  the  case  proper,  or  on  the  dome,  indicating  make  or  pro- 
duce in  the  United  Kingdom,  the  goods  may  be  delivered. 
If,  on  the  other  hand,  there  is  any  such  wording,  the  goods 
must  be  detained  and  the  matter  referred  to  the  Board. 

If  the  cases  are  marked  with  a  British  Hall  Mark  as  placed 
on  watch  cases  made  in  the  United  Kingdom,  you  will  detain 
the  goods  unless  they  are  entered  as  '^  British  goods  brought 
back,"  in  which  case  they  may  be  admitted  under  the  usual 
regulations. 

(b)  Watch  Cases  imported  with  the  Watches  in  them. 

If  the  cases  are  wholly  unmarked,  or  are  marked  either 
In  accordance  with  the  Order  in  Council,  or 
With  a  forei^  assay  mark,  or 

With  a  British  assay  mark  as  placed  on  a  watch  case 

made  in  the  United  Kingdom,  and  with  an  equally 

conspicuous  statement  either  above  or  below  the  assay 

mark,  that  the  watch  is  of  foreign  make ; 

And  if  there  is  no  wording  either  as  an  addition  on  the  case 

or  dome,  or  upon  the  watch  itself,  whether  on  the  dial  or  the 

plate,  or  any  part  of  the  works,  indicating  make  or  produce  in 

the  United  Kingdom,  then  the  goods  may  be  delivered. 

If,  on  the  other  hand,  there  is  any  such  wording,  the  goods 
must  be  detained  and  the  matter  referred  to  the  Board. 
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If  the  cases  are  marked  with  a  British  assay  mark  as  placed 

on  a  watch  case  made  in  the  United  Kingdom,  and  with  no 

statement  of  foreign  make  on  the  cases,  as  required  above,  you 

will  detain  them  as  a  seizure,  unless  there  is  upon  the  dial  of 

each  watch  and  also  on  the  top  ^'  plate  "  (where  the  watch  is 

of  that  construction)  or  on  the  bottom  ** plate"  (where  the 

watch  is  of  that  construction)  visibly,  between  the  "bridges," 

an  indelible  and  definite  indication  of  the  place  or  country  in 

which  the  watches  were  made.    Such  an  indication  will  be 

considered  definite,  if  it  is,  or  contains  only  the  name  of  the 

place  or  country  of  origin ;  if  in  addition,  it  contains  the  name 

of  a  place  in,  or  a  part  of  the  United  Kingdom,  as,  for 

instance,  "  Geneva  and  London,"  or  if  there  is  anywhere  on 

the  watch  an  indication  by  figures,  words,  or  otherwise,  that 

the  watch  might  be  the  make  or  produce  of  the  United 

Kingdom,  then,  in  addition  to  the  name  of  place  or  country  of 

origin,  there  must  be  a  distinct  statement  that  the  watches 

were  there  made. 

I  am,  Sir,  your  obedient  Servant, 
E.  QooDWYir. 
The  Ck)Ueotor  at 


H. — OSDEB  m  COTTNOIL  AS  TO  AsSAY  MaBKS  ON  WATOH 

Oases  (/). 
At  the  Court  at  Windsor,  the  28th  day  of  November,  1887. 

Peesbnt — The    Queen's    Most    Excellent    Majesty   in 
Council. 

"Whereas  by  the  Merchandise  Marks  Act,  1887,  50  and  51 
Vict.  c.  28,  it  is  amongst  other  things,  provided  that — 

(1.)  Every  person  who,  after  the  date  fixed  by  Order  in 
Coimcil,  sends  or  brings  a  watch  case,  whether  im- 
ported or  not,  to  any  assay  office  in  the  United 
Kingdom  for  the  purpose  of  being  assayed,  stamped, 
or  marked,  shall  make  a  declaration  declaring  in  what 
country  or  place  the  case  was  made.  If  it  appears  by 
such  declaration  that  the  watch  case  was  made  in  some 
country  or  place  out  of  the  United  Kingdom,  the  assay 
office  shall  place  on  the  case  such  a  mark  (difPering 
from  the  mark  placed  by  the  office  on  a  watch  case 
made  in  the  United  Kingdom)  and  in  such  a  mode  as 
may  be  from  time  to  time  directed  by  Order  in  OoundL 


(/)  London  Qasette,  9  Deo.,  1887,  p.  6862. 


696  Appendix — No.  14.  f 

(2.)  The  declaration  may  be  made  before  an  officer  of  an 
assay  office  appointed  in  that  behalf  by  the  office 
(which  officer  is  hereby  authorized  to  administer  such 
a  declaration)  or  before  a  justice  of  the  peace  or  a 
commissioner  having  power  to  administer  oaths  in  the 
Supreme  Court  of  Judicature  in  England  or  Ireland  or 
in  the  Court  of  Session  in  Scotland,  and  shall  be  in 
such  form  as  may  be  from  time  to  time  directed  by 
Order  in  Council. 
(3.)  Every  person  who  makes  a  false  declaration  for  the 
purposes  of  this  section  shall  be  liable  on  conviction 
or  indictment  to  the  penalties  of  perjury,  and,  on 
summary  conviction,  to  a  fine  not  exceedmg  twenty 
poimds  for  each  offence. 
Now,  therefore,  her  Majesty,  by  and  with  the  advice  of 
her  Privy  Council,  and  in  exercise  of  the  powers  vested  in 
her  by  the  above-recited  provisions  of  the  said  Act,  is  pleased 
to  order  and  declare,  and  doth  hereby  order. and  declare,  that 
where  it  appears  by  such  declaration  that  such  watch  cases 
have  been  made  in  some  country  or  place  out  of  the  United 
Kingdom,  then  the  following  authorities,  that  is  to  say : — . 
The  Wardens  and  Commonalty  of  the  Mystery  of  Gold- 
smiths of  the  City  of  London ; 
The  Guardians  of  the  Standard  of  Wrought  Plate,  Bir- 
mingham ; 
The  Company  of  Goldsmiths  of  the  City  of  Chester ; 
The  Guardians  of  the  Standard  of  Wrought  Plate,  Sheffield ; 
The  Incorporation  of  (Joldsmiths  of  the  City  of   Edin- 
burgh; 
The  Goldsmiths'  Company  of  the  City  of  Glasgow ; 
The  Fraternity  or  Company  of  Goldsmiths  of  the  City  of 
Dublin; 
shall  respectively  cause  to  be  placed  on  such  watch  cases 
the  marks  more   particularly  described  and  delineated   in 
Schedule  II.  hereunto  annexed,  and  no  other  mark  or  marks, 
and  such  marks  are  hereby  authorized  accordingly. 

And  it  is  hereby  further  ordered  and  declared  that  the 
declaration  to  be  made  shall  be  in  the  form  set  forth  in 
Schedule  I.  hereunto  annexed. 

This  order  shall  come  into  operation  on  the  first  day  of 
January,  one  thousand  eight  hundred  and  eighty-eight. 

C.  L.  Pesl. 


SCHEDULE  I. 

FOUC  OF  DEOLABiLTION. 

I  *  do  hereby  declare  that  the  [watoh  case]  or  [watbh 

casee]  [brought]  or  [sent]  by  me  this  day  to  the  Assay  Office 
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at  in  number  and  in  a  parcel  marked  [^v'u] 

[irare]  made  in  f. 

Beolared  at  this  day  of  ,  18    • 

Before  me  ^. 

Officer  of  the  aforesaid  Assay  Office  appointed  in  that  behalf 
oTf  Justice  of  the  Peace  for  or.  Commissioner  having  power  to 

administer  oaths  in  the  Supreme  Court  of  Judicature  in  ^gland. 

E Supreme  Court  of  Judicature  in  Ireland]. 
Court  of  Session  in  Scotland]. 

*  Here  insert  name  and  address  of  dedarant. 

"t  Signature  of  declarant. 

X  Signature  and  title  of  person  before  whom  the  declaration  is  made. 

SCHEDULE  II.  (ff). 

On  a  foreign  gold  case : — 
Within  a  uiield  of  the  form  of  a  cross,  and  of  the  size  shown  in 
Figure  I.  of  the  Appendix  hereto,  the  word  "Foreign,"  over 
which  a  hall  mark  particular  to  each  office  shown  in  Figure  III. 
and  the  carat  value  of  the  gold,  and  under  which  the  decimal 
equivalent  of  the  carat  value  of  the  gold  together  with  the  variable 
annual  date  letter. 
On  a  foreign  silver  case : —    r 
Within  a  shield  of  the  form  of  a  regular  octagon  and  of  the  size 
shown  in  Yigure  II.  of  the  Appendix  hereto,  1he  word  *'  Foreign," 
over  which  a  hall  mark  partioular  to  each  office  shown  in  Figure  III. 
and  under  which  the  variable  annual  date  letter. 
The  particular  hall  mark  above  referred  to  for  each  of  the  seven  assaj 
offices  at  which  foreign  cases  may  be  stamped  is  shown  in  Figure  Y.  A 
the  Appendix  hereto  (^). 


I. — ^General  Obdeb  14/1888. 

OxTSTOM  House,  London, 
Sm,  4th  Febniaxy,  1888. 

With  reference  to  paragraph  (b)  of  the  5th  section  of  the  Names  on 
Merchandise  Marks  Act,  1887,  I  am  desired  to  acquaint  you  packing  cf 
that  a  name  of  a  port  or  place  of  destination  applied  to  mere  not  shown  to 
packing  cases,  in  which  goods  are  clearly  not  intended  to  be  P"o1»«gw» 
sold,  or  exposed  for  sale,  either  wholesade  or  retail,  will  not 
render  the  goods  liable  to  detention;  but  where  a  package    . 
containing  goods  is  not  of  this  description,  the  port  or  place 
of  destination  should  be  accompanied  by  a  defimte  indication 
of  the  country  of  origin  (A). 

I  am,  sir,  your  obedient  servant. 

To  the  Collector.  E.  Goodwyn. 

{a)  The  figured  referred  to  are  shown  in  the  London  Gkuette,  9  Deo., 
1887,  p.  6862. 
(A)  See  G.  O.  26/1888,  below 
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J.-^Gehebal  Obdeb  26/1888. 

Custom  House,  Lohdoit, 
Bib,  lOih  March,  1888. 

Names  I  am  desired  to  acquaint  you,  for  the  information  and 

applied  to  guidance  of  yourself  and  of  the  officers  under  your  survey, 
^*^^^^^  that,  with  reference  to  paragraph  6  (b)  and  to  paragraph  10 
ticmof^^Bdm  ^  General  Order  99/1887,  the  Boaord  are  of  opinion  that 
only.  inscriptions  applied  to  goods  by  means  of  labels  or  tickets,  or 

applied  to  boxes,  cartons,  parcels,  or  other  ultimate  packs^^ 
containing  goods,  manifestly  only  for  the  purpose  of  dis- 
tinguishing the  goods  for  the  convenience  of  dealers  and 
shopkeepers,  and  not  specially  intended  to  attract  the  eye  of 
the  consumer,  should  not  be  practically  treated  as  trade 
descriptions,  whenever  the  inscription  consists  simply  of  the 
bare  name  of  the  goods  or  indication  of  nxmiber,  quantity, 
size,  and  the  like. 
For  instance, — 
on  hosieiy, 

^^Hose" 
"White  Cotton— size  10." 
on  textile  fabrics, 

"  No.— Qual.—Colouiv—De8s.— Yards," 

or 

"  No.— Size— Quality— Shade." 

on  goloshes, 

"  1  Doz.  pairs— Men's  2nd  Quality- No.  7." 

Ooods  bearing  labels,  tickets,  &c.,  of  this  character  only 
are  not  to  be  detained,  whatever  may  be  the  language  in 
which  the  inscriptions  are  printed  or  written. 

You  are  to  cause  these  directions  to  be  carried  into  effect 
accordingly. 

It  is  to  be  understood  that  this  order  does  not  apply  to 

wording  on  the  goods  themselves,  nor  to  any  wording  which 

includes  the  name  of  a  place  or  country,  the  name  of  any 

trader,  manufacturer  or  dealer,  or  a  trade-mark, 

Kame  of  I  am  further  to  acquaint  you  that  the  last  clause  of  General 

port  of  Order  14/1888  is  not  to  be  read  as  applying  to  the  names  of 

uxuhipment.     ports  of  unshipment,  used  for  the  mere  purpose  of  indicating 

where  the  goods  are  to  be  unladen,  as  required  frequently  in 

bills  of  lading,  whatever  may  be  the  description  of  pac^ge 

used.    The  officers  are  to  exercise  their  discretion  in  distin- 

guishiuff  whether  those  names  are  used  solely  for  the  purpose 

specified  above. 

I  am,  sir,  your  obedient  servant. 
To  the  Collector.  E.  T.  Pbowsb. 
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K — Geneilaii  Ordeb  33/1888. 

Custom  House,  London, 
Sm,  24th  March,  1888. 

With  reference  to  paragraph  33  of  the  General  Order  Lancashlie 
99/1887,   I  am  desired  to   acquaint  you  that  Swedish  iron  Swedish  iroiu 
bearing  the  words  ''  Lancashire  Swedish,"  or  the  abbreviation 
thereof,  **Lancash.  Swedish,"   is  to  be  admitted  into  this 
country  without  question  so  far  as  the  provisions  of  the 
Merchandise  Marks  Act,  1887,  are  concerned. 

This  arrangement  is  sanctioned  upon  the  understanding 
that  the  words  of  the  mark  shall  not  be  inverted,  and  that 
under  no  circumstances  will  Swedish  iron  marked  '^Lanca- 
shire "  alone  be  admitted  into  this  country. 

I  am,  sir,  your  obedient  servant, 
To  the  Collector.  E.  T.  Peowbb. 


L. — General  Obdeb  44/1888. 

Custom  House,  London, 
Bm,  9th  April,  1888. 

With  reference  to  section  83  of  the  General  Order  99/1887,  Address 
I  am  desired  to  acquaint  you  that  packages  used  for  the  im-  marks  on 
portation  from    any  place  of  natural  Sowers,   fresh  fruit,  ?^T®"»  , 
vegetables  and  potatoes,  and  bearing  upon  them  marks  which         L^i 
the  officers  are  satisfied  are  merely  address  marks,  such  as  ^*^^ 
"Wm.  Evans,  Leeds,"  "Thos.  Jones,  London,"  are  to-be 
treated  as  packing  cases   to  which   the  provisions  of  the 
General  Orders  14  and  26/1888  apply,  and  are  not  to  be 
detained  under  the  Merchandise  Marks  Act  on  account  of 
such  marks  only. 

Moreover,  packages  of  the  above  description  coming  from 
the  Chaimel  Islands,  Malta,  Gozo,  and  Gibraltar,  and  bearing 
on  them,  in  addition  to  address  marks,  any  words  in  the 
English  language  describing  the  goods  contained  in  the 
packages,  are  not  to  be  detained  on  this  account,  provided 
such  words  do  not  constitute  a  trade-mark,  nor  include  the 
name  of  a  place  in  the  United  Kingdom  to  which  the  General 
Orders  quoted  above  do  not  apply. 

I  am,  sir,  your  obedient  servant. 
To  the  Collector.  B.  T.  Pbowsb. 
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K.— By  Boabb's  Obdeb  ok  No.  37366/1888. 

Sardine  Trade, 

SardineB  from  Spain  and  Portugal  imported  into  this 
cotintry,  marked  with  names  of  French  places  or  in  the  French 
language^  but  without  the  qualification  required  by  the  Mer- 
chandise Marks  Act,  1887,  may  be  delivered,  up  to  the  30th 
of  June,  1889  (inclusiye).  After  that  date,  sardines  which 
are  not  imported  from  France  will  not  be  admitted  to  this 
country  unless  duly  qualified,  when  they  bear  upon  them  the 
names  of  places  in  France  or  descriptions  in  the  French 
language  other  than  the  trade  description  '^  sardines  k  I'huile," 
which  will  be  admissible  on  sardines  from  whatever  part  of 
the  world  they  may  be  imported. 

By  order, 

(Signed)        E.  Goodwtf. 
Custom  House,  London, 

18th  December,  1888. 


jr.— Genbeal  Obdeb  147/1888. 

Custom  House,  Londok, 
3lBt  December,  1888. 

Merchandise  Marks  Act. 

Orain* 

The  Board  direct  that  grain,  of  a  description  wUch  is  grown 
in  the  United  Kingdom,  imported  in  sacks,  be  delivered  with- 
out reference  to  tiie  marks  upon  them,  for  a  period  of  six 
months  from  the  1st  proximo,  provided  such  marks  constitute 
correct  descriptions  and  do  not  include  the  name  of  a  place  in 
the  United  Kingdom.  The  Board  make  this  concession  with 
the  view  of  allowing  importing  merchants  time  in  which  to 
add  to  the  marks  on  their  sacks  an  indication  that  the  grain 
is  of  foreign  production. 

The  officers  are  informed  that  descriptionB  of  grain  which 
are  not  grown  in  this  country,  including  linseed  and  rapeseed, 
do  not  require  to  have  an  indication  merely  of  British  origin 
qualified  by  an  indication  that  the  grain  is  of  foreign  produc- 
tion, nor  are  descriptions  in  the  il^glish  language  on  grain 
from  English-speaking  coimtries,  including  India,  to  be  con- 
sidered open  to  objection,  provided  they  are  correct  descrip- 
tions and  do  not  include  the  name  of  a  place  in  the  United 
Kingdom. 
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The  officers  are  also  informed  that  on  and  after  the  1st  July 
next  the  name  and  address  of  a  merchant  in  this  country,  on 
grain  sacks,  will  be  dealt  with  as  an  indication  that  the  grain 
is  of  British  orig^. 

The  Board  have  directed  that,  in  the  case  of  grain  imported 
in  bulk  and  transferred  into  sacks  on  board  the  importing 
ship,  the  markinfi^  of  the  sacks  need  not  be  qualified  with  a 
statement  of  the  £)reign  origin  of  the  grain. 

By  order,        E.  T.  Prowse. 


0. — General  Order  7/1889. 

Custom  House,  Lokdon, 
1st  Februaiy,  1889. 

Merchandise  Marks  Act,  1887« 

Certain  discretionary  Powers  given  to  Officers, 

The  importation  sections  of  the  Merchandise  Marks  Act, 
1887,  having  now  been  in  force  for  over  twelye  months,  and 
its  provisions  having  become  familiar  both  to  importers  of 
goods  and  to  the  officers  of  Customs,  the  Board  have  con- 
sidered whether  some  discretionary  power  may  not  be  given 
to  the  collectors,  surveyors,  or  other  superior  officers  in  releas- 
ing goods,  which  although  at  first  siffht  they  appear  to  be 
liaole  to  detention,  yet  on  further  explanation  from  the  im- 
porter may  properly  be  released,  so  far  as  the  Merchandise 
Marks  Act  is  concerned,  such,  for  instance,  as  genuinely 
marked  British  returned  goods,  or  private  property  in  actual 
use. 

The  Board  accordingly  give  to  the  collectors  and  surveyors 
at  the  outports,  and  to  the  inspectors  and  surveyors  in  London, 
a  discretionary  power  to  deliver  goods  without  a  special  order 
when  they  are  satisfied  that  they  come  under  any  one  of  the 
following  heads : — 

(1.)  Articles  not  dutiable,  however  marked,  sent  over  to  one  n,)  Artioles 
individual  as  presents,  or  for  personal  use,  and  not  in  any  forpriyate 
process  of  sale  or  purchase,  on  the  officers  satisfying  them-  ^>^* 
selves  that  the  importer's  statement  in  this  respect  is  correct. 

(2.)  Articles  which  are  not  new  and  which  are  manifestiy  /2.)  Used 
private  property,  such  as  dothinff  or  other  personal  effects,  aitidee  either 
and  old,  used,  and  damaged  articles  sent  to  this  country  for  private  pco# 
repairs  and  imported  by  or  consigned  to  the  persons  whose  V^  ^wnt 
names  are  on  the  ffoods.    Under  this  head,  however,  such   °'  "?«"• 
goods  as  old  lace,  old  china,  or  old  vioHns,  and  similar  articles 
sent  by  dealers  for  sale  as  antiquities,  are  not  included;  goods 
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(3.)  BritiBh 

samples 

returned. 


(4.)  Foreign 
samples. 


(5.)  British 

returned 

goods. 


(6.)  Aban- 
doned  de- 
tained goods. 


of  this  kind  are  strictly  merchandise.  Wherever  age,  ap- 
parent or  real,  adds  to  the  value  of  the  goods,  they  are  not  to 
be  delivered  under  this  paragraph,  unless  they  are  private 
property,  not  in  any  process  of  sale  or  purchase,  but  the 
directions  of  the  Board  must  be  obtained.  / 

(3.)  Samples  of  no  valucy  made  by  competing  firms  in  the 
United  Kingdom,  and  sent  to  manufacturers  in  this  country 
for  the  purposes  of  trade,  may  be  delivered  on  a  statement 
being  made  in  writing  by  the  importer  that  the  articles  are 
samples  of  no  value,  and  that  they  are  imported  for  trade 
purposes,  as  samples,  and  not  for  sale  or  use,  provided  the 
officers  are  satisfied  that  they  are  of  British  manufacture. 

(4.)  Foreign  samples  not  bearing  the  names  or  trade-marks 
of  manufacturers  or  dealers  in  the  United  Eangdom,  but 
bearing  trade  descriptions  which  are  misleading  in  language 
as  to  the  country  from  which  they  come,  may  be  also  admitted 
upon  being  duly  qualified,  and  on  the  officers  being  satisfied 
that  they  are  imported  for  purposes  of  manufacture  or  com- 
parison in  this  country.  Foreign  samples,  however,  bearing 
the  names  or  trckde-marks  of  British  manufacturers  or  dealers, 
or  indirect  indications  of  British  manufacture,  without  qualifi- 
cation, sent  for  the  purpose  of  soliciting  orders  for  sale  in  this 
country,  are  to  be  placed  imder  detention,  and  not  delivered 
without  the  Board's  sanction. 

(5.)  British  returned  goods,  not  dutiable,  or  in  respect  to 
which  no  drawback  can  have  been  received,  may  be  released 
under  the  6th  section  of  the  Act  42  &  43  Vict.  c.  21,  without  a 
special  order  of  the  Board,  so  far  as  the  marks  are  concerned, 
either  by  a  bill  of  store,  or  by  declaration  of  the  importer 
that  the  goods  are  within  his  knowledge  British  returned,  so 
long  as  the  collector  or  surveyor  sees  no  reason  to  doubt  its 
truth. 

Should,  however,  the  goods  be  admitted  to  entry  as  British 
under  the  second  alternative  allowed  by  the  section,  viz.,  "  by 
and  with  the  consent  in  writing  of  flie  proprietor  of  such 
name,  brand,  or  mark,  or  his  legal  representative,"  such 
consent  in  each  case  must  be  accompanied  by  a  statement 
from  the  persons  whose  names  appear  upon  the  goods  that 
the  articles  have  been  manufactured  by  them  in  this  country. 

Should  the  officer  who  examines  the  goods  have  any  doubt 
as  to  the  truth  of  the  statement,  the  matter  is  to  be  reported 
to  the  Board. 

The  officers  will  not  call  for  statutory  declarations  made 
under  the  Statutory  Declarations  Act,  1835,  without  the 
Board's  sanction  in  each  case. 

(6.)  In  London,  goods  which  have  been  placed  under 
detention  on  account  of  illegal  marks,  and  in  respect  of  which 
no  applications  have  been  made  by  the  importers  or  no  steps 
taken  to  carry  out  the  conditions  imposed  by  the  Board  on 
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their  release,  -within  two  months  from  the  date  of  the  Board's 
order  for  their  detention,  are  to  be  removed  to  the  Queen's 
warehouse,  without  special  directions  in  each  case,  should 
the  officers  see  no  circumstances  which  caU  for  exceptional 
treatment. 

(7.)  The  officers  are  to  take  care  that,  in  aU  cases  where  the  (7.)  Qualify- 
Board  allow  qualifying  words  to  be  added  before  the  deliyery  ^  marks, 
of  goods,  such  words  are  applied  in  characters  dear,  con- 
spicuous, and  as  indelible  as  the  marks  requiring  qualification, 
and  in  dose  proximity  to  those  marks. 

By  order,        E.  Qoodwtn. 
To  the  Collector. 


P.— Genbeal  Om)EB  8/1890. 

Custom  Hottse,  London, 

25th  January,  1890. 

Merchandise  Marks  Act. 

As  to  marking  of  imported  Bales  of  Wool. 

The  officers  are  informed  that  wool  imported  from  New 
Zealand  and  the  Australian  and  Cape  Colonies,  in  bales 
marked  with  the  names  of  the  Stations  upon  which  the  wool 
is  grown,  or  the  breed  of  sheep,  such  as  "Bridgwater," 
"Cheviot,"  "Lincoln  Slipes,"  &c.,  and  which  are  often  iden- 
tical with  the  names  of  towns  or  districts  in  the  United 
Kingdom,  need  not,  imtil  further  orders,  be  detained  for 
want  of  an  accompanying  indication  of  the  country  of  origin. 

By  order  of  the  Board, 
E.  T.  Pbowse. 


Q.— General  Obdeb  50/1893. 

Custom  House,  London, 

12th  July,  1893. 

Merchandise  Marks  Act,  1887. 

The  Proprietor  of  a  Registered  Mark  to  he  apprized  when  goods 
have  been  detained  for  an  infringement  of  such  Mark. 

With  reference  to  the  provisions  contained  in  the  regulations 
made  by  the  Commissioners  of  Customs  under  section  16  of 
the  Merchandise  Marks  Act  of  1887,  and  to  those  of  General 
Order  99/1887,  the  Board  direct  that,  when  goods  are  detained 
on  account  of  names  or  marks  which  have  been  registered  in 
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.  this  department,  care  be  taken  in  every  case  that,  in  addition 
to  the  usual  notice  of  seizure  required  under  section  207  of  the 
Customs  Consolidation  Act,  information  of  the  detention,  and 
of  the  cause  of  such  detention,  be  at  once  given  in  writing  to 
the  person  who  has  so  registered  his  name  or  mark,  or  to  the 
representative  appointed  by  him  to  authorize  delivery  of  the 
goods,  who  is  at  the  same  time  to  be  called  upon  to  enter  into 
tiie  required  security  without  delay,  and  informed  that  unless 
immediate  attention  is  given  to  the  matter  the  goods  will  be 
released. 

If,  at  the  end  of  four  days,  the  collector  (or  other  principal 
officer  concerned)  does  not  receive  a  reply  he  will  release  the 
goods;  but  the  collectors  will  observe  diat  the  limit  to  the 
time  of  detention  here  laid  down  does  not  apply  in  cases 
where  the  marks  are  such  as  to  render  the  goods  liable  to 
detention  irrespective  of  the  question  of  registration ;  and  in 
such  cases  the  above  clause  intimating  an  early  release  of  the 
goods  in  the  absence  of  due  attention  being  paid  to  the  matter 
IS  to  be  omitted  from  the  notice  given  to  the  owner  of  the 
mark  or  his  representative. 

By  order  of  the  Board, 

JOHK  OOUBBOTTX. 


E.~Geneiull  Oeder  68/1893. 

Custom  House,  London, 

31st  August,  1893, 

Merchandise  Marks  Acts. 

Saumur  Champagne. 

The  Board,  having  had  their  attention  recently  called  to  the 
marks  on  French  sparkling  wines,  hereby  inform  officers  for 
their  guidance,  that  on  and  after  the  1st  October  next,  the 
words  "Saumur  Champame,"  or  the  like  words,  when  applied 
as  a  description  to  sparkling  wines  of  Saumur,  will  not  be 
admissible  under  the  provisions  of  the  Merchandise  Marks 
Acts.  Any  such  importations  marked  descriptively  with 
expressions  invplving  the  word  '*  Champagne,"  or  otherwise 
than  merely  "Saumur,''  "Saumur  Mousseux,"  "Sparkling 
Saumur,"  or  the  like,  must  therefore,  on  and  after  the  date 
above  named,  be  detained  for  the  Board's  directions. 

By  order  of  the  Board, 
John  Coxjbboux, 


(    705    ) 


No.  16. 

ERRORS  IN  TRADE  DESCRIPTIONS  OF  MEA- 
SURE  ALLOWED  UNDER  THE  INDIAN 
M.  M.  A. 

NoTiFiOATioN.— No.  1118.— Simla,  IStli  August,  1889. 

In  the  exercise  of  the  power  conferred  by  section  1 6  of  the 
Indian  Merchandise  Marks  Act,  IV.  of  1889,  the  Governor 
General  in  Council  directs  that  criminal  courts,  in  giving 
effect  to  the  provisions  of  the  Act  in  respect  of  trade  descrip- 
tions of  quantity,  measure,  or  weip^t  of  the  ^ods  specified 
hereunder,  shall  observe  the  following  instructions : — 

I.  A  trade  description  of  length  stamped  on  grey,  white,  or 
coloured  cotton  piece  goods  shall  not  be  deemed  to  be 
false  in  a  material  respect  unless — 

(a)  Where  a  single  length  is  stamped,  the  descrip- 

tion exceeds  the  actual  lengtn  by  more  than — 
4  inohes  in  pieces  stamped  as  10  yards  long  and  under ; 

above  10  yaids  and  up  to  23  yards  long ; 
„      23      ,,  „      36         „ 

>»      36      „  „      47         „ 

„      47  yards  long ; 

provided  that  the  average  length  of  the  goods 
in  question  shaU  not  be  less  than  the  stamped 
length. 

(b)  Where  a  maximum  and  a  minimum  length  are 

stamped,  the  described  maximum  len&iJi  is 
greater  than  the  actual  length  by  more  than — 

9  inohes  in  pieoe  goods  nnder  35  yards  long ; 
18  „  ,,  35  yards  and  up  to  47  yards  long ; 

36  „  „  above  47  yards  long ; 

provided  that  no  such  piece  shall  measure  less 

than  the  minimum  stamped  length. 

H.  A  trade  description  of  width  stamped  on  grey,  white,  or 

coloured  cotton  piece  goods  shall  not  be  deemed  to  be 

false  in  a  material  respect  imless  the  description  exceeds 

the  actual  width  by — 

tinch  in  pieoes  stamped  as  40  inches  or  less  in  width ; 
,,  „  over  40  inches  or  under  59  inohes  in  width ; 

1  „  „  59  inches  or  more  in  width ; 

provided  that  the  average  width  of  the  goods  in  ques- 
tion shall  not  be  less  than  the  stamped  width. 

K.  Z  Z 
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m.  A  trade  description  of  count  or  nnmber,  len^h  or  weight, 
applied  to  ^rey  cotton  yam  shall  not  be  deemed  to  be 
fake  in  a  material  respect  unless — 

(a)  The  described  count  or  number  is  greater  or  less 

than  the  actual  count  or  number  by  more  than 
5  per  cent. ;  or 

(b)  The  average  length  of  the  whole  number  of 

hanks  in  a  bundle  of  such  yam  is  less  than 
840  yards ;  or 

(c)  In  a  bundle  described  as  being  10  lbs.  in  weight, 

the  number  of  knots  or  moras  of  10  hcmks 
each  is  not  the  same  as,  and  the  number  of 
knots  or  moras  of  five  hanks  is  not  double, 
the  described  count  or  number  of  the  yam, 
ly.  A  trade  description  of  count  or  number  applied  to  a 
bimdle  of  dyed  cotton  yarn  shall  be  accepted  as  indi- 
cating length  only,  the  hank  being  taken  to  measure 
840  yards,  and  it  shall  be  deemed  to  be  false  in  a 
material  respect  if  it  exceeds  the  actual  length  by  more 
than  5  per  cent. ; 

Provided  that  the  average  length  of  the  whole 
number  of  hanks  in  the  yarn  in  question  shall  not  be 
less  than  the  described  length. 
V.  A  trade  description  of  lengm  applied  to  thread  of  any 
kind  (of  cotton,  wool,  flax,  or  silk)  shall  not  be  deemed 
to  be  false  in  a  material  respect  unless  it  exceeds  the 
actual  length  by  more  than  1  per  cent. 
VI.  The  dimensions  of  goods  on  which  their  length  or  width 
is  stamped  shall  be  determined  by  measurement  in 
imperial  yards  of  36  inches. 

A.  P.  MacDonnell, 
Secretary  to  the  Government  of  India. 


(    707    ) 


No.  16. 

EEGHTLATIONS  made  by  the  Board  of  Trade  with 
THE  Concurrence  of  the  Lord  Chancellor  under 
Section  2  of  the  Merchandise  Marks  Act,  1891, 
WITH  regard  to  the  Prosecution  of  Offences 

UNDER  THE  MERCHANDISE  MaRKS  AcT,  1887  (a). 

1 .  The  prosecution  of  offences  under  the  Merchandise  Marks 
Act,  1887,  shall,  subject  to  the  condition  hereinafter  prescribed, 
be  undertaken  by  the  Board  of  Trade  in  cases  which  appear 
to  the  Board  to  affect  the  general  interests  of  the  country,  or 
of  a  section  of  the  community,  or  of  a  trade. 

2.  Every  application  to  the  Board  to  undertake  a  prosecution 
shall  be  accompanied  by  the  following  documents  : 

(a)  A  statement  showing  the  nature  and  circumstances  of 

the  case,  and  suf&cient  to  enable  the  Board  to  form 
an  opinion  whether  the  case  affects  the  general  interests 
of  the  country,  or  of  a  section  of  the  community,  or  of 
a  trade. 

(b)  A  statement  showing  the  facts  which,  if  the  Board 
undertake  the  prosecution,  will  be  capable  of  proof, 
and  setting  out  the  proofs  and  names  of  the  witnesses 
available  to  prove  such  facts. 

The  Board  may  require  the  above  statements  to  be 
supplemented,  or  additional  evidence  to  be  furnished. 

3.  If,  on  the  evidence,  the  Board  is  of  opinion  that  there  is 
no  reasonable  prospect  of  a  conviction  being  obtained,  the 
Board  will  not,  unless  it  thinks  fit,  undertake  the  prosecution. 

4.  If  the  Board  is  of  opinion  that  the  prosecution  would  be 
better  or  more  properly  conducted  under  some  other  Act  of 
Parliament  other  than  the  said  Act,  the  Board  will  not  under- 
take the  prosecution. 

6.  The  Board  may,  before  undertaking  a  prosecution,  require 
the  applicant  to  give  security  for  costs  on  such  terms  and  in 
such  manner  as  it  thinks  proper. 

6.  For  the  purpose  of  carrying  these  regulations  into  effect, 
the  Board  may,  from  time  to  time,  prescribe  the  use  of  such 
forms  and  give  such  directions  as  it  may  deem  expedient. 

M.  E.  Hicks-Beach, 
2l8t  May,  1892.  President  of  the  Board  of  Trade. 

I  concur, 

Halsburt,  C. 

(a)  Stattttoiy  Bules  and  Orders,  1892,  p.  973. 
zz2 
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POEMS  OF  INDICTMENT  AND  INFORMATION. 

FOBM  OF  iNDICPnOBHT. 

Middlesex )      The  jurors  for  our  Lady  the  Queen  upon  their 

to  wit.    )  oath  present  that  C.  D.  before  and  on  the 
day  of  was  the  proprietor  of  a  certain  trade-mark  duly 

registered  in  the  register  of  trade-marks  kept  under  the 
Patents,  Designs  and  Trade-Marks  Act,  1883,  and  in  the  said 
register  numbered  (  )  («) ;  aiid  that  A.  B.  on  the 

day  of  ,  the  said  0.  D.  then  being  the  proprietor  of  the 
said  trade-mark  as  aforesaid,  did  unlawfully,  and  with  intent 
to  defraud,  apply  the  said  trade-mark  to  certain  goods,  to  wit 
[describing  them\^  without  the  assent  of  tl^e  said  C.  D.,  con- 
trary to  the  Merchandise  Marks  Act,  1887  ; 

And  the  jurors  aforesaid,  upon  their  oath  aioresaid,  do  fur- 
ther present  that  C.  D.,  b^ore  and  on  the  day  of  , 
was  the  proprietor  of  a  certain  trade-mark  duly  registered  in 
the  register  of  trade-marks  kept  under  the  Patents,  Designs, 
and  Trade-Marks  Act,  1883,  and  in  the  said  register  numbered 
(  )  (a),  and  that  A.  B.,  on  the  day  of  ,  the 
said  0.  D.  then  being  the  proprietor  of  the  said  trade-mark  as 
aforesaid,  did  unlawfully,  and  with  intent  to  defraud,  and 
without  the  assent  of  the  said  G.  D.,  apply  to  certain  goods, 
to  wit  [describing  them\^  a  certain  mark,  to  wit  [describing  tV],  so 
nearly  resembling  the  said  trade-mark  as  to  be  calculated  to 
deceive,  contrary  to  the  Merchandise  Marks  Act,  1887. 


iNTOBMATIOir  FOB  AK  OfFEKOB  AGAINST  THB  MEBCHAia>ISE 

Masks  Aot,  1887  (&). 

In  the  County  of  ,  Petty  Sessional  Division  of 

The  information  of  C.  D.  [address  and  description']^  who, 
upon  oath,  states  that  A.  B.  [address  and  description']  on  the 
day  of  did  [here  state  the  offence^  as  below]. 

Taken  before  me, 

J.  p., 

Justice  of  the  Peace  for  the  county 
of  aforesaid. 

(0)  If  the  date  of  the  offence  charged  ib  more  than  one  year  before  that 
of  the  presentation  of  the  indiotment,  add,  ''and  that  the  said  G.  D.  first 
disooyered  the  commission  of  the  offence  herein  charged  after  the 
of  ."    See  sect.  16. 

(b)  SummaiT  Jurisdiction  Act,  1879,  s.  31 ;  the  information  most  be  for 
one  offence  onlj^  Sommary  Jurisdiction  Act,  1848,  s.  10. 
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Statement  of  Offences, 

Unlawfully  and  with  intent  to  defraud  forge  a  certain 
trade-mark  duly  registered  in  the  register  kept  under  the 
Patents,  Designs  and  Trade-Marks  Act,  1883,  and  therein 
numbered  ,  of  which  trade-mark  one  C.  D.  was  then 

the  proprietor,  within  the  meaning  of  the  Merchandise  Marks 
Act,  1887,  contrary  to  the  said  Act. 

Unlawfully  and  with  intent  to  defraud  falsely  apply  to 
certain  goods,  to  wit  [describing  M^m],  a  certain  trade-mark 
duly  registered  [as  above']^  of  which  [as  above'],  within  the 
meaning  of  the  Merchandise  Marks  Act,  1887,  contrary  to 
the  said  Act. 

Unlawfully  and  with  intent  to  defraud  apply  to  certain 
goods,  to  wit,  gelatine  (on  the  day  of  ,  sold  by 

the  said  A.  B.  to  ),  a  false  trade  description  as  to  the 

materials  of  which  such  goods  were  composed,  by  which 
description  the  said  goods  were  falsely  indicated  to  be  isin- 
glass (c),  contrary,  &c. 

Unlawfully  and  with  intent  to  defraud  sell  or  expose  for 
Bale  certain  goods,  to  wit,   gelatine  (on  the  day  of 

,  sold  by  the  said  A.  B.  to  ),  to  which  had  been 

applied  a  false  trade  description  as  to  the  materials  of  which 
such  goods  were  composed,  whereby  the  goods  were  falsely 
indicated  to  be  isinglass  (c),  contrary,  &c. 

Unlawfully  and  with  intent  to  defraud  apply  a  false  trade 
description,  whereby  the  said  goods  were  falsely  described 
to  be  subject  to  an  existing  patent  (c),  contrary,  &c. 

Unlawfully  sell  [or  expose  for  sale]  {d)  goods,  to  wit 
[describing  thent],  to  which  a  false  trade  description  had  been 
applied  (c),  contrary,  &c. 

At  the  parish  of  Saint  Michael  in  the  said  city,  on  the 
16th  of  January,  1890,  unlawfully  apply  a  certain  false  trade 
description,  namely,  **  barrel,"  to  certain  goods,  to  wit,  a  cer- 
tain cask  of  beer,  false  as  to  the  measure  or  gauge  thereof, 
contrary  to  the  provisions  of  the  Merchandise  Marks  Act, 
1887  (c). 

On  the  7th  and  11th  of  February,  1889,  at  Purfleet,  in 
the  parish  of  ,  and  the  county  of  ,  unlawfully  apply 
[or  cause  to  be  applied]  {d)  a  false  trade  description,  to  wit, 
the  letters,  figures,  and  words  **  Gunpowder,  Clulworth  Gun- 
powder Company,  E.L.G.4,"  to  certain  goods,  viz.,  gunpowder, 
contrary  to  the  statute  50  &  51  Vict.  c.  28,  s.  2  (/). 

(<?)  See  OridUy  v.  Swinbome,  62  J.  P.  791. 

(d)  Smnmary  Jnrifldiction  Act,  1879,  8.  31 ;  the  information  must  be  for 
one  offence  only,  Sommary  JnrijBdiotion  Act,  1848,  8.  10. 

(e)  Budd  y.  Zmmm,  66  J.  P.  660. 

(/)  Storey  y.  ChUworth  Gunpowder  Co,,  64  J.  P.  486. 
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STATUTES  EEQUIEING  PARTICULAE  CLASSES 
OF  GOODS  TO  BE  MAEKED  IN  A  SPECI- 
FIED  MANNEE  {a)  IN  ENGLAND  (6). 

Anchors  aio)  Chain  Cables.] — ^Manufacturer  to  place  his 
name  or  initials  and  the  number  and  weight  of  the  anchor  on 
every  anchor  (17  &  18  Vict.  c.  104,  s.  483);  contract  for  sale 
of  chain  cable  to  imply  a  warranty  of  testing  and  stamping ; 
no  chain  cable  or  anchor  of  greater  weight  than  IGSlbs.  to  be 
sold  unless  tested  and  stamped  according  to  the  statute  37  &  38 
Vict.  c.  51. 

Bebad.] — Penalty  for  making  or  exposing  for  sale  any 
bread  made  wholly  or  partially  of  peas,  beans,  potatoes  (not 
including  potato-yeast),  or  any  sort  of  com  or  grain  other  than 
wheat,  unless  it  be  marked  with  a  Eoman  M.  The  Act  applies 
only  beyond  ten  miles  from  the  Royal  Exchange,  London. 
6  &  7  Will.  4,  c.  37,  s.  10. 

Btjtteb.] — limitations  of  butter  to  be  sold  only  as  "mar- 
garine."    See  "Margarine." 

Buttons  (metal).] — Penalties  for  marking,  ordering,  or 
exposing  for  sale  any  words  or  marks  denoting  quality  ou 
metal  buttons,  or  any  words  or  marks  on  the  undersides 
thereof,  unless  the  buttons  be  silver-plated  or  gold-gilt ;  only 
the  marks,  gilt,  plated,  double  or  treble  gilt  to  be  marked ; 
penalties  for  falsely  marking  buttons ;  Act  not  to  extend  to 
buttons  of  gold,  silver,  tin,  pewter,  lead,  tin  and  lead,  tinned 
iron,  Bath  metal,  white  metal,  any  of  these  metals  inlaid  with, 
steel,  or  buttons  plated  on  shells.     36  Geo.  3,  c.  60. 

Cabds.] — ^Playing  cards  (except  toy  cards)  to  be  sold  in 
stamped  wrappers.  25  &  26  Vict.  c.  22,  ss.  1,  2,  28,  36; 
27  &  28  Vict.  c.  56,  s.  6.  So  as  to  foreign  cards.  16  &  17  Vict, 
c.  107,  ss.  114—116;  39  &  40  Vict.  c.  36,  s.  286. 

Chain  Cables.] — See  "Anchors." 

(a)  A  more  detailed  snmmanr  of  all  or  most  of  these  stafcates  will  be 
found  in  Mr.  Safford's  ^*  Law  of  Merchandise  Marks,'*  Appendix  D.,  and 
in  Mr  Sebastian's  *' Trade -Marks."  I  am  indebted  to  the  former  book 
for  the  suggestion  of  many  of  the  classes  of  goods  referred  to,  and  to  the 
Official  Index  to  Statutes  for  1892  for  reference  to  the  statutes  mentioned 
under  the  different  heads.  Statutes  (as  the  Copyright  Acts,  for  example) 
-which  require  marks  to  be  put  upon  particular  goods  in  order  to  secure 
some  right  or  privilege  (as  copyright  in  designs,  for  instance)  are  not  here 
included.  They  woidd  naturally  be  sought  for  in  works  devoted  to  the 
law  regarding  tiie  riffhts  or  privileges  in  question. 

(b)  The  Scotch  and  Irish  statutes  are  given  by  Mr.  Safford. 


Statutes  requiring  particular  Goods  to  he  Marked.  ^11 

CfliooitY  Ajxn  CoiTEB.] — ^Lnitationfl  of  coffee  and  coffee  mix- 
tures not  to  be  sold,  except  in  packets  containing  one  or  more 
quarters  of  a  pound,  each  packet  bearing  a  label  showing  the 
amount  of  du^-,  and  a  label  showing  the  constituents  of  the 
misture.     45  &  46  Vict.  c.  41,  s.  6. 

Oloces.] — ^Bearing  marks  implying  manufacture  in  the 
United  Kingdom  not  to  be  imported.  39  &  40  Vict.  c.  36, 
8.42. 

Cutlery.] — See  above,  p.  542,  and  Sheffield  marks,  p.  91. 

Gk)LD.]— ;&<?**  Plate." 

Gtjnpowdeb.]— If  sold  in  quantities  greater  than  lib.,  to 
be  packed  in  closed  packages  and  labelled  *'  Gunpowder." 
38  &  39  Vict.  0.  17,  s.  32. 

Hops.] — ^Bags  to  be  marked  with  the  name  of  the  owner, 
the  parish  and  coimty  where  they  were  grown,  and  the  date, 
nxmiber,  and  weight ;  penalty  for  false  marking.  54  Geo.  3, 
c.  123,  s.  1 ;  29  &  30  Vict.  c.  37,  s.  2.  Implied  warranty  that 
the  marks  are  genxiine.     29  &  30  Vict.  c.  37,  s.  18. 

Linen.] — Penalties  for  affixing  counterfeit  marks  to  linen. 
17  Geo.  2,  c.  30 ;  18  Geo.  2,  c.  24.  English  linen  for  exporta- 
tion to  be  marked  with  name  and  place  of  abode  of  the  maker 
and  of  the  exporter,  the  year  and  number  and  length.  18 
Geo.  2,  0.  24,  s.  2. 

Mabqabine.] — ^All  imitations  of  butter  to  be  sold,  and 
marked,  when  exposed  for  sale,  as  '^  margarine."  50  &  51 
Vict.  c.  29,  ss.  3 — 7.  Penalties  for  dealing  in,  selling,  or 
exposing  for  sale  any  margarine  contrary  to  the  Act.  Ibid. 
s.  7. 

Medals  (Exhibition).] — ^Penalties  for  false  representations 
as  to  grants  of  med^  or  certificates  of  the  Exhibitions  of 
1851  or  1861.     26  &  27  Vict.  c.  119. 

Plate.] — The  rules  regulating  the  marking  and  standards 
of  fineness  required  and  allowed  in  respect  of  gold  and  silver 
goods  are  contained  in  the  statutes  referred  to  below  (c). 
They  require  to  be  marked  on  the  goods  the  first  letters  of 
the  christian  and  surnames  of  the  worker  (12  Geo.  2,  c.  26, 
s.  5),  and  the  assay  mark  of  the  town  where  the  goods 
were  made,  or  (if  they  were  not  made  in  an  assay  town) 
marked  (2  Hen.  6,  c.  17,  London;  12  &  13  Will.  3,  c.  4, 
York  {d)y  Exeter,  Bristol  {e),  Chester,  and  Norwich  (d) ; 
1  Anne,  c.  3,  Newcastle-on-Tyne ;  13  Geo.  3,  c.  52,  Sheffield ; 
5  Geo.  4,  c.  Hi.  s.  1,  locals  Birmingham),  the  variable  or 
date  mark  to  show  the  year  of  marking  (12  &  13  Will.  3, 
c.  4,  8.  3 ;  12  Geo.  2,  c.  26,  s.  5).    And,  in  addition,  on  gold 

(e)  These  statutes  are  summarized  by  Mr.  Sebastian,  p.  602,  and 
Mr.  Safford,  p.  204. 

(d)  The  marks  for  these  towns  are  now  diBcontinaed. 

{e)  Bristol  never  exercised  its  right  to  mark :  Sebastian,  3rd  ed.,  p.  603. 
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wares  of  twenty-two  or  eighteen  carats  fineness,  the  standard 
and  quality  marks  of  a  crown  and  22  (7  &  8  Yict.  c.  22, 
8.  15),  or  a  crown  and  18  (38  Geo.  3,  c.  69,  s.  2)  respectively; 
and  on  silverwares  of  11  ozs.  10  dwts.  and  11  ozs.  2  dwts. 
fineness,  the  standard  marks  of  Britannia  and  a  lion  passant 
respectively  (6  Geo.  1,  c.  11,  s.  41 ;  12  Geo.  2,  c.  26),  and  a 
duty  mark  (/)  of  the  king's  head.  (24  Geo.  3,  sess.  2,  c.  53, 
B.  5.) 

Before  1854,  gold  wares  were  required  to  be  of  either 
twenty-two  or  eighteen  carats  fineness  (38  Geo.  3,  c.  69);  but 
her  Majesty  was  authorized,  under  an  Act  of  that  year 
(17  &  18  Yict.  c.  96),  by  Order  in  Council,  to  allow  any 
standard  for  gold  plate  not  being  less  than  one-third  part  of 
the  whole  in  fine  gold,  and  to  approve  any  instrument  for 
stamping  or  marking  the  wares,  setting  forth  in  figures  the 
actual  fineness  thereof  according  to  the  standard  declared. 
The  new  inferior  standard  gold  wares  were  declared  not  to  be 
liable  to  duty.  Under  this  Act,  the  nine,  twelve,  and  fifteen 
carat  gold  standards  have  been  authorised. 

Silver  wares  must  all  be  of  either  the  11  ozs.  10  dwts.  or 
1 1  ozs.  2  dwts.  of  silver  to  the  pound,  troy  standard.  (6  Geo.  1> 
c.  11.) 

The  following  wares  are  exempted  from  marking :— chains, 
necklace  heads,  lockets,  filigree  work,  shirt  buckles  or  brooches, 
stamped  medals,  or  spouts  to  china,  stone,  or  earthenware  tea- 
pots, or  any  of  them,  of  any  weight ;  tippings,  swages,  or 
mounts,  or  any  of  them,  not  exceeding  10  dwts.  of  silver 
each,  except  only  necks  and  collars  for  castors,  cruets,  or 
glasses,  appertaining  to  any  sort  of  stands  or  frames ;  silver 
goods  not  weighing  5  dwts.,  except  necks,  collars,  and  tops 
for  castors,  cruets  or  glasses  appertaining  to  any  sort  of  stands 
or  frames,  buttons  to  be  affixed  or  set  on  any  wearing  apparel, 
solid  sleeve  buttons,  and  solid  studs,  not  having  a  bissiled 
edge  soldered  on,  wrought  seals,  blank  seals,  bottle  tickets, 
shoe  clasps,  patch  boxes,  salt  spoons,  salt  shovels,  salt  ladles, 
tea-spoons,  tea-strainers,  caddy  ladles,  buckles  (shirt  buckles 
or  brooches  before  mentioned  excepted),  and  pieces  to  garnish 
cabinets,  or  knife  cases,  or  tea-chests,  or  bridles,  or  stands,  or 
frames.  (30  Geo.  3,  c.  31.)  Gold  wedding  rings  are  to  be 
marked  as  gold  plate.     (18  &  19  Vict.  c.  60,  s.  1.) 

Imported  foreign  plate,  except  ornamental  plate,  made 
before  1880  (5  &  6  Vict.  c.  56,  s.  6),  is  to  be  marked  as 
English  plate  (5  &  6  Vict.  c.  47,  s.  59),  and  with  the  figure  F. 
on  an  oval  shield.     (39  &  40  Vict.  c.  35.) 

Penalties  for  counterfeiting  assay  marks  and  connected 
ofPences  are  provided  by  7  &  8  Vict.  c.  22. 


(/)  The  duty  on  plate  is  now  abolished :  63  Viot.  o.  8,  s.  10. 


Statutes  requiring  particular  Goods  to  he  Marked. 
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The  importation  of  clocks  and  watches^  or  any  other  article 
of  metal  impressed  with  any  mark  or  stamp,  representing  or 
in  imitation  of  any  legal  British  assay  mark  or  stamp,  or 
purporting  by  any  mark  or  appearance  to  be  of  the  manu- 
facture of  the  United  Kingdom,  is  forbidden  (39  &  40  Vict. 
c.  36,  8.  42). 

Watch  cases  of  foreign  manufacture  brought  for  assay  to 
any  assay-office  in  the  United  Kingdom  are  to  be  marked  as 
directed  by  the  Order  in  Council  of  the  28th  of  November, 
1887  (p.  695),  made  under  the  Merchandise  Marks  Act,  1887, 
s.  8,  that  is  to  say,  with  the  word  "foreign,"  and  a  shield 
which  is  cross-shaped  for  gold  and  octagon-shaped  for  silver 
(p.  522). 

Plated  Goods.] — ^Makers  of  plated  goods  in  Sheffield,  or 
within  100  miles  thereof,  are  authorized  to  strike  on  their 
goods  their  surnames,  or  the  names  of  their  firm,  with  a 
mark  (not  being  an  imitation  of  an  assay-mark)  which  is 
approved  by  the  guardians  of  the  assay  office  and  registered 
(24  Geo.  3,  sess.  2,  c.  20,  ss.  2  and  3). 

SiLVEB.]— /See  *' Plate.'' 

Stokes  (Public).] — The  marks  enumerated  below  to  denote 
that  stores  to  whicn  they  are  affixed  are  her  Majesty's  pro- 
perty ;  the  marks  not  to  be  applied  by  unauthorized  persons ; 
obliterating  the  marks  with  intent  to  conceal  her  Majesty's 
property  in  the  stores  is  a  felony ;  regimental  necessaries,  &c., 
issued  to  soldiers,  militiamen,  or  volunteers  are  excepted  from 
the  Act  (38  &  39  Vict.  c.  25  ;  44  &  45  Vict,  c,  58,  s.  156). 


Storei. 


ICarks. 


Hempen  cordage  and  wire  rope . . 


Ganvas,  fearnought,  hammocks, 
and  seamen's  bags. 

Buntin  

Candles 


Timber  or  metal. 

Any  stores  not  before  enume- 
rated, whether  similar  to  the 
above  or  not. 


White,  black,  or  coloured  worsted 
threads  laid  up  with  the  yams  and 
wire  respectively. 

A  blue  line  in  a  serpentine  form. 

A  double  tape  in  the  warp. 

Blue  or  rea  cotton  thr^s  in  each 
wick,  or  wicks  of  red  cotton. 

The  name  of  her  Majesty,  her  pre- 
decessors, her  heirs  or  successors,  or 
of  any  public  department,  or  any 
branch  thereof,  or  the  broad  arrow, 
or  a  crown,  or  her  Majesty's  arms, 
whether  such  broad  arrow,  crown,  or 
arms  be  alone  or  be  in  combination 
with  any  such  name  as  aforesaid,  or 
with  any  letters  denoting  any  such 
name. 


Tobacco.] — Cavendish  and  negro-head  tobacco  to  be  de- 
livered   for    home    consumption    in    separate    packets    not 
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exoeeding  1  lb.  or  less  than  1  oz.  in  weight,  and  wrapped  in. 
a  wrapper  and  label  approved  by  the  OommiBsioners  of 
Oastoms ;  not  to  be  sold,  or  had  in  possession,  except  wrapped 
and  labelled  as  aforesaid ;  penalties  for  forging  labels  (26  &  27 
Vict.  c.  7,  ss.  3—8). 

Weights  and  Measttbes.] — ^To  be  marked  with  proper 
indicating  marks :  see  the  Acts  41  &  42  Yict.  c.  49 ;  52  &  53 
Vict.  c.  21. 

Yabn.] — Penalty  for  reeling  short  lengths  of  yam,  17  Geo.  8, 
c.  11  (ss.  17 — 19,  24,  in  part  repealed  by  the  8.  L.  Bev.  Act, 
1861 ;  ss.  12,  22,  repealed  in  part;  and  ss.  20,  23,  repealed 
by  47  &  48  Vict.  o.  43,  s.  4). 


INDEX. 


"Note.— A  colUetion  ofword$  and  names  of  marks  oeeurring  in  trade^marks 
considered  in  the  decided  cases  has  been  inserted  in  the  Index^  with  the 
names  of  the  cases  in  which  they  occur,  in  order  to  facilitate  reference 
to  cases  of  which  the  names  have  been  forgotten. 


*'A"    See  MiichelVa  Tm. 

Abandonment  of  Application  to  Eegistee,  69. 
costs,  86. 

Abandonment  of  Tkade-Mabk,  28o,  286,  289. 
bv  adoption  of  new  mark,  290. 
old  corporate  mark,  by  failure  to  register,  101,  291. 
abandoned  mark  no  obstacle  to  subsequent  registration,  126, 

293. 
mark  remoyed  from  the  register,  291. 

Abkoad, 

use  of  old  mark,  161. 
goods  made,  482,  483,  634. 
offences  committed,  504,  657. 

Aogessokibs  to  Offences  tjndeb  the  M.  M.  A.,  504. 

AOOOTTNT  OF  PBOFITS, 

in  infringement  action,  360 — 363. 
costs  of  £king,  363. 
refused  because  of  delay,  362. 
discovery  in  aid,  375. 
undertaking  to  keep,  355. 

AOQTTIBSCENCE  AS  A  DEFENCE,  332. 

mere  delay  is  not,  333. 

on  application  to  rectify,  225,  228. 

AoQTTisiTiON.    See  Title. 

AcnoN, 

rectification  by,  238.  ^^ 

infringement.  Chap.  XY.,  295.    See  Infringement, 

passing  off,  Chap.tXVI.,  379.    See  Passing  off. 

trade  hbel.  Chap.  XVIII.,  438. 

unconscientious  use  of  trade-secret,  Chap.  XIX.,  448. 

Addition, 

of  descriptive  words,  171,  n. 

of  common  matter,  169. 

to  infringing  mark,  inconspicuous,  322. 

use  of  registered  mark  with,  331. 

Additions  and  Disclaimebs,  Chap.  IX.,  164. 
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Addbess, 

of  Comptroller,  53,  628. 

of  applicant  for  registration,  68. 

where  applicant  or  opponent  is  abroad,  82. 

imitation  of  trade  address,  402. 

cypher  addresses,  unconscientious  use  of,  453. 

alteration  of,  on  the  register,  603. 

on  packing-case  not  shown  to  purchaser,  697,  698. 

on  imported  flowers,  fruit,  or  vegetables,  699. 

on  imported  grain  sacks,  701. 

Adttlteration, 

infrin^ment  by  adulterating  marked  goods,  310. 
applying  a  false  trade  description  by,  491. 
statutes  restraining,  475. 

Advertisement, 

marks  onl^  used  as,  not  trade-marks,  29,  33,  47. 

of  application  to  register,  69,  598,  630. 

resombUng  mark  tendered  for  registration,  126. 

of  order  to  rectify,  243,  250,  603, 

infringement  by,  39,  310,  651. 

fraudulent  representation  by,  388. 

imitation  of,  426. 

pending  action,  may  be  contempt  of  Court,  443. 

unconscientious  use  of  book  of,  451. 

in  the  Trade-Marks  Journal,  630. 

injunction  restraining,  651,  654. 

"  Aeilyton."    See  Ex  p.  Stephens. 

Agent, 

daim  of  principal's  mark  by,  50,  224. 

application  for  registration  by,  62,  596. 

registration  in  agent's  name,  62,  236. 

inmngement  by,  306. 

false  pretence  of  agency,  43,  323. 

breach  of  confidence  by,  452. 

offence  by  agent  of  corporation,  464. 

liability  under  the  M.  M.  A.  for  offences,  501. 
**Agentfoe,"43,  323. 
Agreement, 

to  allow  mark  to  remain  on  the  register,  228.    See  also  Note 
on  Register, 

to  condone  infringement,  330. 
**  Ainsworth's  Thread,"  386. 
"  Albion."    See  HarrUonU  Tm. 
Album,  trade-name  of,  407,  n. 
Alien.    See  Foreigner, 
**  Alpine  Embroidery,"  143. 

Alteration, 

registered  mark  in  use,  195,  331. 
entry  in  non-essential  particular,  247. 
entry,  in  consequence  of  assignment,  280. 
falsifying  a  trade-mark,  468,  472. 
trade  description,  491. 
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AiaSNDMENT, 

apf»lication,  71. 

notice  of  opposition,  76. 

allowed  by  the  Oomptroller,  604. 

Amebioan  Atjthobities,  131. 

«*  Anatolia  Liquoricb."    See  McAndrtw  v.  BasseU. 

Anchob  Mabxs,  123,  n.,  197. 

Anchobb,  marks  required  to  be  put  on,  710. 

*' Ajtchovies,"  essence  of.    See  Burgess  v.  Burgess,  424. 

"  Ancboss."    See  Thewlis  &  BlaMey's  Tm. 

**  Anoostuba  Bittebs."    See  Siegert  v.  FincUater, 

AimcAL  marks  on  the  register,  122. 

"  Apollinis."    See  Apollinaris  Co.  y.  Herr/eldt 

Apology, 

for  infringement,  publication,  plaintiff  is  not  entitied  to,  365,  n. 

not  unlawful,  443. 

Appeal, 

from  the  Comptroller  to  the  Board  of  Trade  and  the  Court, 

78—86,  698. 
to  the  Court  of  Appeal,  84. 
to  the  House  of  iLords,  81,  n. 

from  the  Cutters'  Company  to  the  Comptroller,  100,  616. 
from  order  under  sect.  90... 245. 
in  infringement  action,  costs,  368. 

hearine  adyanced,  371. 
against  conyiction  imder  M.  M.  A.,  619. 

Appeitdix,  contents  of,  546. 

Applioant,  meaning  of,  in  the  Bules,  602. 

Application, 

to  register.  Chap.  lY.,  58,  628. 

equiyalent  to  public  use  of  mark,  254. 
amendment,  71. 
abandonment,  68,  86. 
of  trade-mark  to  goods,  29. 
of  trade-mark  under  M.  M.  A.,  473. 

falsely  appUes,  474. 
of  false  trade  description,  491. 

Abmb,  Family,  infringement  by  use  of  crest,  325,  n. 

Asms,  Boyal, 

not  registered,  64. 
unauthorized  assumption  of,  542. 

Abtist's  Name,  warranty  of,  433. 

Assay  Mabks, 

on  watch  cases,  522,  525,  694. 
on  plate,  711. 

Assent  of  Pbopbietob,  under  M.  M.  A.,  1887... 470. 
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AssiaincENTOF  Trads-icabk, 
Chap.  Xni.,  272. 
registration  of,  278. 

not  under  sect.  90... 236. 
not  necessary  before  action,  280. 
alteration  of  mark  on,  280. 

"Athena."    See  Lyndon' e  Tm, 

Axtthob's  Name,  imitation  of,  410. 

Atjthokities, 

bearing  on  fact  of  infringement,  322. 
American,  131. 

Ayebaoe  Enoushmak  Test,  145. 


**  B.  B.  H."    See  Hall  v.  Barrows. 

"  Baffle  Safes."    See  Talbot  v.  Wehley. 

Bailee, 

of  infringing  goods,  358,  364. 
of  falsely  marked  goods,  510. 

<<  Balbbigoait  Hose,"  498. 

"  Baitk.  of  England  Sealing  Wax."    See  Hyde  &  Co.'a  Tm, 

Bankbtjptoy, 

sale  of  trade-marks  on,  278,  329. 
sale  of  trade-name,  419. 

**  Beateioe  Shoes."    See  Harris's  Tm, 

Beeb, 

same  description  of  goods  as  rum,  181. 
adulteration  of,  475,  n. 

Belgbayia  magazine  case,  33. 

"  Ben  Ledi  Whisky."    See  Ainslie  <fc  Co,'s  Tm. 

**  Blaokwell's  Pickles."    See  Blackwell  y.  Crahh. 

Blanks  in  Labels,  139, 174. 

Bleachebs'  protest  against  the  M.  M.  A.,  1887.. .503. 

**  Blind  Names,"  497. 

BOABD  OF  TbADE, 

.  when  consulted  by  Comptroller,  53,  67. 
appeal  from  Comptroller  to,  79,  598, 637. 
eyidenoe  as  to  proceedings  before,  572. 

Bodega  wine  shops,  415. 

"  BoKOL."    See  Davis  v.  8MhoU. 

Bond, 

on  entry  of  name  or  mark  in  Customs  register,  686. 
on  detention  of  goods  by  Customs  officers,  693. 

Book,  imitation  of  titie  of,  410. 
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Bottles, 

uBe  of  marks  on,  159. 

usmg  marked  bottlee,  310,  474. 

Boxes, 

UBe  of  marks  on,  29,  159. 
using  marked  boxes,  310. 

"  Braided  Fixed  Stabs."    See  Palmer*»  Tm. 

Bband, 

insect.  64... 118,  133. 
on  corks,  30,  135. 

"  Braitd's  Essence  of  Beef."    See  Denee  y.  Mason,  394. 

Bbeagh  of  Confedenge,  Ohap.  XIX.,  448. 

Bbead, 

adulteration  of,  475,  n. 
marks  on,  710. 

"  Britanwla."    See  Hodgeon  v.  Sinclair. 

British  Possession,  468. 

registration  of  trade-marks  of.  Chap.  XX.,  454. 
list  of  possessions  to  which  sect.  103  applies,  656. 

**  Brymbo."    See  BatU'  Tm. 

"  BxTROTTNDY,"  uot  a  possible  trade-mark,  45. 

Btttter,  marks  on,  710. 

BxTTTONS  (metal),  marks  on,  710. 

*'  Oalculated  to  Deoeiyb."    See  Deception  and  Buemhlance, 

*'  Camel  TTato  Belting,"  405,  646.    See  Reddaway  y.  Bentham  Co. 

Cancellation  of  entries  under  sect.  91... 246,  612,  613. 

Cards  (playing),  marks  on,  710. 

**  Carlsbad  Salts,"  214.    See  KtUnow's  Tm. 

"  Carnival."    See  Lloyd  &  Son*8  Tm. 

"  Carriaqe  Bazaar,"  401,  414.    See  Boulnois  y.  Peake. 

Case, 

on  appeal  to  the  Board  of  Trade,  80,  637. 


I,  for  determination  of  riyal  claims  for  registration,  177,602. 

"  Castle  Album."    See  Behove  y.  Schmineke. 

Cattsing  offence  against  the  M.  M.  A.,  1887... 500. 

**  Cavit^."    See  Compagnia  CUnSral  de  Tohacoa  y.  Behder. 

Certifioate, 

of  the  Comptroller  is  eyidence,  57. 

kinds  of,  633. 
of  refusal  to  register,  70,  264. 
of  registration,  257. 

of  master  of  the  Cutlers'  Company,  102. 
that  tiUe  to  the  trade-mark  came  in  question,  370. 
of  Board  of  Trade,  572. 
applications  and  forms,  607. 
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OHAi:Ef  Gables,  marks  on,  710. 

Ohaicfagne,  Saumnr,  704. 

Ohiooby,  marks  on,  711. 

Ohilwobth  gunpowder,  492. 

"  Ghlobodtne."    Bee  Browne  v.  Freeman* 

ClBCULABS, 

fraudulent  representation  by,  388. 

imitation  of,  426. 

injunction  restraining  use  of,  654. 

CiBGXTMSTAiroBS  of  the  trade  to  be  considered  in  comparing  marks, 
197. 

Glass, 

classification  of  goods,  Ghap.  V.,  87. 

of  goods  to  wbicn  trade-mark  extends,  32,  87,  308. 

cotton  classes,  103. 

sect.  72  not  limited  by  register  classes,  180. 

use  for  part  of  register  class,  87,  181. 

infringement  on  goods  within  class  for  which  the  plaintifTs 

right  exists,  308. 
table  of  register  classes,  618. 

Glsbk,  breach  of  confidence  by,  451. 

Glooks,  importation  of  marked,  526,  711. 

GOPFBB, 

adulteration  of,  475,  n. 
marks  on,  711. 

Oom  Mabe,  162,  n. 

"  GoKBB  Ganvas."    See  Hayward^e  Tm. 

GOLLATBBAL  MiSBEFBESBKTATION,  336. 
GOLLIBBY  GaSE,  409. 

Golman'b  mustard,  name  not  disclaimed,  115,  n. 

GOLONLAL, 

trade-mark,  Ghap.  XX.,  454. 

colonies  to  which  sect.  103  is  applied,  656. 

GOLOUB, 

registration  in  colours,  162. 
bearing  on  deceptive  resemblance,  163. 
restriction  of  use  to  one  colour,  163. 
as  an  element  in  infringement,  319. 

GOLOTTBABLE  IMITATION,  314 — 323. 

GoMBiNATiON  Device,  130. 
word,  149,  152,  n. 

GOHMIT, 

delay  in  application  to,  356. 

for  contempt  by  publication  pending  action,  443,  445. 

GoMMiTTEE  (Lord  Herscheirs),  citations  from  their  report, 
doubtful  marks  to  be  rejected,  11. 
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OOIOOTTEB  (LoBD  BjSBSOBXLL'By-corOinued, 
name-marks  derived  from  expired  patent,  42. 
Manchester  branch  office,  105,  n. 
registration  of  names  wiib.  marks,  115. 
descriptive  devices,  131. 
brands,  133. 
registration  of  line  heading,  136. 

phrases  and  proverbs,  137. 

word-marks,  141. 

^^graphical  words,  147. 
additions  and  disdaimers,  164,  168. 
the  three  mark  rule,  178. 
the  comparison  of  marks,  188. 

OOMMITTEB  OF  1862... 6,  512. 

OoMMiXTEE  OF  1890  on  Merchandise  Marks,  20. 

Committee  of  Expebts,  104. 

OoMMON  Additions  not  part  of  the  trade-mark,  173. 

Common  Law  Tbade-Mabk,  260. 
definition,  24. 
practically  protected  agabst  infringement,  266. 

See  Chap.  XVI.,  "Action  for  JPassing  OfP,"  379. 

Common  to  the  Trade, 

what  marks  are,  122,  124. 

marks,  bearing  of,  on  distinctiveness  of  new  marks,  122. 

additions,  169. 

words,  in  trade-mark,  no  monopoly  in,  170. 

words,  in  label,  not  to  be  disclaimed,  172. 

elements  in  contrasted  marks  not  to  be  disregarded,  192,  199. 

trade-mark,  may  become.    See  Chap.  XTV.,  283. 

words,  may  be  an  element  in  **  get  up,*'  408. 

**  Common  Use,"  149. 

Company, 

a  apply  for  registration,  60,  101. 
9-name  of,  395,  651. 
using  trade-name  of  promoter,  400. 
offences  by,  imder  the  M.  M.  A.,  1887... 463. 

COMFABISON  OF  MaEKS, 

under  sect.  72  (2),  188—205. 
in  infringement  actions,  318. 

Compensation  to  innocent  purchasers  under  the  M.  M.  A.,  1887... 
514,  526. 

CoMPOTTND  word,  when  an  invented  word,  152. 

Compromise, 

of  application  to  reotihr,  228. 
publication  of  terms  of,  443. 
of  prosecution  under  the  M.  M.  A.,  1862... 515,  n. 

COMPTBOLLEB,  53,  564. 

may  consult  tiie  Board  of  Trade,  53,  n. 
to  give  certificates,  57,  70,  257,  264. 

K.  3  A 
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Ck)MPTBOLLSE — continued. 

discretion  to  register,  63 — 68. 
>  amendmentB  and  enlargements  of  time  by,  76. 
apfneal  from,  78 — 85. 
notice  of  appeal,  82. 
not  ordered  to  pay  costs,  85,  244. 
costs  before,  86. 

appeal  to,  from  the  Cutlers'  Company,  101. 
notice  of  rectification  to,  239,  243,  260. 
correction  and  cancellation  of  entries  by,  246. 
appearance  by,  on  application  nnder  sect.  92... 250. 
deputy  for,  565. 

CONOTJBEENT  BiGHT, 

registration  of  duplicate  marks,  176. 
limitation  of  registration  by,  305. 
a  defence  in  infringement  action,  325. 

"  Condi  Saiotas."    See  Sanitcta  Co.  v.  Condy, 

CoKFiDENGE,  breach  of.  Chap.  XIX.,  448. 

CoNTLionNa  Claims  to  registration,  177,  602. 

COKFTTSION,  PEOBABLB, 

of  marks,  an  objection  to  registration,  181. 
of  names,  may  amount  to  passing  off,  414. 
See  Deception, 

CoKNEonoN, 

with  proprietor  indicated  by  a  trade-mark,  49. 
with  old  Dusiness  may  be  adyertised,  387. 
pretence  of,  with  plamtifPs  business,  387. 

Consignee, 

trade-mark  of,  51. 

registration  in  name  of,  237. 

action  by  sole  consignee,  302. 

must  not  export  inmnging  goods,  364,  n. 

Contempt  of  Cotjbt, 

breach  of  injunction,  355. 

by  publication  of  statement  pending  action,  443. 

Convention,  International.    See  Internaiional  Convention. 

Conventional  Trade  Descbiption,  481,  498,  665. 

Copy, 

of  register  is  evidence,  57. 

of  trade-mark,  when  an  infringement,  32,  312. 

"  COPYBIQHT," 

not  registered,  216. 

may  be  a  false  trade  description,  476. 

Copyright, 

trade-mark  is  not  analogous  to,  2. 
gives  no  title  to  registration,  131. 
aevice  adopted  as  trade-mark,  78,  n. 
no  excuse  for  infringement,  327. 

CoSKB,  use  of  mark  on,  30,  135. 
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Ck)BPOBATB  Mabks,  Ohap.  YL,  91. 
grant,  assignment,  93. 
register  closed,  94. 

abandonment  by  non-registration,  101,  291. 
oonnterfeiting,  544. 
application  to  register,  617. 

GOBPO&ATION, 

may  apply  for  registration,  60,  101. 
offences  by,  nnder  M.  M.  A.  1887... 463. 
OoBBSonoN  of  the  register,  246.    See  Alteration  and  Amendmeni, 
Costs, 

application  to  register : 

security  for  costs  by  opponent  abolished,  76. 

before  Comptroller,  86. 

on  appeal,  86. 
motion  to  rectify  : 

under  sect.  90... 244. 

as  between  solicitor  and  client,  243. 

security  for,  by  foreign  respondent,  241. 

in  action  for  infringement,  370. 

under  sect.  92... 251. 
action  for  infringement^  364 — 371. 

no  Hen  for,  358. 

against  innocent  infringer,  359,  364. 

in  triyial  cases,  366. 

refused  to  successful  party,  366 — 368. 

higher  scale,  369. 

as  Detween  solicitor  and  dient,  370. 

of  motion  to  rectify,  370. 

of  takinff  account  of  profits,  363,  652. 

of  appeal,  368. 

order  as  to,  and  set-off  of,  653. 
of  prosecution  under  M.  M.  A.,  518. 
Cotton  Mabks, 

the  repealed  rules,  103. 
application  for  registration,  104. 
Manchester  office  for,  104,  633. 
CoTTNTSBGLAiM  for  rectification,  238. 

CoTTirrER-STATEMEirr,  72,  73. 
forms,  632,  636. 

CoTTirrRiES  to  which  sect.  103  is  applied,  656. 

CoxTirrEY  OP  Obigin, 

name  of,  when  a  trade-mark,  44. 

not  a  fancy  word,  147. 

not  an  invented  word,  152. 

may  be  an  old  mark,  157. 
mark  registered  in,  456. 
trade  description  as  to,  480. 
goods  partly  made  abroad,  482. 
no  general  obligation  to  indicate,  487. 
"  made  abroad,^'  482,  534. 
"  made  in  Germany,"  481,  534. 
in  the  international  oonyention,  659. 

3a2 
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CoxTinT  OoTTBT,  jurisdiction,  298. 

Ck)UBT, 

reference  of  appeal  to,  78 — 86,  598. 
meaning  of,  in  Act  of  1893... 81,  237. 
in  Lancashire,  105. 
to  try  action  for  infringement,  298. 

OoVEKiirG, 

nse  of  trade-mark  on,  29. 

meaning  in  the  M.  M.  A.  1887... 473. 

Obest,  infringement  hj  use  of,  325,  n. 

Gbdokal  Law  of  False  Mabking,  6, 17. 
nnder  the  M.  M.  A.  1887,  Book  11.,  460. 
offences  committed  abroad,  504,  657. 

OUBTOM, 

for  shippers  to  own  trade-marks,  301. 
trade  aescription  allowed  by,  476,  485,  498. 
trade,  485. 

Customers, 

names  not  to  be  disclosed,  374. 
of  former  business,  soliciting,  418,  n. 
See  Purc?M8er, 

Customs, 

actions  against  officers,  538. 

practice  as  to  detention  of  goods,  538.    See  DetenUan. 
register  of  names  and  marks,  534,  683. 
regulations,  527,  536,  678—704. 

Customs  Entry,  476,  486. 

Cutlers*  Company,  91,  604. 
marks.  Chap.  YI.,  91. 
their  rights  preserved,  94. 
opposition  to  registration  b;^,  94,  n. 
duties  in  regard  to  registration,  96. 

Cutlery, 

marks,  penalties  for  counterfeiting,  543. 
"  London  made,"  543. 

Cypher  Address, 

imitation  of,  402,  n. 
unconscientious  use  of,  452. 


"  Dairy  Maid  Mile/'  200.  See  Angh-Swisa  Condensed  Milk  Com- 
pany  v.  Metcalf, 

Damages, 

imdersect.  90... 243. 
undertaking  as  to,  354. 
for  infringement,  359,  360. 

in  lieu  of  profits,  360. 

special,  need  not  be  proved,  4,  359. 
for  passing  off,  415. 
in  trade  libel  cases,  441. 
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Date  of  Beoistbation, 

is  date  of  application,  254. 

Tariation  of,  230  n.,  235. 
Dealers,  infringement,  though  they  are  not  deceived,  187. 
Death, 

of  applicant  for  registration,  70,  001. 

action  for  infringement  does  not  abate,  303. 
action  for  trade  ubel  does  not  abate,  447.    See  Devoluiion. 
Deception,  pbobability  of, 

evidence  as  to,  205. 

evidence  of  actual  deception,  206,  313,  316. 

by  «iTm'lft.r  mark  in  another  class,  210. 

intent  to  deceive,  316. 

comparison  of  resembling  marks,  188—209,  316 — 323. 

the  test  of  infringement,  314. 

in  passing  off  cases,  414. 

Deceptive  Mabkb, 

word  either  descriptive  or  deceptive,  153. 

not  to  be  registered,  209—217. 

are  outlawed,  336. 
Deceptive  use  of  mark,  not  presumed,  214,  349. 
Declaration, 

evidence  by,  73,  605. 

verified  by  affidavit  for  use  in  Court,  83. 

false,  as  to  watch  marks,  541. 

in  cases  of  incapacity,  570. 

forms,  613,  637. 

on  entry  of  name  or  mark  in  Customs  register,  686. 

as  regards  watch  cases  brought  to  be  marked,  696. 
Defences, 

action  for  infringement,  295,  323 — 348. 
passing  off,  380,  416--427. 

forms,  645,  647. 

under  the  M.  M.  A.,  1887.. .505,  511. 
notice  of,  502,  504,  518. 
Definition, 

of  a  trade-mark,  Chap.  11.,  24. 

in  sect.  64  is  merely  restrictive,  112. 
Delay, 

in  application  to  rectify,  229. 

in  sumg  for  infringement,  333. 

may  cause  determination  of  trade-mark,  286,  290. 

bearing  on  the  evidence,  206,  335. 

a  bar  to  an  injimction,  351,  353. 
account  of  profits,  362. 

in  application  to  commit,  356. 

Deltveey  ITP  of  marked  goods,  357. 

Demarara  Sxtoar,  478. 

"  Demon  Eacquets,"  358.    See  Slazenger  v.  Feltham. 

Dentist  Case,  388. 

Description.    See  Trade  descHption. 
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DSSCBIFI'IVE, 

marks,  not  distinctiye,  96,  48, 127. 

devices,  131. 

words,  not  fancy  words,  145. 

not  invented  words,  152. 

descriptive  or  deceptive,  153. 

no  monopoly  in,  397. 
name  derived  from  trade-mark,  201. 

trade-name  of  goods,  404.    See  also  Common  to  the  trade  and 
Secondary  distinctive  meaning. 

Design,  trade-mark  copyright  design,  78  n.    See  Devioe, 

Desigkeb  may  register  new  mark,  110. 

*  *  DESTlNAClOir."    See  Pinto  y.  Badman. 

Destbtjgtion, 

of  infringing  goods,  7,  357. 

of  goods  under  the  M.  M.  A.,  1887... 514,  521. 

Detention  op  Impobted  Goods,  527,  690. 

when  officers  act  without  special  information,  680,  684,  690. 
security  in  respect  to,  686,  691. 

bond  for,  687,  693. 
information  to  procure,  690,  692. 
discretionary  powers  of  officers  as  to,  701. 
notice  of,  703. 

Detebmination  of  trade-mark  rights,  Chap.  XIV.,  283. 

Device, 

insect.  64...  128— 132. 

combination,  130. 

cases  of  contrasted  devices,  207. 

copyright  design,  78  n.  ^ 

Devolution,  

of  trade-marks,  Chap.  XTTT.,  272. 
of  trade-name,  391. 
of  goodwill,  417. 

"  Diamond  Cast  Steel."    See  Spencer's  Tm. 

**  Diamond  Gunpowdeb."    See  Curtis  and  Harvey  v.  Pape. 

DicnoNABY  WOBD,  152  n. 

Dipfebenoes  between  trade-marks, 

bearing  of,  on  resemblance,  192,  320. 
inconspicuous,  or  easily  removed,  322. 
colourable,  414. 

Disability,  evidence  where  person  is  under,  570. 

DisOLAiMEB,  Chap.  IX.,  164. 
part  of  distinctive  label,  138. 
to  be  included  in  application,  166. 
applicant's  name  or  address,  167. 
effect,  173. 

offer,  upon  application  to  rectify,  223. 
entered  under  sect.  90... 234. 

DisoLOSUBB  of  real  offender  under  M.  M.  A.,  1887 ...  504,  509,  512. 
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DlSGOYBRY, 

on  appHoation  to  rectify,  242. 
in  inmngement  aotion,  374. 
in  aid  of  aoooimt,  375. 
See  Disdowre, 

DiSOBETION, 

to  refuse  registration,  63 — 67. 

Cutlers'  Company,  none,  as  to  old  marks,  96. 

of  Court,  to  refuse  to  remoye  mark,  226,  232. 

DlSTINOnVE, 

trade-mark  must  be,  35. 
meaning  in  sect.  64...  119 — 128. 

sect.  74.. .171. 
character,  how  lost,  285. 

**  Dog  Heat)  Beeb."    See  Read  y.  Bichardson. 

**  Doo,  TowEB,  AND  Habf  Liwbn."    See  ^jteer'a  Tm. 

"  Dome  Blaoe  Lead."    See  Jamea'  Tm. 

Doubtful  new  marks  to  be  rejected,  11,  211. 

DuPUOATE  marks  not  to  be  registered,  176 — 182. 

Edition,  false  statement  as  to  number,  347. 

Edmunds,  Lbonabd,  eyidence  before  Committee  of  1862... 7. 

Effect  of  Begibtbation,  Chap.  XTI.,  252. 

"  Eleotbio  Velveteen,"  143.    See  Leafs  Tm. 

"  Eleotboid  Anti-fouling  Composition."    See  Hannay^a  Tm. 

Elephant  Case.    See  Johnston  y.  Orr-Ewing. 

**Eli8B  (Madame)."    See  ChaUeriaY.  laaacaon, 

"  Emolune,  Emollio  Cbeam."    See  Oroaamith^a  Tm, 

"  Emolliobum,"  151.    See  Talbofa  Tm. 

*  *  Emu."    See  Burgoyne'a  Tm, 

English  Wobds  on  imported  goods,  532. 

Englishmen,  "fancy  word,"  addressed  to,  145. 

"  Entbbbd  at  Stationebs'  Hall,"  126,  216,  327. 

Entbebs  on  the  Begisteb,  53. 

"  Equal  to,"  323. 

Ebasxtbe  of  infringing  marks,  357. 

Ebbobs, 

correction  of,  246. 

allowed  in  trade  description,  490,  705. 

Essence  of  Anohovies,  424. 

Essential  Pabtioulabs,  112. 

to  be  specified  in  the  application,  68,  166. 
to  be  regarded  in  comparing  marks,  196. 
not  to  TO  altered  imder  sect.  92... 247. 
of  old  mark,  248. 
copying,  an  infringement,  313. 
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ESTOFPBL, 

on  application  to  reotify,  225. 

defence  in  infringement  action,  330. 
Etchikos,  publication  of  catalogue,  450. 
**  Eton  Cigabbtteb,"  155.    See  Wood  v.  Butler. 
"  Eureka,"  37.    See  Ford  y.  Foster. 

EVZDENOE, 

certificates  and  copies  of  the  register,  57. 
on  application  to  re^pster,  73,  74. 
power  to  dispense  with,  570,  603. 
on  appeal  to  the  Board  of  Trade,  80. 
on  appeal  to  the  Oourt,  83. 
use  of  old  mark,  161. 
probability  of  deception,  205. 
actual  deception,  206,  313,  316. 
intent  to  deceive,  316. 

cumulative  resemblances,  408,  413. 
expert,  205,  378. 
on  application  to  rectify,  241. 
of  title,  registration  is,  255,  304. 
registration,  257. 
in  action  for  inbingement,  376. 
register  books,  378. 

of  defendant  and  wife  under  M.  M.  A.  1887... 509. 
rebutting,  evidence  of  innocent  intention,  509. 
proceedings  before  Board  of  Trade,  572. 

"  Exactly  Twelve  Yabds,"  48. 

<<  ExGELSioB  Spring  Mattress."    See  ChorlUm  and  DugdMs  Tm. 

*'  ExoELSiOR  White  Soap."    See  Braham  v.  Bustard. 

«  Excelsior  White  Soap,"  48. 

"  Exclusive  Use,"  209. 

Executors, 

registered  on  death  of  applicant,  70. 
can  sue  for  infringement,  303. 
trade  Ubel,  447. 
See  Devolution. 
Exhibition  medal,  pretence  of,  711. 
Expert, 

evidence,  205,  378. 
committee  of  experts,  104. 

Exportation  of  infringing  goods,  365,  n. 
Exporter, 

trade-mark  of,  51,  301. 

may  be  a  "  person  aggrieved,"  223. 

Expunge,  mark,  discretion  to  refuse  under  sect.  90... 226. 

Factory,  name  of,  401. 

"  False,"  in  the  M.  M.  A.  1887... 488. 

False  Pretences,  sale  under  spurious  mark  may  be,  469. 
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"  False  Trade  Desobiftiok"  in  the  M.  M.  A.  1887... 487— 498. 

•'  Falsely  Applies,"  in  M.  M.  A.  1887... 472, 474. 

Falsification, 

of  the  register,  65,  541. 
of  a  Irade-mark,  472. 

««  Family  Salve,"  135.    See  BeinharcU  v.  Spalding. 

Family  Use,  importation  for,  307. 

Fancy  Name,  no  right  to  use  any,  423. 

"  Fancy  Wobd  not  in  Common  Use,"  142—152. 
list  of  words  in  decided  cases,  151,  152. 

Feeding  Stuffs,  adulteration  of,  475. 

Fees, 

list  of,  606. 
payment  of,  624. 

Febtilizebs,  adulteration  of,  475. 

FlGITBE, 

in  Begistration  Acts  means  ''  numeral,"  165,  n. 
may  be  an  old  mark,  154. 

Filteb  Oase,  48. 

**  FiLTEBED  Blue,"  153.    See  Edge's  Tm. 

*«  FiLTEE  Eapide,"  171,  n. 

FntM.    See  Parinershtp, 

Five  Yeabs'  Beoistbation, 
effect  of,  255,  258,  304. 
similar  mark  registered,  after,  180. 
rectification  after,  258. 

* «  Fixed  Stabs."    See  Palmer's  Tm. 

Flowebs,  imported,  address  on,  699. 

Food  and  Dbuos  Acts,  475. 

FOBEIGN 

words,  145. 

user  of  old  mark,  not  sufficient,  161. 
trade-marks,  registration.  Chap.  XX.,  454. 
manufactures,  deceptiyely  marked,  532. 

FOBEIGNEB, 

probability  of  deception  of,  187. 
may  be  a  *'  person  ag^eved,"  223. 
respondent  to  application  to  rectify,  240. 
seryice  out  of  the  jurisdiction,  299. 
may  sue  for  infringement,  21,  300. 

FoBFETTUBE  of  goods  under  M.  M.  A.  1887.. .514,  521. 

FoBOEBY  of  a  trade-mark,  465,  468—472. 
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FOBMB, 

in  the  schedule  to  the  Bulee,  607. 

on  opposed  application  to  register,  635. 

notice  of  motion  to  rectify,  642. 

pleadings  in  actions,  643. 

orders  in  actions,  648. 

indictment  and  information  under  the  IL  M.  A.  1887... 708. 

"  FoEEBST  (Londok),"  216.    See  HUVb  Tm. 

Fbavd, 

proof  of,  not  necessary  in  infringement  action,  4,  14, 316, 349. 

or  passing  off  action,  14,  269,  384. 
unfounded  charge,  costs  refused,  368. 
new  case  of,  at  trial,  383. 
badges  of  fraud,  414. 
intent  to  defraud  under  M.  M.  A.  1887... 507. 

FBAtTDTTLENT, 

use  of  mark  tendered  for  registration,  161. 

not  presumed,  214,  349. 
mark  not  to  be  registered,  161,  216. 

is  outlawed,  336. 
trade,  no  action  to  protect,  346. 

«  Fbiedbjokshaix."    See  ApoUinaris  CoJ'b  Tm, 

**  Fbioi-bomo."    See  EdgtngUm's  Tm. 

"  Feom,"  323,  387. 

Fbttit,  imported,  address  on,  699. 

**  Fbuit  Salt,"  65,  211.    See  Eno  v.  8tephen$  ;  Eno  y.  Dunn. 


« *  Gem."    See  Arlen^B  Tm. 

General  Obdees  itndee  the,  M.  M.  A.,  1887... 678. 

Geneeio  Teade-besoeiftion,  481,  498,  665. 

Geographigal  Names,  44,  141. 
may  be  femcy  words,  147. 
not  invented  words,  152. 
may  be  old  marks,  44,  157. 

Get-up,  411. 

difference  of,  in  infringement,  321. 
imitation  of,  411. 

common  words  in,  408. 
common  to  the  trade,  411. 
when  a  false  trade  description,  478. 

«  Glenpield  Staech,"  46.    See  Wciherspoon  v.  Currie. 

Gold  (Plate)  marks  on,  711. 

"  Golden  Fleece,"  180.    See  Australian  Wine  ImporterB*  Tm. 

Gk)0D8, 

to  which  trade-mark  right  extends,  32,  87,  308. 

classification  of  goods.  Chap.  Y.,  87. 

mark  comprising  reference  to  particular  goods,  89,  216,  632. 
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Goods — eowHnued. 

series  of  marks  for  different,  90. 

same  goods,  or  description  of  goods,  180. 

resistration  limited  dj  use  on,  256. 

deEvery  up  of  infringing,  357. 

meaninjg;  of,  in  M.  M.  A.,  1887... 472. 

the  renter  classes,  618. 

detention  of  imported.    See  Detention, 

Goodwill, 

trade-mark  assignable  with,  272,  287. 

assignment  with  part  of,  277. 

lease  of,  281. 

temporary  separation  from,  288. 

on  dissolution  of  partnership,  387,  n.,  418, 420. 

purchaser  takes  the  trade-name,  417. 

yendor  may  solicit  old  customers,  418,  420. 

**  Grakolithio  Stone."    See  8tua^  v.  8<xMieh  Paving  Go, 

Gbain  imported,  marks  on,  700. 

"  GiULSS  Bleach."    See  Beiss*  Tm, 

Gbeat  Mogul  playing  cards,  2. 

"  Gbosyenob  Lib&aby,"  398.    See  Hohy  v.  The  Oroevenor  Library 
Co,,  Limited, 

**  GuAWO  Case."    See  Native  Guano  Co,  v.  Savage  Manure  Co, 

**  GumEA  Goal,"  427,  n.    See  Lee  v.  Ealey, 

GuNPOWDEB,  marks  on,  711. 

"  Habaka,"  347.    See  Newman  v.  Pinio  ;  Hargreaves  v.  Freemofft, 

Hallamshibb  (Sheffield  Marks),  Chap.  YI.,  91. 

Hall  Mabxs,  on  plate,  711. 

TTAT>fMT8Tt  Mabxs,  543. 

"  Haot)  Gbknade  Fibb  Extinouisheb."    See  Harden  Star,  &c, 
Co,'$  Tm. 

**  Habness  Composition."    See  Beddow  v.  Boyd, 

"  Habvey*s  Satjob."    See  Lazenhy  v.  White, 

*  *  Havana."    See  Hahana, 

Hbadinob, 

insect.  64...  135. 
line  headings,  198. 

HEABiNa  by  Comptroller,  67. 

**  Hebbaun."    See  Humphries  v.  Tayhr^a  Drug  Co, 

HiNDMABCH,  evidence  before  committee  of  1862... 7,  512. 

Holidays,  Public, 

last  day  for  doing  any  act  expiring  on,  569. 

Holloway's  Pills,  337. 
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''  HoicswASHEB."    See  BaJl^lCs  Tm. 

"  Hoop  L  Ibok."    See  HwUm's  Tm. 

"  HOBSB  Blistbb."    See  Jamu  y.  Jamea. 

HousB,  name  of,  when  protected,  401. 

House  of  Lobds,  order  remitted  to  Ch.  Diy.,  81. 

«  Household  Wobds."    See  Bradbury  y.  DickenB. 

**  HOWQUA  Meetube."    See  Pidding  y.  How, 

Hx7]<rr8MAN's  cherry  brandy,  190. 

**HUHYADI  jAiros."    See  Apollinan'a  Co'b  Tm, 


Idea  of  1£abx  with  regard  to  resemblance...  130, 188,  319. 

Identioal  Mabeis  for  the  same  goods,  176 — 182. 

iGNOBAirr.    See  Innocefni, 

Imitatiox  of  Tbade-Mabe, 
by  copying,  312. 
colourable,  314—322. 
'*  imitations  prosecuted,''  215. 

Impobtation, 

fraudulent,  487. 

of  watches  and  clocks,  526. 

of  deceptiyely  marked  goods,  prohibited,  527,  530. 

Impobteb, 

when  proprietor,  61. 

action  for  infringement  by  sole,  302. 

iNDEMinTY  to  purchaser  of  marked  goods,  359,  437. 

Indexes  to  the  register,  56. 

trade-marks,  456. 

M.  M.  A.,  errors  allowed  under,  490,  705. 

iNDIOTMEin?, 

right  to  trial  by,  516. 
form  of,  708. 

iNFAirr, 

infringer,  costs  against,  366. 

declaration  or  act  to  be  made  or  done  by,  570. 

Infebiobity  of  infringing  goods,  4,  34,  n.,  306,  385. 

Tttfobicatioit 

as  to  real  offender  imder  M.  M.  A.,  1887... 504,  509,  512. 
to  procure  detention  of  imported  goods,  690,  692. 

when  officers  act  without,  680,  684,  690. 
in  criminal  proceedings,  forms  of,  708. 
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Infrinosment,         

action  for,  Ohap.  XV.,  295. 

specialization  of  the  action,  6. 

in  respect  of  wliat  goods,  31,  308, 448. 

regislration,  a  con£tion  precedent,  260,  268. 

of  unregistered  trade-mark,  268,  383. 

comparison  with  action  for  passing  off,  297,  381. 

definition  of,  305. 

what  constitutes,  305—323. 

single  act  of,  306. 

connection  with  spurious  goods,  310. 

by  claim  of  registered  trade-mark,  313. 

question  for  jury,  315. 

displa^ring  infringer's  name,  320. 

with  different  get  up,  321. 

unintentional,  361,  364—366. 

warning  against,  300,  439. 
Initials,  fals«,  493. 
Injunction, 

in  infringement  action,  348 — 356. 

interim,  352. 

forms,  652, 653. 

refused  because  of  delay,  353. 

doubtful  title,  352,  n. 

limited  to  particular  market,  351. 

enforcement,  355. 

choice  of  new  mark,  356. 

in  passing  off  action,  428. 

in  trade  hbel  cases,  Chap.  JLViil.,  438. 

in  trade  secret  cases,  Chap.  XIX.,  448. 

precedents  of,  648—655. 
Innocent, 

misrepresentation  as  to  maker  of  goods,  386. 

infrin^r,  361,  364—366. 

inception  of  infringement,  384. 

purchaser,  compensation  to,  under  M.  M.  A.,  1887... 514,  521. 

proof  of  innocence  under  the  M.  M.  A.,  1887... 505,  513. 
Inquiry  as  to  damages,  360. 

iNSFEOnON, 

of  the  register,  55. 

in  trade-mark  actions,  375. 
Inbtbuotions  to  persons  who  wish  to  register  trade-marks,  624. 
Intent  to  Defbaud 

under  M.M.  A.,  1887... 507. 
See  Fraud  and  FrauduUrU. 
Intebnational, 

arrangements,  Ohap.  XX.,  454,  21. 

conyention,  18,  457,  529. 
text,  658,  664. 

list  of  countries  and  possessions  affected,  656. 
Introduction, 

of  new  goods,  42. 

of  defendant's  mark  into  plaintiff's  market,  328. 


784  INDEX. 

In  V  KNTOB, 

proprietor  of  new  mark,  60. 
of  goods,  name  of,  41,  406. 
portrait  of,  129. 
name  used  by,  37 — 13. 
Ibi8h, 

party  on  appeal  from  Comptroller,  82. 
respondent  under  sect.  90... 241. 

"  IsnrGLASS  (Patent)."    See  Oridley  y.  Sunnbome. 
ISSTTE  of  fact  under  sect.  90.. .567. 

"  JoHW  Bull  Bbeb,"  185,  226,  313.    See  Paine  v.  DanidU. 

Jonrr  T&ade-mabx,  51,  301. 

"  Jttbilee."    See  Towgood  y.  Pirie. 

JlTSISDIOnON, 

in  Lancadiire,  105. 

to  rectify  the  register,  Chap.  XI.,  218. 

Court  under  Act  of  1883... 237. 

Scotch  and  Irish  Courts,  238. 

in  infringement  action,  298. 

service  out  of,  240,  299. 

offences  committed  abroad,  504,  657. 

JlJBT, 

right  to,  298. 

questions  for,  315. 

on  prosecution  under  M.  M.  A.,  1887... 516. 

<<  Key  B&A2n>  Geneva."*  Qee  Meeu$' AppltecOum. 
'*  KoKOXO,"  146,  n.,  185.    See  Jadaon  Co.*8  Tm. 

"LLWmsKY."    So&KimhanY.BoUon. 

Label, 

insect.  64...  13^-139. 

must  be  distinctive,  1 13,  137. 

containing  common  words  of  another,  139. 

blanks,  139,  174. 
disclaimer  of  words  in,  138,  172. 
replacing  worn  out,  32,  448. 
in  M.  !&£^  A.,  1887,  includes  band  and  ticket,  473. 

Lanoasbise,  jurisdiction  of  Palatine  Court,  105. 

«  Lanoashibe  Swedish  "  Ibon,  699. 

"Late,"  387. 

"  Late  of,"  323. 

"Lawfoed,"  148, 152. 

Lawn  Tennis  Baoqttets,  358. 

Lease  of  goodwill,  282. 

Leatheb  Cloth  Case,  47. 
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liBcrrUBBS,  publication  of,  451. 

liETTEB, 

not  a  device,  129. 

may  be  an  old  mark,  153. 

Lbttebs, 

addressed  to  plaintiff,  opening,  388. 
publication,  restrained,  451. 

Liability  cast  by  use  of  another's  name,  418. 

LiBBL  (Trade),  Chap.  XVm.,  438. 

LiCGSNOE, 

to  use  a  trade-mark,  281. 
action  by  licensee,  282,  302. 
to  infringe,  333. 

*•  Licensed  Victuallers'  Belish."    See  Cotton  v.  OtUard. 

LzBBIG'S  EXTRACT)  41. 

Lien  on  infringing  goods,  358. 

**  LiMBTTA."    See  Bo9e  v.  Evana. 

Ltkttation, 

of  registration  by  note  on  refi;ister,  163  n,  182,  184,  235. 

by  use  of  marl,  256. 
of  injunction,  328,  351. 
of  prosecution  under  the  M.  M.  A.,  1887. ..517. 

<<  LiMiTBD  "  added  to  registered  mark,  248. 

Line  Headings,  136. 

Linen,  marks  on,  711. 

LiNOLETTH,  43,  311. 

'*  Lion  Matches."    See  Ba9chiera*$  Tm.,  196. 

Liquorice  (Anatoua),  45. 

Local, 

repute  of  trade-name,  399. 

use  of  trade-mark,  184. 

«  Londonderry  Wallsend  Coal,"  335. 

"  London  Made"  Cutlery,  543. 

"  London  Manure  Co."    See  Purser  v.  Brain. 

**  London  Pickles."    See  Hammond  v.  Malcolm  Brunker  <fc  Co. 

"  Loin>ON  Eeush."    See  PowtlVB  Tm. 

**  Louise  (Madam)."    See  laaacaon  y.  Thompson^  394,  n. 

Lunatic,  declaration  or  act  to  be  made  or  done  by,  570. 

M.  AND  C.  Chakfagite,  426. 

M.  M.  A.,  461,  n.    See  Merchandise  Marks  Act. 

«  Made  Abroad,"  482,  534. 

"  Made  in  Germany,"  481,  534. 

Madrid  Convention,  text,  664. 
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Maoazinb, 

goodwill  of,  410. 
trade-name  of,  33,  410. 

Manohsster  B&AiroH  Office,  104. 

"  Manob  Tnr  Plates."    Thompton's  Tm.,  151. 

Maitufactube, 

descriptioii  of  mode  not  a  trade-name,  404. 

imported,  bearing  English  names,  532. 
Maboabine,  475;  711. 
1£abx, 

insect.  64...  132. 

no  general  obligation  to  mark  goods,  20,  487,  530. 

required  for  paiticiilar  goods,  710 — 714. 
See  Tfade-Ma/rh. 
Mabeet, 

use  of  trade-mark  in,  33. 

use  in  different,  184. 

limitation  to  particular,  182,  184. 

foreign,  187. 

infringement  must  be  in  plaintifTs,  307. 

introduction  of  mark  to  new,  328. 

injunction  limited  to  particular,  328,  351. 

Masteb  and  Sebyant  under  the  M.  M.  A.  1887... 500. 
«<  Matsbial  Besfect,"  false  in  a,  489,  490. 
Matebial,  trade  description  as  to,  483. 
Measube, 

trade  description  as  to,  480. 

limits  of  error,  490,  705. 
Met)ATi8  (exhibition),  false  representation  of  grant,  416,  n.,  711. 
«  Melbose  Hatb  Bestobeb."    See  Van  Duzer's  Tm,,  143. 
Mebohandibe  Mabks  Act,  1862... 7,  18,  and  xlyii. 
Mebohandise  Mabks  Aot,  1887, 

summary,  19. 

the  subject  of  Book  n..  Chap.  1...460. 

text,  666. 

defences,  500,  501,  505,  511. 

intent  to  defraud,  507. 

customs  regulations,  536,  678  et  teq. 
&QQ  Detention, 
MEBCHAin)i8E  Mabks  Act,  1891, 

text,  677. 

Order  in  Oounoil  under,  707. 
Metal  Qoods, 

defined,  102. 

tnitrTra  for,  in  Hallamshire,  96—102. 
"  Mexican  Balsak."    See  Perry  v.  Trw^, 

Mn)DLEMEN, 

deceptive  mark  may  not  deceive,  187. 
differences  removable  by,  322. 
infringement  leading  to  frauds  by,  363. 
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«  Milk  Maid  Brajbtd."    See  Anglo-Swias  Co.  v.  Metcalf,  200. 
**  MiNKRVA  Habana  (La)."    See  LUyd  &  Sons  Tm,,  145. 

MiSBEPBESEirrATION, 

as  to  oriffiii  of  goods,  216. 
estoppel  by  reason  of,  336 — 347. 
collateral,  337. 
subsequent  to  action,  347. 
costs  refused  by  reason  of,  367,  368. 
**  MiXTUBE  "  (tobacco).    See  Hargreavea  v.  Freeman, 
"  Mogul  Playing  Oabds."    See  Blanchard  v.  Hill,  2. 
"MoNOBBUT."    See  Vignier'a  Tm. 
**  MoNOPOLB."    See  Bicharda  v.  Butcher. 
Monopoly, 

none  in  type  of  goods,  41. 
name  of  goods,  43. 
common  parts  of  label,  138. 
common  additions,  173. 
disclaimed  matter,  173. 
descriptiye  name,  378. 
elements  of  get  up,  408. 
name  or  ad£e8s  of  non-trader,  2,  415. 
trade-secret,  Chap.  XIX.,  448. 
attempt  to  secure  under  trade-name,  204. 
*<  MoNTSBBBAT  LiME  JuiCE."    See  Evans  y.  Smith,  352. 
Mobison's  Univbbsal  Medicine,  450. 
MOBOOCO  Lbatheb,  481. 
MOBTGAGEE, 

of  trade-mark,  cannot  sue,  303. 

of  infringing  goods,  retains  his  charge,  358. 
Motion  ob  Summons, 

procedure  by,  81. 

notice  of  motion  on  appeal  from  Comptroller,  81,  640. 
on  application  to  rectify,  239,  642. 
MusTABD  Case,    ^^gq Farrow's  Tm.,  193,  and  Colman's  Tm.,  115,  n. 

Name, 

no  monopoly  in,  unless  trade-name  or  trade-mark,  2,  389,  393, 

415. 
right  to  honest  use  of  one's  own,  17,  330,  420—427. 
descriptive,  not  a  trade-mark,  36 — 47. 
of  pattern,  37. 

of  goods  made  under  expired  patent,  42. 
of  new  article,  43. 
of  place  of  origin,  44. 

geographical  names,  44,  141,  147,  152,  157. 
name-marks,  114. 
sect.  64  (i;  (a),  114. 
in  possessiTe  case,  115,  168. 
of  common  mark  not  a  fancy  word,  146. 
of  natural  product  not  a  fancy  woiti,  148. 
of  i>erson,  not  a  fancy  word,  149. 
derived  from  mark,  bearing  on  resemblance,  199—204. 
K.  '6  H 
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Name — eontinued. 

of  opponent's  goods  suggested  by  applicant's  mark,  211,  212.- 
alteration  of  proprietors,  under  sect.  90... 236. 

in  mark  under  sect.  92... 248. 
assignment  of  trade-mark  comprising,  274,  276. 
derived  from  plaintiff's  mark,  an  infringement,  320. 
infringement  displaying  infringer's,  320. 
of  non-trader,  389,  415. 
of  repute  may  be  trade-name,  394. 
of  repute,  right  to  honest  use  of,  425. 
under  ]^f .  M.  A.  1887. .  .497. 
of  company,  395. 
of  promoter,  400. 
cannot  be  sold,  401,  425. 
of  business  house  or  factory,  401. 
of  newspaper,  391,  403,  410. 
trade-name  of  business,  392. 

of  goods,  402. 
of  author,  410. 
of  book,  &c.,  410. 

of  secret  preparation,  Ohap.  XIX.,  448. 
of  Englisn  place,  imports  bearing,  483,  585. 
<<  name  or  initials "  m  M.  M.  A.  1887.. .498,  495. 
blind,  497. 

Customs  register  of  names  and  marks,  534. 
English,  on  imported  goods,  532. 
See  Trade-name. 

**  National  Speem."    See  Be  Prtce'$  PaUnt  Candle  Co. 

Natukal  Wool,  483. 

•*  Nb  Plus  Ultra."    See  Beard  v.  Turner. 

Neiohbottbhood,  setting  up  in  the  same,  427. 

**  Neptune."    See  Edwarde  v.  Dennis. 

NewMaeks, 

may  be  registered,  109,  254. 

doubtful,  to  be  rejected,  11. 
Newspaper,  name  of,  391,  403,  410. 
NoNSTjrr,  371. 

Note  ox  Begisteb,  54. 

limiting  class  of  goods,  90. 
as  to  cmour,  163. 
limiting  use  of  mark,  182. 
enterea  under  sect.  90... 235. 

Notice, 

of  action,  unnecessary,  300. 

of  opposition,  76,  610,  635. 

of  appeal  to  Board  of  Trade,  80,  610. 

of  motion,  on  appeal  from  Comptroller,  81,  640. 

to  rectify  the  register,  239,  642. 
to  be  sent  bv  post,  57. 

of  defence  under  M.  M.  A.  1887.. .502,  504,  518. 
See  Detention. 

"  NouEisniNG  Stout."    See  Baggett  v.  Findlater,  48. 

NuMBEB,  trade  description  as  to,  479. 


INDEX.  739 

OFFBSOEBf 

imder  the  M.  M.  A.  1S87...462, 

oommitted  abroad,  604,  657. 
Offeb, 

to  modify  mark  applied  for,  83. 

of  complete  redress  for  infnngement,  364. 

Official  Pubxjgations,  626. 

«•  Old-Established,"  388. 

"  Old  Inwishowen."    See  Watt  v.  O'HanUm, 

Old  Mask,  153—162. 

primd  facie  descriptiTe,  155. 

used  alone  as  a  trade-mark,  160. 

three  mark  rule,  172,  177. 

regist^^,  although  similar  mark  registered  for  fiye  years,  180. 

alteration  of,  on  the  register,  248. 

"  Old  Waveblky."    See  Maeon  v.  Queen. 

Omnibus  Case.    See  Knott  v.  Morgan,  408. 

"  OoMOO."    See  Burgotfne^s  Tm.,  146. 

Opposition  to  Begistration,  71—78. 
notice  of,  76. 
grounds  of,  77. 
forms,  635. 

**  Ob  othbbwisb,"  in  sect.  73... 217. 

Obdebs, 

to  rectify  the  register,  231—237. 

in  infringement  action,  348 — 364,  648. 

passing  off,  by  executing  orders  meant  for  another,  388. 

under  the  M.  M.  A.  1887,  for  forfeiture,  514. 

notice  of,  to  Comptroller,  602,  603. 

precedents  of,  in  trade-mark  and  analogous  cases,  648. 

Orders  in  Council  applying,  sect.  103... 656. 

and  general  orders  of,  under  the  M.  M.  A. 
1887... 678. 

under  the  M.  M.  A.  1891... 707. 

Obigin  of  Qoods,  misr^resentation  as  to,  216. 
See  Country  of  Origin, 

"  Obiginal,"  44. 

**  OsiCAN  Towel.*'    See  Barlow  y.  Johnson. 

**  Owl."    See  Jackwn  Co.'b  Tm. 

Oystebs,  (" native"),  409. 

Paokino  Oases, 

use  of  mark  on,  30, 159. 

name  of  place  on,  not  shown  to  purchaser,  697,  698. 

"  Pain  Eilleb."    See  Perry  Davis  v.  Harhord,  157. 
Palatine  Coubt,  jurisdiction,  105. 
Pall  Mall  guinea  coal  company,  427,  n. 

3b2 
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**  Paraffin,"  43,  n. 

*  *  Pabghhent  Bank."    See  Pirie  v.  OoodaU, 

Paet, 

of  trade-mark, 

GoTirt  cannot  direct  registration  of,  85. 

infringement  of,  313. 
of  class, 

use  of  trade-mark  for,  181. 

registration  limited  to,  88,  181,  182,  235. 

"  Pabticuule  and  DisTiNcnvB  Manner,"  116. 
Pabtiottlars, 

on  application  to  rectify,  243. 

in  inmngement  action,  373. 
See  Essential  Particulars, 

Pabtnebship, 

**  person  "  includes,  60. 

mark  of,  registered  in  one  partner's  name,  236. 

devolution  of  mark  on  dissolution,  274,  278,  329. 

late  partner  may  advertise  his  former  connection,  386,  419. 

trade-name  on  dissolution,  417. 

comprising  name  of  late  partner,  274,  418. 
fraudulent  partnership  imitating  name  of  known  firm,  330, 424. 
offences  under  the  M.  M.  A.  by,  463. 

Passing  of, 

action  for.  Chap.  XYI.,  379. 
not  affected  by  sect.  77... 265. 
compared  with  infringement,  297,  381. 

Patent, 

name  of  goods  made  under,  42. 

not  to  be  struck  out  of  old  mark,  249,  342. 

misleading  claim  of  patent  right,  339—342,  368. 

'*  patent  cups,"  an  infringement,  313,  n. 

false  trade  description  by  claim  of,  476,  484. 

offence  under  the  Act  of  1883  by  use  of  the  word,  483, 484, 540. 

"  Patent  Isinglass,"  485. 

**  Patent  Kitcheneb."    See  Flavd  v.  Earrtwtiy  340. 

Patent  Office,  Trade-marks  Branch,  Chap,  m.,  52. 

**  Patent  Solid  Headed  Pins."    See  Eddsten  v.  Vick,  340. 

"  Patent  Thbbad."    See  MarsMll  v.  Boss,  341. 

Pattebn, 

mark,  not  a  trade-mark,  37,  159. 
name  of,  not  trade-name,  404. 

«*  Pbnj  Deh,"  a  possible  fancy  word,  147. 

Pebiodioal,  name  of,  410. 

Pebson, 

includes  body  corporate  and  partnership,  60,  463. 
aggrieved,  who  is,  221 — 225. 

"  Pessendede."    See  Gout  v.  Al^loglu,  129,  n. 

Phonetic  equivalent,  141. 
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I^OTOO&AFH, 

of  inventor,  a  oomznon  mark,  129. 
publication  of,  restrained,  461. 

Phbases  and  proverbs  as  trade-marks,  137. 

PlOTlTRB, 

of  the  goods,  not  a  trade-mark,  131,  132. 
warranty  of  artist,  433. 

Pill  Case  {Clark  v.  Freeman),  389. 
PnuLOY, 

m^  make  mark  common,  286. 
See  Infringement  and  Faaaing  Off, 

**  PmiB's  Paeohment  Bank,"  115. 
Plage, 

name  of,  as  a  trade-mark  or  trade-name,  44, 404. 

series  of  marks  containing  different  names,  90. 
not  femcy  word,  147. 
not  invented  word,  152. 
may  be  an  old  mark,  157. 
of  origin,  mark  registered  in,  456,  459. 
trade  description  as  to,  480. 
no  general  obligation  to  indicate,  487,  530. 
goods  bearing  name  of  English,  483,  535. 
partly  made  abroad,  482. 
made  abroad,  482,  534. 
made  in  (Germany,  481,  534. 
under  Britiush  jurisdiction,  657. 

Plaintiff, 

foreigner  may  be,  300. 
title  of,  301,  303. 

Plate,  marks  on,  711. 

PLEADoras, 

in  infringement  action,  372. 
forms,  643.    See  Precedents, 

**  Pluhbaoo  Cbucibles."    See  Morgan  v.  McAdam, 

PoBTRAiT  of  inventor,  a  common  mark,  129. 

Possession,  offence  by,  under  M.  M.  A.,  1887. ..510. 

Post,  notices  and  documents  sent  by,  57,  569. 

**  Post-Office  DntECTOBY."    See  Kelly  v.  ByleSy  407. 

Pbecedents, 

application  to  register,  opposition  and  appeal,  635. 
application  to  rectify,  642. 

pleadings  in  actions  for  infringement  and  passing  off,  643. 
orders  in  trade-mark  and  analogous  cases,  648. 
indictment  and  information  unaeT  M.  M.  A.,  1887... 708. 

Pbedeoessob,  trade-mark  comprising  name  of,  274. 

Pbice, 

list,  use  of  mark  in,  29,  126. 

series  of  marks  containing  different  prices,  90, 
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Pbinoiplbs  on  which  trade-marks  and  trade-names  are  protected, 
James,  L.J.,  1,  393. 
Abbot,  O.J.,  4. 
Jessel,  M.B.,  13. 
Lord  Selbome,  15. 
And  see  Ohap.  11.,  24. 

PBumNG, 

labels,  infringement  by,  32. 

injunction,  649. 
imitation  of,  411. 
may  be  forgery  of  a  trade-mark,  468. 

Pbocsdttsb,^ 

application  to  register,  68. 
opposition,  75. 
appeal,  79 — 84. 
Sheffield  mark,  98—102. 
application  for  leave  under  sect.  71...  177. 

to  rectify  under  sect.  90... 237— 241. 
under  sect  92... 250. 
in  infringement  action,  372. 

Fbodxtosb,  trade-mark  of,  registered  by  importer,  61. 

FBODUcnoN  of  marked  goods,  376. 
search  warrant,  520. 

Pbofebty  in  trade-mark  or  trade-name,  2,  4,  384,  391,  n.,  393,  n. 

Fbopbietob, 

of  trade-mark,  60,  469. 

assent  of,  under  M.  M.  A.,  1887... 470. 

authority  to  use  name,  under  M.  M.  A.,  1887... 496. 
Fbobbotttion, 

under  the  M.  M.  A.  1887.. .514,  517,  677,  707. 

limitation  of,  517. 
Publication, 

trade-name  of,  410. 

of  apology  for  infringement,  365,  n.,  443. 

of  statement,  pending  action,  443. 

of  foreign  trade-marK,  458. 

FuBLici  Juris,  when  trade-marks  become,  37, 285. 
Puffing  Advertisement,  not  a  trade  libel,  441. 
Punishment  of  offences  under  the  M.  M.  A.  1887... 513. 

PU&CHASEB, 

ultimate,  deceived,  3,  187,  318. 

of  infringing  goods  without  notice,  358,  361,  365. 

of  good^,  391,  417. 

name  on  packing  case,  not  shown  to,  697,  698. 

Quality, 

series  of  marks  for  different  qualities,  90. 
inferiority  of,  of  infringing  goods,  4,  34  n.,  306,  385. 
false  trade  descriptions  as  to,  475. 
marks  on  cutlery,  543.    See  Descriptive, 

Questions  for  the  jury,  315. 
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«  Badstook  Goal.'*    See  Braham  t.  Beadiim,  408. 

**  Beading  Bisoutts."    See  EunUey  &  Palmer  y.  Beading  Biscuit 

Co.,  424,  n. 
"  Beading  Sauob."    See  Cocks  y.  Chandlers,  44. 

BBOnFIOATIOK, 

of  the  register,  Ohap.  XI.,  218. 
under  sect.  90,  220—245. 

dlBcretion  of  the  Goiirt,  226. 

new  entries  not  made,  231. 

reasons  for  remoyal,  232. 

after  fiye  years'  registration,  229,  258,  259. 

procedure,  237. 

notice  of  motion,  239,  642. 

not  by  counterclaim,  238. 

in  inmngement  action,  324. 
under  sect.  91... 246. 
under  sect.  92.. .247— 251. 

"  Bed  Medal  Pomsh."    See  WHkinswi  y.  GrijfUh,  204. 
''  Bed  Stab  Glass."    See  Sociit^  de  VEtoiUs  Tm,,  163. 
"  Bed,  Whttb  and  Blub."    See  Hanson's  Tm.,  162. 
Befusal  to  register, 

reasons  for,  63. 

certificate  of,  70,  264. 

old  marks,  268. 
Bbgisteb, 

of  trade-marks,  Ohap.  HI.,  52. 

establishment  of,  8. 

object  of,  8,  252,  262,  n. 

entries  on,  53. 

note  on,  limiting  reflistration,  54,  163,  n,  182,  184,  235. 

inspection  and  sear^es,  55. 

copies  of,  eyidence,  59,  377. 

books,  when  eyidence,  378. 

falsification  of,  541.    See  Bectification  and  Begisiration, 
Begistebed, 

"  registered  "  not  registered,  216,  346. 

"  registered  at  Stationers*  Hall,"  78,  n.,  127,  216,  327. 

'*  registered  shape,"  346. 

'*  registered  trade-mark,"  when  a  misrepresentation,  345,  353, 
may  create  an  infringement,  313. 

meaning  of,  in  M.  M.  A.,  1887... 467. 

when  the  use  of  the  word,  is  an  offence,  540. 
See  Unregistered  Trade-marks. 
Begist&ation  Acts,  547—594. 

Begistbation  of  Assign^ient,  278. 

not  necessary  before  action,  280,  304. 
Begistbation  of  Tbade-Mabes, 

application  to  reunster,  Ohap.  lY.,  58. 

Sheffield  mark,  Ohap.  YI.,  91. 

cotton  marks,  Ohap.  VII.,  103. 

what  may  be  registered,  Ohap.  Yill.,  106, 

restrictions  on,  Chap.  X.,  175,  631, 
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Eegistbatiok  of  Trade-Makes — continued. 
efFect  of,  Gfaap.  XII.,  252. 
introduction  of,  and  summary  of  Acts,  5—12. 
object  of,  8,  252,  262,  n. 
trade-mark,  rights  acquired  by,  51,  253. 
discretion  to  r^use,  63^67. 
bow  effected,  70. 
for  part  of  class,  89,  181,  235. 
series  of  marks,  90. 
duplicate,  or  identical  marks,  176. 
resembling  registered  marks,  182. 
numerous  marks  of  the  same  kind,  197. 
deceptiye  marks,  209. 
rectincation,  218. 
in  the  wrong  name,  236. 
limited  by  actual  use,  31,  256,  309. 
condition  precedent  to  infringement  action,  260,  264. 

not  to  acquisition  of  trade-mark,  265. 
evidence  of  title,  255—258,  304,  324. 
expunging,  where  right  determined,  291. 
proof  of,  303,  376,  377. 
of  defendant's  mark,  327. 
false  assertion  of  registration,  345,  476,  540. 
allegation  of,  in  pleadings,  373. 
forms,  on  opposed  application  and  appeal,  635. 

See  Unregistered  Trade-Marks,  and  Note  on  Begider. 

Regulations, 

under  M.  M.  A.  1887... 536,  678  etseq. 

M.  M.  A.  1891  (prosecutions),  707. 

Bemoyal  of  mark  from  the  register, 
under  sect.  90,  reasons  for,  232. 
when  abandoned  or  determined,  288,  291. 
for  non-payment  of  fees,  291. 

Report, 

of  committees  on  trade-marks  and  merchandize  marks,  7,  10, 

19,  20. 
M.  M.  A.  Report,  1862,  1887  and  1890... 461,  n. 

See  Committee, 
of  action,  may  be  a  trade  libel,  442. 

contempt  of  Court,  443. 

Representation, 

of  goods,  not  a  trade-mark,  131. 
that  defendant's  business  is  plaintiff's,  386,  419. 
that  defendant  is  plaintiff's  successor,  387,  419. 
in  good  faith,  passing  off  by,  386. 
of  Royal  warrant,  false,  542. 

of  trade-mark  on  application  to  register,  596,  609,  629. 
See  Misrepresentation. 

Reputation, 

of  connection  of  trade-mark  or  trade-name  with  the  proprietor^ 
33,  49,  390. 
evidence,  34,  390. 
of  type  of  goods,  no  monopoly  in,  41. 
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BB8EMBLAN0B  OALOTTULTED  TO  DSOUYX, 

Chap.  X.»  175. 

sect.  72  (2)...  182— 208. 

bearing  of  oolotir  on,  163. 

not  sufficient  for  infringement,  may  prevent  registration,  183. 

marks  in  different  markets,  181. 

persons  to  be  considered,  186. 

roles  of  comparison,  188—204,  318—320. 

evidence  in  regard  to,  206. 

examples,  207,  208. 

the  test  of  infnngement,  314. 

importance  of  differences,  320 — 323. 

cumulative  evidence  of,  408,  413. 

in  passing  off  cases,  414. 
Besident  Abboad, 

applicant  or  opponent,  address  for  service,  68,  82. 

notice  to  respondent,  82,  240. 

service  out  of  the  jurisdiction,  240,  299. 
Bestobation, 

of  mark  removed  from  the  register,  292. 

form  of  application,  617. 
BESTBionoNs  ON  Beqisibatiok,  Ohap.  X.,  175,  631. 
Betaileb, 

trade-mark  of,  50. 

deceptive  mark  may  not  deceive,  187. 

differences  removable  by,  322. 

infringement  leading  to  frauds  by,  363. 
Betubned  Goods,  British,  notdetaiAed  under  M.  M.  A.  1887. ..702. 
"Bevebsi."    See  Waterman  v.  Ayrea,  144.  • 
«*  BiOHTEB  OoNOEBTS."    See  Franks  v.  ChappeU,  395. 
Bight, 

nature  of  trade-mark  right,  1,  24 — ^51. 

conferred  by  registration,  51,  253. 

limitation  of,  163,  n.,  182,  184,  235. 

acquired  by  use  of  mark,  24—51,  228,  265. 

limited  by  actual  use,  256,  309. 

concurrent  right  to  use  of  mark,  325. 
name,  417. 

to  honest  use  of  one's  own  name,  420—427. 
BoYAi.  Abhs, 

not  to  be  renstered,  64. 

tmauthorizcMi  assumption  of,  542. 
BoYAL  WABBAirr,  false  representation  as  to,  542. 
<'  BuGBY  Cement."  See  Eughy  Co.  v.  Bughy  di  NewhM  Co.,  311, 407. 

BX7I.ES, 

of  1890... 595. 

repeal  of  earlier  rules,  606. 

repealed  cotton  rules,  103. 

Sale, 

of  goods  with  trade-mark  attached,  33. 

account  of  sales,  363,  652. 

discovery  as  to  sales,  374. 

of  name,  401,  425. 

offence  by,  under  M.  M.  A.  1887... 510. 
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"  Same  Dbsobiptiok  of  Goods,'*  180, 

Samfleb,  retained,  702. 

'*  SAOTTAirr."    See  Sanitaa  Co.  v.  Gondy,  208. 

SAKtOMES,  impozted,  marks  on,  700. 

"  Satininb."    See  Meyerstein^sTm,,  162. 

SCISNTBB, 

when  an  element  in  passing  off  action,  386. 
infringer  without  notioe,  361,  364—366. 

SOOTOH, 

party  on  appeal  from  Comptroller,  82. 
respondent  under  sect.  90... 241. 

Seal  of  Patent  Oifiqe,  57. 

Seaboh, 

in  the  register,  55,  628. 
warrant,  375,  n.,  520. 

SECOi!n)AEY  DiSTiKonvE  Meaning, 

makes  descriptiye  word  a  trade-mark,  36. 
will  not  support  a  new  mark,  127. 
does  not  maKO  word  a  "  fancy  word,"  147. 
will  support  an  old  mark,  155 — 158. 
of  trade-name,  404. 

Seobet, 

trade,  Ohap.  XIX.,  448. 

recipe,  goods  made  according  to,  448. 

j««paraUon,  name  of,  449. 

SECfUBITT  FOR  OOSTS, 

of  opposition,  abolished,  76. 

of  motion  to  rectify,  by  foreigner,  241.  . 

of  prosecution  by  Board  of  T&uie,  707. 

Secubity  ON  Detention  of  goods  by  Customs  officers,  686,  687. 

Seeds,  adulteration  of,  475,  n. 

Seizube  of  imported  goods.    See  Detention. 

Seleotob,  trade-mark  of,  50. 

"  Self-Washeb."  .See  Lever  y.  Ooodmn,  412. 

Sebies  of  Mabks,  90. 

Sebvant, 

infringement  by,  306. 

breach  of  confidence  by,  452. 

offence  under  the  M.  M.  A.  1887,  by,  465,  500. 

Sebyioe,  address  for,  68,  82. 

Sebyioe  ottt  of  the  Jttbisdiotion, 
application  to  rectify,  240. 
inmngement  action,  299. 

Set-off  of,  costs,  order  for,  653. 

Sheffield, 

marks,  Chap.  VI.,  91. 

register,  96. 

marks,  counterfeiting,  545. 
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Shop, 

name  oyer,  388. 
name  of,  401. 

Show  Oabds,  imitation  of,  426. 

SlOKATUBE  MaAKS,  117. 

not  altered  under  sect.  92. . .  1 18. 
assignment  and  devolution  of,  274. 

SiLyEs  (plate),  marlcs  on,  711. 

SiMlLABlTY.    See  Besemhiance  calculated  to  Deceive, 

**  SiNOBB  "  Oases,  38. 

Single  act  of  infringement,  306. 

Size, 

of  marks,  194. 

false  trade  description  of  measure,  480,  490. 

of  documents,  for  use  on  application,  &c.,  696. 

SLAin>EB  OF  Title  to  trade-mark,  Chap.  XVHI.,  438. 

Small  Letters,  explanations  in,  323. 

Sole, 

importer  is  not  proprietor  of  marks,  61,  302. 
licensee,  cannot  sue,  282. 
purchaser  from  pr^rietor  cannot  sue,  302. 
proprietor,  plaintiff  need  not  be,  303,  360. 
concurrent  right,  326,  417 — 427. 

«*  SOMATOSE,"  152. 

**  Special  and  Distin (rnvE,"  154. 

Special  Case  to  determine  riyal  claims,  177,  614. 

Special  Damage,  when  necessary,  4,  369,  416. 

"  Sportsman's  "  cherry  brandy,  190. 

*«  Stanch."    See  JeOey'a  Applicatvm,  208. 

"  Standing  by,"  when  a  defence,  331—334. 

**  Star  Glass."    See  SocUte  de  VEioUe'a  Tm.,  163. 

•*  Star  Tobacco  Mark."    See  Dexter' a  Application  and  WiUa*  Tm., 
203. 

Stationers'  Hall,  registered  at,  78,  n.,  127,  216,  327. 

"  Station  Hotel,"  401,  n. 

Statutes, 

Table  of,  xlyii. 

Eegistration  Acts,  text  of,  647 — 595. 

M.  M.  A.  1887  and  1891,  text  of,  666. 

Statutory  Declaration.    See  Declaration. 

Stay, 

of  eitecution  of  order  to  rectify,  245. 
of  proceedings  for  infringement,  366. 

"  Stone  Ales."    See  Montgomery  v.  Thompaon^  227. 

Stores,  public,  marks  on,  713, 
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*<  Stbathmose.'*    See  Blair  y.  Stock,  202,  n. 
Submission, 

offer  of,  after  infringeineiit,  364. 

sta^r  of  proceedings  on,  366. 

of  rival  claims,  to  the  Court,  177,  602. 
Sttbseqttent  Pbopbdstob,  registration  of,  601,  611. 

SUOCOSSSION, 

trade-marks  pass  to  successors  of  original  firm,  25,  272. 
pretence  of,  to  plaintiff's  business,  387,  418. 
registration  of  subsequent  proprietor,  601,  611. 

Stjiocoks  OB  Motion, 

appeal  from  Comptroller,  81. 
rectification,  239. 

"  Sttmlight  Soap."    See  Lever  v.  Goodwin,  412. 

SuBBOUiiDnras  of  Mabks,  to  be  regarded,  197. 

Swedish  Ibok,  699. 

"  Swift's  Specific."    See  Sivi/t  Specific  Co.'a  Tm, 

"  Stkes*  Patent."    See  Sykes  v.  Sykea,  3. 

*'SybupofFig8,"468, 

"  Taenbstikkek."    See  Chrittiansen'a  Tm.,  191. 

Tea,  adulteration  of,  475,  n. 

Teleobaphio  Cypheb  Addbess, 
imitation  of,  402,  n. 
unconscientious  use  of,  452. 

Test  Case,  costs,  86. 

Textile  Gk)ODS,  Manchester  office,  104. 

«  The  "  prefixed,  does  not  make  *'  fancy  word,"  150. 

**  Thobley's  Cattle  Food,"  424. 

Thbeats, 

in  mark  may  be  deceptiye,  215. 

of  infringement,  necessary  for  injunction,  349. 

action,  none  in  respect  of  trade-mark,  438. 

Thbee-mabe  Bttle,  172,  177. 

does  not  apply  to  new  mark,  179. 
Ticket,  139. 

Tdcb, 

enlargement,  by  Comptroller,  71. 
summary  of  times  on  opposed  application,  75. 
for  appeal  to  Court  of  Appeal,  245. 
expiring  on  public  holiday,  569. 

TiTLB, 

proof  of,  before  Begistration  Acts,  6. 

acquired  by  use  of  mark,  Chap.  11.,  24—51,  228,  265. 

conferred  by  registration,  54,  228,  253. 

concurrent  risht  to  mark  or  name,  325,  417. 

of  book  or  puolication,  410.    See  Begistration. 

Tobacco,  marks  on,  713.    See  Hahana  and  Mixture. 
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TOBAOOO, 

mark  for  cigars,  89. 

fraudulent  use  of  *'  Habana,"  347. 
"  Tod."    See  Botherham'a  Tm. 

"  ToWBE  Tea."    See  Gfreat  Tower  Tea  Co.  v.  Smithy  136. 
Trade  Desobiftion, 

what  it  means  in  M.  M.  A.,  1887... 476— 487. 

verbal,  476. 

trade-mark  may  be,  479. 

customary,  ''conventional,"  ''generic,"  481,  498. 

as  to  patent,  483. 

custom  as  to  what  is,  485. 

what  is  a  false  trade  description,  487. 

errors  allowed  in,  490. 

applying  a  false  trade  description,  491. 

alteration  of,  491.  

Trade  Libel,  Chap.  XYIIL,  438. 
mere  puff  is  not,  441. 
survives  to  executors,  447. 
Trade-mark, 

seneral  sketch  of  the  law,  Ohap.  I.,  1. 

definition,  Chap,  n.,  24. 

assignment  and  devolution,  Chap.  XTTT.,  272. 

determination,  Chap.  XIY.,  283. 

warranty,  Chap.  XVH.,  431. 

foreign  and  colonial,  registration,  Chap.  XX.,  464. 

early  cases,  2. 

uxuregistered  trade-marks, 

very  numerous,  12,  261,  n. 

practically  protected,  12,  266. 

are  an  objection  to  mark  applied  for,  124. 

in  the  M.  M.  A.,  1887.. .467,  479. 
restricted  to  jMuticidar  goods,  31. 
implication  and  function  of,  49. 
joint,  61,  301. 
requiremente  for  good,  118. 
part  common  to  the  trade,  129. 
"used  as  a  trade-mark,"  168—162. 
one  trader  mav  have  several,  159. 
comprising  reference  to  particular  goods,  89,  216,  632. 
reuresentetion  of  goods,  not,  131. 
belonging  to  several  proprietors,  303. 

And  see  Concurrent  Eight 
description  of,  in  pleadings,  372. 
"  common  hiw,"  383. 

See  Unregistered  TrcuU^marks  above, 
expunged,  use  of,  407. 
in  the  M.  M.  A.,  1887.. .466. 

unregistered,  467,  479. 
description  of,  in  indictment,  &c.,  468. 
trade-description  may  be,  479. 
customs  register  of  names  and  marks,  634. 

See  Begieiraiion. 
referring  to  part  of  mark,  deceptive,  214,  342. 
when  struck  out  of  old  mark,  249. 

And  see  Table  of  ContenUf  p.  vii. 
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Teadb-namb,  393. 

passmg  off,  Chap.  XVI.,  379. 

trade  fibel,  Chap.  XVIII.,  438. 

trade  secret,  Chap.  XIX.,  448. 

and  trade-mark  distinguiahed,  13,  384. 

of  business,  16,  392. 

assignment,  391. 

properhr  in,  384,  391,  n.,  393,  n. 

owned  by  seyeraL  persons,  394. 

name  of  repute,  394. 

of  oompany,  395,  6dl. 

of  goods,  402. 

on  dissolution  of  partnership,  and  bankruptcy,  417 — 419. 

on  sale  of  goodwill,  417—419. 

use  on  the  proprietor's  goods,  413,  448. 

concurrent  right  to  use,  417 — 427. 

injunctions  against  imitations  of,  648  et  »eq. 

to  be  protected,  under  convention,  without  registration,  659. 
See  Name, 
Tbade  Secbet, 

Chap.  XIX.,  448. 

order  in  MoHaon  y.  Moatf  648. 
Tbanbit,  goods  in,  within  M.  M.  A.,  1887,  s.  16... 20,  535. 

TEAlfSLATBD, 

words,  141. 

foreign  words  in  mark  to  be,  597. 
Trap  laid  to  induce  infringement,  306. 
Trial.    See  Court  and  Prosecution. 
Trivial  Cases  of  infringement,  306,  366. 

Trusts, 

not  to  be  reg;istered,  54. 

but  notes  bmiting  the  registration  may  be,  54,  163,  n.,  182, 
184,  235. 

"  Two  D.  Case."    See  Leahy  v.  Glover,  306,  403. 

"  Two  Elephant  Case."    See  Johnston  v.  Orr-Ewing^  122,  190. 


Ultimate  Pxtrohasebs,  likely  to  be  deceived,  3, 187,  318. 
"  XJnoo  Gun)  WmsET."    See  Lojim'  Tm.,  139. 

XJin)ERTAKINa, 

entered  on  the  register,  54. 
limiting  use  of  colour,  163. 

to  particular  goods,  182. 

to  particular  market,  184. 
not  to  vary  mane  in  use,  196. 
as  to  damages,  354. 
to  keep  account,  355. 

Unregistered  Trade-Marks, 
very  nimierous,  12,  261,  n. 
practically  protected,  12,  266. 
form  an  objection  to  mark  applied  for,  125. 
**  common  law  trade-mark,'*  383. 
may  be  trade  descriptions,  467,  479,  492* 
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XJflB, 

as  a  trade-mark,  24,  28,  158—162. 

on  the  g^s,  29 — 32. 

no  defimte  period  neoessary,  34. 

applicant  for  registration  mnst  use  or  intend  to  use,  110,  265, 

of  old  mark,  as  a  trade-mark,  158—162. 

on  bottles,  cases,  corks,  &c.,  30,  159. 

temporary  cessation  of,  161. 

fraudulent,  161,  336. 

in  United  Elngdom,  161. 

in  different  markets,  184. 

resemblance  in  actual,  193,  319. 

alteration  of  Tes;istered  mark  in,  195. 

ia  la^Fful,  331. 
Tindertaking  not  to  alter  in,  196. 
right  to  exclusive,' 209.    ' 
registration,  equivalent  to,  254. 
limits  the  right  conferred,  256. 
abandonment  of.  Chap.  XIY.,  283. 
what  constitutes  infringement,  307* 

family  use,  307. 
plaintiff  must  use,  308,  415.  ^ 

deceptive,  not  presumed,  349. 
private,  imported  marked  artides,  for,  701. 
used  goods,  marked,  imported,  701. 


•*  Valvolbum."    See  HorBburff'a  Tm.,  139. 

"  Valvomnb."    See  Leonard  A  EUia*  Tm.,  139. 

Vabiation, 

of  mark  in  actual  use,  195,  331. 

ujadertaking  against,  196. 

under  sect.  90... 235. 

of  name  of  proprietor,  236. 

in  non-essential  particulars^  247, 

Yeqetables,  imported,  address  on,  699. 

**  Yendible  Chabaoteb,"  mark  must  give,  30, 120. 

Ybndob  of  Businbss  may  solicit  old  customers,  418,  420. 

Ybbbal  Tbadb  Dbsobiption,  476. 

"  W.  E.  CtoESETS."    See  BosentJial  v.  Reynolds. 

"  Wabitbe's  Safb  Cube,"  421. 

Wabkino, 

plaintiff  not  bound  to  give,  331. 
londfide^  not  actionable,  439. 

Wabbanty  of  Tbade-makk,  Chap.  XYII.,  431. 
of  artist's  name,  433. 

"  Washebike."    See  Burland  v.  Broxburn  Oil  Co.,  124. 
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Watoh  Gases, 
marks  on,  522. 

Customs  regulatioiis  as  to,  094. 
order  in  council  as  to  assay  marks  on,  605. 

Watches,  importation  of,  526,  694. 

"  Wavekley  Hotel,"  402. 

Weight, 

plea,  that  plaintiff  gaye  false,  346. 
trade  description  as  to,  476,  480. 

Weights  and  Measures,  marks  indicating,  714. 

WHABFlNaEB  holding  infringing  goods,  358,  365. 

•*  Whitstable  Oystees."    See  Free  Fiahere  v.  EUiot,  409. 

WnTES  AND  Spirits,  same  description  of  goods,  180. 

Witnesses, 

scientific,  higher  scale  of  costs,  369. 
expert,  205,  378. 

Wool,  import,  marks  on,  703. 

"Worcester  Sauce."    See  Birmingham  Vinegar  Go.  v.  Liverpool 
Co,,  394. 

Word-marks,  9, 140—153. 
examples  of  old,  158. 
contrasted,  208. 

Words, 

when  a  device,  129. 

as  trade-markis,  140. 

taken  from  opponent's  or  plaintiffs  mark,  199^204,  314. 

cases  of  contraisited,  208. 

forming  part  of  goods,  478. 

English,  on  imported  goods,  532. 

«*  Worth's  Corsets."    See  Bradley's  Tm.,  113. 

Wrapper, 

use  of  trade-mark  on,  29,  310. 

included  in  coyering  in  M.  M.  A.,  1887... 473. 

imitation  of,  (get  up),  411,  412. 

order  in  Lever  y.  Qoodwin,  652. 

Yarn,  714. 

«  YoRXSHiRB  Belish."    See  Powers  Tm.,  222. 

"  Zephyr  Pipe."    See  Friedlander'i  Tm.,  151. 
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